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Abstract:  The new Swiss Federal Patent Court, 
with nationwide first-instance jurisdiction over all civil 
patent matters, has been operating since 1 January 
2012. This article reviews and contextualizes the 
most important patent cases published in 2012 by 

the Swiss Federal Patent Court and the Swiss Federal 
Supreme Court. It concludes that the revamped 
Swiss patent litigation system has the potential of 
turning Switzerland into a competitive venue for the 
adjudication of patent matters in Europe.
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A. Introduction

1 The year 2012 marked the beginning of a completely 
new era in Swiss patent litigation. The newly created 
6ZLVV�)HGHUDO�3DWHQW�&RXUW��D�ÀUVW�LQVWDQFH�WULDO�FRXUW�
with nationwide jurisdiction over all civil patent 
matters, began operating on 1 January 2012, and 
the procedural rules applicable to patent litigation 
were also revamped as a result of the enactment of 
the new Swiss Federal Code of Civil Procedure in 
2011.1 The primary goal behind these institutional 
and procedural changes was to professionalize the 
adjudication of patent cases and to ensure quick and 
cost-effective proceedings on the trial level, in part 
to make Switzerland a more attractive venue for 
international patent litigants and litigators.2

2 The concentration of patent cases in the hands of a 
single court with nationwide jurisdiction was only 
one element of the strategy adopted by the Swiss 
legislature. An equally important element was the 
substitution of court-appointed technical experts 
with a large number of technically trained adjunct 
judges,3 because the routine use of external experts 
was a major source of delay and costs under the old 
system.4 By contrast, relying on part-time technical 

judges who are paid on a case-by-case basis not 
only tends to reduce costs, but also shortens the 
SURFHHGLQJV� VLJQLÀFDQWO\�� PRVWO\� EHFDXVH� WKH�
selection and instruction of a technical judge is an 
internal matter and because there are virtually no 
SURFHGXUDO�GHYLFHV�DOORZLQJ�WKH�SDUWLHV�WR�LQÁXHQFH�
or formally suggest amendments to the subject 
matter of the technical judge’s report or statement.5 
Accordingly, the Swiss Federal Patent Court’s policy 
is to always rely on technical judges rather than 
court-appointed experts, unless extensive testing 
LV�UHTXLUHG�RU�WKH�WHFKQLFDO�ÀHOG�LQ�TXHVWLRQ�LV�VR�
peculiar that there is no technical judge on the court 
with the appropriate expertise. So far, the Swiss 
Federal Patent Court has not appointed external 
experts and has relied exclusively on technical 
judges.6

3 The importance of reports or statements by technical 
judges cannot be underestimated.7 While they are 
meant to replace reports from court-appointed 
experts, the subject matter of their reports or 
statements is not limited to factual issues, but may 
and typically does include legal conclusions and 
determinations, precisely because their role is not 
that of expert, but rather judge. Therefore, a party 
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faced with a negative statement by a technical 
judge cannot rebut that statement by submitting 
a party expert opinion or by requesting that the 
court appoint an expert to obtain a second opinion. 
Instead, if the rest of the panel adopts the factual 
ÀQGLQJV�DQG�OHJDO�RSLQLRQV�RI�WKH�WHFKQLFDO�MXGJH��
the only way to challenge the substance of the 
WHFKQLFDO�MXGJH·V�ZRUN�LV�WR�DSSHDO�WKH�FRXUW·V�ÀQDO�
decision to the Swiss Supreme Court. However, it is 
unlikely that the Swiss Supreme Court will disagree 
with a technical judge on a technical issue, given that 
the Supreme Court justices lack technical expertise 
and no experts can be brought in on appeal.

4 Regarding the duration of the proceedings,8 the 
Swiss Federal Patent Court strives to complete 
proceedings on the merits within twelve months, 
but there is no reliable actual data yet, because most 
of the cases decided so far were inherited from the 
cantonal courts that had jurisdiction before 2012 
(some of which stalled proceedings pending the 
creation of the new court, foreseeing a transfer of 
venue). It is unclear how long these proceedings 
ZRXOG� KDYH� WDNHQ� KDG� WKH\� LQLWLDOO\� EHHQ� ÀOHG�
directly with the Swiss Federal Patent Court. In 
reality, the goal of twelve months appears to be 
GLIÀFXOW�WR�DFKLHYH��LQ�SDUW�EHFDXVH�²�DV�H[SHFWHG9 
– the need to accommodate the extra-judicial work 
schedules of part-time judges does not necessarily 
facilitate fast decision-making. An average of 
eighteen months seems more realistic, as long as 
the court can work without the appointment of 
external experts. Since the Swiss Supreme Court 
decides appeals within approximately six months,10 
the overall duration of patent litigation on the 
PHULWV�XS�WR�D�ÀQDO�GHFLVLRQ��RQ�ERWK�LQIULQJHPHQW�
and validity)11 should not exceed two years, which is 
rather short in comparison to most other European 
venues. Moreover, regarding summary proceedings, 
including those relating to preliminary injunctions, 
the court also appears to be on track, because it has 
FRPSOHWHG�DOO�SURFHHGLQJV�ÀOHG�GLUHFWO\�ZLWK�WKH�
court within six months or less.

5 In 2012, the Swiss Federal Patent Court published 
nineteen decisions, the most important of which 
will be reviewed below.12 It should be noted at the 
RXWVHW�WKDW�WKLV�QXPEHU�LV�VLJQLÀFDQWO\�ORZHU�WKDQ�
WKH�QXPEHU�RI�FDVHV�DFWXDOO\�ÀOHG�13 because there 
is a relatively high rate of settlement. This is no 
coincidence, because the Swiss Federal Patent Court, 
following the example of some cantonal commercial 
courts, has adopted procedural guidelines that aim 
to enable and facilitate settlements early on.14 After 
WKH� ÀUVW� EULHIV� KDYH� EHHQ� H[FKDQJHG�� WKH� FRXUW�
typically invites the parties to a court hearing 
(“preparatory hearing”), which consists of a formal 
and an informal part. During the formal part, which 
is transcribed, the court essentially discusses the 
subject matter of the case with the parties, points out 
where more evidentiary support is necessary, asks 

IRU�FODULÀFDWLRQV�VKRXOG�WKH�EULHIV�EH�XQFOHDU��DQG�
may take evidence. During the informal part, which 
is not transcribed and is strictly off the record,15 the 
court gives its preliminary assessment of the case, 
reveals weaknesses in the parties’ arguments, and 
tries to get the parties to settle, with considerable 
VXFFHVV��$SSUR[LPDWHO\�ÀIW\�SHUFHQW�RI�WKH�FDVHV�DUH�
settled during such hearings.

6 The Supreme Court has reviewed only two Federal 
3DWHQW�&RXUW�GHFLVLRQV�VR�IDU��7KH�ÀUVW�FDVH�ZDV�D�
FOHDU�DIÀUPDWLRQ�RI�DQ�HTXDOO\�FOHDU�GLVPLVVDO�RQ�
procedural grounds,16 and the second case was 
a partial reversal on a peculiar issue of subject 
matter jurisdiction.17 The Swiss Supreme Court also 
published two other patent decisions in 2012, both 
of which had been appealed in 2011 under the old 
system, that is, prior to the existence of the Swiss 
Federal Patent Court. These cases will be included 
in the following review.

B. Case Law

7 A review of the nineteen decisions published by 
the Swiss Federal Patent Court in 2012 reveals a 
certain prevalence of procedural issues, which is 
not surprising given the fact that the court still has 
WR�ÀQH�WXQH� VRPH�RI� LWV� SURFHGXUHV�RQ� WKH�EDVLV�
of the new Swiss Code of Civil Procedure and the 
special procedural provisions contained in the Act 
on the Federal Patent Court and the Patent Act. 
Overall, the court is doing a good job of elaborating 
and communicating its practices that will form the 
basis of future proceedings. At the same time, the 
court has had the opportunity to decide a few cases 
involving substantive issues, which demonstrate the 
XVH�DQG�VLJQLÀFDQFH�RI�UHSRUWV�E\�WHFKQLFDO�MXGJHV�
and the importance of the practices and case law of 
WKH�(XURSHDQ�3DWHQW�2IÀFH�

I. Procedural Issues

8 :KLOH�WKH�6ZLVV�)HGHUDO�3DWHQW�&RXUW�KDV�KDG�D�ÁXUU\�
of minor procedural issues to decide,18 there are 
six 2012 decisions that are particularly important. 
They relate (i) to the formal requirements and 
the admissible content of requests for relief in 
preliminary patent proceedings, (ii) to the new 
procedural devices for the pre-trial taking of 
evidence, and (iii) to the evidentiary status of expert 
opinions. On the issue of pre-trial evidence, there is 
also a Supreme Court case to be considered.

1.  Requests for Relief

9 Swiss courts are fairly strict in terms of what they 
require in order for a request for injunctive relief 
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WR�EH�VXIÀFLHQWO\�GHWHUPLQDWH�WR�EH�DGPLVVLEOH��7KH�
leading Supreme Court case on the issue was decided 
in 2004 and held that a request for injunctive relief 
LQ�SDWHQW�PDWWHUV�LV�RQO\�VXIÀFLHQWO\�GHWHUPLQDWH�
if the accused device is described therein as a “real 
technical act”, so that “no interpretation of legally or 
ambiguous technical terms is necessary”,19 because 
“only if the concrete technical features of the accused 
device that make use of the patent in litigation are 
spelled out, can a potential injunction be enforced”.20 
7KH�EDVLF�LGHD�LV�WKDW�RIÀFLDOV�HQIRUFLQJ�LQMXQFWLRQV�
should not have to assume the role of the judge, and 
therefore both the order granting injunctive relief 
and the request for such relief must be determinate 
with regard to the technical features of the accused 
device that amount to patent infringement. 
Accordingly, drafting a request for injunctive relief 
requires both skill on behalf of the drafting attorney 
DQG�VXIÀFLHQW�LQIRUPDWLRQ�DERXW�WKH�DFFXVHG�GHYLFH�
WKDW�HQDEOHV�WKH�GUDIWLQJ�DWWRUQH\�WR�EH�VSHFLÀF�LQ�
the request. It is no surprise that patent litigators 
wanted to have clarity about the extent to which 
the Swiss Federal Patent Court would follow the 
Supreme Court in this regard.

10 ,Q�RQH�RI�LWV�ÀUVW�GHFLVLRQV��WKH�6ZLVV�)HGHUDO�3DWHQW�
Court made it clear that it would closely follow the 
Supreme Court’s decision when it held that it was not 
VXIÀFLHQW�WR�GHVFULEH�WKH�DFFXVHG�GHYLFH�E\�VLPSO\�
referring to an exhibit consisting of advertising 
materials containing a product description, if the 
concrete technical features of the accused device 
that allegedly constituted patent infringement could 
not be ascertained on the basis of these materials.21 
According to the court, one must proceed in two 
steps, namely (i) analyze the relevant patent claim 
and break it down into its individual technical 
elements and (ii) show how every single technical 
element of the relevant claim is implemented in 
the accused device.22 If the request for injunctive 
relief does not comply with these requirements, 
the request will be dismissed without prejudice on 
procedural grounds.

11 In line with these considerations, the Swiss Federal 
Patent Court also dismissed without prejudice a 
request for a preliminary injunction in another 
case, because the plaintiff had simply incorporated 
the language of the allegedly infringed patent claim 
without detailing which of the technical elements 
in the accused device would amount to patent 
infringement. The court explained that while the 
RIÀFLDO�HQIRUFLQJ�DQ�LQMXQFWLRQ�PD\�ZHOO�KDYH�WR�
consult with a technical expert if faced with factual 
LVVXHV� WKDW� WKH� RIÀFLDO� FDQQRW� PDVWHU� DORQH�� QR�
RIÀFLDO�VKDOO�KDYH�WR�DQVZHU�WKH�TXHVWLRQ�RI�ZKHWKHU�
certain facts constitute patent infringement, but 
instead shall simply determine whether these facts 
match the precise technical description in the 
injunction. Therefore, the request for injunctive 
UHOLHI�PXVW� FRQWDLQ� VXIÀFLHQW� LQIRUPDWLRQ� DERXW�

which technical elements of the accused device the 
plaintiff considers to be a practice of the patented 
invention.23

12 The court’s purist approach to the drafting of 
requests for injunctive relief is not likely to be met 
with great enthusiasm by practitioners, because it is 
seen as an unnecessarily formalist hurdle, given that 
the parties involved often know precisely what kind 
of behavior is targeted by the request for injunctive 
relief in question and because injunctions are often 
enforced autonomously by the parties without 
WKH�LQWHUYHQWLRQ�RI�DQ\�RIÀFLDO�24 Nevertheless, as 
a matter of principle, the court’s approach merits 
support, because holding the parties to a high 
standard when drafting requests for injunctive 
relief facilitates the work of the court and therefore 
contributes to the streamlining of the proceedings. 
Breaking down the accused device into its technical 
elements and matching them with the individual 
technical elements in the allegedly infringed patent 
claim also helps to clarify the technical issues at stake 
and to focus the proceedings on the few technical 
elements that are in dispute. To the extent that it is 
GLIÀFXOW�RU�HYHQ�LPSRVVLEOH�WR�SUHFLVHO\�GHVFULEH�WKH�
accused device for lack of information prior to the 
ÀOLQJ�RI�WKH�UHTXHVW�IRU�LQMXQFWLYH�UHOLHI�25 the newly 
available procedural remedy of precise description26 
should help (for more detail, see also infra para. 17). 
In any event, the Swiss Federal Patent Court, in the 
two cases summarized above, has given practitioners 
useful and precise guidelines regarding the proper 
drafting of requests for injunctive relief.

13 Aside from requests for injunctive relief, the Swiss 
Federal Patent Court also had to decide whether 
a request for declaratory judgment regarding the 
ownership of a European patent was admissible as 
a preliminary measure in summary proceedings. 
Invoking the majority view expressed in scholarly 
ZULWLQJV��WKH�FRXUW�GLVPLVVHG�WKH�UHTXHVW��ÀQGLQJ�
it to be inadmissible under the general rules of 
civil procedure.27 Essentially, the court reasoned 
that a preliminary declaration of patent ownership 
pending the outcome of the merit proceedings would 
be tantamount to a permanent order, the effect of 
which would and could not be limited in time. In 
this particular case, the court also expressed concern 
that the plaintiff had shown neither any legally 
protected interest in a court declaration of ownership 
nor a likelihood of irreparable harm should the 
preliminary declaration not be made.28 By contrast, 
the court found it procedurally admissible to request 
that the defendant be preliminarily enjoined from 
alleging towards third parties that the plaintiff is not 
the legal owner of the patent in question.29 Following 
a substantive analysis, however, the Swiss Federal 
Patent Court denied this request for injunctive relief, 
because the plaintiff had not shown the likelihood 
of any contractual violation or the infringement of 
any legal rights.30



2013

Cyrill P. Rigamonti

56 4

2.  Pre-Trial Taking of Evidence

14 In view of the costs and uncertainties associated 
with patent litigation, it is important to have 
somewhat reliable information, especially about 
the technical features of a potentially infringing 
device, prior to initiating a lawsuit. To this end, there 
are two partially new procedural devices available 
to plaintiffs that allow them to better assess their 
evidentiary basis and the risks of litigation.31 The 
ÀUVW�GHYLFH�JHQHUDOO\�HQDEOHV�WKH�SUH�WULDO�WDNLQJ�
of evidence to safeguard legitimate interests on the 
basis of the new Swiss Code of Civil Procedure,32 
DQG�WKH�VHFRQG�GHYLFH�LV�VSHFLÀF�WR�SDWHQWV�LQ�WKDW�
it allows for a provisional measure that consists of 
the precise description of an allegedly infringing 
structure or process by a member of the Swiss 
Federal Patent Court.33 It is no surprise that both the 
Swiss Supreme Court and the Swiss Federal Patent 
Court have already had the opportunity to express 
their views on these procedural novelties.

15 In a case decided in January 2012, the Swiss Supreme 
Court had to review the denial of a request for the 
pre-trial taking of evidence to safeguard legitimate 
reasons in the context of a claim based on indirect 
patent infringement.34 The plaintiff had asked the 
lower court, the Commercial Court of the Canton 
of Aargau, to inspect and document the facilities 
of a waste incineration plant in order to assess 
the chances of success of a patent infringement 
action to be brought against a defendant which had 
delivered component parts to the company running 
the waste incineration plant. It is unclear why the 
plaintiff did not bring the case against the waste 
incineration company as an alleged direct infringer, 
EXW� LQVWHDG� ÀOHG� WKH� DFWLRQ� DJDLQVW� WKH� VXSSOLHU�
as an alleged indirect infringer. In any event, the 
commercial court denied the request, citing the 
plaintiff’s failure to establish the likely existence of 
an act of indirect infringement committed by the 
defendant. The plaintiff appealed, and the Swiss 
6XSUHPH�&RXUW�DIÀUPHG�35 In terms of substance, 
the Court took the opportunity to explain that the 
general device for the pre-trial taking of evidence 
DQG�WKH�SDWHQW�VSHFLÀF�GHYLFH�RI�SUHFLVH�GHVFULSWLRQ�
are two different procedural avenues, and that it is 
SHUIHFWO\�ÀQH�WR�DVN�HLWKHU�IRU�D�SUHFLVH�GHVFULSWLRQ�
under the special rules or for the inspection of a 
waste incineration plant in accordance with the 
general rules.36 More importantly, however, the 
&RXUW�FODULÀHG�WKDW�ZKLOH�LW� LV�DSSURSULDWH�WR�XVH�
the general procedural device for the purpose of 
ascertaining litigation prospects, the requesting 
party must still show the likely existence of facts, 
based upon which substantive law provides a claim 
against the defendant.37 This requirement is only 
relaxed regarding facts that are meant to be proven 
by the evidence that is the subject matter of the 
HYLGHQWLDU\�UHTXHVW��DV�LW�LV�VXIÀFLHQW�WR�DOOHJH�WKHVH�

facts in a substantiated fashion.38 In other words, 
while the plaintiff did not have to show the likely 
existence of the direct infringement to be proven 
with the requested evidentiary measure, it still had 
to show the likely existence of facts underlying its 
claim for indirect infringement (other than the acts 
constituting direct infringement), which it had not 
done. The mere allegation of a legitimate interest in 
the pre-trial taking of evidence is not enough for an 
evidentiary request to be granted. In plain English, 
ÀVKLQJ�H[SHGLWLRQV�DUH�QRW�DOORZHG�XQGHU�WKH�QHZ�
regime.

16 7KH�6ZLVV�)HGHUDO�3DWHQW�&RXUW�ÀUVW�DSSOLHG�WKHVH�
general principles in the context of a pharmaceutical 
patent case. Using the general procedural device 
for the pre-trial taking of evidence, the plaintiff 
requested that the defendant be asked about the 
composition of its tablets and about the identity of 
the supplier of the active ingredient contained in 
the tablets and that the defendant turn over samples 
of its tablets for further lab analysis.39 In support of 
its requests, the plaintiff argued that the defendant 
had registered its tablets as a generic version 
of the patented drug with the Swiss authorities 
prior to the lapse of the relevant patents, while 
these tablets contained an active ingredient that 
potentially infringed the plaintiff’s patents. However, 
in order to establish that the active ingredient in 
question actually infringed the patent, it needed 
more evidence and information that only the 
defendant could provide, because the defendant’s 
tablets were not yet available on the Swiss market. 
Consequently, the plaintiff argued that it had the 
prerequisite “legitimate interest” in taking the 
requested pre-trial evidence, namely a legitimate 
interest in avoiding futile litigation. While the 
Swiss Federal Patent Court agreed with the latter, it 
applied the standards set forth by the Swiss Supreme 
Court and ultimately denied all requests, because 
the plaintiff had not shown the likely existence of a 
right to injunctive relief.40 First, one of the patents 
invoked by the plaintiff had been revoked by the 
(XURSHDQ�3DWHQW�2IÀFH��DQG�ZKLOH�WKH�DSSHDO�ZDV�
still pending and the patent was therefore still in 
force, the plaintiff had not explained in what sense 
the revocation was legally wrong.41 In view of these 
facts, the court concluded that the plaintiff had not 
shown the likely existence of patent infringement 
with regard to this patent. Second, the court reached 
the same conclusion with regard to the process 
patent invoked by the plaintiff, because the mere 
allegation – that the plaintiff assumed that the active 
ingredient contained in the defendant’s tablets had 
been produced pursuant to the patented process 
²�ZDV�REYLRXVO\�QRW�VXIÀFLHQW�WR�HVWDEOLVK�D�OLNHO\�
existence of infringement.42 Third, the same was also 
true for the patent protecting a certain composition 
of tablets with the relevant active ingredient, 
because the fact alone that the defendant’s tablets 
contained a certain active ingredient was not 
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VXIÀFLHQW�WR�VKRZ�WKDW�DOO�HOHPHQWV�RI�WKH�UHOHYDQW�
SDWHQW�FODLP�ZHUH�IXOÀOOHG��,Q�VXP��WKH�6ZLVV�)HGHUDO�
Patent Court concluded that the plaintiff’s request 
ZDV�DQ�LQDSSURSULDWH�ÀVKLQJ�H[SHGLWLRQ�IRU�ZKLFK�
the new procedural device for the pre-trial taking of 
evidence is not available.43 This case reiterates that 
while there are procedural mechanisms available to 
help a plaintiff obtain evidence prior to the formal 
initiation of patent litigation, the mere allegation of a 
legitimate interest in obtaining such evidence is not 
VXIÀFLHQW�LI�WKH�XQGHUO\LQJ�FODLP�IRU�LQIULQJHPHQW�
itself is also based on mere allegations.

17 In another case, the Swiss Federal Patent Court had 
WR�DSSO\�WKH�QHZ�UXOHV�JRYHUQLQJ�WKH�SDWHQW�VSHFLÀF�
procedural device of precise description�IRU�WKH�ÀUVW�
time.44 Legally, it is a provisional measure that allows 
a plaintiff to have an allegedly infringing device or 
process described by a technical judge of the Swiss 
Federal Patent Court in order to enable the requesting 
SDUW\�WR�DVVHVV�LWV�FKDQFHV�RI�VXFFHVV�SULRU�WR�ÀOLQJ�D�
patent infringement action. An important feature of 
this provisional measure is that it no longer requires 
a showing that the item to be described is likely to 
be unavailable at trial.45 However, the requesting 
party must still show that it is likely that a legal 
claim based on patent law has been infringed or 
is about to be infringed.46 In the case at hand, the 
plaintiff requested a precise description of a certain 
process employed by the defendant, arguing that 
this process is likely to infringe the plaintiff’s process 
patent. The Swiss Federal Patent Court concluded 
that the plaintiff had shown the likelihood of 
infringement of a legal claim arising out of patent 
law, because the defendant was the successor to a 
bankrupt company that had undeniably practiced the 
patented invention and from which the defendant 
had inherited its facilities, means of production and 
much of its personnel.47 The defendant’s argument 
– that its process was practiced at temperatures 
other than those mentioned in the relevant patent 
claim – was rejected by the court, precisely because 
only a description of the defendant’s process could 
establish whether this was true. Accordingly, the 
court ordered a precise description of the defendant’s 
process.48 In order to protect any business secrets, 
the plaintiff was not allowed to be present when 
the precise description was taken, but the court 
allowed the plaintiff’s attorney and patent attorney 
WR�SDUWLFLSDWH��VXEMHFW�WR�D�GXW\�RI�FRQÀGHQWLDOLW\��
that is, a duty not to disclose anything perceived 
during the precise description to their client, the 
SODLQWLII��XQWLO� WKH�SODLQWLII�ZDV� IRUPDOO\�QRWLÀHG�
by the court.49 In this respect, the Swiss Federal 
Patent Court adopted, without acknowledgement, 
the description procedure practiced by the German 
courts in Düsseldorf.50 What is important about this 
case is that it demonstrates that it is possible for a 
plaintiff to meet the burden of showing a likelihood 
of infringement in order to obtain a pre-trial precise 
description. It also shows how the court handles this 

new procedural device in practice. Plaintiffs now 
know approximately how much it costs (in the case 
at hand, CHF 12,000)51 and approximately how long 
it takes (in the case at hand, four months and three 
weeks).

3. Evidentiary Status of Expert Opinions

18 A critical factor in patent litigation is the evidentiary 
status of expert opinions. As discussed above (see 
supra para. 2), the Swiss Federal Patent Court does 
not ordinarily appoint experts, but instead relies 
on its technical judges to assess technical issues. 
However, the parties are typically inclined to submit 
opinions authored by experts of their own choosing 
or opinions of experts appointed by foreign courts 
in parallel proceedings taking place abroad. The 
latter situation has already been brought before 
the Swiss Federal Patent Court in the context of 
an invalidity action regarding the Swiss part of a 
European patent.52

19 In support of the validity of its patent, the defendant 
submitted two extensive opinions rendered by 
experts appointed by the German Supreme Court 
and the Tribunal of Rome, respectively. The 
plaintiff argued that these opinions were neither 
expert opinions nor any other type of evidence 
within the meaning of the Swiss Code of Civil 
Procedure, whereas the defendant claimed that 
WKHVH� RSLQLRQV� TXDOLÀHG� DV� GRFXPHQWV� DQG�ZHUH�
therefore admissible into evidence.53 Even though 
the opinions in question had been commissioned 
by foreign courts and not by any of the parties, the 
Swiss Federal Patent Court seized the opportunity 
to lay down the law on the evidentiary status of 
opinions authored by party-appointed experts. 
Not surprisingly, it followed the Supreme Court54 
by concluding that such opinions did not qualify as 
evidence under Swiss law, but instead as mere party 
allegations that, while admissible as such, had to be 
treated as allegations of fact and therefore had to 
be incorporated into the party briefs in order to be 
considered by the court.55

20 Turning to opinions commissioned by foreign 
courts, the Swiss Federal Patent Court held that 
they were neither party expert opinions nor court 
expert opinions according to the Swiss Code of Civil 
Procedure, but rather simple documents to be treated 
as party allegations, just like party opinions.56 As a 
result, these opinions did not have to be considered 
by the Swiss Federal Patent Court if their contents 
were not incorporated in detail into the party briefs 
(as opposed to being incorporated by reference).57 
In the case at hand, since the defendant had 
merely incorporated the conclusions of the foreign 
expert opinions into its briefs, the court admitted 
these opinions only as evidence to prove that the 
defendant’s allegations regarding the content of 
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these conclusions were accurate, but otherwise 
disregarded them.58 While the evidentiary status of 
opinions that are not authored by experts appointed 
by the competent Swiss courts may be a comparative 
anomaly, at least the position of the Swiss Federal 
Patent Court is now clear.

II. Substantive Issues

21 In terms of substantive issues, the Swiss Federal 
Patent Court had the opportunity to set forth the 
patent infringement test it intends to use and to 
apply standard patent doctrine in the context of 
novelty and non-obviousness decisions.59 In addition, 
the Swiss Supreme Court also decided a case relating 
to the issue of non-obviousness.

1. Infringement Test

22 ,Q�RQH�RI�WKH�ÀUVW�FDVHV�UHJDUGLQJ�D�UHTXHVW�IRU�D�
preliminary injunction on the basis of alleged patent 
infringement, the Swiss Federal Patent Court laid out 
the test it would use for such requests. Under the 
general procedural rules, in summary proceedings 
for a preliminary injunction, the plaintiff has to show 
the likely existence of (i) an actual or impending act 
of patent infringement and (ii) irreparable harm 
arising out of that infringing act.60 According to 
the Swiss Federal Patent Court, these rules imply a 
three-pronged test, namely (i) whether the request 
for relief contains the concrete technical elements 
of the accused device to be enjoined, (ii) whether the 
defendant uses exactly this type of accused device, 
and (iii) whether said device comes within the scope 
of protection of the patent in suit, either literally 
RU�E\�YLUWXH�RI�HTXLYDOHQWV��,I�WKH�ÀUVW�SURQJ�LV�QRW�
IXOÀOOHG��WKH�FDVH�LV�GLVPLVVHG�ZLWKRXW�SUHMXGLFH�RQ�
procedural grounds, as discussed in detail above (see 
supra paras. 9-12). If the second or the third prong 
LV�QRW�IXOÀOOHG��WKH�UHTXHVW�IRU�UHOLHI�LV�GHQLHG�ZLWK�
prejudice. In the context of summary proceedings 
IRU�SUHOLPLQDU\�LQMXQFWLYH�UHOLHI��LW�LV�VXIÀFLHQW�LI�WKH�
ÀUVW�SURQJ�LV�IXOÀOOHG�DQG�LI�WKH�OLNHO\�H[LVWHQFH�RI�
the second and third prongs is shown.61

23 In applying this infringement test to the request 
for preliminary injunctive relief, the Swiss Federal 
Patent Court also explained that the complete 
DFFXVHG�GHYLFH��DV�GHÀQHG�LQ�WKH�UHTXHVW��PXVW�IDOO�
within the scope of protection of the patent in suit, 
because otherwise the request would cover subject 
matter that is not protected by the patent claims 
and can therefore not be enjoined.62 Given that the 
description of the accused device in the plaintiff’s 
request failed to include a technical element 
contained in the allegedly infringed patent claim, 
granting the request would have extended the 
protection of the patent into the prior art. In other 

ZRUGV��WKH�UHTXHVW�DV�ÀOHG�ZDV�RYHUO\�EURDG�DQG�ZDV�
therefore denied.63

2. Novelty

24 In adjudicating a request for preliminary injunctive 
relief for patent infringement,64 the Swiss Federal 
Patent Court, faced with an invalidity defense, was 
called to express its views on a particular issue of 
QRYHOW\��0RUH�VSHFLÀFDOO\��WKH�SDWHQWHG�LQYHQWLRQ�
was described in terms of product claims consisting 
of structural elements combined with indications of 
the intended purpose of some of these elements.65 
The issue was whether the patented invention was 
anticipated by a prior art device that consisted of 
all claimed structural elements, but that had never 
been suggested to be used for the claimed purposes. 
Following the practice of the European Patent 
2IÀFH�66 the Swiss Federal Patent Court reasoned 
that if the prior art device was in fact suitable for 
the purposes indicated in the relevant patent 
claim, it would defeat the novelty of the patented 
invention.67 In the case at hand, a drilling device for 
embroidery machines disclosed in a German patent 
in 193268 was found to be suitable for the purposes 
indicated in the claims of the relevant Swiss patent 
on a cutting device for embroidery machines.69 As a 
result, the relevant claims of the Swiss patent in suit 
were considered anticipated and therefore invalid.70 
In addition, the infringement of other claims or 
patents that were potentially valid had not been 
shown, because the plaintiff had not properly alleged 
that the defendant had actually used the devices 
GHÀQHG�LQ�WKHVH�FODLPV�RU�SDWHQWV�71 Accordingly, 
the request for a preliminary injunction was denied. 
What is perhaps most notable about this case, for 
future reference, is that it demonstrates that the 
Swiss Federal Patent Court is clearly looking to the 
(XURSHDQ�3DWHQW�2IÀFH� IRU�JXLGDQFH�RQ� LVVXHV�RI�
substantive patent law.

3. Non-obviousness

25 In December 2011, the Swiss Supreme Court decided 
one of its few non-obviousness cases.72 The plaintiff 
KDG�ÀOHG�DQ�DFWLRQ�ZLWK�WKH�&RPPHUFLDO�&RXUW�RI�WKH�
Canton of St. Gallen to have one of the defendant’s 
Swiss patents on an inductive heating element in a 
cooking device declared invalid for lack of inventive 
step. The commercial court denied relief, and the 
plaintiff appealed to the Swiss Supreme Court, 
arguing, inter alia, that the commercial court had 
wrongly instructed the court-appointed expert 
on the basis of the court’s erroneous selection of 
the closest piece of prior art for non-obviousness 
SXUSRVHV��7KH�6ZLVV�6XSUHPH�&RXUW�ÀUVW�UHYLHZHG�
the standard doctrine of non-obviousness in 
patent law,73 and then turned to the European 
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3DWHQW� 2IÀFH·V� problem-solution approach that lay 
at the heart of the plaintiff’s argument. The Court 
explained that the problem-solution approach is not 
the only possible method for determining inventive 
step or non-obviousness, and that, in fact, it should 
not matter which piece of prior art is chosen as a 
starting point for the inquiry into whether a person 
having ordinary skill in the art could have achieved 
the solution provided by the patent with little 
intellectual effort or whether doing so required 
inventive activity.74 After all, courts cannot solely rely 
on the closest piece of prior art, but instead have to 
consider other relevant prior art as well. Therefore, 
the Swiss Supreme Court ruled that the plaintiff’s 
critique regarding the wrong selection of the closest 
piece of prior art was unfounded. Moreover, it also 
explained that while the mere combination of prior 
art elements or processes was obvious if, when 
combined, they continued to work in the usual 
fashion without interaction, the combination was 
non-obvious if the prior art elements or processes, 
when combined, produce a new technical result.75 
Applying this distinction to the case at hand, the 
6ZLVV� 6XSUHPH� &RXUW� DIÀUPHG� WKH� ORZHU� FRXUW·V�
decision by holding that the patented invention in 
question was non-obvious, in part because the prior 
art did not suggest the technical solution found by 
the patentee and because some prior art references 
actually taught away from that solution, making it 
D�VXUSULVLQJ�ÀQG�76

26 The Swiss Federal Patent Court also had the 
opportunity to apply the law of non-obviousness 
in 2012, albeit in the context of a request for a 
preliminary injunction.77 The plaintiff claimed patent 
protection on esomeprazole magnesium trihydrate 
and sued the manufacturer of a drug consisting of 
esomeprazole magnesium dihydrate, arguing that 
the defendant’s product actually also contained the 
patented substance. The defendant took the position 
that the patent was invalid for lack of inventive 
step, because it was known at the priority date that 
crystalline esomeprazole magnesium existed in the 
IRUP�RI�K\GUDWHV��VR�ÀQGLQJ�D�WULK\GUDWH�IRUP�ZDV�
obvious.78 Against this background, the Swiss Federal 
Patent Court explained that the problem-solution 
approach required the court (i) to identify the closest 
SLHFH�RI�SULRU�DUW���LL��WR�GHÀQH�WKH�REMHFWLYH�WHFKQLFDO�
problem to be solved by the invention, and (iii) to 
examine whether a person having ordinary skill 
LQ�WKH�DUW�FRXOG�QRW�RQO\�ÀQG��EXW�ZRXOG�DOVR�KDYH�
found the claimed invention.79 The court referred 
this question to a technical judge. In her report, she 
concluded that the claimed invention was obvious, 
EHFDXVH�VROYLQJ�WKH�WHFKQLFDO�SUREOHP�RI�ÀQGLQJ�QHZ�
and advantageous forms of esomeprazole magnesium 
by providing a trihydrate form was part of the 
professional knowledge of a skilled person working 
LQ� WKH�ÀHOG�RI�GUXJ�GHYHORSPHQW��SDUWLFXODUO\� LQ�
YLHZ�RI�D�VFLHQWLÀF�RYHUYLHZ�DUWLFOH�RQ�WKH�VXEMHFW�
that was part of the prior art. The technical judge 

further explained that a person of ordinary skill 
would have searched for different crystalline forms 
of a drug, including hydrates, as part of the normal 
research and development process and would have 
also routinely used the standard analytic processes 
to detect hydrate forms.80 The same is true for the 
DUELWUDU\�VHOHFWLRQ�RI�D�VSHFLÀF�IRUP��WULK\GUDWH��
from a generic group of equally suited candidates 
(hydrates).81 The other judges on the panel followed 
the report by the technical judge, rejecting any and 
all arguments set forth by the plaintiff. As a result, 
the request for a preliminary injunction was denied.

27 It is somewhat remarkable that the Swiss Federal 
Patent Court did not mention the Supreme Court’s 
non-obviousness case discussed above (see supra 
para. 25). While it is clear that the Supreme Court 
case did not involve the same technology or address 
the same issues, it still provided some background 
on the law of non-obviousness, including the 
VLJQLÀFDQFH�RI�WKH�SUREOHP�VROXWLRQ�DSSURDFK��7KLV�
is a bit unusual, given the fact that the Swiss Federal 
Patent Court typically shows that it is well aware 
of what the Supreme Court does. Instead, the only 
references in the context of non-obviousness are 
to the Guidelines for Examination in the European 
3DWHQW�2IÀFH�DQG�WR�D�SHUWLQHQW�GHFLVLRQ�E\�DQ�(32�
Board of Appeal. In other words, just as in the novelty 
case discussed above (see supra para. 24), the Swiss 
Federal Patent Court again looked exclusively to 
WKH�(XURSHDQ�3DWHQW�2IÀFH�IRU�JXLGDQFH�RQ�PDWWHUV�
of substantive patent law. This is not necessarily 
wrong, and may well make sense in a particular case, 
especially if European patents are involved, but it 
GRHV�VXJJHVW�WR�VRPH�H[WHQW�WKDW�WKH�LQÁXHQFH�RI�
technical judges, who are particularly familiar with 
the practices of the EPO, may carry a certain risk of 
XQGXH�GHIHUHQFH�WR�WKH�(XURSHDQ�3DWHQW�2IÀFH��2QO\�
time will tell whether the structural make-up of the 
Swiss Federal Patent Court will have a lasting impact 
on the direction of its case law.

C. Conclusion

28 The year 2012 was an exceptional year for patent law 
in Switzerland, because it stands for the beginning 
of a new era in Swiss patent litigation. The Swiss 
Federal Patent Court has started operating and is 
on track. The court obviously strives to provide 
quick and cost-effective proceedings as well as high-
quality decisions, and it has done so with remarkable 
success.82 It understands the importance of open 
FRPPXQLFDWLRQ�LQ�EXLOGLQJ�FRQÀGHQFH�LQ�WKH�QHZ�
system. Aside from issuing its procedural guidelines 
and publishing its decisions in a timely manner, it 
has also taken care to provide a bit more detail in its 
opinions than is customary whenever it deemed it 
necessary to settle a matter of principle in order to 
LQFUHDVH�OHJDO�FHUWDLQW\�IRU�WKH�IXWXUH��6SHFLÀFDOO\��
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the court has provided guidance on the evidentiary 
status of party expert opinions, the formal 
requirements for requests for injunctive relief, the 
infringement and non-obviousness tests it employs, 
the use of reports and statements from technical 
judges in lieu of expert opinions, and the procedural 
devices for the pre-trial taking of evidence, in 
SDUWLFXODU�WKH�QHZ�SDWHQW�VSHFLÀF�GHYLFH�RI�SUHFLVH�
description. Moreover, the president of the court 
speaks regularly at conferences in order to educate 
attorneys, patent attorneys, and in-house counsel 
on practicing before the court. If the enthusiasm 
about the court and the commitment of the judges to 
make it work persist, the Swiss Federal Patent Court 
will have the potential of becoming a competitive 
DOWHUQDWLYH�WR�WKH�SODQQHG�XQLÀHG�SDWHQW�V\VWHP�
of the European Union.83 Looking forward, it will 
be interesting to see whether the relatively strict 
formal requirements for requests for injunctive 
relief will lead to increased numbers of requests for 
precise description of allegedly infringing devices 
or processes. Finally, on a more structural note, 
it remains to be seen whether the institutional 
choice of using technical judges, combined with 
the paramount importance of their often outcome-
determinative reports and statements, will 
substantively transform Swiss patent jurisprudence 
towards a more automatic adoption of the practices 
DQG�FDVH�ODZ�RI�WKH�(XURSHDQ�3DWHQW�2IÀFH�
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