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Abstract: The recent controversy between two
tech giants, Apple and Samsung, illustrates the prac-
tical limitations of multi-state P litigation: the terri-
torial nature of IP rights virtually means that most of
the complex IP disputes have to be adjudicated be-
fore the courts of every state for which protection
is sought. In order to streamline the adjudication of
multi-state disputes, a number of legislative propos-
als have been prepared (including the ALI Principles,
CLIP Principles, Japanese Transparency Proposal,
Waseda Proposal and the Korean KOPILA Principles).
These proposals contain detailed provisions concern-
ing matters of international jurisdiction, choice of law
and recognition and enforcement in IP cases. More-
over, these legislativeproposals in one way or an-
other were drafted with

a vision to facilitate cooperation between the courts
and thus make the adjudication more efficient. How-
ever, the actual practices of national courts remain
different; moreover, the approaches adopted in the
legislative proposals also vary. This paper provides
for a comparative study of the abovementioned leg-
islative proposals insofar as matters concerning
the competence of courts to adjudicate cross-bor-
der IP disputes is concerned. In particular, this paper
touches upon the following matters: personal/in per-
sonam jurisdiction, jurisdiction to grant provisional or
protective measures, jurisdiction in IP-related con-
tract disputes, choice of court agreements, multiple
defendants and coordination of parallel proceedings.
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International Jurisdiction in Intellectual Property Disputes

A. Introductory Remarks

3

Competition in creative and technology industries
goes beyond mere innovation. In order to gain, pro-
tect or enlarge their market shares, firms employ
various strategies (e.g. technology protection meas-
ures or patent thickets). One of the elements of this
competition in the innovative industries is litiga-
tion: IP right holders sue alleged infringers seeking
injunctions and compensation for damages and, on
their behalf, alleged infringers may seek declara-
tions for non-liability. In an era when business mod-
els have transformed to the global arena, the territo-
rial nature of IP rights creates significant hurdles for
the efficient exercise of such rights. The recent con-
troversy between two tech giants, Apple and Sam-
sung, clearly illustrates the problem: a number of
separate suits were brought before courts of differ-
ent states (US, Australia, Japan, Korea and several
European countries).

This paper deals with the latter aspect of the transna-
tional enforcement of IP rights: namely, enforcement
of IP rights before the national courts. A number of
problems related to the enforcement of multi-terri-
torial IP rights arise before the courts: Which court
should hear the case? What is the scope of a court’s
competence in adjudicating such multi-territorial
IP dispute? If a court’s jurisdiction can be asserted,
which law should be applied to the dispute? A num-
ber of legislative proposals were drafted in various
continents with an intention to address these prob-
lems related to the transnational enforcement of IP
rights. The first set of principles was prepared by
the American Law Institute (the so-called ALI Prin-
ciples);! these were subsequently followed by the Eu-
ropean CLIP Principles,? the Japanese Transparency®
and the Waseda Proposals as well as the Korean KO-
PILA Principles. All of these aim to propose certain
solutions for streamlining the adjudication of mul-
ti-territorial IP disputes by establishing rules on in-
ternational jurisdiction, choice of law and the rec-
ognition and enforcement of foreign judgments in
IP cases.

This paper was prepared for the International Law
Association (‘ILA’) Committee on ‘Intellectual Prop-
erty and Private International Law’ meeting, which
took place in Lisbon on 16-17 March 2012, The Com-
mittee was created in November 2010 and aims to
analyse the current state of the legal framework
concerning the protection of IP rights in the interna-
tional sphere. The work of the Committee is based on
the recent comparative studies as well as the above-
mentioned legislative proposals concerning the con-
fluence of intellectual property and private interna-
tional law. One of the objectives of the Committee
is to conduct a comprehensive study of the existing
regulatory proposals and prepare a set of guidelines
which could serve as a source of reference for vari-
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ous international as well as national regulatory bod-
ies (e.g. Hague Conference on Private International
law, regional or national lawmakers). The goal of the
members of the Committee is to find a common ap-
proach towards the exercise of international juris-
diction over disputes with a foreign element; ac-
cordingly, this paper is one of the studies intended
to set the groundwork for future deliberations.

This paper focuses only on matters related to gen-
eral aspects of international jurisdiction in IP cases.
There are many questions related to the exercise
of court jurisdiction: jurisdiction over in personam;
jurisdiction over the merits; the relationship be-
tween in personam and jurisdiction over the merits
(subject-matter jurisdiction); the court’s authority
to hear disputes in situations where the defend-
ant is not resident in the forum state; coordination
of parallel proceedings; and jurisdiction to order
(cross-border) provisional and protective measures.
(This paper does not deal with two issues: namely, ju-
risdiction in IP infringement cases and subject-mat-
ter/exclusive jurisdiction which are analysed in the
article prepared by B. Ubertazzi in this volume.) In
court proceedings, jurisdictional issues have to be
determined first; if international jurisdiction is as-
serted, only then do the issues related to the appli-
cable law come into play. In any case, it should be
emphasised that both issues - international jurisdic-
tion and the choice of applicable law - are closely in-
tertwined; or, to put it differently, the applicable law
largely depends on which state’s court hears the case
and on which jurisdictional ground the jurisdiction
is exercised.

It should also be emphasised that current court prac-
tice and existing legislative frameworks still remain
far behind the solutions proposed in the legislative
proposals dealing with cross-border IP matters (the
ALI Principles, CLIP Principles, Transparency Prin-
ciples, or Waseda Principles). At the same time, it is
also true that the legislative proposals were drafted
with a view to influence legal processes, in particu-
lar jurisdictions.

The solution to various problems related to inter-
national jurisdiction depends to a large degree on
the following two considerations: first, the general
grounds of jurisdiction (in personam jurisdiction) as
well as doctrines which allow the courts to exercise
their discretion in ascertaining jurisdiction (namely,
forum non conveniens doctrine and its modifications
and the ‘special circumstances’ test); and, secondly,
the relationship between general grounds of juris-
diction and other bases of jurisdiction.

The need to create a legal framework unifying is-
sues related to international jurisdiction has long
been recognized. It is argued that many problems
which persisted during the negotiations to draft a
global Judgments Convention at the Hague Confer-
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ence have been clarified, at least to some extent.
Hence, the Hague Conference for Private Interna-
tional Law is prepared to reopen the drafting process
of the Convention.* It has been argued elsewhere
that work done at the Hague Conference provides a
solid basis for discussing issues related to interna-
tional IP jurisdiction matters.>

. General Grounds of Jurisdiction:

In Personam Jurisdiction,
Defendant’'s Domicile and
Exclusionary Mechanisms

2001 Hague Draft of the Judgments Convention;® Articles
2:101 and 2:2601 CLIP Principles; Section 201 ALL Articles
103 and 107 Transparency Principles; Articles 201, 202, 211
and 212 Waseda Principles; Articles 2, 8, 9 KOPILA

The issue of ascertaining jurisdiction over the dis-
pute is one of the most complex ones. In countries
with developed economic systems, the court practice
has evolved over decades, if not centuries. Hence,
existing jurisdiction rules and practices have to be
viewed in the light of domestic cultural, historical,
legal and economic contexts. In this regard, some
important comparative studies have already been
conducted by distinguished scholars.” The discus-
sion in the following section will be more compara-
tive as regards the legislative proposals, and rather
more descriptive in depicting the existing legal sys-
tems in different states.

Differences

General Grounds of Jurisdiction:
Domicile or Habitual Residence?

Natural Persons

As a starting point, a comparison of the four legisla-
tive proposals reveals that the basic connecting fac-
tor for determining jurisdiction in personam differs.
The 2001 Hague Draft, ALI, CLIP and Waseda Princi-
ples adopt the ‘residence’ as a general ground of ju-
risdiction over the defendant. In addition to the ‘ha-
bitual residence’ (Art. 9), the Korean Principles also
require a court to establish a ‘substantial connec-
tion’ between the forum state and the party or the
case (Art. 8). However, the Transparency Principles
refer to the ‘domicile’ of the defendant.

It should be noted that there is another slight dif-
ference in the terminology. Namely, some legislative
proposals refer to the ‘habitual residence’ of the de-
fendant (Art. 2:201 CLIP and Art. 201 Waseda), while
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the ALI Principles simply refer to the ‘residence’ of
the defendant (Art. 201(1)). Whether the terminolog-
ical differences could actually lead to different prac-
tical outcomes is discussed below.? In this regard it
should be noted that the 2001 Hague Draft as well as
the Korean Principles contain a special rule that re-
quires establishing the existence of ‘substantial con-
nection between the parties or the dispute’ and the
forum state (Art. 18(1) of the 2001 Hague Draft and
Art. 8(1) KOPILA).

Legal Persons

The ALI and the CLIP Principles establish essentially
the same definitions of ‘habitual residence’ of legal
persons. The residence of a natural person is consid-
ered to be the state in which the person is habitually
found or maintains significant professional or per-
sonal connections. Besides, the notion of ‘residence’
of alegal person is further clarified by positing that
it is in any state in which (a) it has a statutory seat;
(b) it is incorporated or formed; (c) its central ad-
ministration is located; or (d) it maintains its prin-
cipal place of business (S 201(3) of the ALI Principles
and Arts. 2:601(2) and 2:601(3) of the CLIP Princi-
ples). In addition, the CLIP Principles specify that
the ‘habitual residence of a natural person acting
in the course of a business activity shall, for actions
related to that activity, also be the principal place
of business’. From the literal wording of the provi-
sion, it appears that the Waseda and Korean Princi-
ples establish a broader definition of ‘residence’ of
a legal person.’

As mentioned above, the Transparency Principles
establish ‘domicile’ as a connecting factor and state
that in cases ‘where the defendant is a corporation,
association, or foundation, the courts of Japan shall
also have international jurisdiction when the de-
fendant’s principle office is in Japan’ (Art. 103(2)).

Branches, Agencies or Business Offices

There are also differences with regard to jurisdiction
over branches, agencies or business offices. Clear ju-
risdiction rules dealing with this issue are provided
in the CLIP Principles (Art. 2:207), the Transpar-
ency Principles (Art. 106) and the Waseda Principles
(Art. 202). A ‘hidden’ jurisdiction rule could also be
found in the ALI Principles.'® Even though the termi-
nology of the provisions differs slightly, the legisla-
tive proposals essentially adopt a restrictive approach
and allow a court to assume territorially limited ju-
risdiction over branch, agency or other form of busi-
ness offices, provided, however, that the jurisdiction
could be asserted only over claims related to the ac-
tivities of the branch in the forum state.
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Court Discretion and Insufficient
Grounds for Jurisdiction

There are two main areas of difference with regard
to the court discretion to decline jurisdiction over the
dispute. First, some legislative proposals contain spe-
cial rules enumerating connecting factors which, if
taken alone, are considered to be insufficient for a
court to assert jurisdiction over the dispute. Secondly,
some legislative instruments contain other kinds of
discretionary provisions which generally empower the
courts to decline jurisdiction. These are two possible
approaches of ensuring that courts hear cases that are
closely related with the forum state.

Insufficient Grounds of Jurisdiction

Among the legislative proposals, the ALI, Waseda and
Korean Principles contain special provisions enu-
merating grounds that are considered not sufficient
for a court to assert jurisdiction (S. 207 ALI, Art. 212
Waseda, and Art. 8(2) KOPILA). Essentially, the in-
sufficient bases of jurisdiction are the same among
these three principles.

On the other hand, such a list of insufficient grounds
of jurisdiction is not explicitly provided in the CLIP
Principles and the Transparency Principles. How-
ever, the mere formal absence of such insufficient
grounds does not necessarily mean that the drafters
of the CLIP Principles or the Transparency Principles
intended to allow the courts to exercise exorbitant
jurisdiction. Insofar as the CLIP Principles are con-
cerned, the drafting objectives as well as their back-
ground could better explain the approach adopted.
Namely, the CLIP Principles aim to substitute and
provide for improvements to the existing Brussels/
Lugano framework where some explanations with
regard to the exorbitant grounds of jurisdiction
could be found in the jurisprudence of the CJEU. As
for the Transparency Principles, some other provi-
sions — namely ‘exception based on public-interest
policy (Art. 109)" - empower the courts to exercise
some degree of discretion in asserting jurisdiction.!

Discretion to Decline Jurisdiction

The 2001 Hague Draft contains a special provision
which could be seen as an additional rule empower-
ing the court to decline jurisdiction in certain cases.
Article 22 of the 2001 Hague Draft is entitled ‘Ex-
ceptional circumstances for declining jurisdiction’ and
bears a resemblance to the forum non conveniens doc-
trine as it has been developed by courts of common
law countries. More particularly, this rule stipulates
that in exceptional circumstances the court may, upon
application by a party, suspend its proceedings if it is
clearly inappropriate for that court to exercise juris-
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diction and if a court of another state has jurisdiction
and is clearly more appropriate to resolve the dispute.
The court shall take into account the following fac-
tors: (a) any inconvenience to the parties in view of
their habitual residence; (b) the nature and location
of the evidence, documents and witnesses, as well as
the procedures for obtaining such evidence; (c) appli-
cable limitation or prescription periods; and (d) the
possibility of obtaining recognition and enforcement
of any decision on the merits (Art. 22(2)). If the court
decides to suspend its proceedings, it shall decline to
exercise jurisdiction if the court of the other state exer-
cises jurisdiction, or proceed with the case if the court
of the other state decides not to exercise jurisdiction.

Two Japanese legislative proposals also entrench pro-
visions granting the court discretion to decline juris-
diction over the case. Article 211 of the Waseda Prin-
ciples refers to the so-called ‘special circumstances’
test, which allows the court to dismiss the whole or
part of the action if it finds that there are some spe-
cial circumstances that would impinge upon the fair-
ness between the parties or obstruct due process or
prompt trial. The ‘special circumstances’ doctrine was
developed by Japanese (and Korean) courts and also
found its place in newly adopted rules on interna-
tional jurisdiction.

The drafters of the Transparency Principles were also
aware of the significance of this doctrine to the ac-
tual practice of Japanese courts. However, the mem-
bers of the transparency working group were slightly
more reserved towards the breadth of the special cir-
cumstances test. Therefore, Article 119 of the Trans-
parency Principles adopts a much narrower form of
the ‘special circumstances’ and refers to ‘public-in-
terest policy’ which would allow the Japanese courts
to decline jurisdiction only in those situations where
the trial would be ‘manifestly more appropriate’ in
foreign states.

Relationship between Personal
Jurisdiction and Jurisdiction
over the Merits

Another significant difference concerns the under-
lying conceptual structure of the legislative pro-
posals. This difference is about the relationship be-
tween personal (in personam) jurisdiction over the
defendant and jurisdiction over the merits of the
case (subject-matter jurisdiction). The ALI Princi-
ples were drafted in the light of the principles ex-
isting under United States law. Therefore, the idea
that a court should have both personal and sub-
ject-matter jurisdiction persists in the ALI Princi-
ples.'2 Other principles (CLIP, Transparency, Waseda,
KOPILA) were drafted in the light of different legal
background, namely, the positive laws of the coun-
tries that do not formally have the requirement to
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establish both jurisdiction over the persons and sub-
ject-matter jurisdiction.

Rationale

General Grounds of Jurisdiction:
Domicile or Habitual Residence?

It has been shown above that the legislative propos-
als adopt different connecting factors for the deter-
mination of general jurisdiction. It was also noted
that only the Transparency Principles use the de-
fendant’s domicile as a connecting factor. This dif-
ference could be explained by the specific purpose of
the Transparency Principles. Namely, the Transpar-
ency Principles were drafted with an intention to in-
fluence the legislative process of modernizing rules
on civil jurisdiction that had been on-going at the
Ministry of Justice of Japan. This could partly justify
why the connecting factor of the defendant’s dom-
icile was adopted as the main connecting factor in
the Transparency Principles. However, a closer look
to Article 4(2) of the Code of Civil Procedure shows
thatJapanese law does not always require the estab-
lishment of the ‘defendant’s domicile: if the domi-
cile of the defendant is not known, the defendant’s
residence could be used as a ground for establishing
jurisdiction (Art. 4(2)).

Nevertheless, the Waseda Principles do not follow
the definitions and terminology used in the Japanese
Code of Civil Procedure. One of the reasons for this
was that the scope of the Waseda Principles was to
cover not only Japan but other states in the South-
East Asian region as well. Accordingly, the connect-
ing factor of ‘residence’ was adopted in the Waseda
Principles.

It should also be noted that the definition of habitual
residence for legal persons was first provided in the
Hague Draft Convention: Article 3(2) states that ha-
bitual residence of ‘an entity or person other than a
natural person’ shall be in the state (a) where it has
its statutory seat; (b) under whose law it was incor-
porated or formed; (c) where it has its central ad-
ministration; or (d) where it has its principal place
of business.'® This definition was also adopted in
the ALI Principles (S 201(3)) and is also essentially
the same as the provision of the CLIP Principles
(Art. 2:601(2)). By establishing ‘habitual residence’
as a ground for general jurisdiction, the CLIP Prin-
ciples depart from the Brussels I Regulation, which
refers to the domicile of the defendant. The CLIP no-
tion of ‘habitual residence’ was drafted in the light
of Article 19(1) of the Rome I Regulation and Article

23(2) of the Rome I1 Regulation.
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Branches, Agencies or Other
Business Offices

One of the elements of personal jurisdiction is re-
lated to actions against branches, agencies or other
forms of business establishments in the forum state.
However, the existence of a branch (of the defend-
ant) in the forum state is considered a supplemen-
tary ground of jurisdiction. This is especially clear in
civil law states, where jurisdiction over branches or
agencies is often defined as an ‘alternative’ ground
of jurisdiction. This is the main reason why the
courts that assert jurisdiction usually are hearing
claims only related to the activities of that particu-
lar branch or agency.

It was mentioned above that despite slight termino-
logical differences, all legislative proposals contain
special jurisdiction rules for actions concerning the
activities over branches and agencies. It should be
noted that essentially all legislative proposals fol-
low the same approach: if the location of the branch
or agency is the sole ground of jurisdiction, then a
court’s competence to decide extends only to issues
concerning the activities which can be directly at-
tributed the that branch or agency (see Art. 9 of the
2001 Hague Draft;'* Art. 2:207 CLIP; Art. 106 Trans-
parency; Art. 202 Waseda).

Court Discretion and Insufficient
Grounds for Jurisdiction

Substantial Connection and
Insufficient Grounds of Jurisdiction

The 2001 Hague Draft as well as the KOPILA re-
quire the existence of the substantial connection
between the parties of the dispute and the forum
state (Art. 18(1) of the 2001 Hague Draft and Art. 8(1)
KOPILA). In the 2001 Hague Draft this requirement
of substantial connection was considered to be one
of the legal tools to avoid situations where a court
exercises exorbitant jurisdiction. In order to avoid
such overly broad adjudicatory authority, the Hague
Draft provided for grounds of jurisdiction which are
considered to be insufficient for the exercise of in-
ternational jurisdiction. In other words, insufficient
grounds of jurisdiction (such as a plaintiff’s nation-
ality or the service of a writ to the defendant in the
forum state) were considered not to prove the ex-
istence of a substantial connection between the dis-
pute/the parties and the forum state.'®

It is also necessary to highlight one peculiar feature
concerning the structure of the 2001 Draft of the
Hague Convention. The reason why the separate list
of insufficient grounds of jurisdiction was included
in the Hague Draft is as follows: Article 17 of the 2001
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Hague Draft provided that courts can assert juris-
diction over the dispute under the domestic law of
the forum state. Therefore, the drafters considered
it vital to the maintenance of certain degree of fore-
seeability to limit the situations where the courts
exercise jurisdiction over cases that do not have a
substantial relation to the forum state.

Court’s Discretion to Decline Jurisdiction

One of the main reasons for disagreement among
the delegates at the Hague Conference was related to
the scope of a court’s discretion in deciding whether
it should assert jurisdiction over the case. The 2001
Hague Draft not only contained a list of grounds that
are not sufficient to exercise international jurisdic-
tion, but also a special rule in Article 22 which could
be seen as a codified version of the forum non conven-
iens doctrine.'® This rule evinces an attempt to strike
a balance between jurisdiction methods in civil and
common law countries. While civil law countries
generally prefer predictability and legal certainty
provided by jurisdiction rules, common law coun-
tries commend courts with a broader discretion in
deciding whether to assert their authority over the
dispute or not.

A closer comparison reveals a notable development
in the legislative proposals for the adjudication of
multi-state IP disputes. Namely, the Japanese Trans-
parency and Waseda Proposals were drafted in light
of the on-going reform of international civil proce-
dure rules in Japan; therefore, these two legislative
proposals still contain some rules granting certain
discretion to the courts in deciding on the existence
of international jurisdiction. Yet the need to assure
greater certainty and efficiency in adjudicating mul-
ti-state IP infringement facilitated a move towards
replacement of discretionary rules with rules on co-
ordination. This is most obvious in the CLIP and the
ALI Principles. These two legislative proposals do
away with Article 22 of the 2001 Hague Draft, instead
providing for certain rules on court discretion and
a set of jurisdictional provisions for coordination of
multi-state IP proceedings (Arts. 2:701-2:706 of the
CLIP Principles and SS 221-223 ALI).

‘Special Circumstances’ Test
and lts Limitations

The discretion of a court to dismiss the case appears
to be much narrower in the Transparency Princi-
ples. While the Waseda Principles appear to fol-
low the ‘special circumstances test’ as established
in the practice of Japanese (and Korean'’) courts,
the Transparency Principles refer to the ‘excep-
tion based on public-interest policy’ (Art. 109). The
drafters of the Transparency Principles were con-
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cerned that an overly broad notion of ‘special cir-
cumstances’ results in great uncertainty. As a result,
the parties can hardly anticipate the court’s deci-
sion whether international jurisdiction would be as-
serted over a particular case or not. The reduction
of uncertainty was considered to better suit the in-
terests of private litigants. Accordingly, the notion
of ‘public-interest policy’ was introduced and should
be seen as a narrower version of the ‘special circum-
stances’ test. According to the commentary, ‘pub-
lic-interest policy’ should be understood as a much
narrower concept of ‘public policy’ or ‘ordre public’.
Hence, certain factors that fall under the ambit of the
‘special circumstances’ test (e.g. financial inequality
between the parties) are not always relevant in mul-
ti-state IP disputes. ‘Public-interest policy’ refers to
the public interests of the foreign state. Therefore,
according to the Transparency Principles, Japanese
courts should dismiss the case when it is clear that
a decision of a Japanese court could not be enforced
in a particular foreign state.'

International Context

In Personam Jurisdiction
in the US and Canada

The principles of asserting international jurisdic-
tion in the United States were first developed by
the courts. In International Shoe Co v Washington, the
United States Supreme Court decided that in per-
sonam jurisdiction may be asserted if the defend-
ant had sufficient minimum contacts with the fo-
rum and such exercise of jurisdiction did not offend
traditional notions of fair play and substantial jus-
tice.’ The ‘minimum contacts’ requirement is met
if the defendant purposefully availed himself of the
privilege of conducting activities within the forum
state, thus invoking the benefits of protection of its
laws. Accordingly, a US court can assert personal ju-
risdiction over a corporation that delivers its prod-
ucts into a stream of commerce with the expecta-
tion that they will be purchased by consumers in
the forum state.?

As in other common law jurisdictions, the forum non
conveniens doctrine has often been invoked before US
courts. In the US law, forum non conveniens requires
the court to consider two elements: first, the exist-
ence of an alternative forum that has jurisdiction to
hear the case; and, second, which forum would be
most convenient and where the adjudication of the
dispute would best serve the ends of justice.? In de-
ciding whether it is convenient to decide the case,
the court must weigh public and private interests,
which include access to proof, availability of witness,
and all other practical problems that would make the
trial of the case easy, expeditious and inexpensive.?
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Yet the fact that foreign law would have to be ap-
plied is not sufficient to dismiss a case.? In the con-
text of copyright infringement, the United States
courts tend to hold that if an allegedly infringing
act occurred abroad and the dispute arose between
foreign nationals, there are strong policy concerns
to allow dismissal of an action on the grounds of the
forum non conveniens doctrine.?*

In order to hear a dispute pertaining to foreign IP
rights, Canadian and US courts could exercise their
adjudicative authority if they have both in personam
and subject-matter jurisdiction. In personam jurisdic-
tion requires the court to determine whether a par-
ticular defendant has sufficient contacts with the
forum state to justify the court’s exercise of its au-
thority over that defendant. Subject-matter jurisdic-
tion means that a court has to determine whether
an actionable claim has been stated.?s As a matter
of procedural law, in the United States the plaintiff
bears the burden of proving the existence of both
personal and subject-matter jurisdiction.? The sub-
ject-matter jurisdiction requirement would usually
mean that Canadian and US courts are not compe-
tent to hear disputes concerning the validity and in-
fringement of foreign IP rights.

Jurisdiction over the
Defendant in the EU

Article 2 of the Brussels I Regulation?” provides for
a general jurisdiction rule according to which per-
sons domiciled in a Member State shall be sued in the
courts of that Member State (the so-called actor sequi-
tur forum rei principle). This general rule conferring
jurisdiction on the Member State court of the defend-
ant’s domicile would be applicable even if the plain-
tiff did not have residence in the EU.?% The rationale
behind this general ground of jurisdiction based on
the defendant’s domicile is to make it easier for a de-
fendant to defend himself.?°

The Brussels I Regulation contains no autonomous
rules for the determination of the place of domicile of
natural persons. Instead, Article 59 stipulates that the
domicile of a natural person has to be determined ac-
cording to the internal law of the forum. If a party is
domiciled in another Member State, the court shall ap-
ply the law of that state in order to determine whether
a party is domiciled there.*® It should also be noted
that the court’s jurisdiction, based on the defendant’s
domicile, is applied regardless of the nationality of the
defendant, and even if the plaintiff is domiciled out-
side of the EU or EFTA. As far as legal entities are
concerned, Article 60(1) of the Brussels I Regulation
and the revised Lugano Convention establish an au-
tonomous notion of domicile. In particular, they stip-
ulate that a company or other legal person or associa-
tion of natural persons is domiciled at the place where
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it has its (a) statutory seat; (b) central administration;
or (¢) principal place of business.3!

In addition, Article 5(5) of the Brussels I Regulation®?
establishes a special ground of jurisdiction and pro-
vides that in disputes arising out of the operations
of a branch, agency or other establishment, a person
domiciled in a Member State may be sued in another
Member State in which the branch, agency or other es-
tablishment is situated. In one of its early judgments,
the CJEU decided that efficacy of the administration
of justice requires that Article 5(5) be interpreted in
an autonomous and restrictive manner.*® The CJEU
further decided that for the purposes of establishing
international jurisdiction over the parent body at the
place of its branch, agency or establishment, such
branch, agency or establishment should be subject
to the direction and control of the parent body.3* In
other words, the branch, agency or other establish-
ment must appear to third parties as an easily discern-
ible extension of the parent body.* In its early prac-
tice the CJEU also provided for a clarification of the
notion of ‘operations’ of the branch, agency or other
establishment which should, inter alia, mean (1) ac-
tions relating to undertakings which have been en-
tered into at the place of business of the branch in the
name of the parent body and which are be performed
in the Member State where the place of business is
established, and (2) actions concerning non-contrac-
tual obligations arising from the activities in which
the branch has entered at the place in which it is es-
tablished on behalf of the parent body.3

The rule conferring jurisdiction upon the courts of
the state of the defendant’s domicile can be dero-
gated from only in situations prescribed in the Brus-
sels I Regulation itself (Art. 3). Accordingly, a court
of a Member State may exercise its jurisdiction over
a foreign defendant, if there is one of the special or
exclusive grounds of jurisdiction or if the jurisdic-
tion is based on the parties’ choice of court agree-
ment (Arts. 5-31 of the Brussels I Regulation). Such
‘cardinal’ importance of a defendant’s domicile as
a general ground of jurisdiction was confirmed by
the CJEU, which decided that other jurisdiction rules
(Arts. 5-31) are merely exceptions to Article 2 and
thus have to be interpreted restrictively.?” In addition,
the general jurisdiction rule of the domicile of the de-
fendant in a Member State cannot be overcome on the
basis of national law.?® The purpose of such a frame-
work of international jurisdiction is based on legal cer-
tainty and predictability considerations. Foreseeabil-
ity of the results also explains why doctrines such as
Jforum non conveniens were not endorsed by the Eu-
ropean legislator.*

In cross-border IP litigation, the question then arises
with regard to the relationship of different grounds
of jurisdiction. In particular, it might be questioned
whether the territorial nature of IP rights would not
prevent the courts from hearing disputes involving
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foreign IP rights. According to the prevailing opin-
ion, the principle of a defendant’s domicile (actor se-
quitur forum rei) applies equally with regard to ac-
tions concerning IP rights. Therefore, the court of the
country where the defendant is domiciled can assert
jurisdiction over actions involving claims related not
only to infringements of domestic IP rights, but also
claims concerning foreign IP rights (e.g. when IP-in-
fringing acts have occurred in another Member State
or in a non-EU state). This approach appears to be a
well-established practice by domestic courts of many
EU Member States and is supported among the ma-
jority of academics.*® Hence, in cases where foreign
IP rights are infringed by acts committed abroad, the
Brussels/Lugano regime allows the suing of the de-
fendant (alleged infringer of IP rights) before the
courts of an EU Member State if the defendant has a
domicile there. This is also the prevailing approach
in cases involving Internet-related infringements of
IP rights.*

The same principle where a court of a Member State
has jurisdiction pursuant to Article 2 of the Brussels I
Regulation is also applicable with regard to actions
concerning unitary Community IP rights. For instance,
Article 97 of the Community Trade Mark Regulation
provides that all infringement actions and actions for
declaration of non-infringement (if such actions are
permitted under national law) shall be brought in the
courts of the Member State in which the defendant is
domiciled or, if the defendant is not domiciled in any
of the Member States, in which the defendant has an
establishment.*? Only if the defendant is neither dom-
iciled nor has an establishment in any of the Mem-
ber States shall such proceedings be brought in the
courts of the Member State in which the plaintiff is
domiciled or has an establishment. In addition, Arti-
cle 98(1) stipulates that such a competent court shall
have jurisdiction in respect of acts of infringement
committed or threatened within the territory of any of
the Member States. The same principle also applies
with regard to Community design rights*® and Com-
munity plant variety rights.**

The jurisdiction of the court in IP-related cases based
upon Article 2 of the Brussels I Regulation covers
all manner of IP disputes, except those related to the
registration or validity of foreign IP rights. Under the
existing interpretation of the Brussels I Regulation,
issues such as registration or validity fall under the
exclusive jurisdiction of courts of the granting state
and have to be adjudicated even if issues relating to
the registration or validity of IP rights arise as a pre-
liminary question. Some national reporters noted that
the prevailing approach is that courts of the defend-
ant’s domicile can also order cross-border injunctions
in IP infringement cases.*

One other related question concerns the scope of ju-
risdiction of the court on the basis of the defendant’s
domicile. The landmark judgment that sheds some
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light on this issue is the Shevill case of the CJEU.*¢
In Shevill the dispute related to the protection of per-
sonality rights, which were allegedly infringed by the
distribution of a journal in several Member States.
Some authors indicate that the prevailing approach is
to apply the Shevill jurisprudence also to multi-state
IP infringements.*” Accordingly, the court which as-
serts jurisdiction on the ground that the defendant is
resident in the forum country (Art. 2 of the Regula-
tion) is competent to decide upon the entire damage
that arose from an infringement of parallel IP rights in
the forum state and other states, given that the harmful
event causing damage occurred in the forum country.
However, it should be noted that in such a case, the
court would have to apply the laws of different for-
eign countries for which the protection is sought. If
the jurisdiction of the court is based upon the opera-
tions of the branch (Art. 5(5) of the Regulation), and
the damage or the harmful event occurred in another
country, the court would have jurisdiction only with
regard to the damage sustained in the forum country.*®

On the other hand, it should be noted that the domestic
case law on this issue is scarce or does not exist at all,
and that the territorial nature of IP rights might proba-
bly be interpreted as limiting the court’s jurisdiction to
decide only claims related to the damage sustained in
the forum country.* However, for example, Swedish
courts would determine the overall damage if the in-
fringing acts were committed in Sweden.>® The same
principles are also established with regard to Com-
munity IP rights: namely, the court which has juris-
diction based upon the defendant’s domicile is com-
petent to hear claims related to acts of infringement
committed or threatened within the territory of any of
the Member States (Art. 98 of the Community Trade
Mark Regulation, Art. 83 of the Community Designs
Regulation and Art. 101(2) of the Community Plant
Variety Rights Regulation).

The Brussels/Lugano regime does not extend to situ-
ations where neither of the litigants is resident in any
EU Member State. In such cases, the domestic courts
of the EU and the EEA states would assert interna-
tional jurisdiction following the rules of the forum
state (Art. 4(1) of the Regulation). The domicile of the
defendant is acknowledged as the general ground of
international jurisdiction in domestic statutes of many
EU Member States.”® Some EU Member States (the
Netherlands®? and Spain) have aligned their domes-
tic jurisdiction provisions to the Brussels/Lugano re-
gime. For instance, in Spain, Organic Law 6/1985 was
adopted on the basis of the Brussels Convention of
1968; hence, Spanish courts would assert jurisdiction
over parties who are domiciled in third states, follow-
ing the same principles applied in internal EU situa-
tions.>® It should also be noted that some national re-
ports of EU Member States highlighted the fact that
although national courts would apply the provisions
of their domestic statutes in order to assert interna-
tional jurisdiction, the application of domestic law has
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been largely influenced by EU law and the jurispru-
dence of the CJEU.>

Yet not all EU countries follow principles similar to
those laid down in the Brussels/Lugano instruments.
The courts of the United Kingdom would assert ju-
risdiction if the claim could be validly served to the
defendant. Insofar as jurisdiction over the ‘overseas
companies’ with a branch in the UK is concerned, UK
courts would have to follow specific provisions of the
Companies Act of 2006 and the Overseas Companies
Regulations of 2009.%° In France, Articles 14 and 15
of the Civil Code establish nationality of the plaintiff
or defendant as a ground for asserting international
jurisdiction. These grounds could be invoked only,
firstly, if there are no alternative grounds of interna-
tional jurisdiction and, secondly, upon the request of
the plaintiff.>

Insofar as a court’s competence to decide over damage
claims arising from multi-state IP infringement is con-
cerned, the legal situation would be less clear in cases
involving defendants domiciled in third countries. UK
courts, for instance, would have unlimited jurisdiction
to determine the damage sustained in foreign coun-
tries provided that the defendant can be served with-
out leave and that the forum non conveniens doctrine
does not apply.®’

One of the main features of the Commission’s Pro-
posal to reform the Brussels I Regulation is the ex-
tension of the scope of application to cases where the
defendant is not domiciled in a Member State (so-
called ‘subsidiary jurisdiction’). The Commission re-
quested the preparation of a study concerning the
possibility of applying special jurisdiction rules of
the Regulation in cases involving defendants who are
domiciled outside of the EU®® based on the consider-
ation of further legislative options. If the proposal to
extend the personal scope of the application of the
Brussels I Regulation with regard to defendants resi-
dent in non-EU states was adopted, this would mean
that the same principles which had been developed
for intra-Community situations would be applica-
ble also in cases brought against defendants domi-
ciled in third states. This would harmonise matters
which had so far been left to Member States’ domes-
tic legislation, and thus would contribute to more le-
gal certainty.

Jurisdiction over Defendant
in Japanese Law

The 1890 Japanese Code of Civil Procedure does not
provide for any specific provisions determining in-
ternational jurisdiction. Therefore, the main princi-
ples concerning the exercise of international jurisdic-
tion were developed court practice. It was not until
May 2011 that Japan’s Parliament amended the CCP
and introduced specific rules on international jurisdic-
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tion. These newly adopted rules were to a large extent
based on the longstanding Japanese court practice.

One of the landmark judgments of the Supreme
Court was handed down in 1981, in the so-called Ma-
laysia Airlines case.”® This case established the main
principles of determining whether and under what
circumstances Japanese courts can assert jurisdic-
tion in disputes with a foreign element. In Malay-
sia Airlines, an action was brought by the relatives
of Japanese passengers killed in a plane crash on a
Malaysian domestic flight. The plaintiffs’ action for
compensation of damages, brought before a Japa-
nese court, was challenged mainly on jurisdictional
grounds. The plaintiffs argued that Japanese courts
have international jurisdiction based on the place
of performance of contractual obligations. In addi-
tion, it was submitted that the defendant had his
place of business in Tokyo. On his behalf, the defen-
dant challenged the international jurisdiction of Ja-
panese courts.

The Supreme Court found that Japanese courts
should have international jurisdiction over an ac-
tion. Namely, the Supreme Court noted that in the
absence of clear provisions on international jurisdic-
tion that would assist in rendering the decision, ru-
les on domestic jurisdiction envisaged in the Code
of Civil Procedure should be interpreted in light of
the principle of jori (reasonableness, justice) and ap-
plied appropriately to determine international juris-
diction in cross-border disputes. The Court remar-
ked that the defendant was engaged in economic
activities in Japan, had appointed a representative
in Tokyo and had a place of business there.

Since the Malaysia Airlines case, lower courts in Ja-
pan have made minor modifications to the doctrine.
The so-called ‘special circumstances test’ was de-
veloped to allow Japanese courts some discretion in
applying general rules in the event that certain spe-
cific facts would justify deviation. In their decisions,
the lower courts followed the concept that in cases
where it is possible to establish the existence of one
of the grounds of the venue, according to the provi-
sions of the CCP, the principle of jori also mandated
acknowledgement of the court seised having inter-
national jurisdiction. However, such a general prin-
ciple was subject to certain limitations: the exercise
of international jurisdiction would not be possible if
it were to conflict with the principle of fairness bet-
ween the parties or prevent prompt and speedy ad-
judication of the dispute. The special circumstances
test meant that the court should consider various is-
sues related to the conduct of the proceedings be-
fore asserting international jurisdiction. Such issues
may be related to the collection of evidence, the he-
aring of witnesses, issuance of interim orders and so
on. The change of approach was welcomed by the
bar and academics, who applauded the fact that the
determination of the existence of international ju-
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risdiction would mean a more case-specific investi-
gation of matters pertaining to the assertion of in-
ternational jurisdiction.

The special circumstances test was later approved
by the Supreme Court in the so-called Family case.*
In this case the plaintiff was a Japanese legal entity
engaged in the business of importing cars and car
parts into Japan. The plaintiff concluded a contract
with the defendant (a Japanese national domiciled
in Germany), according to which the defendant was
entrusted to purchase cars from various European
countries, ship them to Japan and undertake other
market research activities. For this purpose, a special
account was opened to which the plaintiff transfer-
red more than 90 million Yen. Over time, the plaintiff
became concerned that the entrusted money was not
being managed properly. Hence, the defendant was
requested to continue the payments for cars purcha-
sed by means of letters of credits. In addition, the
defendant was requested to return the money from
the fund. Later, the plaintiff filed a suit before the
Chiba District Court for the repayment of money,
arguing that this court was competent to hear the
dispute because the place of performance of obliga-
tion was the plaintiff's headquarters. The defendant
pleaded that since the requested amount had been
transferred, the obligation in question was perfor-
med, and therefore the Japanese court had no juris-
diction over the dispute.

In its decision on the existence of international ju-
risdiction, the Supreme Court proceeded from the
statement that even in cases where the defendant
is not resident in Japan, Japanese courts may no-
netheless have international jurisdiction over dis-
putes if there is a connection between the dispute
and Japan. Besides, the Supreme Court added that
‘international jurisdiction may be denied if there are some
special circumstances where the conduct of court procee-
dings in Japan is against the idea of fairness between the
parties, [or prevents] prompt and speedy adjudication of
the dispute’. In the case at hand, the Supreme Court
found that the contract was concluded in Germany
and the defendant was entrusted to engage in vari-
ous commercial activities in Germany; there was no
explicit agreement between the parties regarding
either the place of performance of obligation or the
governing law. The Court decided that the place of
performance of the contract was in Japan, and the
governing law of the contract should be Japanese
law; therefore, international jurisdiction of the Japa-
nese courts could be asserted. However, the Supreme
Court took into account that the defendant could not
be aware that the claim for the performance of con-
tractual obligations could be brought before Japa-
nese courts. Moreover, the court referred to the fact
that the defendant had been living in Germany for
the last 20 years prior to the dispute; and since the
plaintiff was a legal corporation, the filing of an ac-
tion should not be an excessively burdensome task.
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Based on these considerations, the Supreme Court
came to the conclusion that a decision to exercise
international jurisdiction over the dispute would be
against the principle of fairness, and would prevent
prompt and speedy adjudication of the dispute; th-
erefore, they decided to decline international juris-
diction over the dispute.

The new Japanese rules on international jurisdiction
are to a large extent built upon the domestic juris-
diction rules established in the CCP and the prac-
tice of Japanese courts. The members of the working
group in charge of the preparation of international
jurisdiction rules agreed that the principle accord-
ing to which the action shall be brought before the
courts of the defendant’s domicile (actor sequitur fo-
rum rei) properly balances the interests of the par-
ties, and therefore should be followed. Accordingly,
with regard to actions against natural persons, Ar-
ticle 3-2 of the CCP (2011) establishes that Japanese
courts have international jurisdiction if the person
against whom the action is brought has a domicile in
Japan. In a case when the defendant has no domicile
or the domicile is unknown, Japanese courts have in-
ternational jurisdiction if the person against whom
the action is brought has a residence in Japan. The
notion of ‘domicile’ should be interpreted in light
of Article 22 of the Japanese Civil Code as meaning
long-standing contacts with Japan, whereas ‘resi-
dence’ implies temporary relationships with Japan.°!

Article 4(4) of the CCP provides for domestic grounds
of territorial jurisdiction for actions against legal
persons. More precisely, Article 4(4) establishes that
actions against legal entities shall be brought before
courts where the legal entity has its principal office
or principal place of business. Further, Article 4(4)
establishes that in the case where the place of the of-
fice or business is not known, the action can also be
brought before a court of the place where the rep-
resentative or person in charge of the business has
adomicile. Accordingly, Article 3-2(iii) of CCP (2011)
establishes that Japanese courts shall have jurisdic-
tion with regard to actions against a legal entity or
any other association or foundation when the legal
entity or any other association or foundation has its
principal office or place of business in Japan; or, if
the place of business is not known or does not exist,
the representative or other persons in charge of the
business have their domicile in Japan. Further, Arti-
cle 3-3 provides, inter alia, that actions against per-
sons who have their office or place of business can
be brought before Japanese courts but only with re-
gard to commercial activities in Japan.

In addition, Article 3-9 of the CCP (2011) codified the
special circumstances test developed by the Japanese
courts. Hence, according to this provision Japanese
courts would have the discretion to decline interna-
tional jurisdiction over either part of or the whole
action, if it appears that there are some special cir-
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cumstances affecting the fairness between the par-
ties or prompt and speedy adjudication of the dis-
pute. These general jurisdiction rules also apply with
regard to cross-border IP disputes.

Discussion

General Grounds of Jurisdiction and
Court's Discretion: The Method Adopted

The comparative analysis shows that at least in the
legislative proposals, as well as in the international
arena, there is a trend towards the adoption of ‘ha-
bitual residence’ as a general ground of jurisdiction.
In the literature and previous legislative proposals,
four main reasons in support of the adoption of ‘ha-
bitual residence’ as a connecting factor and not the
domicile have been proposed. Firstly, the Explana-
tory Report to the 2001 Draft of the Hague Judgments
Convention noted that habitual residence as a con-
necting factor is ‘more reliable in a factual sense’.?2
Secondly, ‘habitual residence’ has been used in draft-
ing other international conventions related to ju-
risdiction of courts. Thirdly, it has been argued that
compared to domicile, habitual residence is less com-
plex and easier to apply. Fourthly, habitual residence
grants more legal certainty. In the light of these con-
siderations, it could be argued that there are strong
reasons in favour of adopting ‘habitual residence’ as
a general ground of jurisdiction.

There is another set of questions that has to be
solved: namely, how to deal with the definition
and interpretation of the general connecting factor
adopted. The first possibility is to provide a defini-
tion of the habitual residence of the defendant in
the text of the proposed instrument (guidelines).
The definition should address three following issues:

+ habitual residence of natural persons;
+  habitual residence of legal persons; and

+  habitual residence of a branch, agency or other
establishment.

Some further explanations, examples and guide-
lines of interpretation could be provided in the com-
mentary. The approach to provide black-letter defi-
nitions of habitual residence or provide for some
guidelines in the commentary deserves more sup-
port than the second approach, namely, to leave the
definition of the habitual residence up to the law of
the forum country.

The second possible approach is not to provide any
definitions or explanations in the commentary. This
would threaten the uniform application of the future
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instrument, especially if the courts are left to inter-
pret provisions based on their national laws.

Most of the private international law instruments
contain a rule of general jurisdiction according to
which a defendant can be sued in the state in which
that person is habitually resident.®® Habitual resi-
dence of the defendant provides for a solid basis of
jurisdiction in multi-state IP cases as well. Namely,
the defendant’s habitual residence perfectly bal-
ances the interests of the IP right holders and the
defendant who has the opportunity to defend him-
self in his home courts. This approach is also adopted
in the CLIP Principles (2:101), which departed from
the domicile rule as it is established in Article 2 of the
Brussels I Regulation. The members of the CLIP work-
ing group saw no need to deviate from this well-es-
tablished principle: the other alternative ‘pro-right
holder approach’ was considered unfair because it
would practically give too much weight to the plain-
tiff’s decision where to institute the proceedings.

Close Connection and
Discretion of a Court

Contemporary jurisdictional theory has been focus-
ing on the tension between two main approaches:
predictability and ease of administration versus lit-
igation justice.®* These policy choices have signifi-
cant implications to the design of jurisdiction rules
and connecting factors that are used. The first ap-
proach - favouring easy administration and predict-
ability of litigation outcomes - would require use of
few, or, if possible, one objective connecting factor.
Such a connecting factor would be general and not
dependent on particular circumstances of the case.
The second approach - favouring fairness and litiga-
tion justice - would mandate the adoption of a flex-
ible and case-specific connecting factor (e.g. ‘mini-
mum contacts’ or ‘purposeful availment’)

INTERNATIONAL
JURISDICTION

POLICY CHOICES vediciabiity | | faimess&ustice
fewand ( if )
CONNECTING objective sl
FACTORS (domici_le, habitual p_urposef:tlr )

In the ideal world, jurisdiction rules should offer easy
administration, predictability as to the outcomes
and procedural fairness. Yet in practice, policy goals
are in tension. Rules that use a single connecting fac-
tor, such as service of process or a defendant’s dom-
icile/habitual residence, offer great predictability
but could raise serious fairness-related concerns. On
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the other hand, a ‘minimum contacts’ rule would be
case-specific but offer little legal certainty.

It should be recalled that one of the reasons for the
failure of the Hague Judgments Convention was dis-
agreements about the general principles of inter-
national jurisdiction. Clear-cut jurisdiction rules in
civil law tradition countries stood in contrast to the
flexible forum non conveniens-oriented approach of
common law jurisdictions. Besides some develop-
ments with regard to jurisdiction in Internet-re-
lated cases, recent comparative studies show that
the practice of national courts remains based on the
same principles.

A closer analysis of the legislative proposals unrav-
els two significant features. Firstly, there is a clear
tendency to move away from the defendant’s domi-
cile towards the habitual residence of the defendant.
Secondly, there have been many attempts to develop
principles that limit the adjudicatory jurisdiction of
courts only to cases which are significantly related
to the forum state. This has been done by providing
a list of connecting factors which, if applied alone,
would not prove the existence of close connection
between the dispute or the parties and the forum
state. Another example of an attempt to limit the
overly broad court discretion in deciding upon its ju-
risdiction to hear the case is provided in the Trans-
parency Principles. Namely, transparency principles
depart from the ‘special circumstances’ test as it has
been known in the practice of Japanese courts and
offer a more restricted ‘public-interest policy’ test.

The question of how to balance predictability with
court discretion remains one of the main tasks in the
area of international jurisdiction.

The Scope of the Court’s Jurisdiction

Situations in which the court asserts international
jurisdiction over the defendant(s) have significant
implications to the scope of the court’s jurisdic-
tion. More precisely, when a court has jurisdiction
over the dispute on the basis of the defendant’s res-
idence/domicile in the forum state, the court will
have cross-border jurisdiction. This principle, ac-
cording to which in personam jurisdiction confers
upon the court cross-border powers over the dis-
pute, is acknowledged in all IP-related legislative
proposals. For example, Article 9 of the KOPILA pro-
vides inter alia that a court of the state where the
defendant has a habitual residence ‘shall have ju-
risdiction over any and all cases related to intellec-
tual assets’.

Habitual residence of the defendant in the forum
state usually would mean that the court will also
have jurisdiction to decide with regard to the assets
or IP rights which are protected in foreign states.
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Namely, a court of the state where the defendant
has habitual residence will have jurisdiction to or-
der cross-border provisional and protective meas-
ures; decide claims related to foreign IP rights; or
consolidate proceedings against multiple, including
foreign, parties.

It follows that the court’s jurisdiction based on the
defendant’s habitual residence has wider implica-
tions on the overall structure of international ju-
risdiction of courts to hear cross-border IP dis-
putes. Therefore, it might be worthwhile to consider
whether rules concerning general grounds of juris-
diction over the defendant should also clarify the
scope of the court’s jurisdiction. There are two
possible ways to address this issue: first, a special
black-letter rule could be added to the proposed text;
secondly, regardless, of whether the proposed text
contains a black-letter rule indicating the court’s ju-
risdiction, this point should be clearly explained in
the commentary (if any) or a preamble. A compara-
tive study of the recent legislative proposals shows
that this part has been explained only in the context
of other (special) jurisdiction provisions and has not
been analysed in the context of the general grounds
of jurisdiction.

Jurisdiction over
Contractual Disputes

Art. 6 of the 2001 Hague Draft; Section 205 ALI Principles;
Art. 2:201 CLIP Principles; Art. 103 Transparency Princi-
ples; Art. 204 Waseda Principles; Art. 12 KOPILA

Differences

Terminology and Scope of
Jurisdiction Provisions

All legislative proposals except the 2001 Hague
Draft contain IP-specific jurisdiction rules for dis-
putes over contracts. In practice, the exploitation
of IP rights could be structured in a great variety
of contractual arrangements. Therefore, compar-
ing the terminology used in the legislative proposals
may be helpful to determine the material scope of ju-
risdiction provisions.

Firstly, the terminology used in the headings of the
abovementioned provisions differs. For instance, the
2001 Hague Draft and the Waseda Principles refer to
‘contracts’ while the CLIP Principles refer to ‘mat-
ters relating to a contract’. The other two proposals
contain more specific headings: the Transparency
Principles refer to ‘actions concerning license agree-
ments’ whereas the ALI Principles refer to ‘agree-
ments pertaining to IP rights’.
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Secondly, a slight difference in terminology is also
used in the text of each jurisdiction rule. For exam-
ple, the 2001 Hague Draft is to cover ‘contracts’. The
ALI and the Waseda Principles are almost identical
and refer to agreements/contracts transferring or li-
censing IP rights. Similarly, the Transparency Prin-
ciples refer to ‘license agreements for IP rights’. The
CLIP Principles refer to ‘contracts having as their
main object the transfer or license of an IP right’.

This difference in the terminology adopted leads to a
further question concerning the material scope of the
Jjurisdiction rules: What kinds of contracts are covered
by the jurisdiction provisions? A merely formal read-
ing of the jurisdiction rules implies that the scope
of these rules also differs. At first glance, it may ap-
pear that Article 6 of the 2001 Draft of the Hague
Judgments Convention applies to any contracts.®
On the other hand, the remaining four proposals em-
ploy more specific language; their common goal to
deal with cross-border IP disputes might imply that
they should be applicable to IP-related contracts.

In light of the fact that in practice IP rights can be-
come a part of a great variety of contractual arrange-
ments, the terminology adopted in the CLIP Princi-
ples brings about another question: Does a transfer
or assignment of an IP right have to be the main ob-
ject of the contract? Other legislative proposals do
not contain any specific requirement that a contract
must have as its main object the transfer or assign-
ment of IP rights.

Connecting Factor: Place of
Performance, Place of Protection,
Place of Exploitation, or...?

A closer comparative analysis of the legislative pro-
posals highlights a clash between two approaches.
The first approach provides for a more general con-
necting factor of the ‘place of performance of ob-
ligation’. This approach is followed in Article 6 of
the 2001 Hague Draft. Some reflections of this ap-
proach could be also noted in para. 1 of Article 2:201
of the CLIP Principles. The second approach supports
the determination of international jurisdiction on
the ground of a more specific ‘activity-based’ con-
necting factor. Such IP-specific connecting factors
are established in the ALI Principles (section 205),
Transparency Principles (Art. 102), Waseda Princi-
ples (Art. 204) and the Korean Proposal (Art. 12). A
similar trend to provide for a more IP-oriented con-
necting factor is also apparent in the CLIP Princi-
ples (para. 2 of Art. 2:201). It should be nevertheless
noted that the terminology of these legislative in-
struments varies. While the ALI and Waseda Princi-
ples refer to the place of ‘exploitation’ or ‘enforce-
ment’ of IP rights, the CLIP Principles point to the
‘[s]tate for which the license is granted’. Accord-
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ing to the Transparency Principles, Japanese courts
have jurisdiction over contracts concerning IP rights
‘granted under Japanese law’.

Territorial Reach of Court’s Jurisdiction
and Possible Grounds for Consolidation

One further difference between the proposals con-
cerns the territorial reach of a court’s jurisdiction.
On the one hand, the ALI, CLIP and Waseda Principles
make it clear that when jurisdiction over the IP-re-
lated contract disputes provisions is the sole ground
of jurisdiction, the court is competent to decide only
claims concerning IP rights transferred for the fo-
rum state.’® The two other legislative instruments
(namely, the 2001 Hague Draft and the Transparency
Principles and KOPILA) do not clearly deal with this
question. Nevertheless, the comments to the Trans-
parency Principles explicate that in situations where
a contract covers IP rights in several states, actions
brought under Article 104 before a Japanese court
should be limited to the obligations concerning IP
rights protected under the Japanese law.?” So only
the 2001 Hague Draft now clearly posits whether the
sole connecting factor of the ‘place of performance
of contractual obligation’ would limit a court’s juris-
diction to claims concerning obligations which have
to be performed in the forum state.

On the other hand, all legislative proposals allow
consolidation of disputes concerning contracts for
transfer of IP rights for several states before a court
of the defendant’s domicile. The Transparency Prin-
ciples also provide for a possibility to consolidate ac-
tions which are objectively related (Art. 110(1)) or to
bring an action before the courts of a defendant’s
domicile (Art. 101).

Infringement Claims Arising out
of a Contractual Relationship

In practice, it may happen that the contract-related
claims as well as claims for infringement of IP rights
are brought to the same court. The question is then
whether a court has jurisdiction to hear infringe-
ment-related claims as well as contractual claims.
The legislative instruments do not clearly deal with
this issue. Only the CLIP Principles establish a spe-
cific provision which affirms a court’s jurisdiction to
hear ‘infringement claims arising out of a contrac-
tual relationship’ (Art. 2:201(3)). The ALI Principles,
for example, in the commentary to Section 205 in-
dicate that the question whether a court can hear
infringement claims should be determined accord-
ing to the provisions dealing with jurisdiction over
IP infringement actions.
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Rationale

Terminology and the Scope of
Jurisdiction Provisions

Different regulatory objectives could better ex-
plain some of the discrepancies between the termi-
nology used in these legislative instruments. The
Hague Draft was to become an international treaty
with a general application. Accordingly, Article 6
was drafted in rather general language in order to
cover various types of contracts. Yet the question of
the applicability to IP matters also persisted when
the 2001 Draft was prepared. It should be noted that
in the 1999 Hague Draft, two alternative jurisdiction
rules were entrenched. Alternative A provided for a
general ‘activity-based jurisdiction’ rule, which should
have encompassed various kinds of contracts.®® More
precisely, it stipulated that a plaintiff may bring an
action in contracts in the courts of the state in which
the defendant has conducted or directed frequent
or significant activity. This rule would be applica-
ble only if the claim is based on a contract directly
related to that activity.*

Alternative B followed the ‘characteristic perfor-
marnce’ approach. It stipulated that a plaintiff may
bring an action in contracts in the courts of a state in
which: (a) in matters related to the supply of goods,
goods were supplied; (b) in matters related to the
provision of services, services were provided; or
(c) in matters related both to the supply of goods
and the provision of services, performance of the
principal obligation took place in whole or in part.
The characterisation of which of these rules to fol-
low should be made under the national law.” This ju-
risdiction rule should have been applied also if only
part of the goods or services were supplied in the
forum state, which means that a plaintiff may have
several available forums to file a suit. The 1999 Hague
Draft did not provide for any definition of goods,
services or place of performance of an obligation.
Hence, the court will also have to apply forum law if
it is necessary to determine the place of the supply of
goods or the provision of services. According to the
Explanatory Report, a jurisdiction rule concerning
contracts for the supply of goods should also have in-
cluded subcontracting, letting, leases and other con-
tracts concerning the supply of goods. In addition,
however, the supply of goods provision did not cover
contracts concerning the sale of company shares or
IP rights.”*

Since the latter approach (Alternative B) was adopted
in the 2001 Draft of the Hague Convention, it follows
that jurisdiction over contracts concerning IP rights
should be determined according to lit (c), i.e. the
court would have to determine where the principal
obligation was wholly or partly performed.
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Connecting Factor: Place of
Performance, Place of Protection,
Place of Exploitation, or...?

It was noted above that all the legislative propos-
als adopt an IP-specific ‘activity-oriented’ connect-
ing factor. This could be explained by the regulatory
objectives of these legislative proposals: namely, to
provide for a set of special rules for adjudication of
multi-state IP disputes. Only the 2001 Hague Draft of
the Judgments Convention was intended to apply to
a wide range of civil and commercial cases. Accord-
ingly, the connecting factor used in Article 6 of the
2001 Hague Draft employs a connecting factor of the
‘place of performance of obligation’.

Similarly, the CLIP Principles were drafted in light
of the rules established in the Brussels I Regulation.
The material scope of the Brussels I Regulation cov-
ers ‘civil and commercial” disputes. Based on this
‘path dependency’”? approach, the CLIP Principles
replicate the connecting factor of the place ‘where
the obligation in question is to be performed’. The
CLIP Principles go a step further and adopt a special
rule for jurisdiction over disputes concerning con-
tracts having as their main object the transfer or li-
cense of IP rights. This rule clarifies that, unless oth-
erwise agreed between the parties, the state where
the obligation in question is to be performed is con-
sidered the state for which the license is granted or
the right is transferred (Art. 2:201(2) CLIP). This rule
is an autonomous definition and has to be inter-
preted independently from the laws of the Mem-
ber States.

According to some of the commentaries of the leg-
islative proposals, a connecting factor pointing to
the ‘place of exploitation’ or the ‘place of enforce-
ment’ of IP rights is ‘more appropriate’ for jurisdic-
tion rules pertaining to IP-related contracts. It is ar-
gued that the place of performance of a contract in
many cases will coincide with the place where the
IP right ‘is to be enforced’. Furthermore, the ‘place
where IP right is exploited’ is a connecting factor
which is closely related to the factual circumstances
of the case.” ‘Activity-oriented’ connecting factors
helps to confer jurisdiction upon courts of the state
which are best situated to access the evidence rele-
vant to the dispute.”*

Territorial Reach of Court's Jurisdiction

It was noted in the previous section that all legisla-
tive proposals except the 2001 Hague Draft take a
restrictive approach with regard to a court’s juris-
diction to hear claims related to the exploitation of
foreign IP rights. Namely, in situations where the ex-
ploitation of IP rights in the forum state is the only
ground for a court to assert jurisdiction over the dis-
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pute, the court should have authority only to de-
cide claims related to IP rights exploited in the fo-
rum state. One of the possible reasons behind such
a limitation of jurisdiction is that the courts of the
state where IP rights are exploited are best situated
to access the evidence relevant to the dispute. This
approach also helps to avoid situations where the
courts assert exorbitant jurisdiction over disputes
involving exploitation of IP rights in multiple states.

Infringement Claims Arising out
of a Contractual Relationship

Most of the commentaries do not clearly address
whether a court hearing contractual claims can also
hear claims related to infringements. Besides the
CLIP Principles (Art. 2:201(3)),”® other legislative pro-
posals remain silent on this issue. One of the pos-
sible ways of dealing with this matter is to exam-
ine whether the court could also hear infringement
claims pursuant to the rules concerning jurisdiction
over infringements. This appears to be the solution
adopted in the ALI Principles.

International Context

Jurisdiction over Contract-
Related Disputes in the EU

Interpretation of Article 5(1)

Special jurisdiction rules concerning actions related
to the performance of contractual obligations are es-
tablished in Article 5(1)(a) of the Brussels I Regula-
tion.”® This provision stipulates that a person who is
domiciled in a Member State can be sued in matters
related to contracts in the courts of the state where
the obligation in question has to be performed. Be-
sides, some more specific rules are established in Ar-
ticle 5(1)(b). The first rule stipulates that in the case
of the sale of goods, the place of performance is the
Member State where, under the contract, the goods
were delivered or should have been delivered. The
second rule deals with service contracts and states
that the place of the provision of services is in the
Member State where the services were provided or
have been provided. If the contract at hand is nei-
ther a sales contract nor a contract for the provision
of services, the Brussels I Regulation again indicates
that the general rule - according to which the juris-
diction should be asserted according to the perfor-
marice of the characteristic obligation - shall be ap-
plied (Art. 5(1)(c)).

87 Jurisdiction of the courts of the place where the obli-
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gation in question has to be performed is based upon
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the assumption that such a place is most closely con-
nected to the forum.”” In addition, the place of per-
formance of obligation was intended to provide for
a clear and precise connecting factor.”® However,
in cases where complex contracts are involved, the
clarifications introduced in the Brussels I Regulation
provided little assistance for the determination of
the characteristic obligation as well as the place of
performance of obligation. Hence, national courts
in numerous instances referred to the CJEU with re-
quests to render preliminary rulings concerning the
interpretation of Art. 5(1).

In the Tacconi case, the CJEU clarified the material
scope of Article 5(1). In this case, the question was
whether an action, whereby the plaintiff seeks to es-
tablish a pre-contractual liability of the defendant,
falls within the ambit of Article 5(1) or Article 5(3) of
the Brussels Convention. The plaintiff sought com-
pensation for damages allegedly caused by the de-
fendant in breach of the duty to act honestly and
in good faith during the contractual negotiations.
The CJEU decided that for Article 5(1) to apply, it
is essential to identify the obligation and the place
where the obligation had to be performed. Further,
the CJEU noted that Article 5(1) does not cover sit-
uations where there is a lack of obligation freely as-
sumed by one party to another.” As a result, an ac-
tion concerning the pre-contractual liability of the
defendant was considered to fall under the ambit
of Article 5(3), which applies to matters relating
to tort, delict or quasi-delict, and not Article 5(1),
which establishes jurisdiction based on the place of
performance.

For the purposes of international jurisdiction, the
CJEU refused to interpret Article 5(1) of the Reg-
ulation as referring to a particular obligation of a
contract.?! Instead, the CJEU noted that the term
‘obligation’, as used in Article 5(1), implies only
the obligation which forms the basis of court pro-
ceedings and which corresponds to the contractual
right upon which the plaintiff’s action is grounded.®
Hence, in cases where the plaintiff seeks dissolution
of a contract and compensation for damages, Arti-
cle 5(1) would only be applicable if the court could
identify the obligation which the plaintiff is reliant
upon.®

By adopting a narrow approach to determining the
obligation which forms the basis for a claim, the CJEU
intended to limit situations where courts of several
states have jurisdiction over the same action.®* Fur-
thermore, it means that a court does not have inter-
national jurisdiction to hear the whole action based
on the ground of several obligations of equal rank
and arising from the same contract if, according to
the choice-of-law rules of the forum, one of those ob-
ligations is to be performed in the forum state and
the others in additional Member States.®
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In the case of Tessili, the CJEU decided that the place
of performance of the obligation in question shall be
determined by the court seised according to the law
which governs the obligation in question. In particu-
lar, the governing law should be determined by the
choice-of-law rules of the forum state.®® The refer-
ence to the governing law also encompasses situa-
tions where, according to the law of the forum, the
governing law has to be determined according to
‘uniform laws’ applicable in the forum state.®” The
CJEU had also decided that for the purposes of Arti-
cle 5(1), the contracting parties are allowed to spec-
ify the place of performance of an obligation.®® Yet
this place of performance must have a real connec-
tion with the substance of the contract.®

In applying Article 5(1), the CJEU has emphasised
principles of legal certainty and predictability, so
that a normally well-informed defendant should be
able to reasonably foresee where that defendant may
be sued.”® Hence, the place of performance of obliga-
tions in the case of contracts which are neither sales
nor services contracts shall be determined accord-
ing to the law governing the obligation which is con-
sistent with the conflicts provisions of the court sei-
sed.”* If a contractual obligation is to be performed in
a number of places, for the purposes of Article 5(1),
a single place of performance for the obligation in
question must be identified. The CJEU held that in
such a case, the place where the obligation giving
rise to the action is to be performed will normally be
the most appropriate for deciding the case.”?

In practice, there may be situations where it is not
possible to determine which court has the closest
connection to the place of performance. It may be
questioned, for example, where the place of perfor-
marce is in the case of sales contracts involving a
carriage of goods clause. The CJEU had previously
decided that the national court should initially con-
sider the provisions of a contract and, if the place
of performance is not evident, the place where the
goods are physically transferred or should have been
transferred must be considered as the place of per-
formance in terms of Article 5(1)(b).” Further, as for
a non-competition clause without any geographi-
cal limitations, the CJEU found that in cases where
it is not possible to identify a link to one particular
forum, the general rule of a defendant’s domicile
should be applied.**

In the case of Color Drack, there were several places
of delivery of goods within one Member State. The
question that arose in that case was whether a plain-
tiff can bring an action against a defendant in the
courts of the place of delivery of its choice with re-
gard to all deliveries in that state. The CJEU found
that the place of performance in that case had to be
the place ‘with the closest linking factor between
the contract and the court having jurisdiction’, the
closest linking factor being determined on the ba-
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sis of economic criteria.’> Notably, this approach ap-
plies with regard to both kinds of contracts: namely,
contracts for the sale of goods and contracts for the
provision of services.’® Yet if such a close link can-
not be identified, the plaintiff can choose in which
court to bring an action. According to the CJEU, al-
lowing the plaintiff to decide the court would not un-
dermine the interests of the defendant, who would
in any case be sued in one of the courts of the state
where goods were delivered.®’

Besides, there may be controversies concerning sev-
eral obligations of equal rank, and each of those obli-
gations shall have to be performed in different Mem-
ber States. The CJEU held that in such circumstances
the court of every state where a particular obligation
has to be performed will have jurisdiction to hear ac-
tions which are based on that particular obligation.
Therefore, the court of one state does not have juris-
diction to hear claims concerning obligations which
were performed in another state, even if such obli-
gation arises from the same contract.”® The CJEU was
aware of the inefficiencies related to such a restric-
tive interpretation of Article 5(1); however, it noted
that the plaintiff always has the right to bring an ac-
tion before the courts of a defendant’s domicile pur-
suant to Article 2 of the Regulation.”

There may often be complex situations where the
contract indicates that obligations are to be provided
in several states. It may also be that the contract does
not expressly indicate where the obligation has to be
performed. In such circumstances, national courts
shall take factual aspects and evidence of the dis-
pute into consideration to determine the place of
performance of the obligation.*® In the case of con-
tracts for the provision of services in several states,
a national court would have to identify (i) the place
where the main provision of services is to be carried
out, and (ii) the place with the closest linking factor
between the contract in question and the court hav-
ing jurisdiction.!®* The CJEU has provided an illustra-
tion of how these principles should be applied in the
two following kinds of service contract. First, if the
place of the provision of services is not clearly stip-
ulated in a commercial agency contract, the place
of performance should be the state where the agent
is domiciled.'%? Second, as regards contracts for the
transportation of passengers, the place of perfor-
marice of services is at the place of either departure
or arrival of the aircraft.!%

Relationship Between Different
Sub-paragraphs of Article 5(1)

A number of issues arose with regard to the rela-
tionship between different sub-paragraphs of Ar-
ticle 5(1). According to lit (c), Article 5(1)(a) applies
when contractual action does not fall under lit (b). In
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order to apply the special rule established in lit (b),
the court would have to classify the contract as ei-
ther a contract for the sale of goods or a contract for
the provision of services. If the contract cannot be
classified as either of these two types, the general
rule established in lit (a) must be applied.!®* In other
words, sub-paragraph (a) is applicable with regard
to all other contracts which cannot be classified as
contracts for the sale of goods or provision of ser-
vices. Further, a systematic interpretation of Arti-
cle 5(1) implies that for sub-paragraph (b) to apply,
two requirements must be fulfilled: first, the place
of delivery of goods or provision of services must be
in a Member State; and, second, the place of deliv-
ery of goods or provision of services must be estab-
lished in the contract. If a court finds that a contract
is a sales or services contract, lit (b) shall be applied
even if the place of performance of obligation is in
several Member States.

The notion of a contract for the sale of goods was ex-
plained in the case of Car Trim. The CJEU noted that
Article 5(1)(b) does not provide for any definition
of sales of contract services. Therefore, it is neces-
sary to identify the obligation which characterises
the contract in question. In Car Trim, it was decided
that contracts for the sale of goods are also contracts
where the purchaser specifies special requirements
concerning the provision, fabrication and delivery of
goods, and the seller is responsible for the quality of
the goods and their compliance with the contract.

The CJEU also delivered several judgments concern-
ing the jurisdiction over actions related to the pro-
vision of services. Since the Regulation does not es-
tablish any definition of the ‘provision of services’,
the CJEU explained that the concept of the provi-
sion of services implies that the party who is pro-
viding services should at least fulfil a particular ac-
tivity in return for remuneration.’® In the case of
Wood Floor, the CJEU confirmed that for the pur-
poses of Article 5(1) of the Regulation, commercial
agency contracts should be considered as contracts
for the provision of services.!*” However, in its land-
mark judgment in Falco, the CJEU decided in the case
of a contract for the exploitation of IP rights that
the owner of an IP right does not perform any ser-
vices.'%® As a result, the contract was not considered
a contract for the provision of services within the
context of Article 5(1).1°

Jurisdiction in Contract-
Related Disputes in Japan

100 If an action concerns the performance of contractual

3

obligations, Japanese law provides that the courts of
the place where the obligation has to be performed
shall have jurisdiction. This is entrenched in Arti-
cle 5(1) of the Japanese CCP. Similar to other juris-

npitec
b4

T

190

Paulius Jurcys

diction rules, Article 5(1) was originally perceived to
allocate the domestic jurisdiction of Japanese courts.
Yet the Japanese courts applied this provision to
cases with a foreign element as well.!*° Jurisdiction
based on the place of performance of contractual ob-
ligations was initially established in the practice of
the lower courts in cases concerning the recognition
and enforcement of foreign judgments.'** Gradually
the place of performance became generally acknowl-
edged as a ground for international jurisdiction and
was applied together with the so-called special cir-
cumstances test.!!?

101 The rationale of conferring jurisdiction to the courts

of the place where the obligation has to be per-
formed is that these are the proper courts, not only
to decide issues of performance of the obligation, but
also to gather evidence or interrogate witnesses. In
addition, it is said that a jurisdiction based on the
place of performance also serves the interests of the
defendant, increases the foreseeability in commer-
cial transactions and is in line with the principles
of fair trial.!*®

102 As in other states, a number of controversial issues

exist with regard to the performance of the obliga-
tion as a ground for international jurisdiction. First,
the prevailing opinion is that the place of perfor-
mance of the obligation should be determined by
the law of the state which governs the contract.!*
In many cases, Japanese courts would refer to Arti-
cle 484 of the Japanese Civil Code that applies the
law of the creditor’s/plaintiff’s domicile and accord-
ingly confers jurisdiction upon the courts of the state
where the creditor is domiciled.*'> Secondly, there
is no prevailing opinion concerning the scope of
the court’s jurisdiction. Some have argued that Ar-
ticle 5(1) applies only to actions concerning the per-
formance of contractual obligations and does not
cover tortuous and other kinds of claims. Hence,
claims concerning tortuous acts have been brought
according to infringement jurisdiction rules.!'® The
other argument is that a court of the place of perfor-
marice is competent to hear contractual and other
kinds of claims which may arise from unjust enrich-
ment, torts, etc.t'’

103 The CCP (2011) is based on the existing practice of

Japanese courts. It provides that Japanese courts
shall have international jurisdiction over actions
concerning contractual obligations, unjust enrich-
ment or negotiorum gestio if the place of performance
of the contractual obligation is in Japan or, if accord-
ing to the law, it is designated in a contract that the
place of performance of the obligation is in Japan
(Art. 3-3(i)).
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IV.Discussion

1.

Choice of Terminology

104 One of the first issues for the session members is to

decide upon the terminology. The terminology used
in the jurisdiction rule will determine the scope of
the jurisdiction rule, specifically, what kinds of con-
tracts will fall under the ambit of the rule. Therefore,
the terminology depends on the scope as well as the
regulatory objectives of the future ILA guidelines. It
could also be advised to clearly indicate the scope
of the provision, cautiously choosing the heading of
the provision. Given the variety of contracts for the
exploitation of IP rights, it is suggested to structure
the jurisdiction provision in a manner which would
generally deal with different kinds of contracts, in-
cluding contracts related to the exploitation of IPRs
(as in the CLIP Principles). If this approach is chosen,
then it might be more useful to have a more general
heading for this provision.

Connecting Factor: The
Method (to Be) Adopted

105 It appears that the place of performance of obliga-

tion in most countries is considered a ground for a
court’s jurisdiction in disputes over contractual ob-
ligations, Further, a comparative analysis of the leg-
islative proposals showed the IP-specific jurisdiction
rules entrench ‘activity-based’ connecting factors
such as the place where IP rights are exploited, or
the place for which IP rights are granted. This de-
velopment should be reflected also in the future ILA
instrument (guidelines) together with possible illus-
trations of how the adopted connecting factor could
be applied for asserting jurisdiction over disputes
concerning particular IP-related contracts.

Limitation of Court's Authority
in Situations When the Place
of Performance is the Sole
Ground of Jurisdiction

106 There seems to be growing consent with regard to

3

territorial limitations of a court’s authority in situ-
ations where the place of performance of obligation
is the sole ground for the exercise of international
jurisdiction. To put it differently, in cases where
the place of performance of a contractual obliga-
tion is the sole ground of jurisdiction, the trend is to
limit the court’s authority to decide the dispute con-
cerning the obligations related to the forum state.
There are several compelling reasons to adopt this
approach in the new legislative instrument. Namely,
limitation of a court’s jurisdiction would (a) limit
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possibilities of forum shopping and other situations
where the plaintiff might abuse the process; (b) as-
sure that the courts which have direct access to the
evidence will hear the case; (c) guarantee that the
plaintiff would be able to enjoy efficient legal redress
proceedings; and (d) limit situations where courts
exercise exorbitant jurisdiction.

Infringement Claims and
Possibilities of Consolidation

107 It may be argued that legal certainty considera-

tions calls for the inclusion of a special rule indi-
cating whether a court also has jurisdiction to hear
infringement claims arising out of a contractual ob-
ligation. A comparison of the legislative proposals
unravelled that this view has so far been adopted
only in the CLIP Principles (Art. 2:201(3)). Some of
the other legislative proposals provide for some
clarifications in the comments. Hence, for the sake
of procedural certainty, it is recommended to elu-
cidate upon the court’s authority to hear infringe-
ment claims. This could be done, depending upon the
majority opinion of the drafters, either by adding a
black-letter-rule, or, at least, by clearly solving this
issue in the commentary to the black-letter-rule. In
the same vein it would be helpful if the new instru-
ment made other possibilities of consolidation clear:
whether and in what circumstances a plaintiff could
consolidate multiple contractual (and non-contrac-
tual) claims. This will depend upon the overall struc-
ture of the new instrument.

Jurisdiction to Order Provisional
and Protective Measures

Art. 13 of the 2001 Hague Draft; Section 214 AL Art. 2:501
CLIP; Art. 111 Transparency Principles; Art. 18 KOPILA

Differences

108 The question of whether a court has jurisdiction

to order a provisional or protective measure is
one of the most controversial in multi-state IP dis-
putes. Usually, the courts carefully consider un-
der what grounds they could exercise international
jurisdiction and whether it is necessary to order
cross-border measures. The possibility of ordering
cross-border measures often depends on the factual
circumstances of the case and the likelihood that a
measure could be recognised and enforced in the
third state(s) concerned.

109 Despite numerous practical controversies related to

the exercise of jurisdiction in granting provisional
and protective measures, the comparison of the leg-
islative proposals unveils that, at least as the juris-
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diction issues are concerned, most legislative pro-
posals adopt substantially similar rules. This could
be explained by the fact that most of the controver-
sies which may arise in relation to ordering provi-
sional and protective measures have been solved by
adopting more specific rules for other matters (e.g.
whether the validity defence can be raised in the
proceedings for provisional and protective meas-
ures or the coordination of parallel proceedings!'®).
Therefore, only two issues could be considered di-
rectly related to the question of international juris-
diction to order provision and protective measures.
First, it is agreed that the court which has jurisdic-
tion over the merits of the case can also order pro-
visional or protective measures. The court which
has jurisdiction over the merits can order measures
with cross-border effect. Secondly, courts of the place
where the property to be seised is located have juris-
diction to order measures with regard to that prop-
erty. However, the legal effects of such provisional
or protective measures shall be limited to the forum
state.

Notion of Provisional and
Protective Measures

110 The first difference concerns the terminology used

in the legislative proposals. The Transparency and
KOPILA refer to ‘provisional measures’, whereas the
ALI and Waseda Principles refer to ‘provisional and
protective measures’. The 2001 Hague Draft refers
to ‘provisional or protective measures’ while the
CLIP deal with ‘provisional, including protective,
measures’.

111 Besides this slight difference in terminology, the

legislative proposals also take a different approach
with regard to the need to provide a definition of
the measures. Namely, the definitions of provisional
and protective measures are adopted only by the
CLIP Principles. Other principles do not contain a
special rule clarifying what measures are covered
by the legislative proposals. It should be noted that
Article 13(4) of the 1999 Hague Draft also provided
for a non-exclusive list of provisional and protec-
tive measures.

112 The 1999 Hague Draft contained a more general il-
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lustration of provisional and protective measures.
Namely, pursuant to Article 13(4), provisional and
protective measures mean (a) a measure to main-
tain the status quo pending the determination of a
trial; (b) a measure providing a preliminary means
of securing assets out of which an ultimate judgment
may be satisfied; or (c) a measure to restrain con-
duct by a defendant to prevent imminent or future
harm. The CLIP Principles establish a more IP-spe-
cific definition of provisional and protective meas-
ures. In particular, Article 2:501(3) states that provi-
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sional, including protective, measures are measures
which are intended to preserve a factual or legal sit-
uation so as to safeguard rights the recognition of
which is otherwise sought from the court having ju-
risdiction as to the substance of the case. In addition,
this provision lists five possible orders that could be
relevant for multi-state IP litigation: (a) orders to
prevent an (imminent or continuing) infringement
of an TP right from occurring; (b) orders to preserve
relevant evidence in regard to the alleged infringe-
ment; (c) orders to seize goods suspected of infring-
ing an IP right; (d) orders to seize, attach or prevent
the dissipation or removal from the jurisdiction of
assets to safeguard enforcement of the judgment on
the merits; and (e) orders directing a party to pro-
vide information about the location of assets which
are subject to an order under lit (d).

Allocation of Adjudicatory Powers
between Courts of Several States

113 As regards international jurisdiction to order provi-

sional and protective measures, all legislative pro-
posals as well as the 2001 Hague Draft follow the
same rationale: a court which has jurisdiction to
hear the merits of the case has jurisdiction to or-
der provisional or protective measures which could
have cross-border effects (Art. 13 of the 2001 Hague
Draft, section 214 ALI, Art. 2:501(1) and 2:501(2)
CLIP, Art. 111 Transparency Principles, Art. 210 of
the Waseda Principles and Art. 18 KOPILA). Besides,
courts of the state where the property is located
where IP protection is sought also have interna-
tional jurisdiction to order provisional and protec-
tive measures. However, in the latter case the legal
effects of the measures are limited to the territory
of the forum state. Some minor differences exist be-
tween the terminology or connecting factors used,;
however, the practical effects in most cases should
be the same.

Rationale

Notion of Provisional and
Protective Measures

114 The need to provide for a definition of provisional or

protective measures could be explained as following.
First, a clear definition of provisional or protective
measures helps to clarify the scope of jurisdiction
rules. Second, at least under the Brussels/Lugano
regime, it became obvious that special treatment is
necessary for interim payment orders. Interim pay-
ment orders are generally considered to be issued
by the court which has jurisdiction over the mer-
its of the case.’?
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115 Both 2001 Hague Draft as well as the CLIP Princi-

ples provide for an exemplary list of provisional
or protective measures. Article 13(4) of the 1999
Hague Draft stipulates that provisional and protec-
tive measures comprise (a) a measure to maintain
the status quo pending the determination of a trial;
(b) a measure providing a preliminary means of se-
curing assets out of which an ultimate judgment may
be satisfied; or (c) a measure to restrain conduct by
a defendant to prevent imminent or future harm. In
this regard it should be noted that among the draft-
ers of the Hague Judgments Convention it was gener-
ally agreed that a measure ordered by a court should
be both provisional and protective.'?® It was up to
the law of the forum state to determine what meas-
ures are available, in what circumstances and un-
der what conditions an order for such measures can
be made.!® So if an agreement is reached upon the
definition of ‘provisional and protective measures’,
then the court seised will have to order provisional
or protective measures which are indicated in the
treaty text and other kinds of provisional or protec-
tive measures which are available under the law of
the forum state.

116 The CLIP Principles establish an IP-specific defini-

tion: ‘[p]rovisional, including protective, measures
are measures which are intended to preserve a fac-
tual or legal situation so as to safeguard rights the
recognition of which is otherwise sought from the
court having jurisdiction as to the substance of the
case’. By and large, this rule was formulated in light
of the practice.*? Further, the CLIP Principles pro-
vide for a clarification of the notion of provisional,
including protective, measures. Namely, the CLIP
Principles enumerate an exemplary list of measures:

a orders to prevent an (imminent or continuing)
infringement of an IPR from occurring;

b orders to preserve relevant evidence in regard
to the alleged infringement;

c orders to seize goods suspected of infringing an
IPR;

d orders to seize, attach or prevent the dissipa-
tion or removal from the jurisdiction of assets
to safeguard enforcement of the judgment on
the merits; and

e orders directing a party to provide information
about the location of assets which are subject to
an order under lit (d).

117 Hence, the CLIP Principles solve some of the ambigu-

3

ities which existed during the Hague Judgments Con-
vention negotiations with regard to whether meas-
ures for the preservation of evidence fall under the
notion of ‘provisional measures’. Besides, this provi-
sion is also in line with Article 50(1)(2) of the TRIPS
Agreement and is designed to take practical needs
into consideration to assure the smooth adjudica-
tion of multi-state IP disputes.
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2. Allocation of Adjudicatory Powers

between Courts of Several States

118 In principle, all legislative proposals adopt the same

approach with regard to international jurisdiction
to order provisional or protective measures: a court
which has jurisdiction over the merits is empowered
to order measures which could also have cross-bor-
der effects, while courts of other states may order
territorially limited provisional or protective meas-
ures. There are only some slight differences among
the terminology as well as connecting factors em-
ployed, and these differences will be shortly dis-
cussed hereinafter. At the same time, it should be
noted that despite these differences, the practical
outcomes of the application of all of the legislative
proposals should be essentially the same.

119 As regards international jurisdiction of a court which

does not have jurisdiction over the merits, the legis-
lative principles adopt slightly different terminology
and connecting factors. All of the legislative propos-
als aim to assure that the court which does not have
jurisdiction over the merits can only order measures
which have legal effects within the territorial bor-
ders of the forum state. It should be reminded that
during the preparation of the ALI and CLIP Princi-
ples, the question arose whether the notion of ‘prop-
erty’ comprises ‘intellectual property’.!? In case of
non-registered rights, this may turn out to be a quite
difficult or even misleading concept.’** In order to
somehow clarify the situation, different approaches
have been followed. For instance, the ALI Principles
retain the reference to the ‘State in which the tangi-
ble property is located’ (S 214). Similarly, the Trans-
parency and Waseda Principles refer to the place ‘ob-
ject to be provisionally seised’ is located or ‘state in
which the property to be seised’ respectively.

120 The CLIP and the ALI Principles appear to solve this

dilemma by two further approaches. Firstly, they
adopt a reference to ‘protecting country’ or the
‘country of registration’ of IP rights. This could be
considered as a more IP-specific rule which contrib-
utes to higher legal certainty in terms of determin-
ingjurisdiction of IP cases. Secondly, the CLIP Princi-
ples provide for an exemplary list of measures which
are considered provisional and protective.

3. Goods in Transit

121 Further, the ALI Principles contain a special provi-

sion concerning provisional measures over goods
in transit (S 214(3)). This provision stipulates that a
‘person having custody or control of goods in tran-
sit, even if not an infringer by the law of the State in
which the goods are temporarily located, may be the
subject of an action for an order of temporary deten-
tion of the goods while the true owner or owners are
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identified and joined to the proceedings’. The aim
of this provision is based on the practices concern-
ing enforcement of IP rights and could be viewed
as a specific case of territorially limited jurisdiction
of a court where the goods in question are located.

Need for a Broader Jurisdiction
for Dealing with Ubiquitous
IP Infringements?

122 As was mentioned at the beginning of this section,

it is generally accepted in all five legislative propos-
als that only the court which has jurisdiction over
the merits can issue cross-border provisional or pro-
tective measures. However, the commentaries of the
CLIP as well as the Transparency Principles envisage
a possibility where courts which do not necessar-
ily have jurisdiction over the merits can also issue
cross-border provisional measures. This could po-
tentially be in cases of ubiquitous infringements of
IP rights - such as, for example, a website as a source
of ubiquitous infringements; a court which has ju-
risdiction on the ground that the effects of infringe-
ment occur in the forum state could order the shut-
down of a website.

International Context

Jurisdiction to Order Provisional
Measures in the EU

123 Provisional and protective measures play a crucial

role in the protection of IP rights. These measures
are especially vital in enforcing patent rights, espe-
cially in pharmaceutical and biotechnology fields.
In this area the interests of different stakeholders
(generics manufacturers and patent holders) often
collide. In the European context, the absence of a
uniform patent enforcement system has especially
arduous ramifications for the patent holders. Since
the procedures for provisional and protective meas-
ures vary from state to state, right holders need to
hire an international team of lawyers to coordinate
proceedings for provisional and protective meas-
ures. Besides questions related to international ju-
risdiction of courts to order provisional and pro-
tective measures, there is a number of other legal
issues and practices which must be taken into con-
sideration. The following table highlights some of
the features:'?°

194

Paulius Jurcys

COUNTRY EX PARTE INTER TIME TO QUID PRO
PROVI- PARTES ITER PARTES | QUO FOR PRO-
SIONAL PROVI- DECISION VISIONAL
INJUNC- SIONAL INJUNCTIONS
TIONS INJUNC-
TIONS
UK v v Within 7 days Cross-undertaking in
damages
AUSTRIA X v 4-12 weeks Bank guarantee
FRANCE Very unusual | v 6-12 weeks No — damages
possible
GERMANY v v 1-3 months Banker’s bond
ITALY v 8-10 months Damages for abuse
of process
SPAIN v v 3-6 months Bond
PORTUGAL Up to a year None

Table 1: Overview of procedures for provisional
injunctions

125 In addition to general, special and exclusive grounds

of jurisdiction, the Brussels I Regulation also deals
with the allocation of jurisdiction in granting pro-
visional, including protective, measures. The Brus-
sels I Regulation creates a two-tier jurisdiction re-
gime for provisional and protective measures. On
one hand, provisional measures could be granted
by the courts of the state which have international
jurisdiction over the substance of the case. On the
other hand, Article 31 of the Regulation!?® stipulates
that provisional measures may be ordered by any
other domestic court even if courts of another Mem-
ber State have jurisdiction over the merits of the case
pursuant to Articles 2 and 5-24. It should be noted
that the Brussels 1 is not applicable in cases where
the residence of the parties and infringing acts occur
in the forum country; in such cases the jurisdiction
of a court to grant provisional or protective meas-
ures will have to be assumed according to domestic
jurisdiction provisions. Domestic law will also de-
termine the availability of provisional and protec-
tive measures.

126 Article 31 of the Brussels I Regulation has sometimes

been described as an ‘opening clause’!?” because it
opens the gates for the application of domestic ju-
risdictional rules concerning provisional and protec-
tive measures. Such an additional layer of jurisdic-
tion rules has been considered a tool which facilitates
the effective protection of legal rights.'?® Although in
adopting the Brussels I regime the European legislator
intended to create a ‘highly predictable’ set of rules
‘founded on the principle that jurisdiction is generally
based on the defendant’s domicile’,*? it has also been
argued that neither goal was achieved.!*® Namely, the
exercise of jurisdiction on the basis of Article 31 had
threatened the uniformity of the European jurisdiction
regime because of existing differences among domes-
tic jurisdiction rules, especially if national procedural
rules allow far-reaching provisional and protective
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measures. For instance, under Dutch law, courts may
order so-called kort geding measures which do not im-
pose any time limit to the initiation of the main pro-
ceedings, and such measures may eventually become
definite if the main proceedings are never initiated.'®!

127 In order to curtail rather broad grounds of jurisdic-

tion'3? to grant provisional and protective measures as
well as to alleviate differences among national legal
systems, two additional requirements were introduced
by the CJEU in its case law. First, the CJEU had previ-
ously decided that provisional measures granted pur-
suant to Article 31 of the Brussels I Regulation should
not only fulfil the requirements provided in relevant
domestic legal provisions, but there should also exist
‘a real connecting link between the subject matter of
the measures sought and the territorial jurisdiction of
the Contracting State of the court before which those
measures are sought’.!3 Secondly, the CJEU had pro-
vided for an autonomous definition of ‘provisional,
including protective, measures’ which are to be un-
derstood as referring to measures which, in matters
within the scope of the Brussels Convention, are in-
tended to preserve the factual or legal situation so as
to safeguard rights of which the recognition is other-
wise sought from the court having jurisdiction over
the merits of the case.'®** Thus, measures such as the
order to hear the witness or those that aim at the ac-
quisition of evidence to enable the applicant to decide
whether to bring the case, or to determine whether it
would be well founded and to assess the relevance of
the evidence which might be adduced in that regard,
are not considered to be provisional measures within
the Brussels/Lugano system.!3°

128 According to the CJEU, the main purpose of Arti-

cle 31 of the Brussels I Regulation is to avoid losses
to the parties as a result of the long delays inherent in
any international proceedings. Such intentions for a
speedy process do not cover proceedings with regard
to measures related to the establishment of facts on
which the resolution of future proceedings may de-
pend.'* However, such a stance by the CJEU was not
necessarily upheld by legal scholars. For instance, it
was questioned whether such CJEU practice was re-
strictive enough, especially in such areas as cross-bor-
der IP litigation where the importance of provisional
and protective measures is crucial.'¥’

129 In order to assess the practical implications of Arti-

3

cle 31 of the Brussels I Regulation to the function-
ing jurisdiction framework, a more careful analysis of
the application of domestic jurisdiction rules in grant-
ing provisional and protective measures is necessary.
In this regard it should be noted that domestic courts
of member states may issue preliminary and protec-
tive measures with cross-border effects, especially
in cases where the defendant is domiciled in the fo-
rum state.'3® Some reporters noted that national courts
would take into consideration whether that particular
provisional or protective measure could be enforce-
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able in respective foreign states. Cross-border pro-
visional and protective measures are also available
in cases concerning infringements of Community IP
rights3? or Benelux trade marks*® provided that the
defendant is domiciled in the forum state. In the Neth-
erlands, it is established practice that courts having ju-
risdiction pursuant to Article 2 of the Brussels I Reg-
ulation would also have cross-border jurisdiction to
issue provisional and protective measures.'*!

130 In cases where the defendant is not resident in the

forum state, the legal effects of such measures are
limited within the territory of a granting state.'*? The
situation is not uniform in cases where courts grant
provisional or protective measures according to their
domestic jurisdiction rules (Art. 31). The question
of the territorial reach of provisional and protective
measures often depends on the particular circum-
stances of the case and domestic court practice. In
some EU states, the CJEU practice had, to some ex-
tent, influenced the jurisprudence of national courts
in interpreting domestic jurisdiction provisions. For
instance, Swedish and Belgian courts would refrain
from issuing orders granting provisional or protective
measures with extraterritorial effects if the require-
ment of the ‘real connecting link” between the sub-
ject matter of the measure at stake and the territorial
jurisdiction of the forum state is not met.'** It should
also be noted that according to the established CJEU
practice,'** Article 31 of Brussels I cannot mandate
the courts to order provisional measures which have
effects only in foreign countries.

131 Another source of controversy is the scope of a court’s

jurisdiction to order provisional and protective meas-
ures in cases concerning alleged IP infringements oc-
curring over the Internet. The practice of national
courts in this area is scarce or non-existent. One Ital-
ian court decided a case in which the market impact
rule was applied to decide that the blocking of a US
website displaying signs allegedly infringing an Ital-
ian trade mark could only be possible if the products
are offered for sale in Italy. However, Italian courts
would not feel bound by any territorial constraints in
ordering provisional or protective measures if they
have jurisdiction over the merits.'*® The positions in
the EU also differ on this point: some argued that in-
ternational jurisdiction over IP infringements on the
Internet would be asserted following general rules on
jurisdiction, whereas others noted that courts would be
unable to order measures with cross-border effects. ¢

132 National EU laws also adopt different approaches to

whether a court of an EU Member State would require
the person who seeks a preliminary measure to pro-
vide a security or guarantee. A provision that a party
requiring to issue an order for a provisional or protec-
tive measure may be requested to provide a guarantee
is also established in the TRIPS Agreement. In some
states it appears that such a provision of security is not
necessarily required, but it may be requested, depend-
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ing on the circumstances of the case.!*” Portugal’s
courts may require an adequate guarantee, pursuant
to national civil procedure law. This decision would
be made according to the particular circumstances of
the case. For instance, an adequate guarantee may be
required in case a defendant suffers some damages be-
cause of the revocation of the preliminary or protec-
tive measure.'*® Spanish law (Art. 737 of LEC 2000)
also provides that in some cases, courts may require
that the person who seeks a preliminary measure grant
a guarantee before the enforcement of the measures.!*
In the case of German courts, they may require a guar-
antee for the issuance of preliminary measures (S 921
of the German CCP); the claimant for whose benefit
the measure is granted may be held strictly liable for
damages if the preliminary measure is later revoked
(Art. 945 of the German CCP).'5® However, as re-
gards issuance of provisional or protective measures
in cases concerning registered IP rights before UK
courts, the combined effect of Articles 22(4) and 31 of
the Brussels I Regulation is that courts have no juris-
diction to order measures with cross-border effects.'>!

133 In EU states, courts are competent to grant provisional

measures in cases which are pending before an arbi-
tral tribunal, given that the subject matter of the dis-
pute falls within the material scope of Brussels I. This
follows from the CJEU judgment in the Van Uden
case.' The mere fact that proceedings have been in-
stituted before an arbitration tribunal does not affect
a court’s jurisdiction to order preliminary and protec-
tive measures unless the arbitration agreement pro-
vides otherwise.!®® Portuguese courts would also be
internationally competent to order preliminary and
protective measures in cases where the parties submit
the dispute to arbitration proceedings; there is also na-
tional case law supporting this stance.>*

Jurisdiction to Order Provisional
Measures in Japan

134 Japanese legislation does not contain special interna-

3

tional jurisdiction rules concerning orders for pro-
visional measures. However, Article 12 of the Provi-
sional Civil Remedies Act!*® was applied ex analogia
by Japanese courts in cases where one party was
seeking provisional measures in cross-border dis-
putes. The prevailing approach is that in cases where
Japanese courts have jurisdiction over the merits of
the dispute, or if IP rights that should be preserved
or are the subject of the dispute are located in Ja-
pan, Japanese courts will assert international juris-
diction. However, in deciding whether to order pro-
visional or protective measures, Japanese courts will
take into account whether there are special circum-
stances in which an exercise of international juris-
diction would not run counter to the impartiality
between the parties, fairness or speedy trial which
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would prevent Japanese courts from issuing provi-
sional or protective measures.

135 The possibility of provisional measures is a rather

difficult issue in IP disputes, especially if foreign
IP rights are involved. Namely, in the Card Reader
case,’5¢ which involved the application for provi-
sional measures ordering the defendant to cease
infringing activities, the Japanese Supreme Court
refused to issue an injunction which would have
prevented the defendant from producing and ex-
porting the infringing materials from Japan to the
United States. The Supreme Court carefully analysed
the case and decided that the application for an in-
junction based on a foreign IP statute could not be
granted mainly because it would run counter to the
principle of territoriality.

136 Nonetheless, Japanese courts could issue provisional

measures in cases concerning infringement of for-
eign IP rights given that the requirements of inter-
national jurisdiction are met. The mere fact that the
rights for which protection is sought are foreign IP
rights does not negatively affect the existence of
international jurisdiction of Japanese courts. Fur-
ther, Japanese courts would generally be able to is-
sue provisional measures in cases where they do not
have jurisdiction over the merits of the dispute or
if the case was submitted by the parties to an arbi-
tration tribunal. Finally, Japanese courts may order
the party who is seeking the issuance of provisional
measures to grant a guarantee or security in order
to make sure that the interests of the defendant are
safeguarded.

IV.Discussion

1. Policy Objectives

137 In drafting the rules on international jurisdiction

to grant provisional and protective measures, the
following policy objectives have usually been high-
lighted: procedural justice and balance of interests
of the parties; the need to provide efficient protec-
tion of IP rights; consonance with other jurisdiction
provisions as well as provisions on parallel proceed-
ings; the need to make sure that provisional and pro-
tective measures are recognized in foreign states (in
cases where a court orders cross-border provisional
and protective measures). Efficient adjudication of
multi-state IP disputes has been one of the main rea-
sons for allowing the courts which have jurisdiction
over the merits to order cross-border provisional
and protective measures.*%’
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Definition of Provisional Measures

138 One of the questions in drafting a jurisdiction rule is

whether it should specify what is actually meant by
the notion of provisional and protective measures.
It could be argued that regardless of whether a ju-
risdiction rule contains an (exemplary) list of pro-
visional and protective measures, the court hear-
ing the case will order only such measures as are
available under the laws of the forum state. On the
other hand, the adoption of an exemplary list of pro-
visional and protective measures could be consid-
ered an additional tool to provide for more legal cer-
tainty. If such an exemplary list of measures were
adopted, Article 13 of the 1999 Hague Draft or Ar-
ticle 2:501 of the CLIP Principles could be used as a
solid foundation.

Allocation of Adjudicatory Powers
between Courts of Several States

139 It has been shown above that there appears to be a

common agreement among the legislative proposals
that a court which has jurisdiction over the merits of
the case should have jurisdiction to order cross-bor-
der provisional and protective measures. Further, it
appears that the drafters of the legislative proposals
generally agree that a court which does not have ju-
risdiction over the merits can order only those meas-
ures which can produce legal effects within the fo-
rum state only.

140 However, besides these two common points, one

more particular issue deserves further discussion
at the ILA meeting. Namely, it could be questioned
whether there are some situations where a court
which does not have jurisdiction over the merits can
nevertheless order cross-border provisional meas-
ures. This would be the case in disputes involving
ubiquitous infringements occurring in the digital
environment and when the court is actually in an
advantageous position to order such cross-border
measures.

Choice of Court Agreements,
Appearance of the Defendant

Art. 2:301 CLIP Principles; Art. 107 Transparency Princi-
ples; Art. 205 Waseda Proposal; Section 202 ALI Principles;
Art. 206 Korean Proposal
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Differences

1. Choice of Court Agreements

a) Characteristics of Choice

of Court Agreements

141 One of the differences in the rules dealing with choice

of court agreements is related to their scope. While
the Waseda and Transparency Principles cover only
‘particular legal relationship involving an IP right’
(Art. 205 Waseda) or actions ‘concerning IP rights’
(Art. 107 Transparency), the CLIP and ALI Princi-
ples maintain IP-neutral language (Art. 2:301 CLIP
and S 202 ALI). Besides, the ALI, Waseda and Trans-
parency Principles, in the black-letter rules, do not
deal with such peculiarities as to when the choice
of court agreement can be made. Yet the CLIP Prin-
ciples concretely indicate that the choice of court
agreement may be concluded with regard to disputes
which had arisen in the past or may arise in the fu-
ture (Art. 2:301(1) CLIP).

142 The common position is that the formal and substan-

tial validity of choice of court agreements should
be governed by the law of the designated state
(Art. 2:301(2) CLIP; S 202(2) ALL; Art. 205(4) Waseda).
The Transparency Principles do not address the law
governing the validity of a choice of court agree-
ment, yet a reference to the 2005 Hague Choice of
Court Convention in the commentary may be inter-
preted to mean that the issues of validity are deter-
mined following the same principles as in the Hague
Convention.

143 In addition, all legislative proposals contain spe-

cial rules dealing with the form of a choice of court
agreements. The provisions concerning the form of
an agreement vary. The ALI Principles remain silent
on this issue. Japanese proposals put an emphasis on
a written form requirement and address the ques-
tion of agreements which were made by communi-
cating through electronic/electromagnetic means
(Art. 107(3) Transparency and Art. 205(2) Waseda).
The CLIP Principles provide for a rule that contains
three alternative forms in which a choice of court
agreement should be made: (a) communication by
electronic means considered equivalent to a writ-
ten agreement; (b) form which accords to the estab-
lished practices between the parties; and (c) form
which is accepted in specific area of trade or com-
merce (Art. 2:301(3) CLIP). The ALI Principles also
contain a rule which determines that the capacity of
the defendant to enter into the agreement is deter-
mined by the law of the state in which the defend-
ant was resident at the time the agreement was con-

cluded (S 202(2)(b)).
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b) Infringement Claims

144 Further, it appears that the legislative proposals take

c)

aslightly different approach with regard to the pos-
sibility of parties to conclude a choice of court agree-
ment concerning infringement claims. Although si-
lent in the black-letter rule, the commentary of the
Transparency Principles states that parties are free
to agree upon the disputes involving contractual and
non-contractual issues related to IP.15® Other legis-
lative proposals take a more vigilant approach by
clarifying how possible issues should be resolved.
For instance, the CLIP and the Waseda Principles re-
quire that a dispute should arise out of a ‘particular
legal relationship’ (Art. 2:301(1) CLIP and Art. 205
Waseda).

Exclusivity of an Agreement

145 Two further points which deserve attention are re-

lated to (a) the exclusivity of a choice of court agree-
ment and (b) the relationship to the rules on exclu-
sive jurisdiction. Different approaches have been
followed in the legislative proposals. For instance,
the question of the exclusivity of a choice of court
agreement has not been addressed in the Transpar-
ency Principles at all. It could possibly be argued
that these issues are solved similarly to the ap-
proach adopted in the existing Japanese court prac-
tice.'>® The CLIP Principles stipulate that a choice of
court agreement is exclusive unless the parties have
agreed otherwise (Art. 2:301(1) CLIP, also Art. 206 of
the Korean Principles). The Waseda Principles add a
rule that choice of court agreements are deemed to
be exclusive unless there are some special circum-
stances (Art. 205(3)). This rule of the Waseda Princi-
ples appears to be the polar opposite to the CLIP ap-
proach: while the CLIP Principles aspire to give more
discretion to the parties, the Waseda Principles leave
some scope for the discretion of the court.

d) Standard Form Agreements and

Protection of Weaker Parties

146 The ALI Principles also establish a special rule for

3

those situations when a choice of court clause is in-
cluded in a standard form agreement. In such cases,
the validity of a choice of court clause should be de-
cided with regard to the reasonableness criterion
(S 202(4)). Reasonableness should be determined by
taking into consideration factors such as (a) the lo-
cation and resources of the parties, especially re-
sources and sophistication of the non-drafting party;
(b) interests of any states; and (c) the availability
of remote adjudication (e.g. online dispute reso-
lution). In addition, the ALI Principles aim to pro-
tect the interests of the non-drafting parties by es-
tablishing that the choice of court clause should be
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readily accessible and available for subsequent ref-
erence by the court and the parties. These require-
ments are especially significant in the context of on-
line contracting.

147 The protection of the weaker parties (consumers and

2.

employees) is also addressed in the Waseda Princi-
ples. In particular, Article 205(4) states that the ‘va-
lidity of the choice-of-court agreement is governed
by the law of the designated state, provided that it
does not comply with the mandatory rules relating
to the protection of consumers or employees under
lex fori’. In other legislative proposals, this question
was most likely not addressed because the drafters
were not willing to address issues that are not di-
rectly related to multi-state IP disputes.

Appearance of the Defendant

148 All of the legislative proposals also contain a spe-

cial rule determining whether an appearance by a
defendant could be considered an endorsement of
a court’s jurisdiction. The legislative proposals gen-
erally adopt it as a principle that besides choice of
court agreements, jurisdiction should also be as-
serted when the defendant does not object to the
proceedings instituted before a deciding court (Art. 5
of the 2001 Hague Draft;'* S 203 ALI; Art. 2:302 CLIP;
Art. 108 Transparency; Art. 208 Waseda). In all of
the aforementioned legislative proposals, rules con-
cerning the appearance of the defendant are estab-
lished after the rules dealing with choice of court
agreements.

149 As regards the structure of rules dealing with ju-

risdiction by the appearance of the defendant, it
should be noted that the CLIP and the Waseda Prin-
ciples contain an additional clarification concern-
ing the relationship with rules on exclusive juris-
diction. Namely, the CLIP and the Waseda Principles
stipulate that exclusive jurisdiction provisions pre-
vail over the rules on appearance of the defendant
(Art. 2:302 CLIP and Art. 206 Waseda).

Rationale

Choice of Court Agreements

150 At the outset, it should be noted that in all legis-

lative proposals, rules concerning choice of court
agreements were drafted in light of the 2005 Hague
Choice of Court Convention.'*! However, as was il-
lustrated above, some differences among the legis-
lative proposals exist. In addition to what has been
mentioned above, it is worth drawing attention to
the following points related to the structure of the
legislative proposals.
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151 The legislative proposals were drafted taking into

consideration their anticipated territorial scope of
application. This means that the CLIP Principles re-
semble the Brussels/Lugano framework, while the
Transparency and Waseda Principles were drafted
with a view to the on-going international civil pro-
cedure reform in Japan. This could partly explain
why certain rules exist in the legislative propos-
als. Namely, at the time of drafting of the Transpar-
ency and Waseda Principles, one of the problems
discussed in the Japanese scholarship was the use
of electronic communication and whether it could
be considered tantamount to a written agreement;
therefore, these issues were explicitly addressed in
the Japanese proposals (see Art. 107(3) Transparency
and Art. 205(2) Waseda). Further, the Waseda Prin-
ciples transplant the ‘special circumstances’ test to
the area of prorogation as well (Art. 205(3)).

152 One particular issue which deserves attention is the

problem of the (in)validity defence. All legislative
proposals have taken a certain approach in the con-
text of exclusive jurisdiction rules and the effects
of the exercise of exclusive jurisdiction when one
of the parties brings a defence related to the regis-
tration or validity of IP rights at stake. Similar ap-
proaches have been also adopted in the context of
choice of court agreements. For instance, according
to the ALI Principles, cases for declaration that cer-
tain registered IP rights are invalid shall be brought
before a court of a registering country. However, if
the validity of the registered right arises as a prelim-
inary question, the court’s decision would have only
inter partes effects (Sections 211(2) and 212(4) ALI).
Similarly, pursuant to the Transparency Principles,
a designated court can hear all disputes referred to
by the parties in a choice of court agreement, unless
the object of the dispute falls under the exclusive ju-
risdiction rules. In a case where a court designated
in a choice of court agreement has to decide upon
the existence, registration, validity or ownership of
foreign IP rights as a preliminary matter, such a de-
cision shall have only inter partes effects.'¢?

2. Appearance of the Defendant

153 An appearance by a defendant before a court could

be viewed as an implicit agreement to litigate before
a court seised.'®® In other words, a defendant’s ap-
pearance without contesting a court’s jurisdiction is
a special form of prorogation of jurisdiction. Hence,
a court’s jurisdiction exists if a defendant submits
himself before a court and does not contest its juris-
diction. Conversely, a defendant’s appearance can-
not be considered a submission to the proceedings in
situations where the defendant challenges a court’s
authority to adjudicate the dispute.

154 A defendant’s appearance has significant practical

ramifications. Firstly, the appearance of the defend-
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ant confirms parties’ consent as to the place where
the dispute with a foreign element should be settled.
Secondly, the appearance of the defendant as a juris-
dictional ground is also an important element of le-
gal certainty. Namely, in situations where the win-
ning party seeks to enforce a foreign judgment, the
argument that the court did not have jurisdiction be-
cause the defendant voluntarily submitted himself to
the instituted court proceedings could no longer be
effectuated. Further, it appears that there is a grow-
ing consensus that the appearance of a defendant is
the connecting factor affirming a court’s jurisdic-
tion over an international dispute. Thirdly, consid-
ering the appearance of the defendant as an implicit
agreement about the place of litigation increases the
efficiency of a dispute settlement. This is so not only
because the parties could thus submit themselves
to adjudication of complex controversies involving
multiple parties or multiple claims, avoid parallel
litigation in different states, and reduce procedural
costs. Besides, a defendant’s appearance is one of the
possible tolls for the parties to seek the resolution of
a dispute before the relatively ‘best’ court.

155 As for the legislative proposals, it has already been
noted above that despite slight terminological differ-
ences, the legislative proposals are essentially identi-
cal. Such terminological differences reflect the spe-
cific policy goals of each legislative proposal. For
instance, Article 2:302 of the CLIP Principles uses ex-
actly the same language as is employed in Article 24
of the Brussels I Regulation. In the same vein, Arti-
cle 108 of the Transparency Principles refers to the
international jurisdiction of ‘Japanese courts’.

lll. International Context

1. 2005 Hague Choice of Court Convention

a) The Main Principles of the Hague
Choice of Court Convention

156 After prolonged negotiations to adopt a global judg-
ments convention, the Hague Choice of Court Con-
vention was signed on 30 June 2005.1%* Similar to
the 1958 New York Convention on Recognition and
Enforcement of Foreign Arbitral Awards, the 2005
Hague Convention was a great leap forward in cre-
ating a comprehensive legal framework that ensures
the effectiveness of exclusive choice of court agree-
ments. The future of the 2005 Hague Choice of Court
Convention seems to have more potential since, as of
the end of February 2012, the United States and the
European Union had signed it and Mexico had rati-
fied it.'*> IP matters have posed significant hurdles
in drafting the Hague Judgments Convention and
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were partially resolved in the 2005 Hague Choice of
Court Convention.

157 Pursuant to Article 3 of the Convention, ‘exclusive

choice of court agreements’ are agreements con-
cluded in writing or by any other alternative means
designating one or more courts of a Contracting
State to decide disputes which have arisen or may
arise in connection with a particular legal rela-
tionship. Choice of court agreements which desig-
nate courts of one or more Contracting States are
deemed to be exclusive unless the parties have ex-
pressly agreed otherwise. While formal validity re-
quirements are harmonised in the Convention itself,
substantial validity of a choice of court agreement
(e.g. fraud, mistake, misrepresentation, duress or
lack of capacity) should be decided pursuant to the
law of the forum.*® The Hague Convention also en-
trenches the ‘separability’ principle: the validity of
a choice of court agreement is independent from
the validity of other terms of a contract. Hence, the
validity of a choice of court clause cannot be chal-
lenged merely on the basis that the contract is in-

valid (Art. 3(d)).

158 Article 5 of the 2005 Hague Convention entrenches

another cornerstone rule that a court designated in
a choice of court agreement shall have jurisdiction
over the dispute and shall not decline jurisdiction on
the sole ground that a court of another Contracting
State is competent to decide the dispute. Any other
court of another Contracting State is obliged to sus-
pend or dismiss the proceedings to which an exclu-
sive choice of court agreement applies except where
the choice of court agreement is null and void, where
giving effect to a choice of court agreement would
result in a manifest injustice, or where the court des-
ignated in the choice of court clause decides not to
hear the case if there are other exceptional reasons
beyond the control of the parties (Art. 6).

159 Recognition and enforcement issues are governed

by Articles 8-15. The general underlying principle
is that a judgment given by a court of a Contracting
State designated in a choice of court agreement shall
be recognised by courts of other Contracting States.
Ajudgment can be recognised only if it is effective in
the country of origin. Moreover, recognising courts
cannot review the merits of judgments handed down
by a court designated by the parties. In other words,
révision au fond is not permitted under the Conven-
tion (Art. 8). The recognition or enforcement may be
refused only if there are certain legal grounds pro-
vided in Article 9 of the Convention: namely, if the
agreement was null and void, a party lacked capac-
ity to conclude the agreement, the judgment was ob-
tained by fraud or if the recognition or enforcement
would be against public policy of the requested state
or inconsistent with another judgment.

Paulius Jurcys

b) Choice of Court Agreements

and Intellectual Property

160 The agreement on the final text of the 2005 Hague

Choice of Court Convention witnesses a significant
step forward to legal certainty and foreseeability in
the area of international commercial transactions.
IP-related concerns which arose at an early stage
of the drafting of the Hague Judgments Convention
were to a large extent resolved in the final text of the
Convention adopted in 2005. The approach towards
IP matters can be best understood from the mate-
rial scope (application ratione materiae) of the Con-
vention. The final text of the Hague Choice of Court
Convention excludes a number of matters from its
scope.®” The Convention does not apply inter alia to
choice of court agreements pertaining to the validity
and infringement of IP rights other than copyrights
and related rights (Art. 2(2)(n)), except where in-
fringement proceedings are brought for a breach of
contract between the parties relating to such rights,
or could have been brought for breach of the con-
tract (Art. 2(2)(0)).

161 Hence, two issues should be clarified. First, the Con-

vention makes a distinction between copyrights, re-
lated rights and other (registered) IP rights (e.g. pat-
ents or trade marks). Such a distinction is drawn
mainly on the ground that the existence of copy-
rights and related rights does not depend on the reg-
istration. Conversely, such IP rights as patents, de-
signs or trade marks are usually created by the act of
registration at competent national authorities. Pub-
lic acts of registration are usually considered closely
related with the sovereignty of a granting state and
the granting of rights depends on the fulfilment of
certain requirements posited in the national laws.
Similarly to the granting of rights, the declaration
of invalidity as well as corrections in the registries
require the involvement of national authorities and
are made according to local procedural rules. The
Hague Choice of Courts Convention exempts choice
of court agreements pertaining to registration and
validity of (registered) IP rights mainly because in
many national legal systems such disputes fall under
exclusive jurisdiction of the granting country. Nev-
ertheless, the Convention would still apply to choice
of court agreements concerning disputes where va-
lidity of a registered IP right is challenged as a de-
fence (e.g. in disputes for payment of royalties where
the licensee raises a claim that the licensed IP right is
invalid!¢®). In such cases, the court can decide upon
the validity of the IP right as a preliminary matter,
but such decisions would not be subject to recogni-
tion under the Convention.

162 Secondly, the Convention does not apply to choice

of court agreements which designate a competent
court to hear IP infringement disputes unless such
adispute arises from a pre-existing relationship. An
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example of a pre-existing legal relationship could
be a licensing contract and the infringement pro-
ceedings related to it. According to the Official Com-
mentary, IP ‘infringement actions are covered, even
if brought in tort, provided they could have been
brought in contract’.*®® It should be noted that cop-
yright-related disputes are fully covered by the
Convention (including infringement disputes and
disputes where the court should decide upon the va-
lidity [Art. 2(2)(0)]).

Choice of Court Agreements
in European Countries

a) Choice of Court Agreements

163 In the EU, it is generally agreed that parties are free

to make a choice of court agreement with regard to
any legal relationship (Art. 23 of the Brussels T Regu-
lation/Revised Lugano Convention). Choice of court
agreements are deemed to be exclusive unless the
parties agree otherwise. The Brussels I Regulation
does not require any specific connection between
the dispute and the forum state. A choice of court
agreement is enforceable if at least one of the par-
ties is resident in a Member State. Besides, in cases
where neither of the parties is resident in a Member
State, courts of other Member States shall have no
jurisdiction unless the court chosen has declined its
jurisdiction (Art. 23(3)). In cases where none of the
parties is resident in a Member State, the effective-
ness of a choice of court clause is determined under
the law of the court seised.!”°

164 The Brussels 1 Regulation allows the parties to con-

clude a choice of court agreement before or after
the dispute arose. However, in order to be enforce-
able, a choice of forum clause has to meet the writ-
ten form requirement. This means that a choice of
court agreement must be concluded in writing or ev-
idenced in writing or be in a form which accords with
practices that the parties have established between
themselves. If a choice of court agreement is con-
cluded by electronic means, it is considered equiva-
lent to an agreement made in writing as long as there
is a durable record of the agreement. Agreements
conferring jurisdiction in international trade or
commerce should be concluded in a form which ac-
cords with a usage of which the parties are or ought
to have been aware and in which such trade com-
merce is widely known to and regularly observed.
Besides that, Member States cannot establish any
other formal requirements (e.g. language, etc.).'’*

165 Parties’ freedom to enter into a choice of court agree-

ment is limited by the mandatory nature of exclusive
jurisdiction rules from which the parties cannot der-
ogate. Accordingly, choice of court agreements con-
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cerning matters that fall under exclusive jurisdiction
provisions of Article 22 of the Brussels I Regulation
(including proceedings dealing with the registration
or validity of registered IP rights) cannot be enforce-
able. Additional limitations are established with re-
gard to jurisdiction over consumer (Art. 17) and in-
dividual employment contracts (Art. 21). Namely, in
cases related to consumer or individual employment
contracts, prorogation of jurisdiction is possible only
if the choice of court agreement was concluded af-
ter the dispute has arisen or if the choice of court
agreement allows the consumer/employer to bring
proceedings in courts other than those indicated in
the respective sections of the Brussels I Regulation
which deal with jurisdiction over these types of con-
tracts. Similar limitations are also established with
regard to insurance contracts (Art. 13). Such limita-
tions of party autonomy are imposed with the objec-
tive of assuring the protection of the weaker party
(consumer or the employee).'”

166 In its practice, the CJEU has reiterated that the

Brussels I Regulation does not permit courts, other
than those designated by the parties, to control the
grounds of jurisdiction of a court chosen by the
agreement.'” This approach has also been followed
by the domestic courts of Member States.’* Never-
theless, courts can declare null and void choice of
court agreements which are considered unfair.”s
Similarly, the court can also decline jurisdiction of
its own motion if it becomes clear that a choice of
court clause is an unfair standard term.

167 Enforceability of a choice of court agreement in IP

disputes might sometimes raise problems because
of the territorial nature of IP rights as well as the
mandatory nature of exclusive jurisdiction rules
from which the parties cannot escape by conclud-
ing a choice of court agreement. Overall, EU national
courts would give effect to choice of court agree-
ments regardless of whether a particular dispute
is related to domestic or foreign IP rights. In other
words, the designated court of a Member State can-
not decline jurisdiction merely on the basis that the
dispute involves foreign IP rights. In this regard it
should be noted that the CJEU'¢ held that no other
issues than those established in Article 23 shall be
taken into consideration when deciding whether the
choice of court agreement is enforceable. In the case
of IP disputes, this means that considerations such
as the territorial nature of IP rights (namely, the fact
that IP rights which are the object of the dispute
are foreign IP rights, or the allegation that infringe-
ment activities occurred in another state) shall not
be taken into consideration by the court in deciding
whether it should accept jurisdiction or not.'”” Simi-
larly, there is no dispute that a designated court can
decide upon the infringements of IP rights which
occur in any country other than the forum coun-
try as long as the parties agree (explicitly or implic-
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itly) on the unlimited territorial jurisdiction of the
court chosen.'”

168 Choice of court agreements prevail over general

and special grounds of jurisdiction. Yet parties can-
not contract out from exclusive jurisdiction pro-
visions (i.e. Art. 22(4)) or alter material and func-
tional jurisdiction of national courts.}”” However, as
far as patents and other registered IP rights are con-
cerned, such exclusive jurisdiction rules are appli-
cable only with regard to registration and validity.
Thus, a choice of court agreement with regard to in-
fringement claims will be enforceable as long as the
defendant does not challenge the validity or regis-
tration of the patent.'®® Once a registration/valid-
ity defence is raised, infringement proceedings turn
into proceedings over registration/validity, which
accordingly leads to the application of exclusive ju-
risdiction rules established in Article 22(4) of the
Regulation. This is the effect of the CJEU judgment
in the case of GAT v LuK.'8!

169 The Brussels I Regulation does not provide a clear-

cut answer as to whether parties are allowed to con-
clude choice of court agreements in anything other
than contractual disputes. Article 23(1) of the Reg-
ulation only establishes that choice of court agree-
ments can be made with regard to ‘any disputes
which have arisen or may arise in connection with
a particular legal relationship’. Hence, it is unclear
whether parties can make a choice of court agree-
ment in tort or unjust enrichment cases. This is also
true in IP-related litigation (e.g. infringement of li-
censing contracts).

170 The notion of a ‘particular legal relationship’ should

be given an autonomous meaning. According to the
jurisprudence of the CJEU, the question of what
claims are covered by a choice of court agreement
mainly depends on the intention of the parties. As
the CJEU put it, choice of court agreements confer
jurisdiction only with regard to obligations which
are freely accepted by the parties.'s? This approach
is followed by some domestic courts of EU Member
States.3 Yet it is uncertain whether the parties’
choice of court agreement which is part of an IP li-
censing contract can also be adhered to by a party
seeking legal redress for infringement of licensed
IP rights.

171 The controversy over the interpretation of Article 23

3

could be best observed by taking into account the
jurisprudence of the domestic courts of the Mem-
ber States and academic opinion. It appears that at
least some domestic courts would refuse to give ef-
fect to choice of forum clauses with regard to claims
related to the infringement of IP rights in situations
where parties were not previously bound by a con-
tractual relationship.!®* Nonetheless, the courts of
some Member States adopted a broader interpre-
tation of Article 23 than the one established by the
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CJEU. For instance, Portuguese courts have recently
handed down decisions that upheld that the juris-
diction of a designated court by the parties includes
all issues, contractual or not, that arise out of the
main contract.'®> Academic opinions are also in fa-
vour of giving effect to contractual choice of court
agreements with regard to claims related to infringe-
ment of licensed IP rights. % It is likely that an Italian
court would enforce the choice of court agreement
in ‘pure’ infringement cases. This is so because the
choice of court agreements can only be deprived of
efficiency with regard to insurance, consumer and
individual employment contracts or if they are con-
trary to exclusive jurisdiction rules of the Regulation
(Articles 13, 17, 21 or 22). Similarly, in France, the
question regarding the material scope of a choice of
court agreement, which is part of a contract for the
exploitation of copyrights, is usually interpreted in
favour of the author.'®” Yet a closer look at the case
law of French courts also illustrates the tendency to
interpret choice of court clauses broadly and enforce
them regardless of whether a dispute is of a contrac-
tual or tortuous nature.'®

b) Appearance of the Defendant

172 Article 24 of the Brussels I Regulation provides that

a court of a Member State before whom a defend-
ant enters an appearance shall have jurisdiction (ex-
cept situations which fall under the material scope
of exclusive jurisdiction rules provided in Art. 22).
This ‘implied’ form of prorogation agreement has re-
mained unchanged since it was adopted in the 1968
Brussels Convention. For Article 24 to be applica-
ble, three requirements must be satisfied. Firstly, the
lawsuit must be made by the plaintiff and accepted
by the court. The peculiarities concerning the pro-
cedural aspects of the questions related to the plain-
tiff’s action are governed by the procedural law of
the forum state (lex fori regit processum).'®°

3. Choice of Court Agreements in Japan

173 Article 11 of the Japanese CCP deals only with domes-

tic choice of court agreements and stipulates inter
alia that ‘choice of court agreements can be made
in the proceedings at the court of first instance’. In
practice, this means that Japanese courts would en-
force choice of court agreements made before the
date of the oral arguments. Choice of court agree-
ments shall be made in writing (Art. 11(2) CCP). The
written form requirement is also satisfied if the
choice of court agreement is concluded by electronic
means (Art. 11(3) CCP). The written form require-
ment has been interpreted as requiring the parties
to specify clearly the substance of the disputes which
should fall under the ambit of the choice of court
agreement and indicate the court which should de-
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cide the dispute. If a choice of court clause is a part
of a more complex contract, the nullity of a contract
does not render the choice of court clause invalid
(so-called ‘separability doctrine’). Choice of court
agreements do not necessarily have to be in one doc-
ument (e.g. offer and acceptance). Choice of court
agreements that are included in B2C contracts have
to be interpreted to the benefit of a weaker party,
who cannot be deprived of the home court advan-
tage. Hence, choice of court agreements which are
obviously detrimental to the interests of one con-
tracting party may be considered not enforceable.
Similarly, choice of court agreements preventing the
parties from raising any claims with regard to par-
ticular issues also may not be enforceable.

174 The prevailing opinion in Japan is that choice of

court agreements are enforceable before Japa-
nese courts.'*® In 1975 the Japanese Supreme Court
handed down the landmark judgment in the so-
called Chisadane case and upheld the validity of an
exclusive choice of court agreement.*! In this case
the dispute arose with regard to the damage to crude
sugar which occurred during transport from Brazil
to Osaka. The question was whether a choice of fo-
rum clause included in a bill of lading was enforce-
able. The Supreme Court followed the established
practice under Article 11 of the CCP and held that it
is sufficient if the parties specify a country where the
dispute is to be resolved. The choice of court agree-
ment shall be in writing, although the parties are not
obliged to sign the agreement as long as its content
is drafted sufficiently clearly. International choice
of court clauses are valid unless they are contrary
to public policy, or fall under the exclusive jurisdic-
tion of Japanese courts. In a case where parties re-
fer to a particular court but do not specify whether
the designated court has exclusive jurisdiction, such
a choice of court clause is deemed to confer exclu-
sive jurisdiction upon the chosen court. Besides, the
court stated that the reciprocity requirement, which
is one of the conditions for recognising foreign judg-
ments, is not a necessary condition in determining
the validity of a choice of court agreement.

175 Japanese courts have not dealt with choice of court

agreements pertaining to IP disputes. Yet it appears
that the majority opinion supports the idea that the
parties’ agreements conferring jurisdiction upon
Japanese courts would be enforceable even if no re-
lationship between the dispute and the forum ex-
ists.}2 However, it is not clear whether a Japanese
court would assert jurisdiction in disputes related to
foreign-registered IP rights where the validity de-
fence is raised.

176 The newly adopted rules on international jurisdic-

tion introduced significant improvements. Arti-
cle 3-7 of the Act Amending CCP (2011) allows the
parties to conclude a choice of court agreement. In
order to be valid, choice of court agreements must
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arise out of a specific legal relationship made in
written form. However, the parties’ choice of court
agreement is not effective if a chosen foreign court
cannot assert jurisdiction according to the forum
law (Art. 3-7(iv)). Besides, according to the Explan-
atory Report of the Interim Proposal, agreements on
jurisdiction would be null and void if they are obvi-
ously contrary to public policy. The Act contains ad-
ditional provisions concerning choice of court agree-
ments over disputes in consumer and individual
employment contracts (Articles 3-7(v) and 3-7(vi)).

177 Insofar as IP rights are concerned, these matters are

open to interpretation.'*® Generally, parties cannot
make choice of court agreements concerning mat-
ters related to registration or entries in public reg-
istries which also cover matters related to the reg-
istration of IP rights. It should be reiterated that in
the new legislative framework, claims related to
the existence and validity of registered IP rights fall
under the exclusive jurisdiction of Japanese courts
when the IP rights concerned are registered in Ja-
pan (Art. 3-5(iii)). In cases where the validity of reg-
istered IP rights arises as a preliminary question or
is raised as a counter-claim by the defendant, the
Explanatory Report indicates that the possibility of
making an invalidity defence depends on the appli-
cable law (e.g. the question of whether the invalidity
of an American patent can be challenged in proceed-
ings concerning the infringement of an American
patent shall be decided pursuant to the applicable
American patent law). According to the Explanatory
Report, this issue of the invalidity defence is treated
as a problem of parallel proceedings which has to
be decided on the basis of the special circumstances
test. Such a legislative approach has been criticised
as not offering much legal certainty and is open to
interpretation.***

IV.Discussion

1. Choice of Court Agreements

178 In deciding upon the rules dealing with choice of

court agreements and appearance of the defendant,
a number of issues should still be carefully consid-
ered. Among them the drafters are recommended
to take into account existing differences among the
legislative proposals with regard to terminology and
the overall structure of the rules that govern choice
of court agreements. More precisely, the drafters
should once again reconsider which approach should
be taken with regard to infringement claims; what
rules and requirements should be established with
regard to formal and material validity of choice of
court agreements; and whether there is a need to
include a special rule determining the law govern-
ing the capacity of the parties to enter into a choice
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of court agreement and a need for special rules on
mass-market agreements. In this regard, it is also
necessary to be aware of the framework established
by the 2005 Hague Choice of Court Convention and
the legislative reform proposals made in the context
of the Brussels I modification.

Appearance of the Defendant

179 The future legislative instrument should also contain

a rule on the appearance of the defendant. Among
the points for discussion there should be a question
of whether the rules dealing with jurisdiction by the
appearance of the defendant should also contain ad-
ditional provisions delineating the relationship to
the exclusive jurisdiction rules. If such rules are not
inserted, this issue should be addressed in the com-
mentary part.

Multiple Defendants

Art. 14 of the 1999 Draft of the Hague Judgments Conven-
tion; Art. 206 of the CLIP Principles; Section 206 ALI Prin-
ciples; Art. 110 Transparency Principles; Art. 208 Waseda
Principles

Differences

180 All legislative proposals contain special rules deal-

ing with controversies involving multiple defend-
ants. The establishment of such rules marks a signif-
icant leap towards the adjudication of multi-state IP
disputes. The provisions dealing with the adjudica-
tion of disputes involving several defendants were
drafted in the light of different legal backgrounds.
Such differences between legal frameworks and
court practices have to a large degree affected the
structure of the legislative proposals as well as the
particular conditions for bringing actions against
multiple defendants. The following sections focus
on specific features concerning the exercise of in-
ternational jurisdiction in cases involving multiple

parties.

Multiple Defendants

181 These legislative proposals generally accept that

the court seised with several related claims against
multiple defendants can consolidate those claims if
they are closely connected and/or there is a danger
of inconsistent judgments. Before going to a more
detailed discussion, some remarks should be made
with regard to the overall structure of the rules deal-
ing with adjudication of multiple claims:
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The Japanese proposals are drafted in the light of
the Japanese law and provide for two sets of rules:
(a) ‘objective joinder’ of closely related claims; and
(b) ‘subjective joinder’ of related claims against mul-
tiple defendants.

Both the ALI Principles and the Waseda Principles
deal with consolidation of claims against multiple
defendants in one Article and do not differentiate
different possible constellations.

The CLIP and the Transparency Principles contain
several rules for consolidation of claims against mul-
tiple defendants: (a) more general provisions con-
cerning claims against multiple defendants; and
(b) so-called ‘spider-in-the-web’ situations.

a) Close Connection Requirement

182 All legislative proposals establish a requirement of

a close connection between claims. It means that to
be able to join claims against multiple defendants,
these claims must be so closely connected that there
is a need to adjudicate them in one court to avoid
irreconcilable judgments. While other legislative
proposals do not expound on the precise notion of
close connection, the ALI Principles provide for some
additional guidance. Namely, Section 206(1) stipu-
lates that actions against several defendants can be
joined if (a) there is a substantial, direct and foresee-
able connection between the forum’s IP rights at is-
sue and each non-resident defendant; or (b) as be-
tween the forum and the states in which the added
defendants are resident, there is no forum that is
more closely related to the entire dispute.

183 In the Transparency Principles, besides the ‘close

connection’ requirement, an additional requirement
of foreseeability was introduced (Art. 110(2)). This
requirement means that claims against several de-
fendants may be joined if defendants could ordinar-
ily foresee that Japanese courts would have inter-
national jurisdiction over them. This aims to strike
the balance between the interests of different stake-
holders (plaintiffs and defendants, right holders and
alleged infringers). In addition, the requirement of
foreseeability aims to strike a balance between legal
certainty and flexibility.'9

b) The Notion of ‘Inconsistent Judgments’

184 It should also be noted that the notion of ‘inconsist-

entjudgments’ is addressed differently. For instance,
the Transparency and the Waseda Principles do not
elaborate on the issue of inconsistent judgments.
On the other hand, the ALI Principles provide that
the risk of ‘inconsistent judgments’ exists if the en-
suing judgments (a) would impose redundant liabil-
ity; (b) would conflict with a judgment in another
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case; or (c) would conflict in that a party would not
be able to conform its behaviour to both judgments.

185 The CLIP Principles establish a notion of ‘irrecon-

cilable judgments’ which is designed in the light of
the CJEU Roche Nederland?*® judgment. Namely, the
CLIP Principles aim to fine tune the CJEU practice
to make adjudication of multi-state IP infringement
claims possible in situations where the defendants
act in concert. Therefore, Article 2:206(2) provides
that (a) disputes involve essentially the same factual
situation if the defendants have acted in an identi-
cal or similar manner in accordance with a common
policy; or (b) if relevant national laws are harmo-
nised to a significant degree by rules of a Regional
Economic Integration Organisation or by interna-
tional conventions which are applicable to the dis-
putes in question.

186 The ALI and Waseda Principles additionally provide

that consolidation would not be possible with regard
to a defendant who is invoking an exclusive choice
of court agreement with the plaintiff (s 206(3) ALI
and Art. 208(2) Waseda). It is likely that this pro-
vision was taken from the 1999 Draft of the Hague
Convention.*’

2. 'Spider-in-the-Web' Doctrine

187 The CLIP and the Transparency Principles provide

for additional rules covering so-called ‘spider-in-the-
web’, i.e. situations where parallel IP rights are in-
fringed by legal entities belonging to the same cor-
porate group. Here the wording of the provisions
differ. In Article 2:206(3), the CLIP Principles refer to
the requirements of close connection between the
claims and the objective to prevent situations where
inconsistent judgments are rendered. In addition,
the CLIP Principles clearly state that it should be
‘manifest from the facts’ that one of the defendants
has coordinated the activities or is otherwise most
closely connected with the dispute in its entirety.

188 Article 110(3) of the Transparency Principles pro-

vides for a more stringent requirement regarding
the objective connection between claims. Namely,
IP rights must be ‘substantively’ connected (whereas
Art. 110(1) requires ‘close’ connection). In addition,
Japanese courts could have jurisdiction against mul-
tiple defendants only if the primary obligations (in
case of contractual disputes) or primary facts (in case
of infringement of parallel IP rights) occur in Japan.
Therefore, it appears that Article 110(3) would be ap-
plicable only if the dispute has a close objective con-
nection to Japan (e.g. if essential coordination activ-
ities should have taken place in Japan).

189 In addition, both the CLIP Principles and the Trans-

parency Principles establish additional limitations of
the court’s jurisdiction in spider-in-the-web situ-
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ations. Namely, the Transparency Principles reit-
erate the ‘defendant’s foreseeability’ clause, which
means that Japanese courts could hear a case only if
defendants could have ordinarily foreseen that Jap-
anese courts would assert jurisdiction over claims
against them (Art. 110(3)). The CLIP Principles state
that in the situations where the defendant is coor-
dinating infringing activities, the jurisdiction to ad-
judicate the dispute is conferred only to the courts
of the state where the coordinating defendant is ha-
bitually resident.

Peculiarities of Japanese
Law: Objective Joinder

190 Another difference among proposals concerns the

peculiarities of the Japanese law. Namely, Japanese
law draws a distinction between objective joinder
and subjective joinder. Objective joinder implies sit-
uations where the related claims are at stake, while
subjective joinder refers to situations where the
claims are brought against multiple related parties.
In light of this background, the Waseda and Trans-
parency Principles provide for special rules dealing
with objective and subjective joinder. Namely, Arti-
cle 110(1) of the Transparency Principles and Arti-
cle 207(1) of the Waseda Principles establish that a
court can consolidate claims which are mutually re-
lated. However, in this situation, the jurisdiction of
the court is limited to the claims which concern ob-
ligations to be performed in the forum state.

Rationale

Stringent 'Close Connection’
Requirement in the 1999 Hague Draft

191 Article 14 of the 1999 Hague Draft of Judgments Con-

vention contained a special jurisdiction rule con-
cerning actions against multiple defendants. Despite
the fact that this rule was later removed from the
2001 Draft of the Hague Judgments Convention, this
provision remains noteworthy because it has paved
the way to addressing the issue of claims against
multiple defendants in subsequent legislative pro-
posals. Article 14 of the 1999 Draft of the Hague Con-
vention established that a plaintiff, bringing action
against a defendant in a court of the state in which
that defendant is habitually resident, may also pro-
ceed in that court against other defendants who are
not habitually resident in that state if two conditions
are fulfilled: first, the claims against the defendant
habitually resident in that state and the other de-
fendants are so closely connected that they must be
adjudicated together to avoid a serious risk of incon-
sistent judgments; and, secondly, as regards each de-
fendant who is not habitually resident in that state,
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there must be a substantial connection between that
state and the dispute involving that defendant. As
can be seen, the provisions of the 1999 Hague Draft
are quite restrictive. Two additional conditions of
close relationship between the claims and the con-
nection between the forum and the dispute which
involves a non-resident defendant were imposed to
limit possible procedural advantages that a plain-
tiff might obtain by instituting proceedings against
multiple defendants before courts of a single coun-
try.1*8 Further, in order to avoid situations where a
non-resident defendant is sued before a clearly in-
appropriate forum, the Draft Convention required
a substantial connection between the dispute con-
cerning that particular defendant and the state of
the forum seised.!*

Objective Joinder in Japanese Law

192 As regards objective joinder of claims, the Trans-

parency and Waseda Principles provide that Jap-
anese courts shall have international jurisdiction
over joint claims or counterclaims between the same
parties if, first, Japanese courts have jurisdiction
over one of the claims and, secondly, the claims or
counterclaims are closely connected to each other
(Art. 110(1) of the Transparency). Thus, according
to Article 110(1), a Japanese court would be com-
petent to join claims which are related to infringe-
ment of IP rights held in different countries, even if
those infringing acts are not identical. The underly-
ing requirement for such a joinder would be the close
connection between the claims.?” Therefore, a Japa-
nese court could join claims seeking legal redress on
the basis of infringement of IP rights and claims of
the counter-party, based on unfair competition stat-
utes.?"! Besides the requirement of close connection
between the claims, Article 110(1) sentence 2 adds an
additional condition that objective joinder of claims
is possible if Japan is the country where primary con-
tractual obligations were performed or primary in-
fringing acts occurred. This approach reflects pre-
vious Japanese court practice.?%?

International Context

Actions against Multiple
Defendants in the US

193 With regard to US law, parties have tried to enjoin
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claims related to foreign IP rights on the basis of
supplemental jurisdiction. In particular, 28 USC Sec-
tion 1367 confers district courts with a ‘supplemen-
tal jurisdiction’ to entertain certain non-federal
claims brought in the same action that are not oth-
erwise supported by the original jurisdiction. Courts
can enjoin claims that are related so that they form
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part of the same controversy under Article 111 of the
United States Constitution (S 1367(a)). However, the
Federal Circuit has consistently denied the possibil-
ity of entertaining foreign IP claims.

194 In Mars Inc v Nippon Conlux Kabushiki-Kaisha,?*3 an ac-

tion was brought against Nippon Conlux, a Japanese
corporation, and its subsidiary in the United States.
The plaintiff argued that an alleged direct infringe-
ment of the United States and respective Japanese
patent constituted an act of unfair competition pur-
suant to 28 USC Section 1338(b) (1988). The defend-
ant argued that the claim concerning the alleged
infringement of the Japanese patent should be dis-
missed on the ground that the court did not have
subject-matter jurisdiction. The Federal Circuit first
interpreted Section 1338(b) and held that Congress
did not intend to establish a notion of ‘unfair com-
petition” which would cover infringements of for-
eign patents. The court also found that the foreign
patent infringement was not related to the United
States patent since the underlying patents, devices,
alleged acts and governing laws were different. In
addition, the Federal Circuit noted that ‘public in-
terest’ implies that localised controversies had to be
decided at home, and that the hearing of claims re-
lated to matters involving a Japanese patent would
undermine international comity.

195 Another landmark judgment was handed down in

the Voda v Cordis case?* where the Federal Circuit
reversed the decision of the district court, which
found subject-matter jurisdiction over foreign pat-
ent infringement claims pursuant to the rules of sup-
plemental jurisdiction (Section 1367). Voda was a
proprietor of patents issued under the Patent Co-
operation Treaty in the United States, Canada and a
number of European Patents in the UK, Germany and
France. The defendant, Cordis, was a US-based cor-
poration established in Florida with foreign affiliates
in France, Germany, Italy and the Netherlands. Voda
filed a suit against Cordis US alleging infringements
of US patents. Later, Voda amended his complaint
and added claims of alleged infringements of Eu-
ropean, British, French, German and Canadian pat-
ents. The district court decided it had supplemental
jurisdiction over foreign patent claims. Yet, despite
Voda’s arguments that a consolidated multinational
patent adjudication would be more efficient, the Fed-
eral Circuit decided that the district court erred in
asserting supplemental jurisdiction over foreign pat-
ent infringement claims. In particular, the Federal
Circuit decided that the district court abused its dis-
cretion by asserting jurisdiction and held that con-
siderations of comity, judicial economy, conveni-
ence, fairness and other exceptional circumstances
constituted compelling reasons to decline supple-
mental jurisdiction. In coming to this conclusion, the
Federal Circuit relied on such notions as independ-
ence of national patents (stating that ‘only a British
court, applying British law, can determine the valid-
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ity and infringement of British patents’). In discuss-
ing an issue of comity, the court noted inter alia that
the plaintiff had not succeeded in identifying an in-
ternational duty for American courts to adjudicate
foreign patent infringement claims.

Actions against Multiple Defendants
in the Brussels | Regulation

a) Article 6(1) in the CJEU Practice

196 The Brussels Regulation does not contain any spe-

cific rules for the consolidation of actions. However,
there are some specific rules which allow the plain-
tiff to consolidate proceedings. One such possibil-
ity is established in Article 6(1),2%5 which states that
a person domiciled in a Member State may also be
sued, where that person is one of a number of de-
fendants, in the courts of the place where any of
them is domiciled. Article 6(1) was considered to be
quite lenient as it enables the plaintiff to choose one
of several states where actions against multiple de-
fendants could be brought. Nevertheless, for Arti-
cle 6(1) to be applicable, a connection between the
actions against multiple defendants has to be estab-
lished (e.g. joint liability of defendants for the per-
formance of contractual obligations).2% Some argued
that such a narrow interpretation of Article 6 could
help maintain the general jurisdictional ground of
a defendant’s domicile and prevent national courts
from exercising exorbitant jurisdictions.?®”

197 Such a restrictive interpretation of Article 6(1) of

the Brussels Convention was affirmed by the CJEU.
In one of its early judgments the CJEU decided that
Article 6(1) is an exception to the principle that ju-
risdiction is vested in the courts of the state where
the defendant is domiciled and the existence of such
a principle should not be challenged by an exten-
sive application of exceptions to the general juris-
diction rule established in Article 2.2°¢ Thus, Arti-
cle 6(1) could be applied where there is a connection
between actions against different defendants that
makes it expedient to determine those actions to-
gether to avoid the risk of irreconcilable judgments
resulting from separate proceedings.?*” However,
the CJEU allows the national courts to decide on a
case-by-case basis whether such a connection be-
tween the actions exists or not.?!

198 In subsequent cases, the CJEU provided some addi-
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tional guidance concerning the existence of a close
connection between claims. For example, in Réun-
ion européenne, it was decided that two claims in an
action, one regarding compensation directed against
different defendants and based in one instance on
contractual liability and the other on the liability in
tort or delict, cannot be regarded as connected.?!
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It should be noted, however, that the CJEU borro-
wed the notion of ‘irreconcilable judgments’ from
Article 22 of the Convention (Art. 28 of the Regula-
tion), which deals with the coordination of related
proceedings.

199 Although not mentioned in Article 6(1) of the Brus-

b)

sels Convention, the requirement of close connec-
tion between claims against multiple defendants was
later included in the text of Article 6(1) of the Brus-
sels I Regulation, which provides that ‘a person dom-
iciled in a Member State may be also sued where he
is one of a number of defendants, in the courts for
the place where any of them is domiciled, provided
the claims are so closely connected that it is expe-
dient to hear and determine them together to avoid
the risk of irreconcilable judgments resulting from
separate proceedings’. Within the framework of the
Brussels Convention, Article 6 of the Regulation is
an exception from the general defendant’s domicile
rule (Art. 2). Therefore, in order to assure legal cer-
tainty as to the place of litigation, the Regulation al-
lows proceedings against several defendants only in
exceptional cases.

Application of Article 6
before National Courts

200 The application of Article 6(1) to IP matters raised

many controversial questions, and the practice of
the national courts varied significantly. For instance,
English courts have usually adhered to the territo-
rial nature of IP rights and refused to exercise ju-
risdiction over foreign IP rights. In Coin Controls v
Suzo International,?? the plaintiff, who was an owner
of three European patents in the UK, Germany and
Spain for the coin-dispensing device used in gam-
ing machines, sought interlocutory relief before the
English courts against four defendants: a Dutch com-
pany and its three subsidiaries established in the
UK, Germany and the Netherlands. The plaintiff ar-
gued that the Dutch and German subsidiaries were
responsible for the development and manufactur-
ing of the coin-dispensing device, while the Dutch
parent company provided financial assistance. The
defendant requested that the court remove all of
the defendants except Suzo UK. Justice Laddie de-
cided that the court had jurisdiction only with re-
gard to claims against Suzo UK and Suzo Holland
concerning the infringement of the UK patent. All
other claims were dismissed on the basis that there
was not enough evidence that the defendants had
taken part in infringing different national patents.
Such a decision was largely based on two main legal
arguments, First, as regards claims related to the in-
fringement of foreign patent rights, Justice Laddie
decided that English public policy considerations
prevented UK courts from adjudicating foreign IP
rights.?!® Secondly, joinder of actions against multi-
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ple defendants according to Article 6(1) of the Brus-
sels Convention was not possible because the valid-
ity of each of the patents was challenged and such
matters related to the validity of registered foreign
IP rights are subject to exclusive jurisdiction of the
courts of granting states.?'*

201 In the Fort Dodge case, the first plaintiff, Akzo, was

a Dutch company and a proprietor of correspond-
ing English and Dutch patents. The second plain-
tiff, Intervet International, was a fully owned sub-
sidiary which also had exclusive licence under the
patent. The patents concerned were granted by the
European Patent Office. Akzo and Intervet instituted
proceedings before Dutch courts seeking prelimi-
nary and final injunctions against a group of com-
panies for alleged acts of infringements of both the
Dutch and the UK patent. The action brought be-
fore Dutch courts was against various companies
that either produced, imported or distributed al-
legedly infringing products in the Netherlands and
the UK. The representative of Akzo and Intervet ar-
gued before the English Court of Appeal that the de-
cision reached in the previous Pearce v Ove Arup case
should be reversed so as to enable the proceedings
related to infringement of the UK patent at stake
to be brought against the defendants before Dutch
courts. The Court was not persuaded by the argu-
ments and stated that strict interpretation of Arti-
cles 2, 5(3) and 6(1) as established in the jurispru-
dence of the CJEU should be followed, which in this
case meant that Akzo and Intervet had to initiate
separate proceedings before the English courts if
they wished to enforce their rights stemming from
the UK patent. The reasoning behind such a decision
was based on the territorial nature of patent rights,
which meant that there could be no irreconcilable
judgments relating to the infringement of two na-
tional patent rights.?t5

202 The courts of continental European countries took a
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more liberal approach and allowed the consolidation
of actions related to infringements of national bun-
dle patents granted in accordance with the EPC. A
number of remarkable decisions were made by Dutch
courts. In one of its landmark judgments, Expandable
Grafts v Boston Scientific,?'® the Hague Court of Appeal
had to decide (a) whether it had jurisdiction over an
action for an injunction brought by a proprietor of
a European patent who sought to prohibit the de-
fendant domiciled in the Netherlands from infring-
ing the Dutch Patent of the European bundle of pat-
ents, and (b) whether its jurisdiction could also be
extended with regard to an action for an injunction
against a French defendant, seeking the prevention
of an infringement of the French patent. The plain-
tiff’s argument was based on the fact that the same
infringing products were put into different domes-
tic markets by corporations belonging to the same
corporate group.
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203 The Hague Court was of the opinion that the gen-

eral rule allowing the suing of the defendant before
courts of the country where it is domiciled should be
maintained. However, the Court also noted that the
need for a proper administration of justice requires
simultaneous hearing of actions brought against
several companies belonging to the same corporate
group if such companies are selling identical prod-
ucts in different national markets based on a joint
business plan. Nevertheless, this joinder of actions
should not result in a situation where the plaintiff
is given the possibility of suing all the parties in the
courts, of the plaintiff’s own choosing, of the dom-
icile of any one of the companies belonging to the
group. The Hague Court of Appeal held that the best
way to strike a balance between Article 2 and Arti-
cle 6(1) is to allow the bringing of actions in their
entirety only before courts of the domicile of the
head office which is in charge of the business oper-
ations in question or from which the business plan
originated.

204 The decision in the Expandable Graft case restricted

the possibility of bringing actions only before the
courts of the domicile of the main infringer, and thus
limited forum-shopping possibilities. Hence, a great
number of previous cases where Dutch courts as-
sumed jurisdiction over actions for the infringement
of bundle patents brought against multiple alleged
infringers were reversed.?!” The approach taken by
the Hague Court of Appeal, whereby the plaintiff was
allowed to sue alleged infringers belonging to the
same group of companies before the courts of the
main infringer, was labelled the ‘spider-in-the-web’
doctrine and was subsequently applied by courts of
other European countries.?8

c¢) CJEU Decision in ‘Roche Nederland'

205 To a large extent, the decision of the CJEU in Roche

Nederland put an end to divergent interpretations
of the applicability of Article 6(1) of the Brussels
Convention to IP disputes. In this case, two Amer-
ican companies, Primus and Goldenberg, which
were proprietors of the European patent in 10 EU
states, brought an action in the Hague, where the
main infringer (Roche Nederland) was established.
The plaintiffs also sought to enjoin eight other com-
panies belonging to the Roche group. Primus and
Goldenberg argued that those companies had all in-
fringed the patents by committing infringing acts
in accordance to the common policy elaborated by
Roche Nederland. Both the trial court and the court
of second instance approved the existence of juris-
diction; the Dutch Supreme Court (Hoge Raad), how-
ever, was not so convinced and referred the case
to the CJEU for a preliminary ruling. The CJEU was
asked to clarify whether it is possible to bring a law-
suit for an infringement of a bundle of European pat-
ents against a defendant whose registered office is in
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the forum state and also sue other defendants having
their registered offices in Contracting States other
than that of the forum.

206 The CJEU decided that Article 6(1) of the Brussels

Convention does not apply in European patent in-
fringement proceedings involving a number of com-
panies established in various Contracting States
which concern acts committed in one or more of
those states even where those companies, belong-
ing to the same group, may have acted in an iden-
tical or similar manner in accordance with a com-
mon policy elaborated by one of them.?** In coming
to such a conclusion, the CJEU followed the same
line of reasoning as was established in its previous
case law. The court again emphasised that for Arti-
cle 6(1) of the Convention to be applicable, actions
against multiple defendants must have a connection
of such a kind that it is expedient to determine the
actions together in order to avoid the risk of irrec-
oncilable judgments which might result from sepa-
rate proceedings.

207 The parties in the Roche Nederland case suggested dif-

ferent interpretations as to the meaning of ‘irrec-
oncilable judgments’. The plaintiffs argued that the
Court should follow a broader notion of irreconcila-
ble judgments, as established in the interpretation of
Article 22 of the Convention which dealt with the co-
ordination of related proceedings. If this interpreta-
tion were adopted, ‘irreconcilable judgments’ would
have meant that the risk of conflicting judgments
would not necessarily cause the risk of giving rise
to mutually exclusive legal consequences.??® On the
other hand, the defendants and the Advocate Gen-
eral supported a narrower understanding of the no-
tion of ‘irreconcilable judgments’. In their view, the
Court should have followed its established jurispru-
dence when applying rules related to the recognition
of judgments where irreconcilable judgments were
interpreted as entailing legal consequences which
are mutually exclusive.??! The CJEU did not find it
necessary to decide on this issue. Instead, it merely
stated that even if broader interpretation of the no-
tion of ‘irreconcilable judgments’ is accepted, there
is no risk of such decisions being given in European
patent infringement proceedings.???

208 The Court followed the proposal of AG Léger in de-
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ciding that decisions rendered in separate domes-
tic proceedings could be contradictory if they are
related to the same factual and legal situation. The
CJEU stated that in the case of infringements of
parallel patent rights, factual situations are not the
same, because different persons are sued in different
Member States for varied infringing acts.??® Further-
more, the principle of the independence of national
patent rights, even though the patents at stake were
granted under the European Patent Convention, led
the Court to the conclusion that the legal situation is
also different.??* Similarly, as regards ‘spider-in-the-
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web’ situations where individual companies pursue a
common business policy that leads to infringements
of patents held in different countries, the CJEU ac-
knowledged that although factual circumstances
are similar, from a legal perspective, infringements
were not identical because of the independence of
national patent rights.??> The CJEU explored fur-
ther the policy objectives of the Brussels Conven-
tion, namely, the predictability of the rules of juris-
diction, the prevention of forum shopping and the
need to assure speedy litigation.??° Finally, even if an
action against multiple infringers were possible, it is
very likely that the defendants would raise invalid-
ity defences which, according to the previous judg-
ment in GAT v LuK, would again lead to territorial lit-
igation according to exclusive jurisdiction rules.??’

209 The practical outcome of the CJEU decisions in the

cases of Roche and GAT is that cross-border IP litiga-
tion, at least insofar as it is related to the registered
IP rights, should be conducted on a country-by-coun-
try basis before the courts of each protecting state.
228 Even though it is possible to sue the main in-
fringer in a court of the infringer’s domicile and try
to bring actions concerning infringements in other
countries, such actions would fail if the plaintiff does
not succeed to prove the causal link between the in-
fringements of sister IP rights protected abroad. As
aresult of the CJEU decision in the Roche case, a pro-
prietor of parallel patent rights would be able to sue
the coordinator of the infringement and in the same
court seek a consolidation of claims against a num-
ber of defendants who belong to a group of corpo-
rations that jointly infringe parallel patent rights.
There are some domestic cases where the CJEU rea-
soning in the Roche case was adopted?? or where it
is expected that the domestic international juris-
diction rules might be adjusted to reflect the recent
CJEU decision on the Roche case.?*°

210 The CJEU decision in the Roche Nederland case ignited

many discussions within the patent community. On
one hand, the common law scholars claimed that the
CJEU decision affirmed the earlier practice of English
courts.?3! On the other hand, legal scholars - mainly
from the continental countries - were quite scepti-
cal of the approach adopted by the CJEU.?32 Taken
together, the criticism of the CJEU judgment in Ro-
che rests upon three main arguments. First, the con-
clusion that there can be no inconsistent judgments
in so-called ‘spider-in-the-web’ situations was con-
sidered unconvincing. By stating that the infringe-
ments and defendants are different and that infring-
ing acts would usually occur in different states, the
CJEU decided that there can be no contradictory de-
cisions even if patents were granted according to
the EPC. However, it has been argued that the CJEU
could have come to a different conclusion if it had
taken into account what constitutes an object of in-
fringement in disputes such as the Roche case. In par-
ticular, it has been argued that in European patent
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infringement proceedings the object of an infringe-
ment is the same; therefore, there actually is a like-
lihood of contradictory judgments.?** Even though
national law plays a certain role in European patent
infringement proceedings, to the extent provided in
Article 64 of the EPC, usually the allegedly infringed
invention would be the same and the court dealing
with the infringement case would have to determine
the scope of the allegedly infringed patent according
to the patent claims, which would be identical to all
patents in the bundle (Art. 69(1) EPC).2%*

211 The second criticism is related to the need to pro-

tect the interests of the non-resident defendants. It
stands to reason that the general principle of a de-
fendant’s domicile should be maintained, and only
limited exceptions to this rule are desirable. Al-
though predictability of jurisdiction rules is one of
the underlying policy objectives of the Brussels re-
gime, it does not pre-empt jurisdiction rules from
a dynamic interpretation. Insofar as cross-border
IP litigation is concerned, it is argued that the CJEU
should have adopted the interpretation of Arti-
cle 6(1) as it was established in the Expandable Grafts
decision of the Hague Court of Appeal because it ‘has
laid a solid foundation for a balanced and pragmatic
solution’.?* Further, commentators submit that the
‘spider-in-the-web’ doctrine does not threaten the
objectives of predictability or legal certainty; in-
stead, it balances the interests of both parties and
facilitates efficient dispute resolution.?%

212 Thirdly, the Roche judgment is criticised on the ba-

sis that it failed to take into account the interest of
the business community for an efficient patent liti-
gation structure. By referring to its previous decision
in GAT, the CJEU reiterated the existence of exclu-
sive jurisdiction rules which would come into ap-
plication whenever the invalidity defence is raised.
Taking into account relatively high litigation costs,
the combined effects of the CJEU rulings in the GAT v
LuK and Roche cases will cause litigation costs to be
even higher because of the segmentation of state-to-
state patent litigation. This might have dramatic ef-
fects on small and medium undertakings that might
no longer be able to enforce their IP rights. There-
fore, it might be questioned whether another funda-
mental right to access of justice is not undermined.
On a more general scale, territorially based litiga-
tion might have further systemic effects, namely,
because of high costs associated with the enforce-
ment of patent rights, companies might be discour-
aged from applying for the legal protection of their
creative products.

213 Nonetheless, some scholars argued that the CJEU
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judgment in Roche did not completely eliminate the
possibility of a joinder in multi-state IP infringe-
ment proceedings.?*” The post-Roche jurisprudence
of some national courts illustrates that, notwith-
standing the strict approach taken by the CJEU, there
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might be further possibilities for the application of
the ‘spider-in-the-web’ doctrine. In this regard there
is one noteworthy decision, handed down by the
Hague Court of Appeal in 2007,23¢ where the Court
applied the Roche test requiring an investigation into
the likeliness of inconsistent judgments in actions
brought before courts of the country where each de-
fendant is domiciled. As regards factual sameness,
the Court decided that they may be the same where
the defendant companies, belonging to the same cor-
porate group, act in an identical or similar manner in
accordance with the common policy prepared by one
of them. Since the case at hand involved infringe-
ment of a Community trade mark, the Court had the
opportunity to test whether this infringement would
lead to the same factual situation even if the actions
were litigated before the courts of each protecting
country. Different from proceedings concerning the
infringement of European bundle patents, the Hague
Court of Appeal found that in the case of Community
IP rights, the danger of irreconcilable judgments ac-
tually does exist because Community IP rights regu-
lations create truly uniform supranational IP rights,
which are effective within the entire European Un-
ion.?* It follows that the ‘spider-in-the-web’ doc-
trine was not completely eliminated by the CJEU and
could still be applied in cases of multi-state infringe-
ments of Community IP rights by companies who be-
long to the same group and who act in an identical
or similar manner. Similarly, in one of several trade
mark cases, an Italian court interpreted Article 6(1)
broadly and joined claims related to the ownership
of Italian and US trade marks.?*® More generally, it
seems that the opinions still differ as to whether the
implications of the Roche case should affect consol-
idation of claims in cross-border cases concerning
other kinds of TP rights (especially non-registered
IP rights such as copyrights).?*!

Situations Outside of the Scope of
the Brussels/Lugano Regime

214 The possibility of consolidating claims against de-

fendants domiciled in third states should be decided
according to domestic jurisdiction provisions. At the
outset, it should be noted that there are very few
(or no) domestic court decisions with regard to this
matter. Therefore, the answers could only be de-
rived from existing domestic statutory provisions?#
or prevailing academic opinions. Due to the absence
of domestic court decisions, in many Member States
it remains unclear whether consolidation of the pro-
ceedings, where the defendant is not resident in any
EU or EFTA Member State, would be possible.?**
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Joinder of Claims according
to Japanese Law

215 Japanese law embeds a rather peculiar system con-

cerning the consolidation of claims. There are two
main areas of consolidation: (1) ‘objective joinder’,
which means joinder of related claims, and (2) ‘sub-
jective joinder’, which means joinder of claims
brought against different defendants. The legal ba-
sis for the joinder of claims is posited in Article 7 of
the Japanese CCP which states that joinder of claims
is possible if a (Japanese) court has jurisdiction over
one of the claims pursuant to jurisdiction rules of
the CCP. Objective joinder is considered to be one of
the special grounds of jurisdiction. Thus, Article 7 of
the Japanese CCP should be interpreted and applied
restrictively. Article 7 of the CCP does not directly
require that there be any connection between the
claims brought before a court; however, the prevail-
ing opinion is that Japanese courts can assert juris-
diction only if there is a close connection between
the claims.

216 One of the benchmark decisions in the area of objec-

tive joinder is the Supreme Court decision in the so-
called Ultraman case.?** In this case a dispute arose
between a Japanese corporation, Tsuburaya Produc-
tion, and a Thai national. The defendant’s corpora-
tion did not have its registered office in Japan, but
its president was resident there. According to the
licence contract concluded between Tsuburaya and
the Thai counterparty in 1976, the object of the con-
tract was a transfer of rights to use copyright prod-
ucts in a number of countries, including Thailand.
In 1996 Tsuburaya allegedly sent a letter confirm-
ing the transfer of exclusive rights to the Thai coun-
terparty. Later, Tsuburaya licensed the use of the
copyright works to another party, a Japanese cor-
poration, Bandai; according to this agreement, the
territorial scope of use covered Japan and South East
Asian countries. In April 1997 the corporation whose
president was the Thai defendant sent warning let-
ters to Bandai and its subsidiaries as well as Sega En-
tertainment, arguing that it had obtained exclusive
licence from Tsuburaya Corporation, and requesting
the stopping of infringements. Subsequently, Tsubu-
raya Corporation brought a suit in Japan against the
defendant, making a number of claims for compen-
sation and requiring the court to issue declarations
regarding a number of facts.

217 Having decided that Japanese courts rightly asserted
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international jurisdiction, the Supreme Court briefly
addressed the question of joinder of claims. It con-
firmed that joinder of claims is possible only if the
close relationship between the claims exists. In the
case at hand, the plaintiff made a number of claims,
including (1) a claim for compensation of damages
for the disturbance of business by the defendant via
warning letters; (2) a claim for a declaration that the
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defendant did not have a copyright over the copy-
righted works concerned; (3) a claim for recogni-
tion of the fact that the contract of 1976 was not au-
thentic (and indeed, the plaintiff argued that the
defendant had forged the contract); and (4) a claim
for the recognition that the plaintiff had the copy-
rights to use the works in Thailand, etc. The Supreme
Court found that the first and the second claims were
closely related to the third and fourth claims. The
Court emphasised that the joinder of claims would
facilitate international adjudication of disputes and
therefore was justifiable, considering the interna-
tional allocation of judicial functions among the
courts of different countries.

218 Another form of joinder of claims is known as sub-

jective joinder, i.e. joinder of claims raised by mul-
tiple plaintiffs or multiple defendants. According to
Article 38 CCP, ‘if rights or obligations that are the
subject matter of the suits are common to two or
more persons or are based on the same factual or
statutory cause, these persons may sue or be sued
as co-parties’. This provision is to be read in con-
junction with Article 7 CCP which also requires that
such a joint claim be brought to a court which has a
general venue pursuant to Article 4. In other words,
courts which have jurisdiction on the basis of Arti-
cle 4 (the defendant’s domicile, place of establish-
ment or place of business is in Japan) may assert ju-
risdiction over claims between joint parties if such
claims are based on the same factual or statutory
cause. In theory, Article 38 aims to allow the consol-
idation of closely related claims between the same
parties, thus facilitating dispute resolution, poten-
tially reducing procedural costs and preventing in-
consistent judgments. Besides, it is generally ac-
knowledged that there should be a close connection
between the claims and also between joint parties.?*S
In court practice, this provision has been interpreted
in a restrictive fashion.?*® Courts have often refused
to exercise their international jurisdiction over mul-
tiple defendants who do not have residence in Japan.
This was generally based on the argument that suing
multiple foreign defendants may undermine their
right to fair trial and procedural defence rights.?*’

219 Accordingly, although Japanese courts would not

in principle have international jurisdiction over in-
fringements of IP rights in foreign countries, they
might nevertheless assert international jurisdic-
tion over several closely related claims, provided
that jurisdiction could be asserted over one of these
claims. However, this close connection would not
be affirmed in cases where parallel IP rights are in-
fringed by persons who act independently in differ-
ent foreign countries. In addition, it is hardly likely
that Japanese courts would assert international ju-
risdiction in so-called ‘spider-in-the-web’ cases
where infringement of parallel IP rights was com-
mitted by corporations belonging to the same cor-
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porate group. Hence, the question of whether the in-
validity defence is raised is not relevant.

220 Consolidation of claims brought for breach of con-

tract might be possible if contractual obligations
were to be performed in Japan. However, for claims
related to the performance of contractual obligations
by different parties to be joined, Japanese courts
would apply a special circumstances test. Accord-
ing to the special circumstances test, Japanese courts
would consider whether joinder of claims against
different parties does not undermine the principle
of fairness between the parties, proper and speedy
adjudication and the burden of defendants against
whom the action is brought before Japanese courts.
Hence, a joinder of the foreign parties for the per-
formance of contractual obligations before a foreign
court might also be problematic.

221 The drafters of the CCP (2011) were aware of the ef-

ficiency gains if several related claims are heard to-
gether in the same proceedings. Article 3-6 follows
the established court practice and stipulates that
Japanese courts can exercise international jurisdic-
tion whenever they are competent to hear at least
one claim of the action, provided that there is a close
connection between the claims of the action. Ac-
cording to the Explanatory Report to the Interim
Proposal, the exercise of international jurisdiction
over claims which are not related might be consid-
ered an exorbitant exercise of jurisdiction. In addi-
tion, the question of whether there is a close con-
nection between the claims should be interpreted
in light of territorial jurisdiction rules and, moreo-
ver, the discretion of the court should be restricted.
Such an approach is said to be in line with the pro-
tection of the interests of the defendant, who should
be given a fair opportunity to defend the case.?*8The
special rule concerning the joinder of claims would
not apply if the claims are related to matters which
fall under exclusive jurisdiction. In cross-border IP
litigation this exception will be especially important,
because most patent disputes involve issues which
are related to registration and fall under exclusive
jurisdiction rules.

IV.Discussion

222 The possibility of consolidation of claims against

3

multiple defendants plays a vital role in the adjudi-
cation of multi-state IP disputes. In this area there is
an obvious need to balance the interests of the par-
ties; hence the rules conferring jurisdiction to de-
cide claims upon the non-resident defendants must
require a significantly close connection between the
forum and the dispute. Various legislative propos-
als aimed to address this problem and significant
clarification of issues can be seen. At the same time,
some of the differences among the legislative pro-
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posals should be taken into consideration. Accord-
ingly, it is suggested to draft a clear rule which would
unambiguously provide for the conditions when a
court can assert jurisdiction over foreign defendants.
In this regard, it is necessary to (1) re-consider the
meaning of ‘close connection’ of the defendant or
claims against a non-resident defendant and forum;
(b) discuss whether a more precise explanation of
the danger of ‘irreconcilable judgments’ is necessary
(the CLIP and the ALI Principles could serve as solid
ground for discussion); (c) examine whether there
is a need to provide a special rule where a pre-ex-
isting exclusive choice of court agreement between
the plaintiff and one of the defendants can be in-
voked; and (d) consider the structure of rules deal-
ing with jurisdiction to hear claims against multiple
defendants: whether one general rule will suffice or
whether some special rules dealing with particular
constellations (such as ‘spider-in-the-web’) are to

be established.

223 However, if the drafters of the ILA guidelines intend

to adopt a more visionary approach, then the ques-
tion of jurisdiction over disputes involving multi-
ple parties (possibly, multiple plaintiffs and multiple
defendants) could fall into the ambit of rules deal-
ing with the coordination of judicial proceedings.
This has already been attempted in the ALI Prin-
ciples where a separate set of rules merging rules
on parallel proceedings as well as proceedings has
been adopted. However, one has to beware that such
an innovative approach may take some time before
gaining wider acceptance in the judicial practice.

Coordination of Proceedings:
Lis Pendens and Beyond

Arts. 21 of the 1999 Hague Draft; Arts. 2:701-2:706 CLIP Prin-
ciples; Art. 201 Transparency Principles; Sections 221-223
ALI Principles; Art. 213 of the Waseda Principles

Differences

General Remarks: From Court
Discretion towards Legal Certainty

224 The problems associated with the treatment of par-

allel proceedings involve many considerations. One
of the main ones is the question of how to deal with
actions which have been or are about to be instituted
before a forum of a third country. The ‘international
context’ section highlights different approaches fol-
lowed by the courts of different states. However, in
the context of the legislative proposals one notewor-
thy remark has to be made. This remark is closely re-
lated to the discussion expounded in the section on
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personal jurisdiction and the discretion of the courts
to decline jurisdiction. Namely, it has been shown
above that in the recent legislative proposals, a gen-
eral trend towards the limitation of a court’s discre-
tion to decline jurisdiction could be identified. Ac-
cordingly, doctrines such as forum non conveniens or
the ‘special circumstances’ test have been criticised
due to the legal uncertainty of the litigants.

225 As a result, the need to increase legal certainty and

foreseeability leads to the clarification of jurisdiction
rules in other fields: infringement, contract, paral-
lel proceedings, etc. In particular, the CLIP and the
ALI Principles provide for a comprehensive set of
rules to deal with parallel proceedings and negative
declaratory actions. These specific rules filled in the
gap which was left to the courts’ discretion. In par-
ticular, the CLIP, Transparency and Waseda Princi-
ples adopt a lenient lis pendens approach giving the
court first seised priority to proceed with the ad-
judication of the dispute unless there are cases of
abuse.?*” While the CLIP, Transparency and Waseda
Principles establish lis pendens rules, the CLIP and
the ALI Principles establish a more comprehensive
framework to coordinate proceedings before the
courts of multiple states (Arts. 2:701-2:706 CLIP and
§221-223 ALL).

2. Modification of the Lis Pendens Rule

226 All legislative proposals adopt a number of rules

which are designed to tackle problems when par-
allel proceedings are pending before courts of sev-
eral states. However, here the approaches differ.
The ALI Principles generally divide the decisions of
the courts based on which court was first seised and
what kind of method should be most advantageous
in a given situation. Hence, the ALI Principles further
require deciding which of the three forms of coor-
dination should be applied: (i) cooperation; (ii) con-
solidation; or (iii) a combination of cooperation and
consolidation.

227 Other legislative proposals adopt a modified lis pen-

3

dens rule. However, the approaches here differ. The
CLIP, Transparency and Waseda Principles give pri-
ority for the court first seised to decide whether it
has jurisdiction to adjudicate the case; the courts
later seised generally must stay the proceedings and
await the conclusions of the court first seised. How-
ever, the Transparency and Waseda Principles con-
tain a special rule according to which a judgment of
aforeign court first seised could be recognized in the
forum state, while the court later seised shall dismiss
the case (Art. 201(1) Transparency and Art. 213(2)
Waseda). The CLIP Principles specify that a court
second seised is not obliged to stay the proceedings
if (a) it has exclusive jurisdiction or (b) it is manifest
that the judgment from the court first seised will not
be recognized (Art. 2:701(1) CLIP).
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228 In addition, the CLIP and Waseda Principles specify

that in situations where the court first seised does
not decide upon its jurisdiction within a reasona-
ble time, the court later seised may reopen the pro-
ceedings (Art. 2:701(2) CLIP; Art. 213(3) Waseda). Fur-
ther, the CLIP, Transparency and Waseda Principles
adopt special rules of priority in situations where
matters related to exclusive jurisdiction are at stake
(Art. 2:703 CLIP; Art. 201(3) Transparency).

3. Court ‘Seised’ and Court 'First Seised’

229 Another set of differences concern the embodied

clarifications when a court is deemed to be ‘seised’
and ‘first seised’. The notion of the court which is
deemed seised was provided in Article 21 of the 1999
Hague Draft, which stated that for the purposes of
the application of the lis pendens rule, a court is
deemed to be seised (a) when the document insti-
tuting the proceedings is lodged within a court; or
(b) if such document has to be served before being
lodged within the court, when it is received by an au-
thority responsible for the service on the defendant.
This notion of when the court is seised was adopted
in the text of CLIP, ALI and the Waseda Principles.?°

230 In addition, the ALI Principles also provide for a spe-

cial rule when the court is considered to the ‘first sei-
sed’: (a) when the subject matter of the action is not
within another tribunal’s exclusive jurisdiction; and
(b) no other court had previously been seised with
a coercive action seeking substantive relief; and (c)
in the case of actions between different parties, no
other court has a pending motion to coordinate ac-
tions (S 221(5)). The need to establish for a special
rule determining when a court is deemed to be ‘first
seised’ was crucial because the ALI Principles pro-
pose for a comprehensive system of coordination of
multi-territorial actions.

4. Cooperation between the Courts

231 Three of the legislative proposals adopt a view that

in the case of parallel proceedings pending before
the courts of different states, the courts should co-
operate among themselves in order to promote ef-
ficient resolution of multi-state disputes (Art. 2:704
CLIP; Art. 201 Transparency; S 221 ALI). In particu-
lar, the legislative proposals seem to be inspired by
the previous legislative proposals in the area of mul-
ti-state insolvency proceedings.?! In particular, the
ALI, CLIP and Transparency Principles determine
that courts should be encouraged to directly com-
municate among themselves in order to efficiently
manage the proceedings.
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Il. International Context

1. Coordination of Proceedings in the US

232 The US law does not follow any similar clear-cut doc-

trine such as the lis pendens rule. Instead of priority
rules, American courts have taken into considera-
tion the maintenance of international comity. While
American courts were applying forum non conveni-
ens doctrine in deciding upon international jurisdic-
tion, in the context of parallel proceedings, courts
deferred to a standard of ‘international abstention’.
This standard was developed in court practice and
confers discretion upon the courts to decide how to
deal with parallel litigation. As a starting point, it
should be noted that American federal courts have
a ‘virtually unflagging obligation’ to exercise the ju-
risdiction conferred on them by Congress.?>? How-
ever, in ‘exceptional’ circumstances, a court may ab-
stain from hearing a suit and await the outcome of
parallel proceedings.?s In order to be able to defer
to foreign proceedings, a finding of some substan-
tial reason is not sufficient. Instead, the court held
in Moses v Mercury that there should be the ‘clearest
of justifications’ so that the court could surrender
its jurisdiction over the dispute.?*

233 Before deciding whether it is possible to apply the

doctrine of abstention, the courts need to determine
whether suits are parallel. In Schneider v Carr, it was
held that suits are parallel if ‘substantially the same
parties are litigating substantially the same issues si-
multaneously in two fora’.?>> Nevertheless, suits do
not have to be identical to be parallel.?°¢ Further-
more, the mere presence of additional parties or ad-
ditional questions in one of the cases does not neces-
sarily preclude a finding that the cases are parallel.?”
Accordingly, the essential question is not whether
suits are formally symmetrical, but whether there
is a ‘substantial likelihood’ that the foreign litiga-
tion ‘will dispose of the claims’ brought before a fed-
eral court.?® In AAR International Inc v Nimelias Enter-
prises it was held that in deciding whether to proceed
with an action over a dispute which is also pending
abroad, the court needs to consider various factors,
including (a) respect for the courts of foreign na-
tions; (b) fairness to the litigants (relative conveni-
ence of the forum and possible prejudice); or (c) ef-
ficient use of judicial resources.?®

Parallel and Related
Proceedings in the EU

Paulius Jurcys

allel proceedings. Article 27 of the Regulation pro-
vides for a rule which deals with parallel proceedings
that arise between the same parties and are based
upon the same cause of action. Article 28 applies to
situations where related actions are pending before
courts of several Member States. The following sec-
tions deal with those two rules more specifically as
well as focus on the problems which have emerged
in the context of cross-border enforcements of IP
rights.

235 Article 27 of the Brussels I Regulation?® deals with

lis pendens situations and entrenches the first-in-
time principle. In particular, Article 27 applies to
proceedings which fulfil two conditions: first, paral-
lel proceedings must have the same cause of action,
and, second, proceedings must be between the same
parties. If both requirements are fulfilled, any court
other than the court first seised shall of its own mo-
tion stay the proceedings until the jurisdiction of the
court first seised is established. The court second sei-
sed has no discretion and must stay the proceedings.
Further, if the court first seised decides to hear the
case, any other court later seised shall decline juris-
diction in favour of the court first seised (Art. 27(2)).

236 This lis pendens framework as entrenched in the

Brussels I Regulation is justified on several grounds.
First, the lis pendens rule is designed to preclude, as
far as possible from the outset, the possibility of a
situation where judgment given in a particular case
is not recognised on the basis of its irreconcilabil-
ity with a judgment given in proceedings between
the same parties in the state in which recognition is
sought.?°! Second, the lis pendens rule contributes to
the protection of the right to access courts, which
means that parties can submit their dispute only to
one court.?e? Thus, the underlying objective of the
prior temporis rule is to eliminate judicial inefficiency
and retain mutual trust between the Member States.

237 In its previous case law, the CJEU made it clear that

the requirements for the application of the lis pen-
dens rule should be interpreted autonomously from
those laid down in the national procedural stat-
utes.?®® Such autonomous interpretation should con-
tribute to the proper administration of justice within
the EU and prevent parallel proceedings before na-
tional courts of different Member States. Hence, ac-
cording to the CJEU, the application of the lis pen-
dens rule does not depend on any other conditions
besides that (1) the action should be between the
same parties, (2) those involving the same cause of
action and (3) the same subject matter.?6* Therefore,
the determination of the content of these require-
ments is crucial for the application of Article 27 of
the Brussels I Regulation.

a) The Practice of the CJEU

238 One of the most controversial issues which the
courts of EU Member States had to face was the de-
termination of whether parallel proceedings had the

234 The Brussels I Regulation establishes two corner-
stone provisions related to the coordination of par-
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same cause of action and the same object. In its early
case law, the CJEU ruled that the notion of the same
‘cause of action’ comprises the facts and the rule of
law which form the basis of the action, whereas the
‘object of the action’ for the purposes of Article 21
of the Brussels Convention (Art. 27 of the Regula-
tion) means the ultimate goal of the action.?®® Ac-
cording to the CJEU, Article 21 of the Convention
should be interpreted broadly so as to cover various
situations where cases having the same cause of ac-
tion are pending before courts of different countries
and might end in conflicting decisions.?* Based on
these considerations the CJEU found, for example,
that a situation of lis pendens arises where one party
brings an action for the rescission or discharge of an
international sales contract whilst another party in-
stitutes proceedings before a court of another Mem-
ber State seeking to enforce the same contract.?’
For example, in the Tatry case, the CJEU decided an
action for a declaration where the plaintiff is not li-
able; subsequently, an action commenced whereby
the plaintiff in the first action is sued for compen-
sation of damages having the same object.?®® In this
case, the ship-owners brought an action in the Neth-
erlands seeking a declaration that they are not lia-
ble for damage to the cargo; subsequently, the cargo
owners brought actions before English courts seek-
ing damages for their alleged loss.

239 The second condition of the application of Arti-

cle 27(1) of the Regulation is the sameness of the
parties. According to the CJEU ruling in the Gubisch
case,?® the ‘sameness of the parties’ is established
regardless of the procedural position of each of the
parties in parallel proceedings. Therefore, the par-
ties are considered the same even if one party who
is a plaintiff in one proceeding is the defendant in
a proceeding before another court. Hence, it is only
important that the basic legal relationship from
which the dispute arises involves the same parties
regardless of their procedural status. The same inter-
pretation of the Brussels I Regulation is also followed
by the domestic courts of the EU Member States.?”

240 In practice, there may also be situations where more
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than two parties are involved in parallel proceedings
before courts of different countries but not all of the
parties are identical. According to the CJEU ruling in
the Tatry case, where two actions involved the same
cause of action but only some of the parties to the
second action were the same as those in proceedings
instituted earlier before courts of other countries,
it would be necessary for the court second seised to
stay and eventually decline jurisdiction only on the
basis that the parties are also involved in proceed-
ings before a court of another Member State. Hence,
the court second seised could (a) continue the pro-
ceedings with regard to the parties that are not in-
volved in the proceedings before a court first seised;
or (b) stay the proceedings; or (c) decline jurisdic-
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tion according to the rules provided in Article 27 of
the Regulation.?”*

241 According to Article 28 of the Brussels I Regulation,

a court may stay the proceedings or decline jurisdic-
tion if a related action is pending in another Mem-
ber State. Notably differently from Article 27, Arti-
cle 28 does not require absolute sameness of cause
of actions which are pending before courts of dif-
ferent Member States. More particularly, Article 27
is designed to solve the problem of two legally con-
flicting judgments that may be rendered in courts of
different Member States. The sister rule in Article 28
deals with a broader scope of the matter - inconsistent
judgments that may be legally compatible but pro-
vide for different legal outcomes. In other words, Ar-
ticle 27 deals with conflicting judgments that are le-
gally congruent - those in which parties dispute over
the same legal object and may result in competing
awards.?’? Article 28, on the other hand, applies to
parallel proceedings that are related without neces-
sarily having the same legal object.

b) IP Litigation Practices

242 Strict interpretation of Article 21 of the Brussels Con-

vention (Art. 27 of the Regulation) facilitated the de-
velopment of unseen litigation techniques whereby
an alleged infringer of IP rights in one Member State
launches action for a negative declaration seeking
the establishment that certain acts do not consti-
tute IP infringement, or that certain IP rights are
not valid. Such actions are often obviously abusive:
they are launched before a court that bears hardly
any relationship with the dispute or is known for
lengthy adjudication of disputes. In this regard, Ital-
ian and Belgian courts became (in)famous as places
where such abusive actions were filed. In particu-
lar, alleged infringers of IP rights often filed an ac-
tion for a negative declaratory judgment before Ital-
ian courts, where litigation usually takes more time
than in other EU Member States. Such abusive ac-
tions became ironically known as ‘torpedoes’”3 be-
cause of the procedural advantages resulting from
the mandatory stay of proceedings by the court sec-
ond seised. Hence, the plaintiff of a torpedo action
could win time even in the situation where the court
first seised declined jurisdiction.

243 National courts of EU Member States have several

times referred to the CJEU to seek clarification con-
cerning the compatibility of such abusive actions
with the European jurisdiction framework. In Turner
v Grovit, the UK courts heard a dispute where an Eng-
lish national, Mr Turner, brought an action against
his former Spanish employer. The employer con-
tested the jurisdiction of the English courts and
brought another action in Spain. The question in
this dispute was whether the English courts could
grant restraining orders against defendants who are
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threatening to commence or continue legal proceed-
ings before courts in other countries, when those de-
fendants were acting in bad faith and with the inten-
tion to frustrate or obstruct proceedings pending
before the English courts. The CJEU decided that in-
junctions, whereby courts of one Member State pro-
hibit a party from continuing the proceedings pend-
ing before a court of another Member State, cannot
be granted under the Brussels Convention even if
that party is acting in bad faith with the purpose of
frustrating the existing proceedings.?’* The reason-
ing of the CJEU was based on the principle of mutual
trust, which allows a compulsory system of jurisdic-
tion that does not permit the jurisdiction of a court
to be reviewed by a court of another Member State.
This principle also extends to situations where the
defendant threatens to commence or continue le-
gal proceedings before a court of another state. In
the view of the CJEU, a court decision that questions
whether such a party is acting in bad faith by having
recourse to the jurisdiction of courts of another state
amounts to interfering with the jurisdiction of the
foreign court and therefore undermines the princi-
ple of mutual trust.?”®

244 1n another case, Gasser, the CJEU again had an op-

portunity to clarify whether lis pendens rules requir-
ing the court second seised to decline jurisdiction
should be followed in situations where the proceed-
ings before a court first seised takes an excessively
long time. The CJEU did not endorse any possible
deviations to the strict interpretation of the lis pen-
dens rule. It was decided that the possibility to disre-
gard a duty to stay the proceedings, if the proceed-
ings before the court first seised are excessively long
or if it is obvious that the court seised has no juris-
diction over the merits, would run counter to the
letter and spirit of the Brussels Convention.?”® The
court reiterated that the Brussels jurisdiction regime
is based on the principle of mutual trust which all
courts of Member States have to follow.?”” In this de-
cision, the CJEU gave unconditional preference to le-
gal certainty and closed the doors to the introduc-
tion of any exceptions which might have allowed
some flexibility in the application of Article 27. As
a result, the court second seised may only stay the
proceedings and cannot sua sponte examine the ju-
risdiction of the court first seised.

245 The practical implications of the territoriality prin-
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ciple should be carefully taken into consideration
when dealing with parallel IP proceedings. Namely,
torpedo actions had been possible because the CJEU
considered infringement actions and actions for neg-
ative declaratory judgments to be based on the same
cause of action. However, in the area of IP rights,
the same cause of action exists only when both ac-
tions instituted before courts of different states are
related to the same IP right.?”® In other words, both
actions should concern an IP right protected in the
same country. Yet in situations where parallel pro-
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ceedings concern the protection of different national
IP rights, it is obvious that these proceedings do not
have the same cause of action.?” This also follows
from the CJEU Roche decision, where it was held that
parallel proceedings concerning patents granted in
different countries have different causes of action.?
In such situations, it is not relevant whether the ob-
jective of parallel proceedings is the infringement of
IP rights, declaration of non-infringement or valid-
ity. It follows that Article 27 of the Regulation would
not be applied. Theoretically, a court could exercise
its discretion and stay the proceedings pursuant to
Article 28 of the Brussels I Regulation. Nevertheless,
itis very unlikely that the court second seised would
stay the proceedings, especially if a court of another
state was previously seised with a torpedo claim.

246 Next it has to be clarified whether the same cause

of action exists between the proceedings for the
validity of IP rights and IP infringement proceed-
ings. Here, two possible situations should be distin-
guished. First, the alleged infringer may file a suit
challenging the validity of IP rights before a court
of a third state which is not the protecting state, and
the right holder subsequently brings an infringe-
ment action before a court of a state where the al-
leged infringer is domiciled. Second, the alleged in-
fringer may file a suit challenging the validity of
IP rights before a court of the protecting country
(in the case of patents - the granting country) and
the right holder brings an infringement action be-
fore courts where the alleged infringer is domiciled.
Both cases are identical in that (a) the right holder
seeks legal redress before courts of the defendant’s
domicile pursuant to Article 2 of the Brussels I Reg-
ulation; and (b) the IP rights at stake are the same
in all proceedings. Generally, there is no common
agreement among European scholars as to whether
the invalidity action and the infringement action
have the same cause of action and what procedural
steps should be taken by the court second seised.
In the first scenario where an action for invalidity
is brought before a court of a third country which
bears no connection to the dispute, if the proceed-
ings are considered to have the same cause of action,
the court second seised would be obliged to stay the
proceedings (regardless of the fact that the action
to the court first seised was a clear abuse of rights)
pursuant to Article 27 of the Brussels I Regulation.
However, it may be argued that invalidity proceed-
ings and infringement proceedings do not have the
same cause of action and therefore the court second
seised could continue the proceedings.?! Following
this approach, these invalidity proceedings would
not even be considered to be related proceedings
in terms of Article 28, and the court second seised
would not be obliged to stay its proceedings. The sit-
uation would be rather different in the second con-
stellation where an invalidity action is brought be-
fore a court of a protecting state. The question which
has to be answered is how to control parallel pro-
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ceedings involving the same IP rights. In this case,
the CJEU ruling in GAT v LuK would imply that the
two actions are based on the same cause and that the
proceedings before the court second seised have to
be stayed and jurisdiction declined as soon as the
court first seised asserts jurisdiction.

2471t appears that such territoriality considerations

would be equally applicable with regard to unregis-
tered IP rights. Hence, proceedings involving differ-
ent IP rights, whether registered or not, will not be
considered as having the same cause of action, and
the lis pendens rule requiring the court second seised
would not be applicable. In the UK there are several
court decisions where English courts refused to de-
fer to foreign parallel proceedings involving paral-
lel IP rights.?82 It should also be noted that the only
situation where the requirement to stay the pro-
ceedings pursuant to Article 27 is if the court sec-
ond seised has exclusive jurisdiction over the claim
which had been previously brought before a court
of another state.?®

248 To tackle the torpedo problem, a number of solu-

tions have been proposed. In order to avoid abusive
torpedo actions, it has been argued that courts sec-
ond seised should not defer to foreign proceedings
where it is obvious that a judgment of a court first
seised cannot be recognised in the forum country.
However, as was stated above, such an approach is
incompatible with the Brussels I regime.?* Further,
it has been proposed that in cross-border IP litiga-
tion, actions for a declaration of non-infringement
should be allowed only before courts of the state
where the proprietor of IP rights has a domicile. The
possibility of bringing an action before a court of a
foreign protecting state where the proprietor of al-
legedly infringed IP rights is not domiciled would
still keep the gates open for potential abuse of proce-
dural rights. It was argued that this approach should
also be adopted with regard to alleged infringements
of European bundle patents.

c) Third-Country Situations

249 The provisions of the Brussels [ Regulation are appli-
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cable only to parallel proceedings pending before the
courts of EU Member States. Therefore, Articles 27
and 28 are not applicable when the parallel proceed-
ings occur before courts of a third state. In such situ-
ations, national jurisdiction rules of the forum would
determine the manner of coordination of parallel
proceedings. Upon closer inspection of the existing
national laws, two different approaches could be dis-
tinguished: first, countries where the control of par-
allel proceedings depends, inter alia, on the condi-
tion of whether a foreign judgment rendered in the
parallel proceedings could be recognised in the fo-
rum state; and second, countries, where the courts
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would not take into consideration the fact that there
are pending parallel proceedings in a third state.

250 A number of continental European countries belong

to the first group of states where the control of for-
eign parallel proceedings depends on whether a for-
eign judgment could be recognised in a forum state.
In Germany, for an action brought before a court of
a third country, the Code of Civil Procedure would
be applied and the rules entrenched in Section 261
paragraph 3 would be applied, mutatis mutandis.
A German court would decline jurisdiction if there
were a likelihood of the judgment being enforced in
Germany.?® If an action for a negative declaratory
judgment is raised before a court of a third coun-
try challenging the validity of foreign patents, Ger-
man courts would assert jurisdiction on the basis
that a judgment rendered by a court of the third
country would not be recognised in Germany on the
ground that the court would not have jurisdiction
over the dispute related to the validity of foreign
patent rights (S 328 para. 1 no. 1 of the German Code
of Civil Procedure).

2511In Austria, parallel litigation issues related with

claims raised before courts of third countries would
be decided pursuant to Section 233(1) of the Civil
Procedure Act, which provides that the court second
seised has to dismiss the claim of its own motion if
the same claim is already pending before a court of
another state. This rule was originally applied for
domestic lis pendens situations, but later its applica-
tion was extended to include foreign parallel pro-
ceedings.?®® The notion of the ‘same claim’ is inter-
preted differently from the notion of ‘the same cause
of action’ of the Brussels I Regulation. However, the
most remarkable feature of the Austrian domestic
regime is that the control of parallel proceedings is
possible only if there is a risk of irreconcilable judg-
ments. Such irreconcilability may arise when a for-
eign court judgment is rendered and the recognition
is sought in Austria (S 233(1) of the Civil Procedure
Act). Hence, the Austrian court would have to as-
certain whether the disputes are based on the same
cause of action and whether a foreign judgment can
be recognised in Austria.?®” As regards foreign par-
allel proceedings, the Austrian Supreme Court had
previously decided that IP rights are territorial in na-
ture; therefore, the cause of action is different where
foreign proceedings are related to the protection of
unregistered IP rights in that foreign country and
Austrian proceedings are about the protection of
Austrian IP rights.? Such findings of the Supreme
Court are in line with the CJEU practice established
in the Roche judgment.?®

252 Italian domestic jurisdiction provisions dealing with

foreign parallel proceedings are somewhat similar to
the Austrian regime. Pursuant to Article 7(1) of the
Italian PIL Statute, a judge shall stay the proceedings
in situations where a dispute between the same par-
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ties, having the same object and being based on the
same grounds, is pending before a foreign court and
a judgment rendered in those foreign proceedings
can be recognised in Italy.

253 In Switzerland, the issue of parallel proceedings is

governed by Article 9 of the Federal Private Inter-
national Act, according to which the proceedings
have to be stayed if an action having the same sub-
ject matter and between the same parties is pend-
ing before a court of a foreign country, and it is
expected that the foreign court will, within a rea-
sonable time, render a decision which can be recog-
nised in Switzerland.

254 In Belgium, Article 14 of the CPIL allows the court to

stay the proceedings where, firstly, the parallel dis-
putes have the same cause of action and, secondly,
will likely be recognised and enforced in Belgium.
Similarly, Dutch courts do not seem to be bound by
such strict jurisdiction rules as those entrenched in
the Brussels I Regulation. Article 12 Rv leaves more
discretion to the courts, which are allowed to stay
the proceedings but are not obliged to do so.

255 In Spain there are no procedural rules that would

deal with the control of international parallel pro-
ceedings. In practice, Spanish courts have been re-
luctant to take into consideration foreign parallel
proceedings. Hence, it is very unlikely that Spanish
courts will defer to foreign parallel proceedings in
IP disputes.?®® French courts usually decline inter-
national jurisdiction or stay the proceedings if they
are courts second seised.?*!

256 In cases where the Brussels I regime does not ap-

ply, the jurisdiction of UK courts would be deter-
mined according to the common law. International
jurisdiction of UK courts in IP-related cases would
to a large extent be affected by the strict territorial-
ity principle and the forum non conveniens doctrine.
Namely, English courts may decline jurisdiction over
disputes involving infringements or validity of for-
eign IP rights even if in personam jurisdiction over
the defendant was established. Accordingly, UK
courts would not take into consideration proceed-
ings which are brought before a foreign court chal-
lenging the validity of UK IP rights.?*2

257 Some of the issues concerning the modernisation of

3

the Brussels I Regulation were also related to paral-
lel proceedings. In particular, as regards parallel TP
infringement proceedings, the EC Commission pro-
posed to enhance the communication as well as in-
teraction between the national courts of different
Member States which deal with parallel proceed-
ings.?® In addition, some further alternatives were
discussed with regard to the coordination of IP in-
fringement and validity proceedings,** as well as the
coordination of proceedings concerning the validity
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of the arbitration clause before a national court and
an arbitral tribunal.?*®

3. Efforts to Create a European

Patent System

258 To overcome the existing limitations concerning the

adjudication of multi-state patent disputes, two pos-
sible legal instruments have been proposed: (a) a
Community patent and (b) a European and Commu-
nity Patents Court. One of the objectives of creat-
ing a system of Community Patent is to create addi-
tional incentives for small and medium enterprises
and to make access to the patent system less costly.
A unitary Community title would provide for equal
protection within the EU and thus help fight against
counterfeiting and patent infringements. The Com-
munity patent can be granted only in respect of the
whole Community (Art. 2(2)). The examination of
patent applications, the grant of Community patents
as well as other administrative functions are to be
carried out by the EPO. In particular, applications for
Community patents should be filed through the na-
tional patent authorities or directly to the EPO. The
EPO shall also be in charge of the administration of
the Registry of Community Patent. As for substan-
tive law provisions, the European Patent Convention
should be applied together with national law, insofar
as it complies with the Community law.

259 The European and Community Patents Court would

be for disputes concerning the infringement and va-
lidity of European and Community patents. The main
objective of establishing a special patents court is to
provide for a legal mechanism which would ensure
expeditious and high-quality decisions, and would
strike a balance between the interests of various
stakeholders. The Court would have exclusive juris-
diction concerning (a) actions for actual or alleged
infringements of patents, supplementary protection
certificates and related defences as well as declara-
tions of non-infringement; (b) actions for provisional
and protective measures and injunctions; (c) coun-
terclaims for revocations of patents; (d) actions for
damages and compensation derived from the pro-
visional protection conferred by a published patent
application; (e) actions relating to the use of the in-
vention prior to the granting of the patent or the
right based prior to use of the patent; and (f) actions
for the grant and revocation of compulsory licences
concerning Community patents (Art. 15(1)).

260 The national courts of Contracting States shall have

jurisdiction in actions related to Community and Eu-
ropean Patents unless they fall under the exclusive
jurisdiction of the Patent Court. In particular, ac-
tions referred to in (a), (b) and (d) of Article 15(1)
shall be brought to either (a) the court of the Con-
tracting State where the infringement occurred or
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may occur, or (b) the local court of the Contracting
State where the defendant is domiciled. If the de-
fendant is domiciled outside the territory of Con-
tracting States, the action shall be brought before
the courts of the state where the infringement oc-
curred or threatened to occur. Other kinds of actions
referred to in Article 15(1) shall be brought before
the central division. Such actions may only be initi-
ated if the infringement proceedings have not been
initiated before the local or regional division. An ac-
tion for a declaration of non-infringement that is
pending before the central division shall be stayed
if an infringement action concerning the same pat-
ent between the same parties, or between the holder
of the exclusive licence and the person requesting
a declaration, is initiated within three months of a
local action.

261 The Patent Court may impose measures which are

described in the Statute of the Court and Rules of
Procedure. In particular, the Court can issue the
following: orders to produce or preserve evidence,
orders to inspect property, freezing orders, provi-
sional and protective measures, permanent injunc-
tions as well as corrective measures in infringement
proceedings (Articles 34-38). The Patent Court may
also render a decision upon the validity of a patent
and award damages. In the case of Community pat-
ents, the decisions of the Patent Court shall have ef-
fect within the whole territory of the EU. If the dis-
pute concerns European patents, the effects of the
decision shall be limited to the territory in which the
European patent has effect (Art. 16).

Parallel Proceedings According
to Japanese Law

262 The Japanese legal framework concerning inter-

national parallel proceedings is also not explicitly
addressed in the Code of Civil Procedure. The only
pertinent statutory provision is entrenched in Arti-
cle 142 of the CCP which states that ‘neither of the
parties can bring another action regarding the case
which is pending before the court’. However, Japa-
nese courts have consistently refused to apply Ar-
ticle 142 to situations where a similar case is pend-
ing before a foreign court. Hence, it was questioned
whether international parallel proceedings should
be prohibited in principle, and if so what jurisdic-
tional rules would be most appropriate. The national
report identifies three prevailing approaches: 1) the
so-called ‘anticipated recognition’ theory; 2) the the-
ory according to which parallel proceedings should
be treated as an issue of standing to sue; and 3) the
opinion that the decision concerning parallel pro-
ceedings is based on the ‘special circumstances’ test.

263 In early case law, Japanese courts tended to turn a

3

blind eye to parallel proceedings pending before
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foreign courts. Recently, however, the prevailing
approach among both legal scholars and Japanese
courts supports the special circumstances theory.
According to this theory, Japanese courts would
take into consideration whether there are certain
circumstances that would require Japanese courts
to decline jurisdiction. Such circumstances affect-
ing whether jurisdiction should be declined or not
are those of the burden of the parties, location of ev-
idence, time factors, etc.

264 There are no cases related to the handling of par-

allel proceedings simultaneously pending before
Japanese and foreign courts. Nevertheless, existing
case law sheds some light on possible parallel IP lit-
igation situations. Hence, in such situations where
the alleged infringer brings an action before for-
eign courts where IP rights are granted and asks the
court to issue a declaration of non-infringement, Jap-
anese courts seised by the right holder with an in-
fringement action of foreign IP rights would con-
sider which court is better situated to adjudicate the
dispute. If a Japanese court found that there were
some special circumstances showing that a foreign
court would be better located to hear the dispute,
the Japanese court would decline the jurisdiction.
The situation would be the same if the defendant in
infringement proceedings challenged the validity of
allegedly infringed foreign patents: Japanese courts
again would take all relevant factors into consid-
eration to determine in which country the dispute
would be best adjudicated.

265 The question of international parallel proceedings

was also vigorously deliberated among the members
of the CCP reform group. At an early stage of draft-
ing, the majority opinion was that in cases where
parallel proceedings concerning the same action are
pending before courts of different countries, Jap-
anese courts should dismiss the action if Japanese
courts were seised of the case later than the foreign
court.??® The Interim Draft (2009) prepared by the
Ministry of Justice working group contained sev-
eral alternative rules for international parallel pro-
ceedings. The proposed rules stipulated that Japa-
nese courts would have had the authority to stay
the proceedings until the foreign court decides the
case, given that such future decisions may be rec-
ognised in Japan. However, due to fierce criticism
and opposition, the idea of establishing a special rule
for parallel proceedings was abandoned during the
drafting. Instead, it was decided that the handling
of international parallel proceedings should fall un-
der the rule establishing a court’s discretion to dis-
miss an action if there are special circumstances
(Art. 3-9%77),
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H. Concluding Remarks

266 As has been shown in this paper, a number of contro-

versial questions still exist in relation to the optimal
approach concerning the adjudication of multi-state
IP disputes. Even though the existing legislative pro-
posals were drafted with the idea of streamlining
the adjudication of multi-state IP disputes, the ap-
proaches among the legislative proposals differ as
well. Some of these differences could be explained in
light of the intended scope as well as the addressee
of the principles. Therefore, before starting to pre-
pare the workable set of guidelines, the ILA Com-
mittee must decide upon several policy questions:
(a) Should the draft ILA guidelines merely restate
the existing law or be more visionary? (b) Should
the draft guidelines adopt a rather general syntax
or contain more detailed set of recommendations?
(c) How should the draft guidelines strike a balance
between different traditions?

267 In this regard a number of problems arise. First, what

should the ultimate goal of the future ILA guidelines
be - promoting legal certainty or flexibility? Accord-
ing to the answer to this question, the overall struc-
ture of the ILA guidelines could be crystallized. If
the ILA Committee decides to favour flexibility, then
presumably there would be fewer possibilities for re-
placing discretionary jurisdictional doctrines such as
forum non conveniens or the ‘special circumstances’
test with more judicial, cooperation-oriented rules.
On the contrary, if the parties cannot agree on the
place of adjudication, efficiency considerations seem
to favour certain clarity as to the outcome of the lit-
igation, i.e. cooperation between the courts or per-
haps consolidation of a multi-state dispute before
one single court.

268 The second difficulty is related to the subtle divide

3

between the principles of adjudicatory authority of
courts in common law and civil law countries. In civil
law countries, it is generally conceived that the de-
fendant’s domicile/habitual residence offers a firm
jurisdiction rule, and other grounds of jurisdiction
are considered merely exceptions from this general
principle. In common law countries, the distinction
is made between the jurisdiction over the persons
(so-called in personam jurisdiction) and a court’s com-
petence to hear the dispute (i.e. subject-matter ju-
risdiction). Whether and how these two approaches
to international judicial jurisdiction could be recon-
ciled is a delicate matter. However, the estimated
date for finalising the ILA guidelines is scheduled
for 2014, which means that the members of the ILA
Committee have sufficient time for a careful consid-
eration in finding a balanced approach.

The American Law Institute, Intellectual Property: Princi-
ples Governing Jurisdiction, Choice of Law and Judgments
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CJEU, Case C-368/05, Color Drack GmbH v Lexx International Ver-
triebs GmbH, [2007] ECR 1-3699, para. 40.

CJEU, Case C-19/09, Wood Floor Andreas Domberger GmbH v Silva
Trade SA, [2010] ECR 1-2121, para. 31; CJEU, Case C-204/08, Pe-
ter Rehder v Air Baltic Corporation, [2009] ECR 1-6073, para. 36.

CJEU, Case C-368/05, Color Drack GmbH v Lexx International Ver-
triebs GmbH, [2007] ECR 1-3699, paras. 43-4.

CJEU, Case C-420/97, Leathertex Divisione Sintetici SpA v Bodetex
BVBA, [1999] ECR 1-6747, paras. 38-9.

Ibid., para. 41.

CJEU, Case C-368/05, Color Drack GmbH v Lexx International Ver-
triebs GmbH, [2007] ECR 1-3699, para. 41; CJEU, Case C-19/09,
Wood Floor Andreas Domberger GmbH v Silva Trade SA, [2010] ECR
1-2121, para. 40.

CJEU, Case C-19/09, Wood Floor Andreas Domberger GmbH v Silva
Trade SA, [2010] ECR 1-2121, para. 42; CJEU, Case C-204/08, Pe-
ter Rehder v Air Baltic Corporation, [2009] ECR 1-6073, para. 38.

CJEU, Case C-19/09, Wood Floor Andreas Domberger GmbH v Silva
Trade SA, [2010] ECR 1-2121, para. 43.

CJEU, Case C-204/08, Peter Rehder v Air Baltic Corporation, [2009]
ECR 1-6073, paras. 40-4.

CJEU, Case C-533/07, Falco Privatstiftung and Thomas Rabitsch v
Gisela Weller-Lindhorst, [2009] ECR 1-3327, para. 40.

CJEU, Case C-381/08, Car Trim GmbH v KeySafety Systems Srl
para. 38.

CJEU, Case C-533/07, Falco Privatstiftung and Thomas Rabitsch v
Gisela Weller-Lindhorst, [2009] ECR 1-3327, para. 29.

CJEU, Case C-19/09, Wood Floor Andreas Domberger GmbH v Silva
Trade SA, [2010] ECR 1-2121, para. 34.

CJEU, Case C-533/07, Falco Privatstiftung and Thomas Rabitsch
v Gisela Weller-Lindhorst, [2009] ECR 1-3327, paras. 31 and 36.
The Falco jurisprudence was adopted in the practice of several
domestic courts; see A. Pereira, ‘Portugal’ in T. Kono (ed.), su-
pra note 5, answers to HC 3 and n 105 in particular.
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See e.g. Nagoya District Court, Judgment of 12 November 1979,
35 Minshu 1241.

Tokyo District Court, Judgment of 31 January 1994, 837 Han-
rei Taimuzu 300.

Tokyo District Court, Judgment of 25 April 1995, 898 Han-
rei Taimuzu 245; Tokyo High Court, Judgment of 24 March
1999, 1700 Hanrei Jihd 41; Tokyo District Court, Judgment of
19 March 1998, 997 Hanrei Taimuzu 286.

Osaka District Court, Judgment of 25 March 1991, 783 Han-
rei Taimuzu 252.

Kobe District Court, Judgment of 22 September 1993, 1515 Han-
rei Jihg 139; Tokyo District Court, Judgment of 17 October 1962,
18 Kaminshii 1002.

Tokyo District Court, Judgment of 17 October 1962, 18 Kamin-
shii 1002; Shizuoka District Court, Judgment of 30 April 1993,
824 Hanrei Times 241.

Tokyo District Court, Judgment of 25 April 1995, 898 Hanrei
Taimuzu 245.

Shizuoka District Court, Judgment of 30 April 1993, 824 Han-
rei Taimuzu 241.

See CJEU, Case C-616/10, Solvay SA v Honeywell Fluorine Prod-
ucts Europe BV and Others.

CJEU, Case C-391/95, Van Uden Maritime v Kommanditgesellschaft
in Firma Deco-Line and Others, [1998] ECR 1-7091, para. 47.

n 92 of the 2001 Hague Draft.
Nygh-Pocar Report, supra note 62, at pp. 70-72.

CJEU, Case C-391/95, Van Uden Maritime v Kommanditge-
sellschaft in Firma Deco-Line and others, [1998] ECR 1-7091; CJEU,
Case C-261/90, Mario Reichert, Hans-Heinz Reichert and Ingeborg
Kockler v Dresdner Bank AG, [1992] ECR 1-2149, para. 34; CJEU,
Case C-104/03, St Paul Dairy Industries NV v Unibel Exser BVBA,
[2005] ECR 1-3481, para. 13.

See e.g. M. Norrgard, Provisional Measures and Multiple De-
fendants in the MPI Proposal, in J. Drexl and A. Kur (eds.), In-
tellectual Property and Private International Law (Hart, 2005), at
p. 38.

This has been seen as a confusing matter by some authors; see
e.g. Norrgard, supra note 123, at p. 38 and 41.

E. Nodder, Preliminary Injunctions Under European Patents:
Comparative Analysis and Future Plans, available at: <ford-
hamipconference.com/wp-content/uploads/2010/08/Ed-
wardNodder_Preliminary_Injunctions_Under_European_
Patents.pdf >.

Art. 24 of the Lugano Convention and Art. 31 of the revised
Lugano Convention.

C. Heinze, A Framework for International Enforcement of Territo-
rial Rights: The CLIP Principles on Jurisdiction, in Basedow/Kono/
Metzger (eds.), supra note 3, at p. 73.

Art. 31 provides the following: ‘Application may be made to
the courts of a Member State for such provisional, includ-
ing protective, measures as may be available under the law
of that State even if under this Regulation, the courts of an-
other Member State have jurisdiction as to the substance of
the matter.’

Recital 11 of the Regulation.

See e.g. A. Dickinson, Provisional Measures in the ‘Brussels
I’ Review - Disturbing the Status Quo?, IPRax (2010), p. 203.
van Engelen, supra note 40, sections 3.1 and 3.5.

Proposal for a Council Act establishing a Convention on ju-
risdiction and the recognition and enforcement of judgments
in civil and commercial matters, COM(97) 607 final O [1997]
€ 33/20.

CJEU, Case C-391/95, Van Uden Maritime v Kommanditgesellschaft
in Firma Deco-Line and Others, [1998] ECR 1-7091, para. 40; CJEU,
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Case C-99/96, Hans-Hermann Mietz v Intership Yachting Sneek BV,
[1999] ECR 1-2277.

CJEU, Case C-261/90, Mario Reichert, Hans-Heinz Reichert and In-
geborg Kockler v Dresdner Bank AG, [1992] ECR 1-2149, para. 34;
CJEU, Case C-391/95, Van Uden Maritime v Kommanditgesellschaft
in Firma Deco-Line and Others, [1998] ECR I-7091, para. 37; CJEU,
Case C-104/03, St Paul Diary Industries NV v Unibel Exser BVBA,
[2005] ECR 1-3481, paras. 12-13.

1bid., 25.

CJEU, Case C-104/03, St Paul Diary Industries NV v Unibel Exser
BVBA, [2005] ECR 1-3481, paras. 15-6.

Asensio, supra note 40, answers to HC 11.

van Engelen, supra note 40, sections 3.1 and 3.5.

Arts. 94(2)(a) and 103 of the Community Trade Mark
Regulation.

Janssens, supra note 40, answers to HC 11.

D. van Engelen, ‘Netherlands’ in T. Kono (ed.), supra note 5.
Bariati/Ubertazzi, supra note 30, answers to HC 11.

Janssens, supra note 40, answers to HC 11; Maunsbach, supra
note 50, answers to HC 11.

CJEU, Case C-391/95, Van Uden Maritime v Kommanditgesellschaft
in Firma Deco-Line and Others, [1998] ECR 1-7091; CJEU, Case
C-125/79, Denilauler v Couchet Frére, [1980] ECR I-1553.

Bariati/Ubertazzi, supra note 30, answers to HC 11.
MoZina, supra note 49, answers to HC 11.
Ancel, supra note 30, answers to HC 11; Boschiero/Ubertazzi,

supra note 30, answers to HC 11, Mozina, supra note 49, an-
swers to HC 11; Maunsbach, supra note 50, answers to HC 11.

Pereira, supra note 109, answers to HC 11.
Asensio, supra note 40, answers to HC 11.

Metzger, supra note 40, answers to HC11.
Wadlow, supra note 48, answers to HC 11.

CJEU, Case C-391/95, Van Uden Maritime v Kommanditge-
sellschaft in Firma Deco-Line and Others, [1998] ECR I-7091.

Metzger, supra note 40, answers to HC 11; Maunsbach, supra
note 50, answers to HC 11.

Pereira, supra note 109, answers to HC 11.

Art. 12 of the Provisional Civil Remedies Act provides that
‘[a] case of a temporary restraining order shall be under the
jurisdiction of the court having jurisdiction over the case on
the merits or the district court having jurisdiction based on
the location of the property to be provisionally seised or the
subject matter of the dispute.’

Supreme Court of Japan, Judgment of 26 September 2002, 56
Minshii 1551.

ALI supra note 1, pp. 89-90 (Reporter’s Notes).
Chaen/Kono/Yokomizo, supra note 67, at p. 106.
See ‘International Context’ part below.

Art. 5 (‘Appearance by the Defendant’) of the 2001 Hague Draft
provides:

1. Subject to Article 12 [Exclusive Jurisdiction], a court has ju-
risdiction if the defendant proceeds on the merits without con-
testing jurisdiction.

2. The defendant has the right to contest jurisdiction no later than
at the time of the first defence on the merits.

AL supra note 1, at pp. 38-40; Chaen/Kono/Yokomizo, supra
note 67, at p. 106.

The same approach is also adopted in Art. 206 of the Korean
Principles.

Caravaca/Gonzales, in U Magnus and P Mankowski (eds), Brus-
sels I Regulation (Sellier, 2007), at p. 237.

Available at <www.hcch.net/index_en.php?act=conventions.
text&cid=98>. Before that, two conventions on choice of court
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agreements - namely, the 1958 Convention on the Jurisdic-
tion of the Selected Forum in the Case of International Sales of
Goods and the 1965 Convention on the Choice of Court - had
been adopted but had not entered into force. The Hague Con-
vention of 2005 was already widely discussed in academic lit-
erature. See e.g. M. A. Adler, The Hague Convention on Choice
of Court Agreements: The United States Joins the Judgment
Enforcement Band, 27 Northwestern Journal of International
Law & Business (2007)1-36; G. Riihl, Das Haager Ubereinkom-
men iiber die Vereinbarung gerichtlicher Zustindigkeiten:
Riickschritt oder Fortschritt?, (2005) IPrax 410-15; C. Thiele,
The Hague Convention on Choice-of-Court Agreements: Was
It Worth the Effort?” in E. Gottschalk, R. Michaels, G. Riihl and
J. von Hein (eds.), Conflict of Laws in the Globalized World (Cam-
bridge University Press, 2007), at pp. 63-88; P. Beaumont,
Hague Choice of Court Agreements Convention 2005: Back-
ground, Negotiations, Analysis and Current Status, 5 Journal
of Private International Law (2009), pp. 125-59.

Status of the 2005 Hague Choice of Court Convention is
available at: <hcch.net/index_en.php?act=conventions.
status&cid=98>.

T. Hartley and M. Dogauchi, Explanatory Report, available at:
<www.hcch.net/upload/expl37e.pdf, paras. 125-26>.

IP matters were not excluded from the 1965 Choice of Court
Convention (Art. 2).

Hartley/Dogauchi, supra note 165, at para. 37.
Ibid., para. 39.

The requirements for the enforceability of choice of court
agreements according to domestic jurisdiction rules might
be somewhat different from those established in the Brus-
sels I Regulation. For instance, Belgian courts might analyse
whether the dispute has a significant connection with Bel-
gium (Art. 6 of Belgian CPIL).

CJEU, Case C-150/80, Elefanten Schuh v Pierre Jagmain, [1981]
ECR 1671, para. 26.

Recitals 13 and 14 of the Preamble of the Brussels I Regulation.

CJEU, Case C-281/02, Andrew Owusu v NB Jackson [2005] ECR
1-1383, paras. 37-40.

See e.g. Judgment of the Lisbon Court of Appeal as referred to
in the Pereira, supra note 109, nn 46 and 118.

CJEU, Case C-167/00, Verein fur Konsumenteninformation v Karl
Heinz Kenkel, [2002] ECR 1-8111, para. 50; CJEU, Joined Cases
C-240/98 to 244/98, Oceano Grupo Editorial v Rocié Munciano
Quintero, [2000] ECR 1-4941, paras. 29 and 32.

CJEU, Case C-159/97, Transporti Castelleti Spedizioni Internation-
ali SpA v Hugo Trumpy SpA, [1999] ECR 1-1597, para. 40.

Petz, supra note 30, answers to HC 4, where it was also indi-
cated that the same approach would be taken under the Aus-
trian Civil Jurisdiction Act, which would be applicable if nei-
ther of the parties is resident in the EU.

Metzger, supra note 40, answers to HC 4.

D. Stauder, Die Anwendung des EWG Gerichtsstands- und Vol-
Istreckungsiibereinkommens auf Klagen im gewerblichen Re-
chtsschutz und Urheberrecht, GRUR Int (1976) 465.

Ancel, supra note 30, answers to HC 4, where it is also noted
that if an invalidity defence is raised, a French court hearing
an IP infringement dispute will stay the proceedings.

CJEU, Case C-4/03, GAT v LuK, [2006] ECR 1-6509, para. 24.
CJEU, Case C-26/91, Handte v Traitements Mécanochimiques des
Surfaces, [1992] ECR 1-3967; CJEU, Case C-334/00, Fonderie Of-

ficine Meccaniche Tacconi v HWS, [2002] ECR 1-7357.

Petz, supra note 30, answers to HC 4.

Janssens, supra note 40, answers to HC 4; A Gramaticaki,
‘Greece’ in T. Kono, supra note 5, answers to HC 4.

2012



185

186
187
188
189
190

191

192
193
194
195
196

197

198
199
200
201
202

203

Pereira, supra note 109, n 130. Similarly also in Switzerland,
choice of court agreements concerning disputes which arise
out of contractual or tortuous relationship or unjust enrich-
ment would be enforceable (see Chabron/Sidler, ‘Switzer-
land’ in T. Kono, supra note 5, answers to Question 4 of Part II).
Bariati/Ubertazzi, supra note 30, answers to HC 4.

Ancel, supra note 30, section 1.2.5.

Ibid., and answers to HC 4.

Caravaca/Gonzales, supra note 162, p 439, para. 8.

Osaka District Court, Judgment of 23 March 1986, 1200 Han-
rei Jihd 97, available at: <tomeika.jp/search/content.php?-
did=1521>; Tokyo District Court, Judgment of 28 February 1994,
876 ; Hanrei Taimuzu 268, available at: <tomeika.jp/search/con-
tent.php?did=1096> (declining jurisdiction on the grounds
that parties have concluded choice of court agreement des-
ignating courts of California as exclusively competent); Kobe
District Court, Judgment of 10 November 1997, 981 Hanrei
Taimuzu 191, available at: <tomeika.jp/search/content.php?-
did=1537>; Tokyo High Court, Judgment of 28 November 2000,
1743 Hanrei Jihd 137, available at: <tomeika.jur.kyushu-u.ac.jp/
procedure/E-label /LA1-H12.11.28.pdf> (where the exclu-
sive choice of court clause in employment contract was up-
held); Tokyo District Court, Judgment of 26 September 2003,
1153 Hanrei Taimuzu 268, available at: <tomeika.jur.kyushu-u.
ac.jp/procedure/E-label/LA1-H15.09.26HT.pdf> (where the
Tokyo district court enforced parties’ exclusive choice of Ha-
waiian court agreement).

Supreme Court of Japan, Judgment of 28 November 1975,
29 Minshi 1554.

Yokomizo, ‘Japan’ in T. Kono, supra note 5, answers to HC 4.
1bid.

1bid.

Chaen/Kono/Yokomizo, supra note 67, at p. 142.

CJEU, Case C-539/03, Roche Nederland BV and Others v Frederick
Primus and Milton Goldenberg, [2006] ECR I-6535.

Art. 14 of the 1999 Hague Draft of the Hague Convention; it
should be noted that the rule on claims against multiple de-
fendants did not survive in the 2001 Draft.

Nygh-Pocar Report, supra note 62, at p. 75..

1bid., at pp. 75-6.

Ibid.

Ibid.

Supreme Court of Japan, Judgment of 8 June 2001, 55 Min-
sha 727.

Mars Inc v Nippon Conlux Kabushiki-Kaisha 24 F 3d 1368 (Fed
Cir 1994).

204 jJan K Voda v Cordis Corp 476 F 3d 887 (Fed Cir 2007).

205
206

207
208
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Art. 6(1) of the revised Lugano Convention.

P. Jenard, Report on the Convention on jurisdiction and the
enforcement of judgments in civil and commercial matters
signed at Brussels, (27 September 1968) [1979] 0] C59/1 (here-
inafter Jenard Report’), at p. 49.

Ibid.

CJEU, Case 189/87, Kalfelis v Bankhaus Schrider, [1988] ECR 5565,
para. 8; CJEU, Case C-51/97, Réunion européenne SA and Oth-
ersv Spliethoff’s Bevrachtingskantoor BV and the Master of the ves-
sel Alblasgracht V002, [1998] ECR 1-6511, paras. 46-47; CJEU,
Case C-462/06, Glaxosmithkline v Jean-Pierre Rouard, [2008] ECR
1-3965, where the CJEU decided that Art. 6(1) should be in-
terpreted strictly, and refused to apply Art. 6(1) to unilateral
rules of jurisdiction provided for individual employment con-
tracts (paras. 28 and 32).

CJEU, Case 189/87, Kalfelis v Bankhaus Schrader, [1988] ECR 5565,
para. 8.
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1bid., paras. 12-13. For the practice of Italian courts, see Bari-
ati/Ubertazzi, supra note 30, answers to HC 3 and n 134.

CJEU, Case C-51/97, Réunion européenne SA and Others v Spli-
ethoff’s Bevrachtingskantoor BV and the Master of the vessel Alblas-
gracht V002, [1998] ECR I-6511, para. 50.

Coin Controls Ltd v Suzo International Ltd et al [1997] Ch 33.
Ibid., 40-44.
1bid., 48 et seq.

Fort Dodge Animal Health Limited et al v Akzo Nobel NV [1998] ILPr
732, paras. 21-22 (Lord Woolf).

IEPT19980423, Hof Den Haag, EPG v Boston Scientific.

For example, in the case of Organon, the Hague Court of Ap-
peal enjoined defendants from infringing a European Pat-
ent in the Netherlands, Germany, France, Lichtenstein, Lux-
embourg, Austria, the UK, Switzerland and Sweden (Court
of Appeal of the Hague, decision of 3 February 1994, Ap-
plied Research Systems BV v Organon et al (1995) GRUR Int 253
- Follikelstimulationshormon).

van Engelen, supra note 40, section 1.1.

CJEU, Case C-539/03, Roche Nederland BV and Others v Frederick
Primus and Milton Goldenberg, [2006] ECR I-6535, para. 41.

1bid., paras. 22 and 24; CJEU, Case C-406/92, The Tatry v Maciej
Rataj, [1994] ECR 1-5439, para. 58.

CJEU, Case C-539/03, Roche Nederland, [2006] ECR 1-6535, pa-
ras 23-24; CJEU, Case 145/85, Hoffman, [1986] ECR 645, para. 22.

Case C-539/03 Roche Nederland [2006] ECR 1-6535, para. 25.
1bid., paras. 27-28.

1bid., para. 31.

Ibid., paras. 34-35.

1bid., paras. 37-39.

1bid., para. 40.

228 Janssens, supra note 40, answers to HC 3.

229

230
231
232

233

234

235
236
237
238

239
240
241

As for the court practice of Belgian courts, ibid, answers to
HC 3 and n 349.

Ancel, supra note 30, answers to HC 3.
Wadlow, supra note 48, answers to HC 3.

Bariati/Ubertazzi, supra note 30, answers to HC 3; Asensio, su-
pranote 40, answers to HC 3. Also RC Dreyfuss, Resolving Pat-
ent Disputes in a Global Economy, in R. Moufang and T. Tak-
enaka (eds.), Patent Law: A Handbook of Contemporary Research
(Cheltenham, Edward Elgar Publishing, 2009), pp. 627-29.
A.Kur, A Farewell to Cross-Border Injunctions? The CJEU De-
cisions in GAT v LuK and Roche Nederland v Primus and Golden-
berg, International Review of Intellectual Property and Competition
Law (2006), at p. 850.

See e.g. van Engelen, supra note 40, section 1.1; Metzger, su-
pra note 40, answers to HC 3; Asensio, supra note 40, answers
to HC 3; Kur, supra note 232, at p. 850; G. Beilfuss, Is There
Any Web for the Spider? Jurisdiction over Co-defendants af-
ter Roche Nederland, in A. Nuyts (ed.), International Litigation
in Intellectual Property and Information Technology (Klu-
wer, 2008), pp. 84-86.

Kur, supra note 232, at p. 850.

Kur, ibid., pp. 580-51; Beilfuss, supra note 233, at pp. 85-86.
Ancel, supra note 30, answers to HC 5.

Decision of the Hague Court of Appeal of 23 August 2007, avail-
able at <iept.nl/files/2007/TEPT20070823_Hof_Den_Haag_
Bacardi_v_Mad_Bat.pdf> (in Dutch).

van Engelen, supra note 40, section 3.7.

Boschiero/Ubertazzi, supra note 30, answers to HC 3 and n 135.

Asensio, supra note 40, answers to HC 3. Similar doubts are ex-
pressed in Maunsbach, supra note 50, answers to HC 3.
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Art. 5 §1 of the Belgian CPIL; Art. 37 § 1 of the Greek Code of
Civil Procedure.

Wadlow, supra note 48, answers to HC 3.

Supreme Court of Japan, Judgment of 8 June 2001, 55 Min-
shit 727.

Supreme Court of Japan, Judgment of 28 April 1998, 52 Min-
shii 853.

Tokyo District Court, Judgment of 25 April 1995, 898 Hanrei
Taimuzu 245.

Tokyo District Court, Judgment of 5 February 1997, 936 Han-
rei Taimuzu 242.

Kokusai saiban kankatsu kenkyt-kai [International Juris-
diction Study Group], Kokusai saiban kankatsu kenkyu-kai
hokoku (6) [Report of the International Jurisdiction Study
Group (6)] NBL No 886 (2008.8.1), p. 72.

Art. 201 of Transparency Principles, Art. 213 of Waseda,
Art. 2:701 et seq. of CLIP Principles.

Art. 2:706 of the CLIP Principles; S 221(4) of the ALI Principles;
Art. 213(5) of the Waseda Principles.

1997 UNCITRAL Model Law on Cross-Border Insolvency,
available at: uncitral.org/uncitral/en/uncitral_texts/insol-
vency/1997Model.html and 2001 American Law Institute’s
‘Guidelines Applicable to Court-to-Court Communications
in Cross-Border Cases’ available at: amercol.org/images/
DOC005.pdf.

Colorado River Water Cons Dist v United States, 424 US 800 (1976)
817.

Finova Capital Corp v Ryan Helicopters USA Inc, 180 F3d (7th Cir.
1999) 896, 898.

Moses H Cone Mem’l Hosp v Mercury Constr Corp, 460 US (1983)
25-26.

Schneider National Carriers Inc v Carr, 903 F2d (7th Cir. 1990)
1154, 1156.

Caminiti & latarola Ltd v Behnke Warenhousing Inc, 962 F2d (7th
Cir 1992) 700.

1bid., at p. 701; Lumen Constr Inc v Brant Constr Co Inc, 780 F2d
(7th Cir. 1985) 695.

Day v Union Mines Inc, 862 F2d (7th Cir. 1988) 656.

AAR International Inc v Nimelias Enterprises, 250 F3d (7th Cir
2001) 510.

Also Art. 27 of the Lugano Convention and the Revised Lu-
gano Convention (2007).

CJEU, Case 144/86, Gubisch Machinenfabrik KG v Giulio Palumbo,
[1987] ECR 4861, para. 8.

See e.g. T. Schilling, Internationale Rechtshingigkeit vs Entsc-
heidung binnen angemessener Frist, IPRax (2004) 296.

CJEU, Case 144/86, Gubisch Machinenfabrik KG v Giulio Palumbo,
[1987] ECR 4861, para. 11. For instance, the CJEU held in the
Tatry case that the distinction which is made between actions
in personam and actions in rem according to English law is not
relevant to the interpretation of Art. 21 of the Brussels Con-
vention (CJEU, Case C-406/92, The Tatry v Maciej Rataj, [1994]
ECR 1-5439, para. 46).

CJEU, Case 144/86, Gubisch Machinenfabrik KG v Giulio Palumbo
[1987] ECR 4861, para. 14.

CJEU, Case C-406/92, The Tatry v Maciej Rataj, [1994] ECR 1-5439,
paras. 38 and 40.

CJEU, Case C-351/89, Overseas Union Insurance Ltd et al v

New Hampshire Insurance Company Co., [1991] ECR 1-3317,
paras. 12-17.

CJEU, Case 144/86, Gubisch Machinenfabrik KG v Giulio Palumbo,
[1987] ECR 4861, paras. 17-19.

CJEU, Case C-406/92, The Tatry v Maciej Rataj, [1994] ECR 1-5439,
para. 44.
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CJEU, Case 144/86, Gubisch Machinenfabrik KG v Giulio Palumbo,
[1987] ECR 4861.

Petz, supra note 30, section 4.5.

CJEU, Case C-406/92, The Tatry v Maciej Rataj, [1994] ECR 1-5439,
paras. 33-35.

U. Magnus and P. Mankowski (eds.), Rome I Regulation (Munich,
Sellier, 2009), 477 para. 3.

M. Franzosi, World-wide Patent Litigation and the Ital-
ian Torpedo, 19 European Intellectual Property Review (1997)
p. 382; M. Franzosi, Torpedoes are here to stay, 3(2) Interna-
tional Review of Intellectual Property and Competition Law (2002)
pp. 154-63.

CJEU, Case C-159/02, Gregory Paul Turner v Felix Fareed Ismail
Grovit and Others, [2004] ECR 1-3565, para. 31.

1bid., para. 28.

CJEU, Case 21/76, Handelskwekerij G] Bier BV v Mines de potasse
d’Alsace SA, [1976] ECR 1735; CJEU, Case C-116/03, Erich Gasser
GmbH v MISAT Srl, [2003] ECR 1-14693, paras. 71-73.

CJEU, Case C-116/03, Erich Gasser GmbH v MISAT Srl,[2003] ECR
1-14693, paras. 70-72.

Petz, supra note 30, section 4.5; Ancel, supra note 30, answers
to HC 5; Maunsbach, supra note 50, answers to HC 5.

Asensio, supra note 40, answers to HC 5. In another French
case, the First Instance Court of Paris refused to acknowledge
the sameness of the object where French patent infringement
proceedings had been instituted in France along with an ac-
tion for a declaration of non-infringement of a parallel Italian
patent. See TGI Paris, decision of 9 March 2001 (2005) 33 Inter-
national Review of Intellectual Property and Competition Law 225.

CJEU, Case C-539/03, Roche Nederland BV and Others v Frederick
Primus and Milton Goldenberg [2006] ECR 1-6535.

Janssens, supra note 40, answers to HC 5.

Abkco Music & Records v Jodorowski [2003] ECDR 3; Prudential As-

surance Co Ltd v Prudential Insurance Co of America (No 1) [2003]
EWCA Civ 327, [2004] FSR 25.

CJEU, Case C-351/89, Overseas Union Insurance td et al v New
Hampshire Insurance Company Co [1991] ECR 1-3317; CJEU, Case
C-116/03, Erich Gasser GmbH v MISAT Srl, [2003] ECR 1-14693.
The same approach was adopted by the Hague District Court,
Rb Den Haag, IEPT20070926 Nooteboom v Faymonville.

Petz, supra note 30, section 4.5.

Metzger, supra note 40, HC 5.

Petz, supra note 30, section 4.5.

Ibid.

Austrian Supreme Court, Decision OGH 4 Ob 91/90 (1991) GRUR
Int 384.

Petz, supra note 30, section 4.5.

Asensio, supra note 40, answers to HC 5.

Ancel, supra note 30, section 1.2.4.

Wadlow, supra note 48, answers to HC 5.

Green Paper on the review of Council Regulation (EC) No
44/2001 on jurisdiction and the recognition and enforcement
of judgments in civil and commercial matters (21 April 2009),
COM(2009) 175, 7.

1bid., at p. 6.

Ibid., 9; Report from the Commission to the European Par-
liament, the Council and the European Economic and So-
cial Committee on the application of Council Regulation (EC)
No 44/2001 on jurisdiction and the recognition and enforce-
ment of judgments in civil and commercial matters (21 April
2009), COM(2009) 174, 9.

Kokusai saiban kankatsu kenkyti-kai [International Juris-
diction Study Group], ‘Kokusai saiban kankatsu kenkyt-kai

2012



297

héokoku (6) [Report of the International Jurisdiction Study
Group (6)]’ 886 New Business Law (2008.8.1) 78.

Art. 3-9 of the Act Amending CCP (2011) provides as follows:
‘Courts can reject all or some claims of the action which they
are competent to hear (except when parties have made an
agreement conferring exclusive jurisdiction on a Japanese
court) if from the nature of the case or the extent of the bur-
den of the defendant caused by his/her appearance, the loca-
tion of evidence or by reason of other circumstances the ex-
ercise of jurisdiction would be inequitable to the parties or
hinder the conduct of a proper and speedy trial.’

Paulius Jurcys

226

2012



