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Abstract:
Switzerland is about to implement
a completely new patent litigation system, following
the establishment of a new specialized federal patent trial court and the replacement of twenty-six
cantonal codes of civil procedure with a single uniform federal code of civil procedure. This article proKeywords:

vides an overview of the general structure and the
most important features of the new patent litigation
system that may be of interest to international patent litigants and litigators.
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A. Introduction
1

As of 2012, for the first time in history, patent litigation in Switzerland will be governed by a single set
of procedural rules applied by a single first instance
patent court with nationwide jurisdiction over virtually all civil patent matters.

2

While substantive patent law has been uniform federal law since the enactment of the first Swiss Patent
Act in 1888, the new federal patent litigation system
constitutes a fundamental shift in procedure compared to the previous system that was based on the
federalist idea of having twenty-six different nonspecialist cantonal courts adjudicate an estimated
combined average of thirty patent cases a year1 on
the basis of twenty-six remarkably different cantonal codes of civil procedure.2 Most courts, with the
exception perhaps of the four cantonal commercial
courts,3 simply did not have a sufficient caseload to
develop any patent expertise.

2

3

3

This state of affairs opened the system up to the strategic use and abuse of forum shopping by potential defendants, who could file preemptive declaratory judgment actions in notoriously inexperienced
courts in order to delay the judicial resolution of
conflicts or in order to avoid litigation in more experienced and faster courts, either elsewhere in Switzerland or abroad, most notably in Germany.4 Moreover, many judges who were actually assigned patent
cases had a hard time grappling with the issues and
were all too often tempted to defer their judgment
to the opinion of court-appointed experts in technical and sometimes, as troublesome as it is, even in
legal matters.5 In addition, any factual errors on the
trial level could not (and cannot) be remedied on appeal to the Swiss Supreme Court, which is the second and final instance in patent and other intellectual property cases, because Supreme Court review
is, in principle, limited to legal issues only.6 This further increases the importance of improving triallevel judicial expertise in patents.7
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4

Although only now being implemented, neither the
idea of a federal code of civil procedure nor the idea
of specialized courts in the field of intellectual property law is new for Switzerland. In fact, proposals for
specialized nationwide intellectual property courts
go back as far as 1906.8 The specific idea of establishing a federal patent trial court was further discussed in the context of patent reform beginning
in the 1940s,9 but was subsequently dropped over
concerns about its constitutionality in view of cantonal sovereignty in matters of civil procedure and
court organization.10 The adoption of a new Swiss
Constitution in 2000 and the following constitutional
reform of the federal judiciary11 paved the way for
both the creation of new first instance federal trial
courts and the enactment of a uniform federal code
of civil procedure, leaving only the organization of
cantonal court systems to the limited discretion of
the cantons.12 On the basis of this revised constitutional framework, the new federal Code of Civil Procedure (Zivilprozessordnung)13 was adopted in 2008
and entered into force on January 1, 2011, along with
the revised Lugano Convention on Jurisdiction and
the Enforcement of Judgments in Civil and Commercial Matters.14

5

Parallel to the work on unifying the law of civil procedure, the Swiss government, supported by parliamentary initiatives and by Swiss business and intellectual property lawyers’ associations, prepared a
draft statute on a specialized federal first instance
patent court whose slightly amended final version
was adopted by parliament in 2009. The court, established by the new Act on the Federal Patent Court
(Patentgerichtsgesetz),15 was originally planned to become operative along with the entry into force of the
new Code of Civil Procedure on January 1, 2011. However, while the provisions necessary for the election of the federal patent judges entered into force
as planned on March 1, 2010, and although the patent judges have since been elected as planned, the
starting date of the Federal Patent Court had to be
postponed for organizational reasons. It is currently
expected that the Court will begin its work on January 1, 2012.

6

2

sity degree in law and in the hard sciences, because
the investment of time necessary to acquire both degrees is often excessive, given that the European educational system is not designed to support dual majors. Prior to the enactment of the new Act on Patent
Attorneys (Patentanwaltsgesetz),16 which is currently
planned to enter into force on July 1, 2011, there
were no specific rules governing the profession of
patent agents or the use of the title “patent attorney” in Switzerland. This will be changed by implementing a system that limits the use of the professional title “patent attorney” to those who (i) have
a recognized degree in the natural sciences or engineering, (ii) have passed a Swiss or recognized foreign patent attorney exam, (iii) have a minimum of
three to four years of practical experience, and (iv)
are registered with the Swiss Federal Institute of Intellectual Property.17 This change is relevant to future patent litigation in Switzerland, because registered patent attorneys will be allowed to represent
clients before the Federal Patent Court in cases regarding patent validity and will also be given the opportunity to be heard with regard to the technical
aspects of the facts of a case in all hearings before
the Federal Patent Court.18 As a result, professional
representation before the Federal Patent Court will
not be exclusively reserved to legally trained attorneys, although it is clear that the current practice of
using teams consisting of both legally trained attorneys and patent attorneys will be continued.
7

The following is an overview of the new Swiss patent litigation system, consisting of a review of the
structure and organization of the Patent Court, an
analysis of selected procedural aspects, and a short
conclusion.19

B. The New Swiss Federal
Patent Court
I. Background

Along with the Patent Court comes a new statute
governing patent agents who are customarily referred to as patent attorneys (Patentanwälte) in Europe, even though they typically do not have law degrees. In Switzerland, patent attorneys may advise
clients in patent matters and represent them before administrative bodies such as the Swiss Federal
Institute of Intellectual Property (the Swiss Patent
and Trademark Office), but they are generally not
allowed to professionally represent clients before
courts, unless they are also fully qualified lawyers
and members of a Swiss bar. In Europe, law degrees
are first university degrees rather than professional
degrees (as is the case in the United States), and it
is quite rare for someone to possess both a univer4

8

Despite the obvious shortcomings associated with
a highly fragmented patent litigation system of the
kind described above, it was not necessarily clear at
the outset that the urgency of creating a nationwide
patent court on the trial level could easily be conveyed to decision-makers in the political process,
especially in view of the general availability of Supreme Court review of issues of law in patent matters and given the relatively low number of patent
cases tried in Switzerland.

9

First, the Swiss patent litigation system differs significantly from systems practiced in other countries
in that it consists of two levels only, namely one trial
level and one appellate level. Prior to the creation
of the Federal Patent Court, patent cases were tried
2011
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before one of the twenty-six cantonal trial courts20
whose decisions are subject to appellate review by
the Supreme Court as a matter of right without exception.21 In other words, unlike in Germany or in the
United States, the Swiss Supreme Court had to hear
any and all appeals of patent cases from the cantonal
trial courts. While Supreme Court review is generally limited to issues of law, this system still guaranteed the uniformity of patent jurisprudence no matter how differently the Patent Act was applied on
the trial level. As a result, the purpose of replacing
twenty-six cantonal trial courts with a single federal
patent court is not so much to create uniformity in
the adjudication of patent cases,22 but rather to professionalize the handling of patent matters on the
trial level in order to make Switzerland more attractive as a venue for international patent litigation.23
This was a harder sell politically, because there are
other areas of law with higher caseloads that might
benefit from a professionalized judiciary as well.

European patent judiciary was once again gaining
strong political support and a breakthrough seemed
imminent. Both the now defunct draft European Patent Litigation Agreement (EPLA),30 under the umbrella of the European Patent Organization, and the
most recent proposals with regard to the creation of
a European and European Union Patents Court (EEUPC) on the basis of an international agreement31
would enable the establishment of decentralized regional chambers as part of a unified European patent
judiciary. It was clear to the Swiss government that if
Switzerland wanted to play any role in the future of
patent litigation in Europe, be it as a preferred forum
of choice or as a seat for a regional chamber within
the framework of a future European system (for example in conjunction with Austria and Liechtenstein), it could not credibly do so without the track
record and the expertise that only a specialized national patent trial court can provide.32

II. Court Structure and Organization

10 Second, limiting the new court’s jurisdiction to patent law, to the exclusion of other fields of intellectual property, inevitably reduces the number of relevant proceedings to be tried before the court, leaving
it with a fairly generous current estimate of thirty
patent cases annually.24 The need for establishing
a separate court for a comparatively low number
of cases was also not necessarily self-evident, especially because most of the problems that plagued
the previous patent trial system, such as the legal
and technical complexity of cases, the dependence
on court-appointed experts, the lack of judicial expertise in view of a low volume of relevant cases, the
sometimes excessive duration of court proceedings,
and the lack of de novo appellate review of findings
of fact25 are not limited to patent cases.26 The same
concern exists in other areas, for example, in software copyright or antitrust cases.27 However, within
the Ministry of Justice, which was in charge of drafting the Act on the Federal Patent Court, it appears
that the Justice Department’s typically Swiss federalist concerns ultimately prevailed over the Federal
Institute of Intellectual Property’s originally more
encompassing views on the scope of jurisdiction of
the Court.28 Interestingly, it turned out that restricting the jurisdiction of the new court to patent matters enhanced its chances of political success, given
that it was easier to finance and that most cantonal
courts were quite happy to give up their jurisdiction over patent cases, while they were less inclined
to do so in other fields of intellectual property law.

12 With a view towards keeping costs low, the Court
will share infrastructure and administrative personnel with the Federal Administrative Court.33 It will
be financed by court fees and part of the yearly patent fees collected by Swiss Federal Institute of Intellectual Property.34 The Court will generally hold its
hearings at the location of the Federal Administrative Court,35 which will move from Bern to St. Gallen in 2012. This is unfortunate given Bern’s central
location within Switzerland, but the Patent Court is
also entitled to hold hearings at a different location
if the case so requires and may use the infrastructure
of cantonal courts for this purpose free of charge.36

1. Selection of Judges
13 In order to address the shortcomings of the previous
system, the Federal Patent Court will consist of both
legally and technically trained judges, all of whom
must have a demonstrated knowledge of patent
law.37 Aside from the legal expertise of the judges,
however, a significant factor in measuring the future success of the Federal Patent Court will be the
average duration of the proceedings, which in part
depends on the degree to which it will be necessary
to rely on court-appointed experts. Since maximizing the substitution of outside experts with technical judges requires a sufficiently large pool of technical judges in all relevant technical fields and ideally
in all official Swiss languages (in particular German,
French, and Italian),38 the parliament has elected 21
technical judges39 to supplement the 12 elected legally trained judges. This may seem like overkill at
first sight given the estimated annual load of thirty
patent cases, but only two judges are full members of
the Federal Patent Court, while all other judges hold

11 Against this background, the factor that likely tipped
the balance in favor of the establishment of the Federal Patent Court was the concomitant movement towards a unified patent litigation system on the European level,29 whose implementation would also be
relevant to Switzerland as a signatory of the European Patent Convention. At the time the Federal Patent Court was conceived, the project of a common
2

5
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outside jobs and will only act as judges on a case-bycase basis. Moreover, only one of the two full members of the Court, namely the legally trained President of the Court (the Chief Judge),40 will work full
time, while the second full member, a technically
trained judge,41 will dedicate half of his time to extra-judicial activities. All patent judges are elected
for a term of six years and may be re-elected.42

patent judge participates as a judge has a precedential effect on the pending case the judge handles as a
party representative.50 The problem of potential conflicts of interest inevitably associated with a court
system relying on part-time judges is an additional
reason why it was necessary to have a large pool of
judges on the Federal Patent Court.

2. Composition of Panels

14 Because the court will rely on a relatively large pool
of judges and on a high number of part-time judges
and because patent expertise is needed, special measures were taken in organizing the election of the
judges to the Court.43 The Committee on Courts, a
parliamentary body that formally proposes all judicial candidates for what is generally a rubber stamp
election by the Swiss Parliament, normally considers
political party affiliation when nominating candidates. This political litmus test rules out the majority
of highly qualified potential candidates for the positions to be filled. However, in the case of the Federal
Patent Court, an exception was made and party affiliation was not taken into account, because the Committee simply could not afford to deter any qualified
candidates with patent expertise if it did not want to
run the risk of not having enough viable candidates.
As an additional quality assurance mechanism, the
Committee on Courts was statutorily authorized to
consult with the Swiss Federal Institute of Intellectual Property, professional associations active in the
patent field, and other interested parties during the
selection process.44 Not surprisingly, the Committee
made ample use of this rather exceptional statutory
authorization,45 and the Swiss Parliament elected all
of the judges proposed by the Committee on Courts
on June 16, 2010.

16 Cases before the Federal Patent Court will typically
be heard by panels of three judges.51 If the development of the law or the uniformity of the case law so
requires, the President of the Court may order that
a case be decided by a panel of five judges instead,52
which will likely be the standard during the beginning phase in order to establish a solid body of case
law and to train some of the patent judges without
previous judicial experience. In cases that involve
multiple technical fields, the President of the Court
may even order that a case be tried before a panel
consisting of up to seven judges.53
17 All panels must consist of a mix of legally and technically trained judges, whereas technical judges are
selected on the basis of the technical field relevant
to the case at hand.54 It is further required that each
panel include a full member of the Court.55 The details of case distribution and the composition of the
panels are subject to internal regulations to be determined by the court management consisting of
the two full members and an additional member
of the Court.56 The underlying idea of this system
is that each panel will be tailored to the individual
case to be decided, while still maintaining institutional knowledge and continuity due to the mandatory participation of one of the two full members of
the Court in each case.

15 Regarding ethical concerns, while the two full members of the Federal Patent Court will not be allowed
to professionally represent third parties in court proceedings at all,46 the same prohibition does not apply
to the rest of the judges, many of whom will continue
to pursue their jobs as attorneys and patent attorneys and who are also likely to continue to represent clients before the Federal Patent Court in the future. This comparatively generous rule was deemed
necessary in order to attract qualified judges, but it
raises legitimate concerns about conflicts of interest and impartiality. In order to alleviate these concerns, in addition to the general grounds for recusal established by the new Code of Civil Procedure,47
patent judges must recuse themselves not only if
they have a personal interest or stake in a particular proceeding,48 but also if another person working
for the same firm or the same employer represents
a client before the Federal Patent Court.49 Moreover,
following Supreme Court precedent, a patent judge
will have to recuse himself or herself in cases that
give rise to the same legal issues as the ones at stake
in a pending case in which the judge acts as a party
representative, at least if the decision in which the
2

18 Not all decisions relevant to a pending case must
be taken by panels. Most importantly, requests for
provisional measures such as preliminary injunctions are generally decided by the President of the
Court alone.57 However, if required by legal or technical circumstances, the President of the Court may
order that the decision be made by a panel of three
judges, and if the understanding of the technical
background of the case is of particular importance
to the decision on provisional measures, the decision
must be made by a panel of three judges.58 In addition to requests for provisional measures, the President of the Court decides (i) about the dismissal of
actions that are obviously inadmissible, (ii) about requests for the waiver of court fees, (iii) about the formal disposition of pending actions in case of mootness, withdrawal, acknowledgement, or settlement,
and (iv) about actions regarding the granting of compulsory licenses for the purposes of production of a
pharmaceutical product and its export to eligible importing countries.59 Note, however, that the applica6
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22 By contrast, the jurisdiction of the Federal Patent
Court does not extend to the adjudication of criminal patent infringement nor does it include administrative patent matters. Therefore, contrary to patent
courts in other countries, the Swiss Federal Patent
Court will not have any jurisdiction over appeals
from the Federal Institute of Intellectual Property
in patent prosecution matters or in proceedings regarding the granting of supplementary protection
certificates, because these appeals will continue to
be heard by the Federal Administrative Court,67 subject to further review for legal error by the Swiss Supreme Court.68

ble rules provide that some or all of these decisions
may be delegated by the President of the Court to
another legally trained member of the Federal Patent Court.60

3. Law Clerks and Publication of Opinions
19 Law clerks generally play a comparatively important role in Swiss courts, because they not only prepare draft materials such as bench memoranda for
the judges assigned to a particular case, but they also
participate in internal judicial deliberations (without casting a vote) and actually draft the opinions
of the court. The Federal Patent Court will be no exception to this rule,61 which is why the selection of
adequately trained law clerks by the court management62 is important in ensuring the quality of the
case law available to those who are not parties to
the proceedings and who are left to read the written opinions generated by the Federal Patent Court.

1. Non-Patent Intellectual Property Cases
23 Due to the complex jurisdictional interrelationship
between the Federal Patent Court and the cantonal
court systems to be discussed further below, the subject matter jurisdiction of the Federal Patent Court
in civil patent matters must be viewed against the
backdrop of the general system of jurisdiction for intellectual property matters in Switzerland.

20 The Court is required to inform the public about its
opinions,63 and it is likely that it will do so by publishing them on the Internet, which is important if
the Court wants to avoid the impression of generating insider knowledge in favor of attorneys and patent attorneys who happen to be part-time judges at
the expense of those who are not. Judging from the
Swiss government’s administrative statement,64 the
public can be hopeful that the Federal Patent Court
will not engage in the often unjustified practice of
anonymizing its published written opinions, which
is still the norm today, even in intellectual property and other commercial law cases. This would
greatly enhance transparency for all involved in patent litigation and patent law research, as opposed to
the current practice in which courts typically (i) try
to hide the ball by deleting patent numbers, party
names, and product names from the opinions they
release to the public and (ii) make those requesting
copies of unpublished opinions pay a fee for having
them anonymized.

24 Under the new Code of Civil Procedure, the basic
principle remains that each of the twenty-six cantons must designate a “sole cantonal instance court”
for the adjudication of all civil intellectual property
matters.69 This sole cantonal instance court may be
a commercial court, where such courts exist.70 Compared to the old system, the exclusive subject matter
jurisdiction of these twenty-six cantonal courts has
been significantly expanded to include all disputes in
connection with intellectual property law, including
issues of infringement, validity, ownership, assignment, and licensing,71 subject only to the exclusive
jurisdiction of the Federal Patent Court (see Section
2 below).72 Moreover, the sole cantonal instance
courts now also have exclusive jurisdiction over disputes relating to antitrust law, the law of company
names, and – if the amount in controversy exceeds
CHF 30’000 or if the plaintiff is the federal government – the law of unfair competition.73 In addition,
these sole cantonal instance courts also have exclusive jurisdiction with regard to provisional measures
prior to the pendency of a lawsuit in these matters,74
which is a major improvement compared to the previous system under which the cantons were free to
have different courts for proceedings on the merits
and proceedings regarding provisional measures.

III. Subject Matter Jurisdiction
21 The subject matter jurisdiction of the Federal Patent
Court is limited to civil patent matters, that is, disputes between private litigants with regard to Swiss
patents, European patents granted under the European Patent Convention and effective in Switzerland, and national supplementary protection certificates.65 Moreover, the Federal Patent Court may
also adjudicate disputes with regard to foreign patents, foreign parts of European patents, or foreign
supplementary protection certificates, always provided that the Federal Patent Court has international
jurisdiction under the applicable rules of international civil procedure.66

2

25 The question of which of the twenty-six sole cantonal instance courts can be chosen by the plaintiff to hear a particular intellectual property case
is a matter of territorial jurisdiction under the applicable rules of the Code of Civil Procedure,75 the
Code of International Private Law,76 and/or the Lugano Convention on Jurisdiction and the Recognition and Enforcement of Judgments in Civil and Commercial Matters.77
7
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2. Exclusive and Concurrent Jurisdiction

30 There are two possible courses of action once a lawsuit that falls within the scope of concurrent jurisdiction is filed with one of the twenty-six cantonal
courts rather than the Federal Patent Court. If the
defendant reacts by filing a counterclaim for invalidity or infringement with the cantonal court, the
cantonal court will have to transfer both the original action and the counterclaim to the Federal Patent Court for exclusive adjudication.84 By contrast, if
invalidity or non-infringement is merely pleaded as
a defense or if questions of validity or infringement
arise as preliminary questions relevant to the resolution of the plaintiff’s action, the cantonal court
will not permanently transfer the case to the Federal Patent Court but will instead set a deadline for
the defendant to file an invalidity or infringement
action with the Federal Patent Court and will continue its proceedings only after a final judgment85
has been handed down by the Federal Patent Court
on the issue of invalidity or infringement.86 If the
defendant fails to file such action with the Federal
Patent Court by the deadline set by the cantonal
court, the cantonal court will continue its proceedings on the plaintiff’s action and disregard any defense or preliminary question regarding validity or
infringement.87

26 A key feature of the new Federal Patent Court is that
its subject matter jurisdiction in civil patent matters is in part exclusive and in part concurrent with
the jurisdiction of the twenty-six sole cantonal instance courts.78
27 The Federal Patent Court has exclusive nationwide jurisdiction79 with regard to (i) infringement actions,
including actions for declaratory judgment of noninfringement, (ii) invalidity or nullity actions, including actions for declaratory judgment of patent
validity, (iii) actions requesting the granting of compulsory patent licenses, and (iv) requests for provisional measures relating to any of these three types
of actions if requested prior to their pendency.80 Contrary to the German system, there is and will be no
bifurcation between validity and infringement proceedings in Switzerland.
28 By contrast, the Federal Patent Court and the sole
cantonal instance courts have concurrent jurisdiction regarding civil actions that are closely related
to patents or supplementary protection certificates,
in particular disputes about ownership, assignment,
and licensing,81 and also regarding controversies involving contractual issues relating to patents or inventions that may arise in the context of research
and development agreements or consulting agreements if the services rendered under such agreements include inventive activities. In all of these
cases of concurrent jurisdiction, the plaintiff may
chose to file his or her actions either with the Federal Patent Court or with one of the sole cantonal instance courts (provided that the cantonal court of
choice has territorial jurisdiction).82

31 This rather complicated mechanism88 could have
been avoided if the Federal Patent Court had been
given exclusive jurisdiction over all actions relating to patents and supplementary protection certificates89 or if the permanent transfer rule regarding
counterclaims had also been applied to defenses or
preliminary questions.90 Instead, the system chosen
was undoubtedly inspired by the “Zurich Route”, developed by the Zurich Commercial Court in response
to the European Court of Justice’s unfortunate judgment in GAT v. LuK.91 In essence, the Zurich Commercial Court, faced with a request for cross-border injunctive relief on the basis of two Community
trademarks and a defense of invalidity, concluded
that it did not have international jurisdiction to rule
on the issue of validity under GAT v. LuK92 and decided to suspend its proceedings and set a deadline
for the defendant to initiate nullity proceedings with
a competent European court, indicating that it would
disregard the invalidity defense if no action was filed
and that it would keep the proceedings suspended
until the final resolution of the question of invalidity by a competent European court if such action was
filed within the deadline.93

29 The rationale underlying this system of subject matter jurisdiction is that the Federal Patent Court’s
technical expertise may not be needed in patent disputes that are not about validity, infringement, or
the scope of compulsory licenses. While it is generally left to the plaintiff to make that call, the Swiss
legislature recognized that technical expertise may
well be necessary depending upon the arguments
put forward by the defendant, for example, if an action for payment of outstanding patent licensing fees
brought before a cantonal court is countered with
the argument that the licensed patent is invalid or
that the product sold by the defendant is not covered by the licensed patent.83 In order not to leave
the adjudication of these defenses to the cantonal
courts in a system of concurrent jurisdiction, the
Swiss legislature devised a fairly complex procedural
mechanism for transferring all or part of a case properly filed with a cantonal court to the Federal Patent Court depending upon the defendant’s reaction
to the lawsuit in question.

2

32 The obvious problem with the Zurich Route now codified by the Act on the Federal Patent Court is that, if
taken at face value, the defendant will be forced to
file an action before the Federal Patent Court even
though the defendant chose not to take the counterclaim route, but instead to invoke the issues of
validity or infringement as a mere defense inter partes. Whether the Federal Patent Court will follow
thoughtful suggestions in legal scholarship94 on how
8
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to exert its jurisdiction while avoiding the potentially significant procedural and substantive ramifications of requiring the filing of a counterclaim95
remains to be seen.

of the panels is tailored to the particular technical
needs of the individual case at hand. If the idea underlying the limited jurisdiction of the Federal Patent Court is that its jurisdiction ought to be limited
to patents, because this is where the participation of
technical judges is beneficial, then there is no reason to deviate from this principle in the context of
non-patent counterclaims before the Federal Patent Court. These points should be taken into consideration when interpreting the general rules of
civil procedure on counterclaims, which means that
the Federal Patent Court should find that non-patent counterclaims fall outside the scope of its subject matter jurisdiction.

3. The Patent/Other IP Intersection
33 A potential drawback96 of the establishment of a specialized patent court as opposed to a court with subject matter jurisdiction over all intellectual property
cases is that patent validity or infringement actions
cannot be joined with actions based on other intellectual property rights or based on a claim of unfair
competition or antitrust law, because under the general rules of civil procedure the joining of actions requires the same court to have jurisdiction over all
actions.97 Therefore, an action relating to patent law
may only be combined with other intellectual property, unfair competition, or antitrust claims against
the same defendant if the Federal Patent Court does
not have jurisdiction, namely if the patent side of
the dispute does not involve issues of infringement
or validity, in which case one of the twenty-six sole
cantonal instance courts may hear all the actions in
one proceeding.

35 Conversely, if a plaintiff files a trademark infringement claim before a sole cantonal instance court,
for example, and the defendant subsequently files
a counterclaim for patent infringement, the sole
cantonal instance court should not, as suggested by
other authors,101 transfer both actions to the Federal Patent Court, but instead deny jurisdiction for
the patent counterclaim and proceed with the main
trademark claim, as inefficient as this may seem. As
is clear from the context of the relevant provision,
the transfer rules contained in the Act on the Federal Patent Court102 only apply to cases of concurrent
jurisdiction under the same Act,103 that is, to cases in
which the main action is an action relating to patents
rather than to intellectual property rights in general.104 By contrast, if a patent counterclaim before
a sole cantonal instance court does not involve issues of infringement or validity, the cantonal court
may hear both actions on the basis of its concurrent
jurisdiction over patent matters.105

34 It has been pointed out in the legal literature98 that
the strict jurisdictional separation between patent
matters and other intellectual property matters does
not apply to counterclaims under the general rules
of civil procedure because, if read literally, they do
not require a court to have subject matter jurisdiction over a counterclaim in order to adjudicate it,
provided that both the main action and the counterclaim are subject to the same type of proceedings.99
In other words, if a patent infringement action were
filed with the Federal Patent Court, the Court would
also have jurisdiction to decide non-patent counterclaims, such as a counterclaim for copyright or
trademark infringement. Whatever the merits of a
specialized patent court are and however much one
may have preferred to have an intellectual property
court instead, it makes little sense to have technically trained judges without adequate legal training
outside patent law participate in deciding copyright,
trademark, design, unfair competition, or antitrust
counterclaims. There is also no meaningful analogy
to the Swiss commercial courts, even though these
courts also consist of mixes of legally trained judges
and lay judges, because the latter typically represent
different fields of trade and business and are generally assigned to individual cases on the basis of their
relevant industry expertise.100 While a banker participating in a lawsuit involving banks may well add
value to the decision-making process, it is somewhat
difficult to imagine that to be the case if a chemist participates in the adjudication of a software
copyright claim. After all, the Federal Patent Court
is purposely designed to address specific problems
that arise in patent litigation, and the composition
2

4. Transitional Rules
36 The transitional rules of the Act on the Federal Patent Court are an additional source of uncertainty. As
a general matter, the rule is that cases pending before cantonal courts will be transferred to the Federal Patent Court upon its coming into existence,
provided that the “main hearing” has not yet taken
place.106 Aside from the fact that a number of cantonal codes of civil procedure did not provide for a
main hearing in the sense of the new federal rules
on civil procedure,107 the statute is unclear about (i)
who will decide about the transfer of a pending case,
(ii) whether the Federal Patent Court, if the case is
transferred, will have to continue to apply the various pre-existing cantonal procedural laws,108 and
(iii) whether a transfer is only possible if the case
falls within the exclusive rather than the concurrent
jurisdiction of the Federal Patent Court. Moreover,
it is uncertain whether the parties will be able to
conclude binding and enforceable agreements with
regard to the issues of transfer and the applicable
procedural law. Perhaps the most troublesome development for litigants is that this transfer provi9
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sion seems to have led a number of cantonal courts
to stall the patent cases currently pending before
them in order not to advance the case beyond the
point of transfer to the Federal Patent Court. It remains to be seen how the transitional provisions will
be handled by the courts.

facts and requests for relief submitted by the parties
without having the power to investigate the facts on
their own or to go beyond any party requests in adjudicating a civil case, which is particularly important in validity proceedings.117
40 Following the briefing phase and, if necessary, the
phase of taking evidence, the parties will be invited for a main hearing in order to plead their case
orally118 or to take evidence if it was not done so at
a prior hearing.119 The parties are free to waive the
main hearing if they both agree.120 After the main
hearing, if any, the court will render its decision,
which can then be appealed to the Swiss Supreme
Court as a matter of right without regard to the
amount in controversy.121 The Supreme Court reviews lower court decisions de novo with regard to
legal issues.122

C. Selected Procedural Aspects
37 As a general matter, the proceedings before the
Federal Patent Court are governed by the new federal Code of Civil Procedure, except where the Act
on the Federal Patent Court or the Patent Act contain specific rules deviating from those prescribed
by the Code of Civil Procedure.109 In the following,
I will highlight a few special procedural points regarding the proceedings on the merits and provisional measures.

2. Special Rules for the
Federal Patent Court

I. Proceedings on the Merits

41 In view of the flexibility of the general procedural
rules outlined above, there are only three notable
deviations that were deemed necessary in the context of proceedings on the merits before the Federal Patent Court.

1. General Rules
38 Proceedings on the merits in patent cases are initiated like in any other civil case, namely by the plaintiff’s filing of a court action110 by submitting a brief
containing the names of the parties and their representatives, the requests for relief, the amount in controversy, the statement of facts, the identification
of the pieces of evidence supporting the statement
of facts, and the date and signatures.111 Statements
as to the law are not required,112 but are virtually always included in the brief in a section following the
statement of facts. Upon receipt, the court will forward the plaintiff’s brief to the defendant and set a
deadline for the filing of a response brief, which will
again be forwarded to the plaintiff upon receipt.113

42 First, cases will always be managed by the President
of the Federal Patent Court or a legally trained judge
assigned by the President123 rather than by a panel
of judges as provided by the default rule under the
general rules on civil procedure.124 The underlying
idea is to enable flexible case management despite
the large number of part-time judges who will be
more difficult to coordinate efficiently than full-time
judges who have no professional obligations outside
their judicial duties.125 Note that the judge in charge
of case management may, at his or her discretion,
consult with technically trained judges who will act
as advisors without the right to vote or decide on
matters of case management.126

39 If necessary under the circumstances, which is often
the case in patent matters,114 the court may order the
exchange of further briefs,115 that is, a reply by the
plaintiff followed by a rejoinder by the defendant.
In terms of case management, the court may, at any
time, hold hearings to discuss the case, learn more
about the facts, attempt to settle, take evidence, or
prepare the main hearing.116 It was standard court
practice, at least at the Zurich Commercial Court,
that a hearing was held after the first round of briefs
in which a member of the court gave a preliminary
assessment of the case and tried to get the parties
to settle early on. It is likely that the Federal Patent
Court will adopt a similar case management strategy, given its considerable success rate in practice
and given that the new President of the Court previously sat on the Zurich Commercial Court. Note
that there are no jury trials in civil matters in Switzerland and that courts are generally bound by the
2

43 Second, being a nationwide court in a country with
multiple official languages (specifically German,
French, and Italian), the Federal Patent Court will
have to determine the language of the proceedings
in each case,127 and it will do so by considering the
language of the parties provided that it is one of the
official languages.128 Most likely, the language selection process will be regulated in more detail in the
court rules that are currently being drafted. What is
unusual about the language regime before the Federal Patent Court is that each party may still use a
different official language in its briefs and oral presentations than the one selected by the court for the
proceedings.129 If the court and the parties agree,
it is even possible to use the English language, but
with a view towards potential appellate proceedings before the Supreme Court,130 the Federal Patent
10
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Court’s opinions and orders will always have to be
rendered in an official language.131 In order to reduce
costs and improve efficiency, the court will only order translations when necessary. With regard to foreign language documents, the Federal Patent Court,
with the consent of the opposing party,132 may waive
the translation requirement, even if documents presented are not in one of the official languages (or in
English, if English was chosen as the language of the
proceedings).133 The ability to present documents in
English without translation is especially useful in
cases involving European patents protected in Switzerland that were issued in English, but not translated into any official Swiss language.134

knowledge into the judicial process transparent. In
order to guarantee adequate transparency with regard to internal technical knowledge that might influence the outcome of the proceedings, the general
rules of civil procedure require the court to disclose
internal expert knowledge in order for the parties
to comment on it.139 In addition, a special provision
requires the Federal Patent Court to take minutes of
expert statements by technically trained judges and
to allow the parties to comment on them.140
48 With regard to party expert opinions (as opposed
to court-appointed expert opinions), the state of affairs is rather unfortunate under Swiss law, because
party expert opinions will likely not be admissible
into evidence,141 as difficult as it may be in practice to
rebut an opinion by a court-appointed expert without being allowed to submit a party expert opinion.
It remains to be seen whether cutting and pasting a
party expert opinion into a party brief and then offering the party expert as an expert witness to corroborate the technical allegations in the brief142 will
be a viable workaround.

44 Third, there is a special provision with regard to
comments on the evidence in cases before the Federal Patent Court. Under the general rules of civil
procedure, it is possible for evidence to be taken during the main hearing and for the parties to be required to comment on the evidence orally at the very
same hearing unless both parties request that written submissions be made instead.135 Given that the
subject matter of evidence in patent matters is often
complicated and highly technical, forcing the parties to comment on such evidence immediately after
its presentation will hardly ever be feasible, which
is why the Act on the Federal Patent Court provides
that parties be given the opportunity to comment on
the evidence in writing upon a reasoned request.136

II. Provisional Measures
49 In most patent cases, the proceedings on the merits
described above will be preceded or at least accompanied by motions for provisional measures, in particular for preliminary injunctions. In this regard,
the new Swiss patent litigation system creates a beneficial set of uniform general rules and introduces
new devices for the pretrial taking of evidence.143

3. Technical Judges and Expert Witnesses
45 As explained above, one of the foundational characteristics of the new Swiss patent litigation system
is the idea that the technical expertise required to
resolve patent disputes should be provided by technically trained judges rather than by outside courtappointed experts, who were a major source of delay
in patent proceedings under the old system.

1. General Rules
50 As a general matter, courts will order the provisional
measures they deem necessary if the moving party
shows the likely existence (i) of an actual or impending act of infringement of its legal rights and (ii) of
irreparable harm resulting from such infringement
if a provisional measure is not granted.144 Under the
general rules of civil procedure, courts may order
any provisional measure suitable to avoid the irreparable harm in question,145 and the intellectual property statutes specify that these provisional measures
may, inter alia, consist of orders securing evidence,
orders aimed at determining the origin of goods violating intellectual property rights, orders conserving
the status quo, and – most importantly – preliminary
injunctions or seizure orders.146 In proceedings before the Federal Patent Court, the default rule is that
motions for provisional measures before and during
the pendency of a patent action will not be decided
by the panel of judges to whom a particular case has
been or will be assigned, but rather by the President
of the Court or a legally trained judge selected by the
President.147 However, if prompted by particular le-

46 Of course, this general shift towards internalizing
technical expertise does not mean that the Federal Patent Court is not allowed to rely on courtappointed experts, but it is expected that the need
for doing so will be significantly reduced by virtue of
the existence of technically trained judges, who are
assigned to each case on the basis of their expertise.
Should outside experts nevertheless be necessary,
their expert opinions must be provided in writing
and the parties must also be given the opportunity to
comment in writing on the expert opinions,137 which
is a deviation from the general rule that courts may
order expert opinions to be rendered orally (as opposed to being submitted in writing and then being
explained orally at a hearing).138
47 When there is no need for outside court-appointed
experts due to the expertise of technical judges, a
remaining concern is to keep the infusion of expert
2
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gal or technical circumstances, the judge in charge
may ask for two additional judges to join him or her
in deciding the motion for provisional measures in
question as a three-judge panel.148 Moreover, if the
understanding of the technical facts is particularly
important for the decision on provisional measures,
the motion in question must be decided by a threejudge panel.149

closed to the other party if that party actually files
a request for an ex parte order.158 Protective briefs
older than six months will be disregarded.159 While it
was possible to file protective briefs with some cantonal courts prior to the establishment of the new
patent litigation system,160 that mechanism was not
as frequently used in patent practice as one might
imagine, in part because the fragmentation of jurisdiction and the availability of forum shopping made
it difficult to predict which court would ultimately
have jurisdiction. This may well change in the future
given the Federal Patent Court’s nationwide jurisdiction,161 provided that the Court’s approach to granting ex parte orders for provisional measures is not as
restrictive as it traditionally has been in Switzerland.

51 Generally, the adverse party will be given the opportunity to be heard prior to any ruling on motions for provisional measures, always provided that
the motion in question is not obviously inadmissible or obviously unfounded, in which case it would
be dismissed or denied without first hearing the adverse party.150 However, in cases of particular urgency, provisional measures may be ordered without
prior notice to the adverse party (ex parte orders).151
This will typically be done only if immediate and irreparable harm will result to the moving party before the adverse party can be heard in opposition. If
so, a hearing must be held without delay, or the adverse party must be given the opportunity to comment in writing on the motion, before a decision is
made on whether to grant the motion and uphold
any ex parte provisional measures pending the outcome of the proceedings on the merits.152 If no patent action is pending at the time the motion for provisional measures is granted, the moving party must
file such patent action before the deadline set by the
judge; failure to do so will result in the automatic
lifting of the provisional measure.153 The granting
of motions for provisional measures may be conditioned on the moving party’s giving of security
if the adverse party may suffer any damage as a result of a provisional measure, and the moving party
is liable for any damages caused by wrongfully ordered provisional measures, although the compensation of damages may be reduced or waived if the
moving party proves that its motion was made in
good faith.154 Provisional measures issued by the Federal Patent Court may be appealed to the Swiss Supreme Court, but review is limited to the violation
of constitutional rights.155 Note, however, that provisional measures may be modified or lifted at any
time if the circumstances change or if they turn out
to be unjustified.156

2. Pretrial Taking of Evidence
53 The establishment of new procedural avenues to
obtain evidence prior to the filing of a court action brings about significant changes both in Swiss
civil procedure in general and in patent matters in
particular.162
54 While there is no common law style pretrial discovery in Switzerland, it has always been possible to
file pretrial motions for provisional measures regarding the securing of evidence, including the precise description of allegedly infringing processes or
products, but such motions have only been granted
when the moving party could show both the likely
existence of an actual or impending violation of a legal right and the likely unavailability of a particular
piece of evidence unless it be provisionally secured.
However, this procedural device could not be used
to obtain evidence for the purpose of assessing the
merits of a case prior to filing a court action, which
made patent litigation a risky business in a loserpays system where patent holders were unable to
obtain evidence to verify the existence of potentially
infringing acts. This was particularly true in cases involving process patents.163 Both the new Code of Civil
Procedure and a provision in the Patent Act newly
amended by the Act on the Federal Patent Court mitigate the problem of imperfect information and lack
of evidence during the pretrial phase.

52 Given the significant ramifications of ex parte orders
of provisional measures for the party affected by
them, the general rules of civil procedure have codified a defense mechanism developed in practice in
order to reduce the information deficit judges may
have when ruling on motions for ex parte orders. Any
party which has reason to believe that a motion for
an ex parte order of provisional measures may be
filed against it is entitled to the preemptive filing of
a protective brief containing its views on the matter
in dispute.157 In order not to provide the other party
with a checklist for the filing of its motion for provisional measures, protective briefs will only be dis2

55 More specifically, under the new general rules of
civil procedure, it is possible to have a court take
evidence as a provisional measure at any time prior
to the commencement of a court action not only for
purposes of securing evidence upon a showing of the
likely unavailability of the evidence at trial, but also
upon the moving party’s showing of a mere legitimate interest in the pretrial taking of evidence.164
The purpose of assessing the merits of a case qualifies as a legitimate interest, if the moving party
shows the likely existence of a legal claim for which
the evidence to be taken may serve as proof.165
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56 Moreover, under the Patent Act as amended by the
Act on the Federal Patent Court, the requirements
for obtaining a precise description of allegedly infringing processes, products, and means of production have been further relaxed. Under the new
rule that was in part modeled on the French “saisiedescription” (descriptive seizure order)166 and for
which the term “saisie helvétique” has been adopted
in the Swiss legal literature,167 a moving party may
request a court to order the making of a precise description solely by showing some likelihood of infringement.168 In other words, while mere suspicions
of patent infringement are not sufficient, all that is
needed is a substantiated allegation of infringement
with a certain level of evidentiary support.169 By contrast, a showing of unavailability of the evidence or
of specific legitimate interests justifying the pretrial
taking of evidence is not required, which is a significant exception from the general rules of civil procedure. Note, however, that orders for the actual
seizure (as opposed to the description) of allegedly
infringing goods or of the means for producing such
goods are still subject to the general requirement of a
showing of irreparable harm, namely that the products or means for production are about to be sold or
destroyed or modified unless they are seized prior to
the commencement of any patent action.170

ings, which should not exceed twelve to eighteen
months for proceedings on the merits, including
two to six months for proceedings regarding provisional measures.176 However, the strategy of replacing outside experts with technically trained judges
alone is hardly enough to guarantee speedy trials,
given that part-time judges with demanding attorney work schedules may not always be able to prioritize their judicial duties. Tight case management
will be indispensable. Moreover, the flipside of having a sole nationwide patent trial court instead of
several cantonal courts is that litigants will no longer be able to forum shop and will have to rely on
the Federal Patent Court no matter how well it performs. It remains to be seen whether a professional
patent court with a few procedural assets such as
the combination of validity and infringement proceedings, the use of technical judges instead of outside experts, the availability of the remedy of precise
description, and the possibility to use English as the
language of the proceedings, will turn Switzerland
into a prime venue for European patent litigation.

57 Once ordered, the “saisie helvétique” is carried out
by a member of the Federal Patent Court who may
consult with an expert and cooperate with the cantonal authorities, in particular the police.171 The
party requesting the description is allowed to participate in the process,172 unless the opposing party
shows that business or manufacturing secrets may
be disclosed as part of the description, in which case
the party requesting the description may be excluded from the process. As an additional safeguard
for the protection of business and manufacturing secrets,173 the opposing party will be given the opportunity to comment on the results of the description
process prior to the moving party’s gaining access to
these results,174 which may prompt the court to restrict access to or redact part of the results.175 Aside
from these statutory rules, the procedural details
of the “saisie helvétique” are not yet entirely clear,
and it is one of the many tasks of the Federal Patent Court to devise a workable system in this regard.

D. Conclusion
58 While the establishment of a specialized nationwide
trial court for patent matters holds the promise of
professionalizing the adjudication of patent cases
in Switzerland, it is unclear as of yet whether international patent litigants will see the Swiss Federal Patent Court as an attractive venue for patent
disputes. Much will depend on the reliability of its
case dispositions and the duration of its proceed-
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