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Editorial:
JIPITEC - Special Issue on Private 

International Law and Intellectual Property

Everybody may disseminate this article by electronic means and make it available for download under the terms and 
conditions of the Digital Peer Publishing Licence (DPPL). A copy of the license text may be obtained at http://nbn-resolving.
de/urn:nbn:de:0009-dppl-v3-en8.

Recommended citation: Editorial: JIPITEC - Special Issue on Private International Law and Intellectual Property, 
3 (2012)  JIPITEC 3, 173.

JIPITEC - Special Issue on Private International 
Law and Intellectual Property

This special issue of JIPITEC presents a collection of 
papers given at the inaugural meeting of the Interna-
tional Law Association’s (ILA) Committee on Intellec-
tual Property (IP) and Private International Law held 
at the University of Lisbon on March 15-17, 2012. The 
ILA approved to establish a new committee on IP and 
Private International Law (hereinafter “the Commit-
tee”) in 2010 to continue the ongoing discussion on 
the challenges for traditional models of adjudicat-
ing international disputes with regard to intellec-
tual property.1 These new challenges are raised by 
today’s global business models of right holders and 
intermediaries, as well as by information technol-
ogy at the disposal of users that allows worldwide 
dissemination of protected subject matter but that 
can endanger, as such, the protection of intellectual 
property. The Committee continues research efforts 
that have been started in the 2000s. The first com-
prehensive research outcome of this international 
debate has been the ‘Intellectual Property: Princi-
ples Governing Jurisdiction, Choice of Law, and Judg-
ments in Transnational Disputes’ of 2007 published 
by the American Law Institute in 2007.2 In 2011, the 
Max-Planck Institutes in Hamburg and Munich to-
gether with a group of distinguished European schol-
ars concluded a research project and published the 
CLIP-Principles on Conflict of Laws in Intellectual 
Property.3 In Asia, a group of scholars in Japan and 
Korea (the Waseda GCOE Project) published their 
own Principles on this topic in 2010,4 while another 
project team in Japan (the Transparency Project) has 
published a legislative proposal in August 2010.56 Due 
to the mature status of the international debate, the 

Committee decided to start its deliberations by tak-
ing stock of the common features of the already ex-
isting works. This challenging task was taken over 
by Paulius Jurčys, Rita Matulionytė and Benedetta Uber-
tazzi, whose reports are collected in this issue. How-
ever, the Committee has also identified new subjects 
that have not been sufficiently dealt with in the older 
projects and areas where new proposals should be 
developed. The papers by Pedro de Miguel Asensio and 
Axel Metzger explore two potential issues for further 
discussion in the Committee. The editors would like 
to thank Rita Matulionytė who assisted the editing of 
this issue.

The editors

1	 See <http://www.ila-hq.org/en/committees/index.
cfm/cid/1037> and <http://www.law.kyushu-u.ac.jp/
programsinenglish/ila2012>. 

2	 American Law Institute’s ‘Intellectual Property: Principles 
Governing Jurisdiction, Choice of Law, and Judgments in 
Transnational Disputes’ of 2007 (ALI Principles).

3	 European Max Planck Group on Conflict of Laws in Intellec-
tual Property (CLIP), Principles on Conflict of Laws in Intel-
lectual Property of 2011, <http://www.cl-ip.eu/en/pub/home.
cfm>. The CLIP-Principles will be published with comments 
and notes in early 2013 at Oxford University Press. 

4	 Members of the Private International Law Association of Ko-
rea and Japan, Principles of Private International Law on In-
tellectual Property Rights, The (Waseda) Quarterly Review of 
Corporation and Law and Society 2011, 112, 141.

5	 Transparency Proposal on Jurisdiction, Choice of Law, Recog-
nition and Enforcement of Foreign Judgments in Intellectual 
Property, October 2009, in Jürgen Basedow/Toshiyuki Kono/
Axel Metzger (eds.), Intellectual Property in the Global Arena 
- Jurisdiction, Applicable Law, and the Recognition of Judg-
ments in Europe, Japan and the US (2010), 394-402.
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International Jurisdiction in 
Intellectual Property Disputes
CLIP, ALI Principles and other Legislative Proposals in a Com-
parative Perspective

by Paulius Jurčys,  LL.M., LL.D., Kyushu University, Faculty of Law
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a vision to facilitate cooperation between the courts 
and thus make the adjudication more efficient. How-
ever, the actual practices of national courts remain 
different; moreover, the approaches adopted in the 
legislative proposals also vary. This paper provides 
for a comparative study of the abovementioned leg-
islative proposals insofar as matters concerning 
the competence of courts to adjudicate cross-bor-
der IP disputes is concerned. In particular, this paper 
touches upon the following matters: personal/in per-
sonam jurisdiction, jurisdiction to grant provisional or 
protective measures, jurisdiction in IP-related con-
tract disputes, choice of court agreements, multiple 
defendants and coordination of parallel proceedings.

Abstract:   	 The recent controversy between two 
tech giants, Apple and Samsung, illustrates the prac-
tical limitations of multi-state IP litigation: the terri-
torial nature of IP rights virtually means that most of 
the complex IP disputes have to be adjudicated be-
fore the courts of every state for which protection 
is sought. In order to streamline the adjudication of 
multi-state disputes, a number of legislative propos-
als have been prepared (including the ALI Principles, 
CLIP Principles, Japanese Transparency Proposal, 
Waseda Proposal and the Korean KOPILA Principles). 
These proposals contain detailed provisions concern-
ing matters of international jurisdiction, choice of law 
and recognition and enforcement in IP cases. More-
over, these legislativeproposals in one way or an-
other were drafted with

A. Introductory Remarks
B. General Grounds of JurisdictionC. Jurisdiction over 
Contractual Disputes
D. Jurisdiction to Order Provisional and Protective 
Measures
E. Choice of Court Agreements, Appearance of the De-
fendant 	

F. Multiple Defendants
G. Coordination of Proceedings: Lis Pendens and 
Beyond 
H. Concluding Remarks
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A.	 Introductory Remarks 

1	 Competition in creative and technology industries 
goes beyond mere innovation. In order to gain, pro-
tect or enlarge their market shares, firms employ 
various strategies (e.g. technology protection meas-
ures or patent thickets). One of the elements of this 
competition in the innovative industries is litiga-
tion: IP right holders sue alleged infringers seeking 
injunctions and compensation for damages and, on 
their behalf, alleged infringers may seek declara-
tions for non-liability. In an era when business mod-
els have transformed to the global arena, the territo-
rial nature of IP rights creates significant hurdles for 
the efficient exercise of such rights. The recent con-
troversy between two tech giants, Apple and Sam-
sung, clearly illustrates the problem: a number of 
separate suits were brought before courts of differ-
ent states (US, Australia, Japan, Korea and several 
European countries).

2	 	This paper deals with the latter aspect of the transna-
tional enforcement of IP rights: namely, enforcement 
of IP rights before the national courts. A number of 
problems related to the enforcement of multi-terri-
torial IP rights arise before the courts: Which court 
should hear the case? What is the scope of a court’s 
competence in adjudicating such multi-territorial 
IP dispute? If a court’s jurisdiction can be asserted, 
which law should be applied to the dispute? A num-
ber of legislative proposals were drafted in various 
continents with an intention to address these prob-
lems related to the transnational enforcement of IP 
rights. The first set of principles was prepared by 
the American Law Institute (the so-called ALI Prin-
ciples);1 these were subsequently followed by the Eu-
ropean CLIP Principles,2 the Japanese Transparency3 
and the Waseda Proposals as well as the Korean KO-
PILA Principles. All of these aim to propose certain 
solutions for streamlining the adjudication of mul-
ti-territorial IP disputes by establishing rules on in-
ternational jurisdiction, choice of law and the rec-
ognition and enforcement of foreign judgments in 
IP cases.

3	 	This paper was prepared for the International Law 
Association (‘ILA’) Committee on ‘Intellectual Prop-
erty and Private International Law’ meeting, which 
took place in Lisbon on 16-17 March 2012. The Com-
mittee was created in November 2010 and aims to 
analyse the current state of the legal framework 
concerning the protection of IP rights in the interna-
tional sphere. The work of the Committee is based on 
the recent comparative studies as well as the above-
mentioned legislative proposals concerning the con-
fluence of intellectual property and private interna-
tional law. One of the objectives of the Committee 
is to conduct a comprehensive study of the existing 
regulatory proposals and prepare a set of guidelines 
which could serve as a source of reference for vari-

ous international as well as national regulatory bod-
ies (e.g. Hague Conference on Private International 
law, regional or national lawmakers). The goal of the 
members of the Committee is to find a common ap-
proach towards the exercise of international juris-
diction over disputes with a foreign element; ac-
cordingly, this paper is one of the studies intended 
to set the groundwork for future deliberations.

4	 	This paper focuses only on matters related to gen-
eral aspects of international jurisdiction in IP cases. 
There are many questions related to the exercise 
of court jurisdiction: jurisdiction over in personam; 
jurisdiction over the merits; the relationship be-
tween in personam and jurisdiction over the merits 
(subject-matter jurisdiction); the court’s authority 
to hear disputes in situations where the defend-
ant is not resident in the forum state; coordination 
of parallel proceedings; and jurisdiction to order 
(cross-border) provisional and protective measures. 
(This paper does not deal with two issues: namely, ju-
risdiction in IP infringement cases and subject-mat-
ter/exclusive jurisdiction which are analysed in the 
article prepared by B. Ubertazzi in this volume.) In 
court proceedings, jurisdictional issues have to be 
determined first; if international jurisdiction is as-
serted, only then do the issues related to the appli-
cable law come into play. In any case, it should be 
emphasised that both issues – international jurisdic-
tion and the choice of applicable law – are closely in-
tertwined; or, to put it differently, the applicable law 
largely depends on which state’s court hears the case 
and on which jurisdictional ground the jurisdiction 
is exercised. 

5	 	It should also be emphasised that current court prac-
tice and existing legislative frameworks still remain 
far behind the solutions proposed in the legislative 
proposals dealing with cross-border IP matters (the 
ALI Principles, CLIP Principles, Transparency Prin-
ciples, or Waseda Principles). At the same time, it is 
also true that the legislative proposals were drafted 
with a view to influence legal processes, in particu-
lar jurisdictions. 

6	 	The solution to various problems related to inter-
national jurisdiction depends to a large degree on 
the following two considerations: first, the general 
grounds of jurisdiction (in personam jurisdiction) as 
well as doctrines which allow the courts to exercise 
their discretion in ascertaining jurisdiction (namely, 
forum non conveniens doctrine and its modifications 
and the ‘special circumstances’ test); and, secondly, 
the relationship between general grounds of juris-
diction and other bases of jurisdiction. 

7	 	The need to create a legal framework unifying is-
sues related to international jurisdiction has long 
been recognized. It is argued that many problems 
which persisted during the negotiations to draft a 
global Judgments Convention at the Hague Confer-
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ence have been clarified, at least to some extent. 
Hence, the Hague Conference for Private Interna-
tional Law is prepared to reopen the drafting process 
of the Convention.4 It has been argued elsewhere 
that work done at the Hague Conference provides a 
solid basis for discussing issues related to interna-
tional IP jurisdiction matters.5

B.	 General Grounds of Jurisdiction: 
In Personam Jurisdiction, 
Defendant’s Domicile and 
Exclusionary Mechanisms

2001 Hague Draft of the Judgments Convention;6 Articles 
2:101 and 2:2601 CLIP Principles; Section 201 ALI; Articles 
103 and 107 Transparency Principles; Articles 201, 202, 211 
and 212 Waseda Principles; Articles 2, 8, 9 KOPILA

8	 The issue of ascertaining jurisdiction over the dis-
pute is one of the most complex ones. In countries 
with developed economic systems, the court practice 
has evolved over decades, if not centuries. Hence, 
existing jurisdiction rules and practices have to be 
viewed in the light of domestic cultural, historical, 
legal and economic contexts. In this regard, some 
important comparative studies have already been 
conducted by distinguished scholars.7 The discus-
sion in the following section will be more compara-
tive as regards the legislative proposals, and rather 
more descriptive in depicting the existing legal sys-
tems in different states. 

I.	 Differences 

1.	 General Grounds of Jurisdiction: 
Domicile or Habitual Residence? 

a)	 Natural Persons

9	 As a starting point, a comparison of the four legisla-
tive proposals reveals that the basic connecting fac-
tor for determining jurisdiction in personam differs. 
The 2001 Hague Draft, ALI, CLIP and Waseda Princi-
ples adopt the ‘residence’ as a general ground of ju-
risdiction over the defendant. In addition to the ‘ha-
bitual residence’ (Art. 9), the Korean Principles also 
require a court to establish a ‘substantial connec-
tion’ between the forum state and the party or the 
case (Art. 8). However, the Transparency Principles 
refer to the ‘domicile’ of the defendant. 

10	 	It should be noted that there is another slight dif-
ference in the terminology. Namely, some legislative 
proposals refer to the ‘habitual residence’ of the de-
fendant (Art. 2:201 CLIP and Art. 201 Waseda), while 

the ALI Principles simply refer to the ‘residence’ of 
the defendant (Art. 201(1)). Whether the terminolog-
ical differences could actually lead to different prac-
tical outcomes is discussed below.8 In this regard it 
should be noted that the 2001 Hague Draft as well as 
the Korean Principles contain a special rule that re-
quires establishing the existence of ‘substantial con-
nection between the parties or the dispute’ and the 
forum state (Art. 18(1) of the 2001 Hague Draft and 
Art. 8(1) KOPILA). 

b)	 Legal Persons

11	 The ALI and the CLIP Principles establish essentially 
the same definitions of ‘habitual residence’ of legal 
persons. The residence of a natural person is consid-
ered to be the state in which the person is habitually 
found or maintains significant professional or per-
sonal connections. Besides, the notion of ‘residence’ 
of a legal person is further clarified by positing that 
it is in any state in which (a) it has a statutory seat; 
(b) it is incorporated or formed; (c) its central ad-
ministration is located; or (d) it maintains its prin-
cipal place of business (S 201(3) of the ALI Principles 
and Arts. 2:601(2) and 2:601(3) of the CLIP Princi-
ples). In addition, the CLIP Principles specify that 
the ‘habitual residence of a natural person acting 
in the course of a business activity shall, for actions 
related to that activity, also be the principal place 
of business’. From the literal wording of the provi-
sion, it appears that the Waseda and Korean Princi-
ples establish a broader definition of ‘residence’ of 
a legal person.9 

12	 	As mentioned above, the Transparency Principles 
establish ‘domicile’ as a connecting factor and state 
that in cases ‘where the defendant is a corporation, 
association, or foundation, the courts of Japan shall 
also have international jurisdiction when the de-
fendant’s principle office is in Japan’ (Art. 103(2)). 

2.	 Branches, Agencies or Business Offices 

13	 There are also differences with regard to jurisdiction 
over branches, agencies or business offices. Clear ju-
risdiction rules dealing with this issue are provided 
in the CLIP Principles (Art. 2:207), the Transpar-
ency Principles (Art. 106) and the Waseda Principles 
(Art. 202). A ‘hidden’ jurisdiction rule could also be 
found in the ALI Principles.10 Even though the termi-
nology of the provisions differs slightly, the legisla-
tive proposals essentially adopt a restrictive approach 
and allow a court to assume territorially limited ju-
risdiction over branch, agency or other form of busi-
ness offices, provided, however, that the jurisdiction 
could be asserted only over claims related to the ac-
tivities of the branch in the forum state. 
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3.	 Court Discretion and Insufficient 
Grounds for Jurisdiction

14	 There are two main areas of difference with regard 
to the court discretion to decline jurisdiction over the 
dispute. First, some legislative proposals contain spe-
cial rules enumerating connecting factors which, if 
taken alone, are considered to be insufficient for a 
court to assert jurisdiction over the dispute. Secondly, 
some legislative instruments contain other kinds of 
discretionary provisions which generally empower the 
courts to decline jurisdiction. These are two possible 
approaches of ensuring that courts hear cases that are 
closely related with the forum state. 

a)	 Insufficient Grounds of Jurisdiction

15	 Among the legislative proposals, the ALI, Waseda and 
Korean Principles contain special provisions enu-
merating grounds that are considered not sufficient 
for a court to assert jurisdiction (S. 207 ALI, Art. 212 
Waseda, and Art. 8(2) KOPILA). Essentially, the in-
sufficient bases of jurisdiction are the same among 
these three principles. 

16	 	On the other hand, such a list of insufficient grounds 
of jurisdiction is not explicitly provided in the CLIP 
Principles and the Transparency Principles. How-
ever, the mere formal absence of such insufficient 
grounds does not necessarily mean that the drafters 
of the CLIP Principles or the Transparency Principles 
intended to allow the courts to exercise exorbitant 
jurisdiction. Insofar as the CLIP Principles are con-
cerned, the drafting objectives as well as their back-
ground could better explain the approach adopted. 
Namely, the CLIP Principles aim to substitute and 
provide for improvements to the existing Brussels/
Lugano framework where some explanations with 
regard to the exorbitant grounds of jurisdiction 
could be found in the jurisprudence of the CJEU. As 
for the Transparency Principles, some other provi-
sions – namely ‘exception based on public-interest 
policy (Art. 109)’ – empower the courts to exercise 
some degree of discretion in asserting jurisdiction.11 

b)	  Discretion to Decline Jurisdiction

17	 The 2001 Hague Draft contains a special provision 
which could be seen as an additional rule empower-
ing the court to decline jurisdiction in certain cases. 
Article 22 of the 2001 Hague Draft is entitled ‘Ex-
ceptional circumstances for declining jurisdiction’ and 
bears a resemblance to the forum non conveniens doc-
trine as it has been developed by courts of common 
law countries. More particularly, this rule stipulates 
that in exceptional circumstances the court may, upon 
application by a party, suspend its proceedings if it is 
clearly inappropriate for that court to exercise juris-

diction and if a court of another state has jurisdiction 
and is clearly more appropriate to resolve the dispute. 
The court shall take into account the following fac-
tors: (a) any inconvenience to the parties in view of 
their habitual residence; (b) the nature and location 
of the evidence, documents and witnesses, as well as 
the procedures for obtaining such evidence; (c) appli-
cable limitation or prescription periods; and (d) the 
possibility of obtaining recognition and enforcement 
of any decision on the merits (Art. 22(2)). If the court 
decides to suspend its proceedings, it shall decline to 
exercise jurisdiction if the court of the other state exer-
cises jurisdiction, or proceed with the case if the court 
of the other state decides not to exercise jurisdiction. 

18	 Two Japanese legislative proposals also entrench pro-
visions granting the court discretion to decline juris-
diction over the case. Article 211 of the Waseda Prin-
ciples refers to the so-called ‘special circumstances’ 
test, which allows the court to dismiss the whole or 
part of the action if it finds that there are some spe-
cial circumstances that would impinge upon the fair-
ness between the parties or obstruct due process or 
prompt trial. The ‘special circumstances’ doctrine was 
developed by Japanese (and Korean) courts and also 
found its place in newly adopted rules on interna-
tional jurisdiction.

19	 The drafters of the Transparency Principles were also 
aware of the significance of this doctrine to the ac-
tual practice of Japanese courts. However, the mem-
bers of the transparency working group were slightly 
more reserved towards the breadth of the special cir-
cumstances test. Therefore, Article 119 of the Trans-
parency Principles adopts a much narrower form of 
the ‘special circumstances’ and refers to ‘public-in-
terest policy’ which would allow the Japanese courts 
to decline jurisdiction only in those situations where 
the trial would be ‘manifestly more appropriate’ in 
foreign states.

4.	 Relationship between Personal 
Jurisdiction and Jurisdiction 
over the Merits

20	 Another significant difference concerns the under-
lying conceptual structure of the legislative pro-
posals. This difference is about the relationship be-
tween personal (in personam) jurisdiction over the 
defendant and jurisdiction over the merits of the 
case (subject-matter jurisdiction). The ALI Princi-
ples were drafted in the light of the principles ex-
isting under United States law. Therefore, the idea 
that a court should have both personal and sub-
ject-matter jurisdiction persists in the ALI Princi-
ples.12 Other principles (CLIP, Transparency, Waseda, 
KOPILA) were drafted in the light of different legal 
background, namely, the positive laws of the coun-
tries that do not formally have the requirement to 
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establish both jurisdiction over the persons and sub-
ject-matter jurisdiction. 

II.	 Rationale 

1.	 General Grounds of Jurisdiction: 
Domicile or Habitual Residence? 

21	 It has been shown above that the legislative propos-
als adopt different connecting factors for the deter-
mination of general jurisdiction. It was also noted 
that only the Transparency Principles use the de-
fendant’s domicile as a connecting factor. This dif-
ference could be explained by the specific purpose of 
the Transparency Principles. Namely, the Transpar-
ency Principles were drafted with an intention to in-
fluence the legislative process of modernizing rules 
on civil jurisdiction that had been on-going at the 
Ministry of Justice of Japan. This could partly justify 
why the connecting factor of the defendant’s dom-
icile was adopted as the main connecting factor in 
the Transparency Principles. However, a closer look 
to Article 4(2) of the Code of Civil Procedure shows 
that Japanese law does not always require the estab-
lishment of the ‘defendant’s domicile’: if the domi-
cile of the defendant is not known, the defendant’s 
residence could be used as a ground for establishing 
jurisdiction (Art. 4(2)).

22	 Nevertheless, the Waseda Principles do not follow 
the definitions and terminology used in the Japanese 
Code of Civil Procedure. One of the reasons for this 
was that the scope of the Waseda Principles was to 
cover not only Japan but other states in the South-
East Asian region as well. Accordingly, the connect-
ing factor of ‘residence’ was adopted in the Waseda 
Principles.

23	 It should also be noted that the definition of habitual 
residence for legal persons was first provided in the 
Hague Draft Convention: Article 3(2) states that ha-
bitual residence of ‘an entity or person other than a 
natural person’ shall be in the state (a) where it has 
its statutory seat; (b) under whose law it was incor-
porated or formed; (c) where it has its central ad-
ministration; or (d) where it has its principal place 
of business.13 This definition was also adopted in 
the ALI Principles (S 201(3)) and is also essentially 
the same as the provision of the CLIP Principles 
(Art. 2:601(2)). By establishing ‘habitual residence’ 
as a ground for general jurisdiction, the CLIP Prin-
ciples depart from the Brussels I Regulation, which 
refers to the domicile of the defendant. The CLIP no-
tion of ‘habitual residence’ was drafted in the light 
of Article 19(1) of the Rome I Regulation and Article 
23(2) of the Rome II Regulation. 

2.	 Branches, Agencies or Other 
Business Offices 

24	 One of the elements of personal jurisdiction is re-
lated to actions against branches, agencies or other 
forms of business establishments in the forum state. 
However, the existence of a branch (of the defend-
ant) in the forum state is considered a supplemen-
tary ground of jurisdiction. This is especially clear in 
civil law states, where jurisdiction over branches or 
agencies is often defined as an ‘alternative’ ground 
of jurisdiction. This is the main reason why the 
courts that assert jurisdiction usually are hearing 
claims only related to the activities of that particu-
lar branch or agency.

25	 	It was mentioned above that despite slight termino-
logical differences, all legislative proposals contain 
special jurisdiction rules for actions concerning the 
activities over branches and agencies. It should be 
noted that essentially all legislative proposals fol-
low the same approach: if the location of the branch 
or agency is the sole ground of jurisdiction, then a 
court’s competence to decide extends only to issues 
concerning the activities which can be directly at-
tributed the that branch or agency (see Art. 9 of the 
2001 Hague Draft;14 Art. 2:207 CLIP; Art. 106 Trans-
parency; Art. 202 Waseda). 

3.	 Court Discretion and Insufficient 
Grounds for Jurisdiction 

a)	 Substantial Connection and 
Insufficient Grounds of Jurisdiction

26	 The 2001 Hague Draft as well as the KOPILA re-
quire the existence of the substantial connection 
between the parties of the dispute and the forum 
state (Art. 18(1) of the 2001 Hague Draft and Art. 8(1) 
KOPILA). In the 2001 Hague Draft this requirement 
of substantial connection was considered to be one 
of the legal tools to avoid situations where a court 
exercises exorbitant jurisdiction. In order to avoid 
such overly broad adjudicatory authority, the Hague 
Draft provided for grounds of jurisdiction which are 
considered to be insufficient for the exercise of in-
ternational jurisdiction. In other words, insufficient 
grounds of jurisdiction (such as a plaintiff’s nation-
ality or the service of a writ to the defendant in the 
forum state) were considered not to prove the ex-
istence of a substantial connection between the dis-
pute/the parties and the forum state.15 

27	 It is also necessary to highlight one peculiar feature 
concerning the structure of the 2001 Draft of the 
Hague Convention. The reason why the separate list 
of insufficient grounds of jurisdiction was included 
in the Hague Draft is as follows: Article 17 of the 2001 
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Hague Draft provided that courts can assert juris-
diction over the dispute under the domestic law of 
the forum state. Therefore, the drafters considered 
it vital to the maintenance of certain degree of fore-
seeability to limit the situations where the courts 
exercise jurisdiction over cases that do not have a 
substantial relation to the forum state. 

b)	 Court’s Discretion to Decline Jurisdiction

28	 One of the main reasons for disagreement among 
the delegates at the Hague Conference was related to 
the scope of a court’s discretion in deciding whether 
it should assert jurisdiction over the case. The 2001 
Hague Draft not only contained a list of grounds that 
are not sufficient to exercise international jurisdic-
tion, but also a special rule in Article 22 which could 
be seen as a codified version of the forum non conven-
iens doctrine.16 This rule evinces an attempt to strike 
a balance between jurisdiction methods in civil and 
common law countries. While civil law countries 
generally prefer predictability and legal certainty 
provided by jurisdiction rules, common law coun-
tries commend courts with a broader discretion in 
deciding whether to assert their authority over the 
dispute or not. 

29	 A closer comparison reveals a notable development 
in the legislative proposals for the adjudication of 
multi-state IP disputes. Namely, the Japanese Trans-
parency and Waseda Proposals were drafted in light 
of the on-going reform of international civil proce-
dure rules in Japan; therefore, these two legislative 
proposals still contain some rules granting certain 
discretion to the courts in deciding on the existence 
of international jurisdiction. Yet the need to assure 
greater certainty and efficiency in adjudicating mul-
ti-state IP infringement facilitated a move towards 
replacement of discretionary rules with rules on co-
ordination. This is most obvious in the CLIP and the 
ALI Principles. These two legislative proposals do 
away with Article 22 of the 2001 Hague Draft, instead 
providing for certain rules on court discretion and 
a set of jurisdictional provisions for coordination of 
multi-state IP proceedings (Arts. 2:701-2:706 of the 
CLIP Principles and SS 221-223 ALI).

c)	 ‘Special Circumstances’ Test 
and Its Limitations

30	 The discretion of a court to dismiss the case appears 
to be much narrower in the Transparency Princi-
ples. While the Waseda Principles appear to fol-
low the ‘special circumstances test’ as established 
in the practice of Japanese (and Korean17) courts, 
the Transparency Principles refer to the ‘excep-
tion based on public-interest policy’ (Art. 109). The 
drafters of the Transparency Principles were con-

cerned that an overly broad notion of ‘special cir-
cumstances’ results in great uncertainty. As a result, 
the parties can hardly anticipate the court’s deci-
sion whether international jurisdiction would be as-
serted over a particular case or not. The reduction 
of uncertainty was considered to better suit the in-
terests of private litigants. Accordingly, the notion 
of ‘public-interest policy’ was introduced and should 
be seen as a narrower version of the ‘special circum-
stances’ test. According to the commentary, ‘pub-
lic-interest policy’ should be understood as a much 
narrower concept of ‘public policy’ or ‘ordre public’. 
Hence, certain factors that fall under the ambit of the 
‘special circumstances’ test (e.g. financial inequality 
between the parties) are not always relevant in mul-
ti-state IP disputes. ‘Public-interest policy’ refers to 
the public interests of the foreign state. Therefore, 
according to the Transparency Principles, Japanese 
courts should dismiss the case when it is clear that 
a decision of a Japanese court could not be enforced 
in a particular foreign state.18

III.	International Context 

1.	 In Personam Jurisdiction 
in the US and Canada

31	 The principles of asserting international jurisdic-
tion in the United States were first developed by 
the courts. In International Shoe Co v Washington, the 
United States Supreme Court decided that in per-
sonam jurisdiction may be asserted if the defend-
ant had sufficient minimum contacts with the fo-
rum and such exercise of jurisdiction did not offend 
traditional notions of fair play and substantial jus-
tice.19 The ‘minimum contacts’ requirement is met 
if the defendant purposefully availed himself of the 
privilege of conducting activities within the forum 
state, thus invoking the benefits of protection of its 
laws. Accordingly, a US court can assert personal ju-
risdiction over a corporation that delivers its prod-
ucts into a stream of commerce with the expecta-
tion that they will be purchased by consumers in 
the forum state.20 

32	 As in other common law jurisdictions, the forum non 
conveniens doctrine has often been invoked before US 
courts. In the US law, forum non conveniens requires 
the court to consider two elements: first, the exist-
ence of an alternative forum that has jurisdiction to 
hear the case; and, second, which forum would be 
most convenient and where the adjudication of the 
dispute would best serve the ends of justice.21 In de-
ciding whether it is convenient to decide the case, 
the court must weigh public and private interests, 
which include access to proof, availability of witness, 
and all other practical problems that would make the 
trial of the case easy, expeditious and inexpensive.22 
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Yet the fact that foreign law would have to be ap-
plied is not sufficient to dismiss a case.23 In the con-
text of copyright infringement, the United States 
courts tend to hold that if an allegedly infringing 
act occurred abroad and the dispute arose between 
foreign nationals, there are strong policy concerns 
to allow dismissal of an action on the grounds of the 
forum non conveniens doctrine.24 

33	 In order to hear a dispute pertaining to foreign IP 
rights, Canadian and US courts could exercise their 
adjudicative authority if they have both in personam 
and subject-matter jurisdiction. In personam jurisdic-
tion requires the court to determine whether a par-
ticular defendant has sufficient contacts with the 
forum state to justify the court’s exercise of its au-
thority over that defendant. Subject-matter jurisdic-
tion means that a court has to determine whether 
an actionable claim has been stated.25 As a matter 
of procedural law, in the United States the plaintiff 
bears the burden of proving the existence of both 
personal and subject-matter jurisdiction.26 The sub-
ject-matter jurisdiction requirement would usually 
mean that Canadian and US courts are not compe-
tent to hear disputes concerning the validity and in-
fringement of foreign IP rights. 

2.	 Jurisdiction over the 
Defendant in the EU

34	 Article 2 of the Brussels I Regulation27 provides for 
a general jurisdiction rule according to which per-
sons domiciled in a Member State shall be sued in the 
courts of that Member State (the so-called actor sequi-
tur forum rei principle). This general rule conferring 
jurisdiction on the Member State court of the defend-
ant’s domicile would be applicable even if the plain-
tiff did not have residence in the EU.28 The rationale 
behind this general ground of jurisdiction based on 
the defendant’s domicile is to make it easier for a de-
fendant to defend himself.29 

35	 The Brussels I Regulation contains no autonomous 
rules for the determination of the place of domicile of 
natural persons. Instead, Article 59 stipulates that the 
domicile of a natural person has to be determined ac-
cording to the internal law of the forum. If a party is 
domiciled in another Member State, the court shall ap-
ply the law of that state in order to determine whether 
a party is domiciled there.30 It should also be noted 
that the court’s jurisdiction, based on the defendant’s 
domicile, is applied regardless of the nationality of the 
defendant, and even if the plaintiff is domiciled out-
side of the EU or EFTA. As far as legal entities are 
concerned, Article 60(1) of the Brussels I Regulation 
and the revised Lugano Convention establish an au-
tonomous notion of domicile. In particular, they stip-
ulate that a company or other legal person or associa-
tion of natural persons is domiciled at the place where 

it has its (a) statutory seat; (b) central administration; 
or (c) principal place of business.31 

36	 In addition, Article 5(5) of the Brussels I Regulation32 
establishes a special ground of jurisdiction and pro-
vides that in disputes arising out of the operations 
of a branch, agency or other establishment, a person 
domiciled in a Member State may be sued in another 
Member State in which the branch, agency or other es-
tablishment is situated. In one of its early judgments, 
the CJEU decided that efficacy of the administration 
of justice requires that Article 5(5) be interpreted in 
an autonomous and restrictive manner.33 The CJEU 
further decided that for the purposes of establishing 
international jurisdiction over the parent body at the 
place of its branch, agency or establishment, such 
branch, agency or establishment should be subject 
to the direction and control of the parent body.34 In 
other words, the branch, agency or other establish-
ment must appear to third parties as an easily discern-
ible extension of the parent body.35 In its early prac-
tice the CJEU also provided for a clarification of the 
notion of ‘operations’ of the branch, agency or other 
establishment which should, inter alia, mean (1) ac-
tions relating to undertakings which have been en-
tered into at the place of business of the branch in the 
name of the parent body and which are be performed 
in the Member State where the place of business is 
established, and (2) actions concerning non-contrac-
tual obligations arising from the activities in which 
the branch has entered at the place in which it is es-
tablished on behalf of the parent body.36 

37	 The rule conferring jurisdiction upon the courts of 
the state of the defendant’s domicile can be dero-
gated from only in situations prescribed in the Brus-
sels I Regulation itself (Art. 3). Accordingly, a court 
of a Member State may exercise its jurisdiction over 
a foreign defendant, if there is one of the special or 
exclusive grounds of jurisdiction or if the jurisdic-
tion is based on the parties’ choice of court agree-
ment (Arts. 5–31 of the Brussels I Regulation). Such 
‘cardinal’ importance of a defendant’s domicile as 
a general ground of jurisdiction was confirmed by 
the CJEU, which decided that other jurisdiction rules 
(Arts. 5–31) are merely exceptions to Article 2 and 
thus have to be interpreted restrictively.37 In addition, 
the general jurisdiction rule of the domicile of the de-
fendant in a Member State cannot be overcome on the 
basis of national law.38 The purpose of such a frame-
work of international jurisdiction is based on legal cer-
tainty and predictability considerations. Foreseeabil-
ity of the results also explains why doctrines such as 
forum non conveniens were not endorsed by the Eu-
ropean legislator.39 

38	 In cross-border IP litigation, the question then arises 
with regard to the relationship of different grounds 
of jurisdiction. In particular, it might be questioned 
whether the territorial nature of IP rights would not 
prevent the courts from hearing disputes involving 
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foreign IP rights. According to the prevailing opin-
ion, the principle of a defendant’s domicile (actor se-
quitur forum rei) applies equally with regard to ac-
tions concerning IP rights. Therefore, the court of the 
country where the defendant is domiciled can assert 
jurisdiction over actions involving claims related not 
only to infringements of domestic IP rights, but also 
claims concerning foreign IP rights (e.g. when IP-in-
fringing acts have occurred in another Member State 
or in a non-EU state). This approach appears to be a 
well-established practice by domestic courts of many 
EU Member States and is supported among the ma-
jority of academics.40 Hence, in cases where foreign 
IP rights are infringed by acts committed abroad, the 
Brussels/Lugano regime allows the suing of the de-
fendant (alleged infringer of IP rights) before the 
courts of an EU Member State if the defendant has a 
domicile there. This is also the prevailing approach 
in cases involving Internet-related infringements of 
IP rights.41

39	 The same principle where a court of a Member State 
has jurisdiction pursuant to Article 2 of the Brussels I 
Regulation is also applicable with regard to actions 
concerning unitary Community IP rights. For instance, 
Article 97 of the Community Trade Mark Regulation 
provides that all infringement actions and actions for 
declaration of non-infringement (if such actions are 
permitted under national law) shall be brought in the 
courts of the Member State in which the defendant is 
domiciled or, if the defendant is not domiciled in any 
of the Member States, in which the defendant has an 
establishment.42 Only if the defendant is neither dom-
iciled nor has an establishment in any of the Mem-
ber States shall such proceedings be brought in the 
courts of the Member State in which the plaintiff is 
domiciled or has an establishment. In addition, Arti-
cle 98(1) stipulates that such a competent court shall 
have jurisdiction in respect of acts of infringement 
committed or threatened within the territory of any of 
the Member States. The same principle also applies 
with regard to Community design rights43 and Com-
munity plant variety rights.44

40	 The jurisdiction of the court in IP-related cases based 
upon Article 2 of the Brussels I Regulation covers 
all manner of IP disputes, except those related to the 
registration or validity of foreign IP rights. Under the 
existing interpretation of the Brussels I Regulation, 
issues such as registration or validity fall under the 
exclusive jurisdiction of courts of the granting state 
and have to be adjudicated even if issues relating to 
the registration or validity of IP rights arise as a pre-
liminary question. Some national reporters noted that 
the prevailing approach is that courts of the defend-
ant’s domicile can also order cross-border injunctions 
in IP infringement cases.45

41	 One other related question concerns the scope of ju-
risdiction of the court on the basis of the defendant’s 
domicile. The landmark judgment that sheds some 

light on this issue is the Shevill case of the CJEU.46 
In Shevill the dispute related to the protection of per-
sonality rights, which were allegedly infringed by the 
distribution of a journal in several Member States. 
Some authors indicate that the prevailing approach is 
to apply the Shevill jurisprudence also to multi-state 
IP infringements.47 Accordingly, the court which as-
serts jurisdiction on the ground that the defendant is 
resident in the forum country (Art. 2 of the Regula-
tion) is competent to decide upon the entire damage 
that arose from an infringement of parallel IP rights in 
the forum state and other states, given that the harmful 
event causing damage occurred in the forum country. 
However, it should be noted that in such a case, the 
court would have to apply the laws of different for-
eign countries for which the protection is sought. If 
the jurisdiction of the court is based upon the opera-
tions of the branch (Art. 5(5) of the Regulation), and 
the damage or the harmful event occurred in another 
country, the court would have jurisdiction only with 
regard to the damage sustained in the forum country.48 

42	 On the other hand, it should be noted that the domestic 
case law on this issue is scarce or does not exist at all, 
and that the territorial nature of IP rights might proba-
bly be interpreted as limiting the court’s jurisdiction to 
decide only claims related to the damage sustained in 
the forum country.49 However, for example, Swedish 
courts would determine the overall damage if the in-
fringing acts were committed in Sweden.50 The same 
principles are also established with regard to Com-
munity IP rights: namely, the court which has juris-
diction based upon the defendant’s domicile is com-
petent to hear claims related to acts of infringement 
committed or threatened within the territory of any of 
the Member States (Art. 98 of the Community Trade 
Mark Regulation, Art. 83 of the Community Designs 
Regulation and Art. 101(2) of the Community Plant 
Variety Rights Regulation).

43	 The Brussels/Lugano regime does not extend to situ-
ations where neither of the litigants is resident in any 
EU Member State. In such cases, the domestic courts 
of the EU and the EEA states would assert interna-
tional jurisdiction following the rules of the forum 
state (Art. 4(1) of the Regulation). The domicile of the 
defendant is acknowledged as the general ground of 
international jurisdiction in domestic statutes of many 
EU Member States.51 Some EU Member States (the 
Netherlands52 and Spain) have aligned their domes-
tic jurisdiction provisions to the Brussels/Lugano re-
gime. For instance, in Spain, Organic Law 6/1985 was 
adopted on the basis of the Brussels Convention of 
1968; hence, Spanish courts would assert jurisdiction 
over parties who are domiciled in third states, follow-
ing the same principles applied in internal EU situa-
tions.53 It should also be noted that some national re-
ports of EU Member States highlighted the fact that 
although national courts would apply the provisions 
of their domestic statutes in order to assert interna-
tional jurisdiction, the application of domestic law has 
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been largely influenced by EU law and the jurispru-
dence of the CJEU.54

44	 Yet not all EU countries follow principles similar to 
those laid down in the Brussels/Lugano instruments. 
The courts of the United Kingdom would assert ju-
risdiction if the claim could be validly served to the 
defendant. Insofar as jurisdiction over the ‘overseas 
companies’ with a branch in the UK is concerned, UK 
courts would have to follow specific provisions of the 
Companies Act of 2006 and the Overseas Companies 
Regulations of 2009.55 In France, Articles 14 and 15 
of the Civil Code establish nationality of the plaintiff 
or defendant as a ground for asserting international 
jurisdiction. These grounds could be invoked only, 
firstly, if there are no alternative grounds of interna-
tional jurisdiction and, secondly, upon the request of 
the plaintiff.56 

45	 Insofar as a court’s competence to decide over damage 
claims arising from multi-state IP infringement is con-
cerned, the legal situation would be less clear in cases 
involving defendants domiciled in third countries. UK 
courts, for instance, would have unlimited jurisdiction 
to determine the damage sustained in foreign coun-
tries provided that the defendant can be served with-
out leave and that the forum non conveniens doctrine 
does not apply.57 

46	 One of the main features of the Commission’s Pro-
posal to reform the Brussels I Regulation is the ex-
tension of the scope of application to cases where the 
defendant is not domiciled in a Member State (so-
called ‘subsidiary jurisdiction’). The Commission re-
quested the preparation of a study concerning the 
possibility of applying special jurisdiction rules of 
the Regulation in cases involving defendants who are 
domiciled outside of the EU58 based on the consider-
ation of further legislative options. If the proposal to 
extend the personal scope of the application of the 
Brussels I Regulation with regard to defendants resi-
dent in non-EU states was adopted, this would mean 
that the same principles which had been developed 
for intra-Community situations would be applica-
ble also in cases brought against defendants domi-
ciled in third states. This would harmonise matters 
which had so far been left to Member States’ domes-
tic legislation, and thus would contribute to more le-
gal certainty. 

a)	 Jurisdiction over Defendant 
in Japanese Law 

47	 The 1890 Japanese Code of Civil Procedure does not 
provide for any specific provisions determining in-
ternational jurisdiction. Therefore, the main princi-
ples concerning the exercise of international jurisdic-
tion were developed court practice. It was not until 
May 2011 that Japan’s Parliament amended the CCP 
and introduced specific rules on international jurisdic-

tion. These newly adopted rules were to a large extent 
based on the longstanding Japanese court practice. 

48	 One of the landmark judgments of the Supreme 
Court was handed down in 1981, in the so-called Ma-
laysia Airlines case.59 This case established the main 
principles of determining whether and under what 
circumstances Japanese courts can assert jurisdic-
tion in disputes with a foreign element. In Malay-
sia Airlines, an action was brought by the relatives 
of Japanese passengers killed in a plane crash on a 
Malaysian domestic flight. The plaintiffs’ action for 
compensation of damages, brought before a Japa-
nese court, was challenged mainly on jurisdictional 
grounds. The plaintiffs argued that Japanese courts 
have international jurisdiction based on the place 
of performance of contractual obligations. In addi-
tion, it was submitted that the defendant had his 
place of business in Tokyo. On his behalf, the defen-
dant challenged the international jurisdiction of Ja-
panese courts. 

49	 The Supreme Court found that Japanese courts 
should have international jurisdiction over an ac-
tion. Namely, the Supreme Court noted that in the 
absence of clear provisions on international jurisdic-
tion that would assist in rendering the decision, ru-
les on domestic jurisdiction envisaged in the Code 
of Civil Procedure should be interpreted in light of 
the principle of jōri (reasonableness, justice) and ap-
plied appropriately to determine international juris-
diction in cross-border disputes. The Court remar-
ked that the defendant was engaged in economic 
activities in Japan, had appointed a representative 
in Tokyo and had a place of business there.

50	 Since the Malaysia Airlines case, lower courts in Ja-
pan have made minor modifications to the doctrine. 
The so-called ‘special circumstances test’ was de-
veloped to allow Japanese courts some discretion in 
applying general rules in the event that certain spe-
cific facts would justify deviation. In their decisions, 
the lower courts followed the concept that in cases 
where it is possible to establish the existence of one 
of the grounds of the venue, according to the provi-
sions of the CCP, the principle of jōri also mandated 
acknowledgement of the court seised having inter-
national jurisdiction. However, such a general prin-
ciple was subject to certain limitations: the exercise 
of international jurisdiction would not be possible if 
it were to conflict with the principle of fairness bet-
ween the parties or prevent prompt and speedy ad-
judication of the dispute. The special circumstances 
test meant that the court should consider various is-
sues related to the conduct of the proceedings be-
fore asserting international jurisdiction. Such issues 
may be related to the collection of evidence, the he-
aring of witnesses, issuance of interim orders and so 
on. The change of approach was welcomed by the 
bar and academics, who applauded the fact that the 
determination of the existence of international ju-
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risdiction would mean a more case-specific investi-
gation of matters pertaining to the assertion of in-
ternational jurisdiction.

51	 The special circumstances test was later approved 
by the Supreme Court in the so-called Family case.60 
In this case the plaintiff was a Japanese legal entity 
engaged in the business of importing cars and car 
parts into Japan. The plaintiff concluded a contract 
with the defendant (a Japanese national domiciled 
in Germany), according to which the defendant was 
entrusted to purchase cars from various European 
countries, ship them to Japan and undertake other 
market research activities. For this purpose, a special 
account was opened to which the plaintiff transfer-
red more than 90 million Yen. Over time, the plaintiff 
became concerned that the entrusted money was not 
being managed properly. Hence, the defendant was 
requested to continue the payments for cars purcha-
sed by means of letters of credits. In addition, the 
defendant was requested to return the money from 
the fund. Later, the plaintiff filed a suit before the 
Chiba District Court for the repayment of money, 
arguing that this court was competent to hear the 
dispute because the place of performance of obliga-
tion was the plaintiff’s headquarters. The defendant 
pleaded that since the requested amount had been 
transferred, the obligation in question was perfor-
med, and therefore the Japanese court had no juris-
diction over the dispute. 

52	 In its decision on the existence of international ju-
risdiction, the Supreme Court proceeded from the 
statement that even in cases where the defendant 
is not resident in Japan, Japanese courts may no-
netheless have international jurisdiction over dis-
putes if there is a connection between the dispute 
and Japan. Besides, the Supreme Court added that 
‘international jurisdiction may be denied if there are some 
special circumstances where the conduct of court procee-
dings in Japan is against the idea of fairness between the 
parties, [or prevents] prompt and speedy adjudication of 
the dispute’. In the case at hand, the Supreme Court 
found that the contract was concluded in Germany 
and the defendant was entrusted to engage in vari-
ous commercial activities in Germany; there was no 
explicit agreement between the parties regarding 
either the place of performance of obligation or the 
governing law. The Court decided that the place of 
performance of the contract was in Japan, and the 
governing law of the contract should be Japanese 
law; therefore, international jurisdiction of the Japa-
nese courts could be asserted. However, the Supreme 
Court took into account that the defendant could not 
be aware that the claim for the performance of con-
tractual obligations could be brought before Japa-
nese courts. Moreover, the court referred to the fact 
that the defendant had been living in Germany for 
the last 20 years prior to the dispute; and since the 
plaintiff was a legal corporation, the filing of an ac-
tion should not be an excessively burdensome task. 

Based on these considerations, the Supreme Court 
came to the conclusion that a decision to exercise 
international jurisdiction over the dispute would be 
against the principle of fairness, and would prevent 
prompt and speedy adjudication of the dispute; th-
erefore, they decided to decline international juris-
diction over the dispute.

53	 The new Japanese rules on international jurisdiction 
are to a large extent built upon the domestic juris-
diction rules established in the CCP and the prac-
tice of Japanese courts. The members of the working 
group in charge of the preparation of international 
jurisdiction rules agreed that the principle accord-
ing to which the action shall be brought before the 
courts of the defendant’s domicile (actor sequitur fo-
rum rei) properly balances the interests of the par-
ties, and therefore should be followed. Accordingly, 
with regard to actions against natural persons, Ar-
ticle 3-2 of the CCP (2011) establishes that Japanese 
courts have international jurisdiction if the person 
against whom the action is brought has a domicile in 
Japan. In a case when the defendant has no domicile 
or the domicile is unknown, Japanese courts have in-
ternational jurisdiction if the person against whom 
the action is brought has a residence in Japan. The 
notion of ‘domicile’ should be interpreted in light 
of Article 22 of the Japanese Civil Code as meaning 
long-standing contacts with Japan, whereas ‘resi-
dence’ implies temporary relationships with Japan.61

54	 	Article 4(4) of the CCP provides for domestic grounds 
of territorial jurisdiction for actions against legal 
persons. More precisely, Article 4(4) establishes that 
actions against legal entities shall be brought before 
courts where the legal entity has its principal office 
or principal place of business. Further, Article 4(4) 
establishes that in the case where the place of the of-
fice or business is not known, the action can also be 
brought before a court of the place where the rep-
resentative or person in charge of the business has 
a domicile. Accordingly, Article 3-2(iii) of CCP (2011) 
establishes that Japanese courts shall have jurisdic-
tion with regard to actions against a legal entity or 
any other association or foundation when the legal 
entity or any other association or foundation has its 
principal office or place of business in Japan; or, if 
the place of business is not known or does not exist, 
the representative or other persons in charge of the 
business have their domicile in Japan. Further, Arti-
cle 3-3 provides, inter alia, that actions against per-
sons who have their office or place of business can 
be brought before Japanese courts but only with re-
gard to commercial activities in Japan.

55	 In addition, Article 3-9 of the CCP (2011) codified the 
special circumstances test developed by the Japanese 
courts. Hence, according to this provision Japanese 
courts would have the discretion to decline interna-
tional jurisdiction over either part of or the whole 
action, if it appears that there are some special cir-
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cumstances affecting the fairness between the par-
ties or prompt and speedy adjudication of the dis-
pute. These general jurisdiction rules also apply with 
regard to cross-border IP disputes.

IV.	Discussion 

1.	 General Grounds of Jurisdiction and 
Court’s Discretion: The Method Adopted

56	 The comparative analysis shows that at least in the 
legislative proposals, as well as in the international 
arena, there is a trend towards the adoption of ‘ha-
bitual residence’ as a general ground of jurisdiction. 
In the literature and previous legislative proposals, 
four main reasons in support of the adoption of ‘ha-
bitual residence’ as a connecting factor and not the 
domicile have been proposed. Firstly, the Explana-
tory Report to the 2001 Draft of the Hague Judgments 
Convention noted that habitual residence as a con-
necting factor is ‘more reliable in a factual sense’.62 
Secondly, ‘habitual residence’ has been used in draft-
ing other international conventions related to ju-
risdiction of courts. Thirdly, it has been argued that 
compared to domicile, habitual residence is less com-
plex and easier to apply. Fourthly, habitual residence 
grants more legal certainty. In the light of these con-
siderations, it could be argued that there are strong 
reasons in favour of adopting ‘habitual residence’ as 
a general ground of jurisdiction. 

57	 There is another set of questions that has to be 
solved: namely, how to deal with the definition 
and interpretation of the general connecting factor 
adopted. The first possibility is to provide a defini-
tion of the habitual residence of the defendant in 
the text of the proposed instrument (guidelines). 
The definition should address three following issues:

•	 habitual residence of natural persons;

•	 habitual residence of legal persons; and 

•	 habitual residence of a branch, agency or other 
establishment. 

58	 Some further explanations, examples and guide-
lines of interpretation could be provided in the com-
mentary. The approach to provide black-letter defi-
nitions of habitual residence or provide for some 
guidelines in the commentary deserves more sup-
port than the second approach, namely, to leave the 
definition of the habitual residence up to the law of 
the forum country.

59	 The second possible approach is not to provide any 
definitions or explanations in the commentary. This 
would threaten the uniform application of the future 

instrument, especially if the courts are left to inter-
pret provisions based on their national laws.

60	 	Most of the private international law instruments 
contain a rule of general jurisdiction according to 
which a defendant can be sued in the state in which 
that person is habitually resident.63 Habitual resi-
dence of the defendant provides for a solid basis of 
jurisdiction in multi-state IP cases as well. Namely, 
the defendant’s habitual residence perfectly bal-
ances the interests of the IP right holders and the 
defendant who has the opportunity to defend him-
self in his home courts. This approach is also adopted 
in the CLIP Principles (2:101), which departed from 
the domicile rule as it is established in Article 2 of the 
Brussels I Regulation. The members of the CLIP work-
ing group saw no need to deviate from this well-es-
tablished principle: the other alternative ‘pro-right 
holder approach’ was considered unfair because it 
would practically give too much weight to the plain-
tiff’s decision where to institute the proceedings.

2.	 Close Connection and 
Discretion of a Court

61	 Contemporary jurisdictional theory has been focus-
ing on the tension between two main approaches: 
predictability and ease of administration versus lit-
igation justice.64 These policy choices have signifi-
cant implications to the design of jurisdiction rules 
and connecting factors that are used. The first ap-
proach – favouring easy administration and predict-
ability of litigation outcomes – would require use of 
few, or, if possible, one objective connecting factor. 
Such a connecting factor would be general and not 
dependent on particular circumstances of the case. 
The second approach – favouring fairness and litiga-
tion justice – would mandate the adoption of a flex-
ible and case-specific connecting factor (e.g. ‘mini-
mum contacts’ or ‘purposeful availment’)

62	 In the ideal world, jurisdiction rules should offer easy 
administration, predictability as to the outcomes 
and procedural fairness. Yet in practice, policy goals 
are in tension. Rules that use a single connecting fac-
tor, such as service of process or a defendant’s dom-
icile/habitual residence, offer great predictability 
but could raise serious fairness-related concerns. On 
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the other hand, a ‘minimum contacts’ rule would be 
case-specific but offer little legal certainty. 

63	 	It should be recalled that one of the reasons for the 
failure of the Hague Judgments Convention was dis-
agreements about the general principles of inter-
national jurisdiction. Clear-cut jurisdiction rules in 
civil law tradition countries stood in contrast to the 
flexible forum non conveniens-oriented approach of 
common law jurisdictions. Besides some develop-
ments with regard to jurisdiction in Internet-re-
lated cases, recent comparative studies show that 
the practice of national courts remains based on the 
same principles. 

64	 	A closer analysis of the legislative proposals unrav-
els two significant features. Firstly, there is a clear 
tendency to move away from the defendant’s domi-
cile towards the habitual residence of the defendant. 
Secondly, there have been many attempts to develop 
principles that limit the adjudicatory jurisdiction of 
courts only to cases which are significantly related 
to the forum state. This has been done by providing 
a list of connecting factors which, if applied alone, 
would not prove the existence of close connection 
between the dispute or the parties and the forum 
state. Another example of an attempt to limit the 
overly broad court discretion in deciding upon its ju-
risdiction to hear the case is provided in the Trans-
parency Principles. Namely, transparency principles 
depart from the ‘special circumstances’ test as it has 
been known in the practice of Japanese courts and 
offer a more restricted ‘public-interest policy’ test. 

65	  The question of how to balance predictability with 
court discretion remains one of the main tasks in the 
area of international jurisdiction.

3.	 The Scope of the Court’s Jurisdiction

66	 Situations in which the court asserts international 
jurisdiction over the defendant(s) have significant 
implications to the scope of the court’s jurisdic-
tion. More precisely, when a court has jurisdiction 
over the dispute on the basis of the defendant’s res-
idence/domicile in the forum state, the court will 
have cross-border jurisdiction. This principle, ac-
cording to which in personam jurisdiction confers 
upon the court cross-border powers over the dis-
pute, is acknowledged in all IP-related legislative 
proposals. For example, Article 9 of the KOPILA pro-
vides inter alia that a court of the state where the 
defendant has a habitual residence ‘shall have ju-
risdiction over any and all cases related to intellec-
tual assets’. 

67	 	Habitual residence of the defendant in the forum 
state usually would mean that the court will also 
have jurisdiction to decide with regard to the assets 
or IP rights which are protected in foreign states. 

Namely, a court of the state where the defendant 
has habitual residence will have jurisdiction to or-
der cross-border provisional and protective meas-
ures; decide claims related to foreign IP rights; or 
consolidate proceedings against multiple, including 
foreign, parties. 

68	 	It follows that the court’s jurisdiction based on the 
defendant’s habitual residence has wider implica-
tions on the overall structure of international ju-
risdiction of courts to hear cross-border IP dis-
putes. Therefore, it might be worthwhile to consider 
whether rules concerning general grounds of juris-
diction over the defendant should also clarify the 
scope of the court’s jurisdiction. There are two 
possible ways to address this issue: first, a special 
black-letter rule could be added to the proposed text; 
secondly, regardless, of whether the proposed text 
contains a black-letter rule indicating the court’s ju-
risdiction, this point should be clearly explained in 
the commentary (if any) or a preamble. A compara-
tive study of the recent legislative proposals shows 
that this part has been explained only in the context 
of other (special) jurisdiction provisions and has not 
been analysed in the context of the general grounds 
of jurisdiction. 

C.	 Jurisdiction over 
Contractual Disputes

Art. 6 of the 2001 Hague Draft; Section 205 ALI Principles; 
Art. 2:201 CLIP Principles; Art. 103 Transparency Princi-
ples; Art. 204 Waseda Principles; Art. 12 KOPILA

I.	 Differences

1.	 Terminology and Scope of 
Jurisdiction Provisions

69	 All legislative proposals except the 2001 Hague 
Draft contain IP-specific jurisdiction rules for dis-
putes over contracts. In practice, the exploitation 
of IP rights could be structured in a great variety 
of contractual arrangements. Therefore, compar-
ing the terminology used in the legislative proposals 
may be helpful to determine the material scope of ju-
risdiction provisions. 

70	 	Firstly, the terminology used in the headings of the 
abovementioned provisions differs. For instance, the 
2001 Hague Draft and the Waseda Principles refer to 
‘contracts’ while the CLIP Principles refer to ‘mat-
ters relating to a contract’. The other two proposals 
contain more specific headings: the Transparency 
Principles refer to ‘actions concerning license agree-
ments’ whereas the ALI Principles refer to ‘agree-
ments pertaining to IP rights’. 



2012 

 Paulius Jurčys

186 3

71	 Secondly, a slight difference in terminology is also 
used in the text of each jurisdiction rule. For exam-
ple, the 2001 Hague Draft is to cover ‘contracts’. The 
ALI and the Waseda Principles are almost identical 
and refer to agreements/contracts transferring or li-
censing IP rights. Similarly, the Transparency Prin-
ciples refer to ‘license agreements for IP rights’. The 
CLIP Principles refer to ‘contracts having as their 
main object the transfer or license of an IP right’.

72	 	This difference in the terminology adopted leads to a 
further question concerning the material scope of the 
jurisdiction rules: What kinds of contracts are covered 
by the jurisdiction provisions? A merely formal read-
ing of the jurisdiction rules implies that the scope 
of these rules also differs. At first glance, it may ap-
pear that Article 6 of the 2001 Draft of the Hague 
Judgments Convention applies to any contracts.65 
On the other hand, the remaining four proposals em-
ploy more specific language; their common goal to 
deal with cross-border IP disputes might imply that 
they should be applicable to IP-related contracts. 

73	 In light of the fact that in practice IP rights can be-
come a part of a great variety of contractual arrange-
ments, the terminology adopted in the CLIP Princi-
ples brings about another question: Does a transfer 
or assignment of an IP right have to be the main ob-
ject of the contract? Other legislative proposals do 
not contain any specific requirement that a contract 
must have as its main object the transfer or assign-
ment of IP rights. 

2.	 Connecting Factor: Place of 
Performance, Place of Protection, 
Place of Exploitation, or…? 

74	 A closer comparative analysis of the legislative pro-
posals highlights a clash between two approaches. 
The first approach provides for a more general con-
necting factor of the ‘place of performance of ob-
ligation’. This approach is followed in Article 6 of 
the 2001 Hague Draft. Some reflections of this ap-
proach could be also noted in para. 1 of Article 2:201 
of the CLIP Principles. The second approach supports 
the determination of international jurisdiction on 
the ground of a more specific ‘activity-based’ con-
necting factor. Such IP-specific connecting factors 
are established in the ALI Principles (section 205), 
Transparency Principles (Art. 102), Waseda Princi-
ples (Art. 204) and the Korean Proposal (Art. 12). A 
similar trend to provide for a more IP-oriented con-
necting factor is also apparent in the CLIP Princi-
ples (para. 2 of Art. 2:201). It should be nevertheless 
noted that the terminology of these legislative in-
struments varies. While the ALI and Waseda Princi-
ples refer to the place of ‘exploitation’ or ‘enforce-
ment’ of IP rights, the CLIP Principles point to the 
‘[s]tate for which the license is granted’. Accord-

ing to the Transparency Principles, Japanese courts 
have jurisdiction over contracts concerning IP rights 
‘granted under Japanese law’.

3.	 Territorial Reach of Court’s Jurisdiction 
and Possible Grounds for Consolidation

75	 One further difference between the proposals con-
cerns the territorial reach of a court’s jurisdiction. 
On the one hand, the ALI, CLIP and Waseda Principles 
make it clear that when jurisdiction over the IP-re-
lated contract disputes provisions is the sole ground 
of jurisdiction, the court is competent to decide only 
claims concerning IP rights transferred for the fo-
rum state.66 The two other legislative instruments 
(namely, the 2001 Hague Draft and the Transparency 
Principles and KOPILA) do not clearly deal with this 
question. Nevertheless, the comments to the Trans-
parency Principles explicate that in situations where 
a contract covers IP rights in several states, actions 
brought under Article 104 before a Japanese court 
should be limited to the obligations concerning IP 
rights protected under the Japanese law.67 So only 
the 2001 Hague Draft now clearly posits whether the 
sole connecting factor of the ‘place of performance 
of contractual obligation’ would limit a court’s juris-
diction to claims concerning obligations which have 
to be performed in the forum state. 

76	 	On the other hand, all legislative proposals allow 
consolidation of disputes concerning contracts for 
transfer of IP rights for several states before a court 
of the defendant’s domicile. The Transparency Prin-
ciples also provide for a possibility to consolidate ac-
tions which are objectively related (Art. 110(1)) or to 
bring an action before the courts of a defendant’s 
domicile (Art. 101).

4.	 Infringement Claims Arising out 
of a Contractual Relationship 

77	 In practice, it may happen that the contract-related 
claims as well as claims for infringement of IP rights 
are brought to the same court. The question is then 
whether a court has jurisdiction to hear infringe-
ment-related claims as well as contractual claims. 
The legislative instruments do not clearly deal with 
this issue. Only the CLIP Principles establish a spe-
cific provision which affirms a court’s jurisdiction to 
hear ‘infringement claims arising out of a contrac-
tual relationship’ (Art. 2:201(3)). The ALI Principles, 
for example, in the commentary to Section 205 in-
dicate that the question whether a court can hear 
infringement claims should be determined accord-
ing to the provisions dealing with jurisdiction over 
IP infringement actions.
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II.	 Rationale 

1.	 Terminology and the Scope of 
Jurisdiction Provisions

78	 Different regulatory objectives could better ex-
plain some of the discrepancies between the termi-
nology used in these legislative instruments. The 
Hague Draft was to become an international treaty 
with a general application. Accordingly, Article 6 
was drafted in rather general language in order to 
cover various types of contracts. Yet the question of 
the applicability to IP matters also persisted when 
the 2001 Draft was prepared. It should be noted that 
in the 1999 Hague Draft, two alternative jurisdiction 
rules were entrenched. Alternative A provided for a 
general ‘activity-based jurisdiction’ rule, which should 
have encompassed various kinds of contracts.68 More 
precisely, it stipulated that a plaintiff may bring an 
action in contracts in the courts of the state in which 
the defendant has conducted or directed frequent 
or significant activity. This rule would be applica-
ble only if the claim is based on a contract directly 
related to that activity.69

79	 Alternative B followed the ‘characteristic perfor-
mance’ approach. It stipulated that a plaintiff may 
bring an action in contracts in the courts of a state in 
which: (a) in matters related to the supply of goods, 
goods were supplied; (b) in matters related to the 
provision of services, services were provided; or 
(c) in matters related both to the supply of goods 
and the provision of services, performance of the 
principal obligation took place in whole or in part. 
The characterisation of which of these rules to fol-
low should be made under the national law.70 This ju-
risdiction rule should have been applied also if only 
part of the goods or services were supplied in the 
forum state, which means that a plaintiff may have 
several available forums to file a suit. The 1999 Hague 
Draft did not provide for any definition of goods, 
services or place of performance of an obligation. 
Hence, the court will also have to apply forum law if 
it is necessary to determine the place of the supply of 
goods or the provision of services. According to the 
Explanatory Report, a jurisdiction rule concerning 
contracts for the supply of goods should also have in-
cluded subcontracting, letting, leases and other con-
tracts concerning the supply of goods. In addition, 
however, the supply of goods provision did not cover 
contracts concerning the sale of company shares or 
IP rights.71

80	 Since the latter approach (Alternative B) was adopted 
in the 2001 Draft of the Hague Convention, it follows 
that jurisdiction over contracts concerning IP rights 
should be determined according to lit (c), i.e. the 
court would have to determine where the principal 
obligation was wholly or partly performed. 

2.	 Connecting Factor: Place of 
Performance, Place of Protection, 
Place of Exploitation, or ... ? 

81	 It was noted above that all the legislative propos-
als adopt an IP-specific ‘activity-oriented’ connect-
ing factor. This could be explained by the regulatory 
objectives of these legislative proposals: namely, to 
provide for a set of special rules for adjudication of 
multi-state IP disputes. Only the 2001 Hague Draft of 
the Judgments Convention was intended to apply to 
a wide range of civil and commercial cases. Accord-
ingly, the connecting factor used in Article 6 of the 
2001 Hague Draft employs a connecting factor of the 
‘place of performance of obligation’. 

82	 	Similarly, the CLIP Principles were drafted in light 
of the rules established in the Brussels I Regulation. 
The material scope of the Brussels I Regulation cov-
ers ‘civil and commercial’ disputes. Based on this 
‘path dependency’72 approach, the CLIP Principles 
replicate the connecting factor of the place ‘where 
the obligation in question is to be performed’. The 
CLIP Principles go a step further and adopt a special 
rule for jurisdiction over disputes concerning con-
tracts having as their main object the transfer or li-
cense of IP rights. This rule clarifies that, unless oth-
erwise agreed between the parties, the state where 
the obligation in question is to be performed is con-
sidered the state for which the license is granted or 
the right is transferred (Art. 2:201(2) CLIP). This rule 
is an autonomous definition and has to be inter-
preted independently from the laws of the Mem-
ber States.

83	 According to some of the commentaries of the leg-
islative proposals, a connecting factor pointing to 
the ‘place of exploitation’ or the ‘place of enforce-
ment’ of IP rights is ‘more appropriate’ for jurisdic-
tion rules pertaining to IP-related contracts. It is ar-
gued that the place of performance of a contract in 
many cases will coincide with the place where the 
IP right ‘is to be enforced’. Furthermore, the ‘place 
where IP right is exploited’ is a connecting factor 
which is closely related to the factual circumstances 
of the case.73 ‘Activity-oriented’ connecting factors 
helps to confer jurisdiction upon courts of the state 
which are best situated to access the evidence rele-
vant to the dispute.74 

3.	 Territorial Reach of Court’s Jurisdiction 

84	 It was noted in the previous section that all legisla-
tive proposals except the 2001 Hague Draft take a 
restrictive approach with regard to a court’s juris-
diction to hear claims related to the exploitation of 
foreign IP rights. Namely, in situations where the ex-
ploitation of IP rights in the forum state is the only 
ground for a court to assert jurisdiction over the dis-
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pute, the court should have authority only to de-
cide claims related to IP rights exploited in the fo-
rum state. One of the possible reasons behind such 
a limitation of jurisdiction is that the courts of the 
state where IP rights are exploited are best situated 
to access the evidence relevant to the dispute. This 
approach also helps to avoid situations where the 
courts assert exorbitant jurisdiction over disputes 
involving exploitation of IP rights in multiple states.

4.	 Infringement Claims Arising out 
of a Contractual Relationship 

85	 Most of the commentaries do not clearly address 
whether a court hearing contractual claims can also 
hear claims related to infringements. Besides the 
CLIP Principles (Art. 2:201(3)),75 other legislative pro-
posals remain silent on this issue. One of the pos-
sible ways of dealing with this matter is to exam-
ine whether the court could also hear infringement 
claims pursuant to the rules concerning jurisdiction 
over infringements. This appears to be the solution 
adopted in the ALI Principles. 

III.	International Context 

1.	 Jurisdiction over Contract-
Related Disputes in the EU

a)	 Interpretation of Article 5(1)

86	 Special jurisdiction rules concerning actions related 
to the performance of contractual obligations are es-
tablished in Article 5(1)(a) of the Brussels I Regula-
tion.76 This provision stipulates that a person who is 
domiciled in a Member State can be sued in matters 
related to contracts in the courts of the state where 
the obligation in question has to be performed. Be-
sides, some more specific rules are established in Ar-
ticle 5(1)(b). The first rule stipulates that in the case 
of the sale of goods, the place of performance is the 
Member State where, under the contract, the goods 
were delivered or should have been delivered. The 
second rule deals with service contracts and states 
that the place of the provision of services is in the 
Member State where the services were provided or 
have been provided. If the contract at hand is nei-
ther a sales contract nor a contract for the provision 
of services, the Brussels I Regulation again indicates 
that the general rule – according to which the juris-
diction should be asserted according to the perfor-
mance of the characteristic obligation – shall be ap-
plied (Art. 5(1)(c)).

87	 Jurisdiction of the courts of the place where the obli-
gation in question has to be performed is based upon 

the assumption that such a place is most closely con-
nected to the forum.77 In addition, the place of per-
formance of obligation was intended to provide for 
a clear and precise connecting factor.78 However, 
in cases where complex contracts are involved, the 
clarifications introduced in the Brussels I Regulation 
provided little assistance for the determination of 
the characteristic obligation as well as the place of 
performance of obligation. Hence, national courts 
in numerous instances referred to the CJEU with re-
quests to render preliminary rulings concerning the 
interpretation of Art. 5(1). 

88	 In the Tacconi case, the CJEU clarified the material 
scope of Article 5(1). In this case, the question was 
whether an action, whereby the plaintiff seeks to es-
tablish a pre-contractual liability of the defendant, 
falls within the ambit of Article 5(1) or Article 5(3) of 
the Brussels Convention. The plaintiff sought com-
pensation for damages allegedly caused by the de-
fendant in breach of the duty to act honestly and 
in good faith during the contractual negotiations. 
The CJEU decided that for Article 5(1) to apply, it 
is essential to identify the obligation and the place 
where the obligation had to be performed. Further, 
the CJEU noted that Article 5(1) does not cover sit-
uations where there is a lack of obligation freely as-
sumed by one party to another.79 As a result, an ac-
tion concerning the pre-contractual liability of the 
defendant was considered to fall under the ambit 
of Article  5(3), which applies to matters relating 
to tort, delict or quasi-delict, and not Article 5(1), 
which establishes jurisdiction based on the place of 
performance.80

89	 For the purposes of international jurisdiction, the 
CJEU refused to interpret Article 5(1) of the Reg-
ulation as referring to a particular obligation of a 
contract.81 Instead, the CJEU noted that the term 
‘obligation’, as used in Article  5(1), implies only 
the obligation which forms the basis of court pro-
ceedings and which corresponds to the contractual 
right upon which the plaintiff’s action is grounded.82 
Hence, in cases where the plaintiff seeks dissolution 
of a contract and compensation for damages, Arti-
cle 5(1) would only be applicable if the court could 
identify the obligation which the plaintiff is reliant 
upon.83 

90	 By adopting a narrow approach to determining the 
obligation which forms the basis for a claim, the CJEU 
intended to limit situations where courts of several 
states have jurisdiction over the same action.84 Fur-
thermore, it means that a court does not have inter-
national jurisdiction to hear the whole action based 
on the ground of several obligations of equal rank 
and arising from the same contract if, according to 
the choice-of-law rules of the forum, one of those ob-
ligations is to be performed in the forum state and 
the others in additional Member States.85 
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91	 In the case of Tessili, the CJEU decided that the place 
of performance of the obligation in question shall be 
determined by the court seised according to the law 
which governs the obligation in question. In particu-
lar, the governing law should be determined by the 
choice-of-law rules of the forum state.86 The refer-
ence to the governing law also encompasses situa-
tions where, according to the law of the forum, the 
governing law has to be determined according to 
‘uniform laws’ applicable in the forum state.87 The 
CJEU had also decided that for the purposes of Arti-
cle 5(1), the contracting parties are allowed to spec-
ify the place of performance of an obligation.88 Yet 
this place of performance must have a real connec-
tion with the substance of the contract.89

92	 In applying Article 5(1), the CJEU has emphasised 
principles of legal certainty and predictability, so 
that a normally well-informed defendant should be 
able to reasonably foresee where that defendant may 
be sued.90 Hence, the place of performance of obliga-
tions in the case of contracts which are neither sales 
nor services contracts shall be determined accord-
ing to the law governing the obligation which is con-
sistent with the conflicts provisions of the court sei-
sed.91 If a contractual obligation is to be performed in 
a number of places, for the purposes of Article 5(1), 
a single place of performance for the obligation in 
question must be identified. The CJEU held that in 
such a case, the place where the obligation giving 
rise to the action is to be performed will normally be 
the most appropriate for deciding the case.92 

93	 In practice, there may be situations where it is not 
possible to determine which court has the closest 
connection to the place of performance. It may be 
questioned, for example, where the place of perfor-
mance is in the case of sales contracts involving a 
carriage of goods clause. The CJEU had previously 
decided that the national court should initially con-
sider the provisions of a contract and, if the place 
of performance is not evident, the place where the 
goods are physically transferred or should have been 
transferred must be considered as the place of per-
formance in terms of Article 5(1)(b).93 Further, as for 
a non-competition clause without any geographi-
cal limitations, the CJEU found that in cases where 
it is not possible to identify a link to one particular 
forum, the general rule of a defendant’s domicile 
should be applied.94

94	 In the case of Color Drack, there were several places 
of delivery of goods within one Member State. The 
question that arose in that case was whether a plain-
tiff can bring an action against a defendant in the 
courts of the place of delivery of its choice with re-
gard to all deliveries in that state. The CJEU found 
that the place of performance in that case had to be 
the place ‘with the closest linking factor between 
the contract and the court having jurisdiction’, the 
closest linking factor being determined on the ba-

sis of economic criteria.95 Notably, this approach ap-
plies with regard to both kinds of contracts: namely, 
contracts for the sale of goods and contracts for the 
provision of services.96 Yet if such a close link can-
not be identified, the plaintiff can choose in which 
court to bring an action. According to the CJEU, al-
lowing the plaintiff to decide the court would not un-
dermine the interests of the defendant, who would 
in any case be sued in one of the courts of the state 
where goods were delivered.97

95	 Besides, there may be controversies concerning sev-
eral obligations of equal rank, and each of those obli-
gations shall have to be performed in different Mem-
ber States. The CJEU held that in such circumstances 
the court of every state where a particular obligation 
has to be performed will have jurisdiction to hear ac-
tions which are based on that particular obligation. 
Therefore, the court of one state does not have juris-
diction to hear claims concerning obligations which 
were performed in another state, even if such obli-
gation arises from the same contract.98 The CJEU was 
aware of the inefficiencies related to such a restric-
tive interpretation of Article 5(1); however, it noted 
that the plaintiff always has the right to bring an ac-
tion before the courts of a defendant’s domicile pur-
suant to Article 2 of the Regulation.99

96	 There may often be complex situations where the 
contract indicates that obligations are to be provided 
in several states. It may also be that the contract does 
not expressly indicate where the obligation has to be 
performed. In such circumstances, national courts 
shall take factual aspects and evidence of the dis-
pute into consideration to determine the place of 
performance of the obligation.100 In the case of con-
tracts for the provision of services in several states, 
a national court would have to identify (i) the place 
where the main provision of services is to be carried 
out, and (ii) the place with the closest linking factor 
between the contract in question and the court hav-
ing jurisdiction.101 The CJEU has provided an illustra-
tion of how these principles should be applied in the 
two following kinds of service contract. First, if the 
place of the provision of services is not clearly stip-
ulated in a commercial agency contract, the place 
of performance should be the state where the agent 
is domiciled.102 Second, as regards contracts for the 
transportation of passengers, the place of perfor-
mance of services is at the place of either departure 
or arrival of the aircraft.103 

b)	 Relationship Between Different 
Sub-paragraphs of Article 5(1)

97	 A number of issues arose with regard to the rela-
tionship between different sub-paragraphs of Ar-
ticle 5(1). According to lit (c), Article 5(1)(a) applies 
when contractual action does not fall under lit (b). In 
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order to apply the special rule established in lit (b), 
the court would have to classify the contract as ei-
ther a contract for the sale of goods or a contract for 
the provision of services. If the contract cannot be 
classified as either of these two types, the general 
rule established in lit (a) must be applied.104 In other 
words, sub-paragraph (a) is applicable with regard 
to all other contracts which cannot be classified as 
contracts for the sale of goods or provision of ser-
vices. Further, a systematic interpretation of Arti-
cle 5(1) implies that for sub-paragraph (b) to apply, 
two requirements must be fulfilled: first, the place 
of delivery of goods or provision of services must be 
in a Member State; and, second, the place of deliv-
ery of goods or provision of services must be estab-
lished in the contract. If a court finds that a contract 
is a sales or services contract, lit (b) shall be applied 
even if the place of performance of obligation is in 
several Member States. 

98	 The notion of a contract for the sale of goods was ex-
plained in the case of Car Trim. The CJEU noted that 
Article 5(1)(b) does not provide for any definition 
of sales of contract services. Therefore, it is neces-
sary to identify the obligation which characterises 
the contract in question. In Car Trim, it was decided 
that contracts for the sale of goods are also contracts 
where the purchaser specifies special requirements 
concerning the provision, fabrication and delivery of 
goods, and the seller is responsible for the quality of 
the goods and their compliance with the contract.105 

99	 The CJEU also delivered several judgments concern-
ing the jurisdiction over actions related to the pro-
vision of services. Since the Regulation does not es-
tablish any definition of the ‘provision of services’, 
the CJEU explained that the concept of the provi-
sion of services implies that the party who is pro-
viding services should at least fulfil a particular ac-
tivity in return for remuneration.106 In the case of 
Wood Floor, the CJEU confirmed that for the pur-
poses of Article 5(1) of the Regulation, commercial 
agency contracts should be considered as contracts 
for the provision of services.107 However, in its land-
mark judgment in Falco, the CJEU decided in the case 
of a contract for the exploitation of IP rights that 
the owner of an IP right does not perform any ser-
vices.108 As a result, the contract was not considered 
a contract for the provision of services within the 
context of Article 5(1).109

2.	 Jurisdiction in Contract-
Related Disputes in Japan

100	If an action concerns the performance of contractual 
obligations, Japanese law provides that the courts of 
the place where the obligation has to be performed 
shall have jurisdiction. This is entrenched in Arti-
cle 5(1) of the Japanese CCP. Similar to other juris-

diction rules, Article 5(1) was originally perceived to 
allocate the domestic jurisdiction of Japanese courts. 
Yet the Japanese courts applied this provision to 
cases with a foreign element as well.110 Jurisdiction 
based on the place of performance of contractual ob-
ligations was initially established in the practice of 
the lower courts in cases concerning the recognition 
and enforcement of foreign judgments.111 Gradually 
the place of performance became generally acknowl-
edged as a ground for international jurisdiction and 
was applied together with the so-called special cir-
cumstances test.112 

101	The rationale of conferring jurisdiction to the courts 
of the place where the obligation has to be per-
formed is that these are the proper courts, not only 
to decide issues of performance of the obligation, but 
also to gather evidence or interrogate witnesses. In 
addition, it is said that a jurisdiction based on the 
place of performance also serves the interests of the 
defendant, increases the foreseeability in commer-
cial transactions and is in line with the principles 
of fair trial.113

102	As in other states, a number of controversial issues 
exist with regard to the performance of the obliga-
tion as a ground for international jurisdiction. First, 
the prevailing opinion is that the place of perfor-
mance of the obligation should be determined by 
the law of the state which governs the contract.114 
In many cases, Japanese courts would refer to Arti-
cle 484 of the Japanese Civil Code that applies the 
law of the creditor’s/plaintiff’s domicile and accord-
ingly confers jurisdiction upon the courts of the state 
where the creditor is domiciled.115 Secondly, there 
is no prevailing opinion concerning the scope of 
the court’s jurisdiction. Some have argued that Ar-
ticle 5(1) applies only to actions concerning the per-
formance of contractual obligations and does not 
cover tortuous and other kinds of claims. Hence, 
claims concerning tortuous acts have been brought 
according to infringement jurisdiction rules.116 The 
other argument is that a court of the place of perfor-
mance is competent to hear contractual and other 
kinds of claims which may arise from unjust enrich-
ment, torts, etc.117

103	The CCP (2011) is based on the existing practice of 
Japanese courts. It provides that Japanese courts 
shall have international jurisdiction over actions 
concerning contractual obligations, unjust enrich-
ment or negotiorum gestio if the place of performance 
of the contractual obligation is in Japan or, if accord-
ing to the law, it is designated in a contract that the 
place of performance of the obligation is in Japan 
(Art. 3-3(i)).
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IV.	Discussion

1.	 Choice of Terminology 

104	One of the first issues for the session members is to 
decide upon the terminology. The terminology used 
in the jurisdiction rule will determine the scope of 
the jurisdiction rule, specifically, what kinds of con-
tracts will fall under the ambit of the rule. Therefore, 
the terminology depends on the scope as well as the 
regulatory objectives of the future ILA guidelines. It 
could also be advised to clearly indicate the scope 
of the provision, cautiously choosing the heading of 
the provision. Given the variety of contracts for the 
exploitation of IP rights, it is suggested to structure 
the jurisdiction provision in a manner which would 
generally deal with different kinds of contracts, in-
cluding contracts related to the exploitation of IPRs 
(as in the CLIP Principles). If this approach is chosen, 
then it might be more useful to have a more general 
heading for this provision. 

2.	 Connecting Factor: The 
Method (to Be) Adopted

105	It appears that the place of performance of obliga-
tion in most countries is considered a ground for a 
court’s jurisdiction in disputes over contractual ob-
ligations. Further, a comparative analysis of the leg-
islative proposals showed the IP-specific jurisdiction 
rules entrench ‘activity-based’ connecting factors 
such as the place where IP rights are exploited, or 
the place for which IP rights are granted. This de-
velopment should be reflected also in the future ILA 
instrument (guidelines) together with possible illus-
trations of how the adopted connecting factor could 
be applied for asserting jurisdiction over disputes 
concerning particular IP-related contracts. 

3.	 Limitation of Court’s Authority 
in Situations When the Place 
of Performance is the Sole 
Ground of Jurisdiction 

106	There seems to be growing consent with regard to 
territorial limitations of a court’s authority in situ-
ations where the place of performance of obligation 
is the sole ground for the exercise of international 
jurisdiction. To put it differently, in cases where 
the place of performance of a contractual obliga-
tion is the sole ground of jurisdiction, the trend is to 
limit the court’s authority to decide the dispute con-
cerning the obligations related to the forum state. 
There are several compelling reasons to adopt this 
approach in the new legislative instrument. Namely, 
limitation of a court’s jurisdiction would (a) limit 

possibilities of forum shopping and other situations 
where the plaintiff might abuse the process; (b) as-
sure that the courts which have direct access to the 
evidence will hear the case; (c) guarantee that the 
plaintiff would be able to enjoy efficient legal redress 
proceedings; and (d) limit situations where courts 
exercise exorbitant jurisdiction.

4.	 Infringement Claims and 
Possibilities of Consolidation

107	It may be argued that legal certainty considera-
tions calls for the inclusion of a special rule indi-
cating whether a court also has jurisdiction to hear 
infringement claims arising out of a contractual ob-
ligation. A comparison of the legislative proposals 
unravelled that this view has so far been adopted 
only in the CLIP Principles (Art. 2:201(3)). Some of 
the other legislative proposals provide for some 
clarifications in the comments. Hence, for the sake 
of procedural certainty, it is recommended to elu-
cidate upon the court’s authority to hear infringe-
ment claims. This could be done, depending upon the 
majority opinion of the drafters, either by adding a 
black-letter-rule, or, at least, by clearly solving this 
issue in the commentary to the black-letter-rule. In 
the same vein it would be helpful if the new instru-
ment made other possibilities of consolidation clear: 
whether and in what circumstances a plaintiff could 
consolidate multiple contractual (and non-contrac-
tual) claims. This will depend upon the overall struc-
ture of the new instrument.

D.	 Jurisdiction to Order Provisional 
and Protective Measures

Art. 13 of the 2001 Hague Draft; Section 214 ALI; Art. 2:501 
CLIP; Art. 111 Transparency Principles; Art. 18 KOPILA

I.	 Differences 

108	The question of whether a court has jurisdiction 
to order a provisional or protective measure is 
one of the most controversial in multi-state IP dis-
putes. Usually, the courts carefully consider un-
der what grounds they could exercise international 
jurisdiction and whether it is necessary to order 
cross-border measures. The possibility of ordering 
cross-border measures often depends on the factual 
circumstances of the case and the likelihood that a 
measure could be recognised and enforced in the 
third state(s) concerned.

109		Despite numerous practical controversies related to 
the exercise of jurisdiction in granting provisional 
and protective measures, the comparison of the leg-
islative proposals unveils that, at least as the juris-
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diction issues are concerned, most legislative pro-
posals adopt substantially similar rules. This could 
be explained by the fact that most of the controver-
sies which may arise in relation to ordering provi-
sional and protective measures have been solved by 
adopting more specific rules for other matters (e.g. 
whether the validity defence can be raised in the 
proceedings for provisional and protective meas-
ures or the coordination of parallel proceedings118). 
Therefore, only two issues could be considered di-
rectly related to the question of international juris-
diction to order provision and protective measures. 
First, it is agreed that the court which has jurisdic-
tion over the merits of the case can also order pro-
visional or protective measures. The court which 
has jurisdiction over the merits can order measures 
with cross-border effect. Secondly, courts of the place 
where the property to be seised is located have juris-
diction to order measures with regard to that prop-
erty. However, the legal effects of such provisional 
or protective measures shall be limited to the forum 
state. 

1.	 Notion of Provisional and 
Protective Measures 

110	The first difference concerns the terminology used 
in the legislative proposals. The Transparency and 
KOPILA refer to ‘provisional measures’, whereas the 
ALI and Waseda Principles refer to ‘provisional and 
protective measures’. The 2001 Hague Draft refers 
to ‘provisional or protective measures’ while the 
CLIP deal with ‘provisional, including protective, 
measures’. 

111	Besides this slight difference in terminology, the 
legislative proposals also take a different approach 
with regard to the need to provide a definition of 
the measures. Namely, the definitions of provisional 
and protective measures are adopted only by the 
CLIP Principles. Other principles do not contain a 
special rule clarifying what measures are covered 
by the legislative proposals. It should be noted that 
Article 13(4) of the 1999 Hague Draft also provided 
for a non-exclusive list of provisional and protec-
tive measures. 

112	The 1999 Hague Draft contained a more general il-
lustration of provisional and protective measures. 
Namely, pursuant to Article 13(4), provisional and 
protective measures mean (a) a measure to main-
tain the status quo pending the determination of a 
trial; (b) a measure providing a preliminary means 
of securing assets out of which an ultimate judgment 
may be satisfied; or (c) a measure to restrain con-
duct by a defendant to prevent imminent or future 
harm. The CLIP Principles establish a more IP-spe-
cific definition of provisional and protective meas-
ures. In particular, Article 2:501(3) states that provi-

sional, including protective, measures are measures 
which are intended to preserve a factual or legal sit-
uation so as to safeguard rights the recognition of 
which is otherwise sought from the court having ju-
risdiction as to the substance of the case. In addition, 
this provision lists five possible orders that could be 
relevant for multi-state IP litigation: (a) orders to 
prevent an (imminent or continuing) infringement 
of an IP right from occurring; (b) orders to preserve 
relevant evidence in regard to the alleged infringe-
ment; (c) orders to seize goods suspected of infring-
ing an IP right; (d) orders to seize, attach or prevent 
the dissipation or removal from the jurisdiction of 
assets to safeguard enforcement of the judgment on 
the merits; and (e) orders directing a party to pro-
vide information about the location of assets which 
are subject to an order under lit (d).

2.	 Allocation of Adjudicatory Powers 
between Courts of Several States

113	As regards international jurisdiction to order provi-
sional and protective measures, all legislative pro-
posals as well as the 2001 Hague Draft follow the 
same rationale: a court which has jurisdiction to 
hear the merits of the case has jurisdiction to or-
der provisional or protective measures which could 
have cross-border effects (Art. 13 of the 2001 Hague 
Draft, section 214 ALI, Art.  2:501(1) and 2:501(2) 
CLIP, Art. 111 Transparency Principles, Art. 210 of 
the Waseda Principles and Art. 18 KOPILA). Besides, 
courts of the state where the property is located 
where IP protection is sought also have interna-
tional jurisdiction to order provisional and protec-
tive measures. However, in the latter case the legal 
effects of the measures are limited to the territory 
of the forum state. Some minor differences exist be-
tween the terminology or connecting factors used; 
however, the practical effects in most cases should 
be the same.

II.	 Rationale 

1.	 Notion of Provisional and 
Protective Measures 

114	The need to provide for a definition of provisional or 
protective measures could be explained as following. 
First, a clear definition of provisional or protective 
measures helps to clarify the scope of jurisdiction 
rules. Second, at least under the Brussels/Lugano 
regime, it became obvious that special treatment is 
necessary for interim payment orders. Interim pay-
ment orders are generally considered to be issued 
by the court which has jurisdiction over the mer-
its of the case.119
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115		Both 2001 Hague Draft as well as the CLIP Princi-
ples provide for an exemplary list of provisional 
or protective measures. Article 13(4) of the 1999 
Hague Draft stipulates that provisional and protec-
tive measures comprise (a) a measure to maintain 
the status quo pending the determination of a trial; 
(b) a measure providing a preliminary means of se-
curing assets out of which an ultimate judgment may 
be satisfied; or (c) a measure to restrain conduct by 
a defendant to prevent imminent or future harm. In 
this regard it should be noted that among the draft-
ers of the Hague Judgments Convention it was gener-
ally agreed that a measure ordered by a court should 
be both provisional and protective.120 It was up to 
the law of the forum state to determine what meas-
ures are available, in what circumstances and un-
der what conditions an order for such measures can 
be made.121 So if an agreement is reached upon the 
definition of ‘provisional and protective measures’, 
then the court seised will have to order provisional 
or protective measures which are indicated in the 
treaty text and other kinds of provisional or protec-
tive measures which are available under the law of 
the forum state. 

116	The CLIP Principles establish an IP-specific defini-
tion: ‘[p]rovisional, including protective, measures 
are measures which are intended to preserve a fac-
tual or legal situation so as to safeguard rights the 
recognition of which is otherwise sought from the 
court having jurisdiction as to the substance of the 
case’. By and large, this rule was formulated in light 
of the practice.122 Further, the CLIP Principles pro-
vide for a clarification of the notion of provisional, 
including protective, measures. Namely, the CLIP 
Principles enumerate an exemplary list of measures: 

a 	 orders to prevent an (imminent or continuing) 
infringement of an IPR from occurring;

b	 orders to preserve relevant evidence in regard 
to the alleged infringement;

c	 orders to seize goods suspected of infringing an 
IPR;

d	 orders to seize, attach or prevent the dissipa-
tion or removal from the jurisdiction of assets 
to safeguard enforcement of the judgment on 
the merits; and

e	 orders directing a party to provide information 
about the location of assets which are subject to 
an order under lit (d).

117	Hence, the CLIP Principles solve some of the ambigu-
ities which existed during the Hague Judgments Con-
vention negotiations with regard to whether meas-
ures for the preservation of evidence fall under the 
notion of ‘provisional measures’. Besides, this provi-
sion is also in line with Article 50(1)(2) of the TRIPS 
Agreement and is designed to take practical needs 
into consideration to assure the smooth adjudica-
tion of multi-state IP disputes. 

2.	 Allocation of Adjudicatory Powers 
between Courts of Several States

118	In principle, all legislative proposals adopt the same 
approach with regard to international jurisdiction 
to order provisional or protective measures: a court 
which has jurisdiction over the merits is empowered 
to order measures which could also have cross-bor-
der effects, while courts of other states may order 
territorially limited provisional or protective meas-
ures. There are only some slight differences among 
the terminology as well as connecting factors em-
ployed, and these differences will be shortly dis-
cussed hereinafter. At the same time, it should be 
noted that despite these differences, the practical 
outcomes of the application of all of the legislative 
proposals should be essentially the same. 

119	As regards international jurisdiction of a court which 
does not have jurisdiction over the merits, the legis-
lative principles adopt slightly different terminology 
and connecting factors. All of the legislative propos-
als aim to assure that the court which does not have 
jurisdiction over the merits can only order measures 
which have legal effects within the territorial bor-
ders of the forum state. It should be reminded that 
during the preparation of the ALI and CLIP Princi-
ples, the question arose whether the notion of ‘prop-
erty’ comprises ‘intellectual property’.123 In case of 
non-registered rights, this may turn out to be a quite 
difficult or even misleading concept.124 In order to 
somehow clarify the situation, different approaches 
have been followed. For instance, the ALI Principles 
retain the reference to the ‘State in which the tangi-
ble property is located’ (S 214). Similarly, the Trans-
parency and Waseda Principles refer to the place ‘ob-
ject to be provisionally seised’ is located or ‘state in 
which the property to be seised’ respectively. 

120	The CLIP and the ALI Principles appear to solve this 
dilemma by two further approaches. Firstly, they 
adopt a reference to ‘protecting country’ or the 
‘country of registration’ of IP rights. This could be 
considered as a more IP-specific rule which contrib-
utes to higher legal certainty in terms of determin-
ing jurisdiction of IP cases. Secondly, the CLIP Princi-
ples provide for an exemplary list of measures which 
are considered provisional and protective.

3.	 Goods in Transit

121	Further, the ALI Principles contain a special provi-
sion concerning provisional measures over goods 
in transit (S 214(3)). This provision stipulates that a 
‘person having custody or control of goods in tran-
sit, even if not an infringer by the law of the State in 
which the goods are temporarily located, may be the 
subject of an action for an order of temporary deten-
tion of the goods while the true owner or owners are 
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identified and joined to the proceedings’. The aim 
of this provision is based on the practices concern-
ing enforcement of IP rights and could be viewed 
as a specific case of territorially limited jurisdiction 
of a court where the goods in question are located.

4.	 Need for a Broader Jurisdiction 
for Dealing with Ubiquitous 
IP Infringements?

122	As was mentioned at the beginning of this section, 
it is generally accepted in all five legislative propos-
als that only the court which has jurisdiction over 
the merits can issue cross-border provisional or pro-
tective measures. However, the commentaries of the 
CLIP as well as the Transparency Principles envisage 
a possibility where courts which do not necessar-
ily have jurisdiction over the merits can also issue 
cross-border provisional measures. This could po-
tentially be in cases of ubiquitous infringements of 
IP rights – such as, for example, a website as a source 
of ubiquitous infringements; a court which has ju-
risdiction on the ground that the effects of infringe-
ment occur in the forum state could order the shut-
down of a website. 

III.	International Context 

1.	 Jurisdiction to Order Provisional 
Measures in the EU

123	Provisional and protective measures play a crucial 
role in the protection of IP rights. These measures 
are especially vital in enforcing patent rights, espe-
cially in pharmaceutical and biotechnology fields. 
In this area the interests of different stakeholders 
(generics manufacturers and patent holders) often 
collide. In the European context, the absence of a 
uniform patent enforcement system has especially 
arduous ramifications for the patent holders. Since 
the procedures for provisional and protective meas-
ures vary from state to state, right holders need to 
hire an international team of lawyers to coordinate 
proceedings for provisional and protective meas-
ures. Besides questions related to international ju-
risdiction of courts to order provisional and pro-
tective measures, there is a number of other legal 
issues and practices which must be taken into con-
sideration. The following table highlights some of 
the features:125 

COUNTRY EX PARTE 
PROVI-
SIONAL 
INJUNC-
TIONS

INTER 
PARTES 
PROVI-
SIONAL 
INJUNC-
TIONS

TIME TO 
ITER PARTES 
DECISION

QUID PRO 
QUO FOR PRO-
VISIONAL 
INJUNCTIONS

UK ✓ ✓ Within 7 days Cross-undertaking in 
damages

AUSTRIA ✗ ✓ 4-12 weeks Bank guarantee

FRANCE Very unusual ✓ 6-12 weeks No – damages 
possible

GERMANY ✓ ✓ 1-3 months Banker’s bond

ITALY ✗ ✓ 8-10 months Damages for abuse 
of process

SPAIN ✓ ✓ 3-6 months Bond

PORTUGAL ✗ ✗ Up to a year None

Table 1: Overview of procedures for provisional 
injunctions

125	In addition to general, special and exclusive grounds 
of jurisdiction, the Brussels I Regulation also deals 
with the allocation of jurisdiction in granting pro-
visional, including protective, measures. The Brus-
sels I Regulation creates a two-tier jurisdiction re-
gime for provisional and protective measures. On 
one hand, provisional measures could be granted 
by the courts of the state which have international 
jurisdiction over the substance of the case. On the 
other hand, Article 31 of the Regulation126 stipulates 
that provisional measures may be ordered by any 
other domestic court even if courts of another Mem-
ber State have jurisdiction over the merits of the case 
pursuant to Articles 2 and 5–24. It should be noted 
that the Brussels I is not applicable in cases where 
the residence of the parties and infringing acts occur 
in the forum country; in such cases the jurisdiction 
of a court to grant provisional or protective meas-
ures will have to be assumed according to domestic 
jurisdiction provisions. Domestic law will also de-
termine the availability of provisional and protec-
tive measures.

126	Article 31 of the Brussels I Regulation has sometimes 
been described as an ‘opening clause’127 because it 
opens the gates for the application of domestic ju-
risdictional rules concerning provisional and protec-
tive measures. Such an additional layer of jurisdic-
tion rules has been considered a tool which facilitates 
the effective protection of legal rights.128 Although in 
adopting the Brussels I regime the European legislator 
intended to create a ‘highly predictable’ set of rules 
‘founded on the principle that jurisdiction is generally 
based on the defendant’s domicile’,129 it has also been 
argued that neither goal was achieved.130 Namely, the 
exercise of jurisdiction on the basis of Article 31 had 
threatened the uniformity of the European jurisdiction 
regime because of existing differences among domes-
tic jurisdiction rules, especially if national procedural 
rules allow far-reaching provisional and protective 
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measures. For instance, under Dutch law, courts may 
order so-called kort geding measures which do not im-
pose any time limit to the initiation of the main pro-
ceedings, and such measures may eventually become 
definite if the main proceedings are never initiated.131 

127	In order to curtail rather broad grounds of jurisdic-
tion132 to grant provisional and protective measures as 
well as to alleviate differences among national legal 
systems, two additional requirements were introduced 
by the CJEU in its case law. First, the CJEU had previ-
ously decided that provisional measures granted pur-
suant to Article 31 of the Brussels I Regulation should 
not only fulfil the requirements provided in relevant 
domestic legal provisions, but there should also exist 
‘a real connecting link between the subject matter of 
the measures sought and the territorial jurisdiction of 
the Contracting State of the court before which those 
measures are sought’.133 Secondly, the CJEU had pro-
vided for an autonomous definition of ‘provisional, 
including protective, measures’ which are to be un-
derstood as referring to measures which, in matters 
within the scope of the Brussels Convention, are in-
tended to preserve the factual or legal situation so as 
to safeguard rights of which the recognition is other-
wise sought from the court having jurisdiction over 
the merits of the case.134 Thus, measures such as the 
order to hear the witness or those that aim at the ac-
quisition of evidence to enable the applicant to decide 
whether to bring the case, or to determine whether it 
would be well founded and to assess the relevance of 
the evidence which might be adduced in that regard, 
are not considered to be provisional measures within 
the Brussels/Lugano system.135 

128	According to the CJEU, the main purpose of Arti-
cle 31 of the Brussels I Regulation is to avoid losses 
to the parties as a result of the long delays inherent in 
any international proceedings. Such intentions for a 
speedy process do not cover proceedings with regard 
to measures related to the establishment of facts on 
which the resolution of future proceedings may de-
pend.136 However, such a stance by the CJEU was not 
necessarily upheld by legal scholars. For instance, it 
was questioned whether such CJEU practice was re-
strictive enough, especially in such areas as cross-bor-
der IP litigation where the importance of provisional 
and protective measures is crucial.137

129	In order to assess the practical implications of Arti-
cle 31 of the Brussels I Regulation to the function-
ing jurisdiction framework, a more careful analysis of 
the application of domestic jurisdiction rules in grant-
ing provisional and protective measures is necessary. 
In this regard it should be noted that domestic courts 
of member states may issue preliminary and protec-
tive measures with cross-border effects, especially 
in cases where the defendant is domiciled in the fo-
rum state.138 Some reporters noted that national courts 
would take into consideration whether that particular 
provisional or protective measure could be enforce-

able in respective foreign states. Cross-border pro-
visional and protective measures are also available 
in cases concerning infringements of Community IP 
rights139 or Benelux trade marks140 provided that the 
defendant is domiciled in the forum state. In the Neth-
erlands, it is established practice that courts having ju-
risdiction pursuant to Article 2 of the Brussels I Reg-
ulation would also have cross-border jurisdiction to 
issue provisional and protective measures.141

130	In cases where the defendant is not resident in the 
forum state, the legal effects of such measures are 
limited within the territory of a granting state.142 The 
situation is not uniform in cases where courts grant 
provisional or protective measures according to their 
domestic jurisdiction rules (Art. 31). The question 
of the territorial reach of provisional and protective 
measures often depends on the particular circum-
stances of the case and domestic court practice. In 
some EU states, the CJEU practice had, to some ex-
tent, influenced the jurisprudence of national courts 
in interpreting domestic jurisdiction provisions. For 
instance, Swedish and Belgian courts would refrain 
from issuing orders granting provisional or protective 
measures with extraterritorial effects if the require-
ment of the ‘real connecting link’ between the sub-
ject matter of the measure at stake and the territorial 
jurisdiction of the forum state is not met.143 It should 
also be noted that according to the established CJEU 
practice,144 Article 31 of Brussels I cannot mandate 
the courts to order provisional measures which have 
effects only in foreign countries.

131	Another source of controversy is the scope of a court’s 
jurisdiction to order provisional and protective meas-
ures in cases concerning alleged IP infringements oc-
curring over the Internet. The practice of national 
courts in this area is scarce or non-existent. One Ital-
ian court decided a case in which the market impact 
rule was applied to decide that the blocking of a US 
website displaying signs allegedly infringing an Ital-
ian trade mark could only be possible if the products 
are offered for sale in Italy. However, Italian courts 
would not feel bound by any territorial constraints in 
ordering provisional or protective measures if they 
have jurisdiction over the merits.145 The positions in 
the EU also differ on this point: some argued that in-
ternational jurisdiction over IP infringements on the 
Internet would be asserted following general rules on 
jurisdiction, whereas others noted that courts would be 
unable to order measures with cross-border effects.146

132	National EU laws also adopt different approaches to 
whether a court of an EU Member State would require 
the person who seeks a preliminary measure to pro-
vide a security or guarantee. A provision that a party 
requiring to issue an order for a provisional or protec-
tive measure may be requested to provide a guarantee 
is also established in the TRIPS Agreement. In some 
states it appears that such a provision of security is not 
necessarily required, but it may be requested, depend-



2012 

 Paulius Jurčys

196 3

ing on the circumstances of the case.147 Portugal’s 
courts may require an adequate guarantee, pursuant 
to national civil procedure law. This decision would 
be made according to the particular circumstances of 
the case. For instance, an adequate guarantee may be 
required in case a defendant suffers some damages be-
cause of the revocation of the preliminary or protec-
tive measure.148 Spanish law (Art. 737 of LEC 2000) 
also provides that in some cases, courts may require 
that the person who seeks a preliminary measure grant 
a guarantee before the enforcement of the measures.149 
In the case of German courts, they may require a guar-
antee for the issuance of preliminary measures (S 921 
of the German CCP); the claimant for whose benefit 
the measure is granted may be held strictly liable for 
damages if the preliminary measure is later revoked 
(Art. 945 of the German CCP).150 However, as re-
gards issuance of provisional or protective measures 
in cases concerning registered IP rights before UK 
courts, the combined effect of Articles 22(4) and 31 of 
the Brussels I Regulation is that courts have no juris-
diction to order measures with cross-border effects.151 

133	In EU states, courts are competent to grant provisional 
measures in cases which are pending before an arbi-
tral tribunal, given that the subject matter of the dis-
pute falls within the material scope of Brussels I. This 
follows from the CJEU judgment in the Van Uden 
case.152 The mere fact that proceedings have been in-
stituted before an arbitration tribunal does not affect 
a court’s jurisdiction to order preliminary and protec-
tive measures unless the arbitration agreement pro-
vides otherwise.153 Portuguese courts would also be 
internationally competent to order preliminary and 
protective measures in cases where the parties submit 
the dispute to arbitration proceedings; there is also na-
tional case law supporting this stance.154 

2.	 Jurisdiction to Order Provisional 
Measures in Japan 

134	Japanese legislation does not contain special interna-
tional jurisdiction rules concerning orders for pro-
visional measures. However, Article 12 of the Provi-
sional Civil Remedies Act155 was applied ex analogia 
by Japanese courts in cases where one party was 
seeking provisional measures in cross-border dis-
putes. The prevailing approach is that in cases where 
Japanese courts have jurisdiction over the merits of 
the dispute, or if IP rights that should be preserved 
or are the subject of the dispute are located in Ja-
pan, Japanese courts will assert international juris-
diction. However, in deciding whether to order pro-
visional or protective measures, Japanese courts will 
take into account whether there are special circum-
stances in which an exercise of international juris-
diction would not run counter to the impartiality 
between the parties, fairness or speedy trial which 

would prevent Japanese courts from issuing provi-
sional or protective measures. 

135	The possibility of provisional measures is a rather 
difficult issue in IP disputes, especially if foreign 
IP rights are involved. Namely, in the Card Reader 
case,156 which involved the application for provi-
sional measures ordering the defendant to cease 
infringing activities, the Japanese Supreme Court 
refused to issue an injunction which would have 
prevented the defendant from producing and ex-
porting the infringing materials from Japan to the 
United States. The Supreme Court carefully analysed 
the case and decided that the application for an in-
junction based on a foreign IP statute could not be 
granted mainly because it would run counter to the 
principle of territoriality. 

136	Nonetheless, Japanese courts could issue provisional 
measures in cases concerning infringement of for-
eign IP rights given that the requirements of inter-
national jurisdiction are met. The mere fact that the 
rights for which protection is sought are foreign IP 
rights does not negatively affect the existence of 
international jurisdiction of Japanese courts. Fur-
ther, Japanese courts would generally be able to is-
sue provisional measures in cases where they do not 
have jurisdiction over the merits of the dispute or 
if the case was submitted by the parties to an arbi-
tration tribunal. Finally, Japanese courts may order 
the party who is seeking the issuance of provisional 
measures to grant a guarantee or security in order 
to make sure that the interests of the defendant are 
safeguarded.

IV.	Discussion

1.	 Policy Objectives

137	In drafting the rules on international jurisdiction 
to grant provisional and protective measures, the 
following policy objectives have usually been high-
lighted: procedural justice and balance of interests 
of the parties; the need to provide efficient protec-
tion of IP rights; consonance with other jurisdiction 
provisions as well as provisions on parallel proceed-
ings; the need to make sure that provisional and pro-
tective measures are recognized in foreign states (in 
cases where a court orders cross-border provisional 
and protective measures). Efficient adjudication of 
multi-state IP disputes has been one of the main rea-
sons for allowing the courts which have jurisdiction 
over the merits to order cross-border provisional 
and protective measures.157
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2.	 Definition of Provisional Measures

138	One of the questions in drafting a jurisdiction rule is 
whether it should specify what is actually meant by 
the notion of provisional and protective measures. 
It could be argued that regardless of whether a ju-
risdiction rule contains an (exemplary) list of pro-
visional and protective measures, the court hear-
ing the case will order only such measures as are 
available under the laws of the forum state. On the 
other hand, the adoption of an exemplary list of pro-
visional and protective measures could be consid-
ered an additional tool to provide for more legal cer-
tainty. If such an exemplary list of measures were 
adopted, Article 13 of the 1999 Hague Draft or Ar-
ticle 2:501 of the CLIP Principles could be used as a 
solid foundation.

3.	 Allocation of Adjudicatory Powers 
between Courts of Several States

139	It has been shown above that there appears to be a 
common agreement among the legislative proposals 
that a court which has jurisdiction over the merits of 
the case should have jurisdiction to order cross-bor-
der provisional and protective measures. Further, it 
appears that the drafters of the legislative proposals 
generally agree that a court which does not have ju-
risdiction over the merits can order only those meas-
ures which can produce legal effects within the fo-
rum state only. 

140	However, besides these two common points, one 
more particular issue deserves further discussion 
at the ILA meeting. Namely, it could be questioned 
whether there are some situations where a court 
which does not have jurisdiction over the merits can 
nevertheless order cross-border provisional meas-
ures. This would be the case in disputes involving 
ubiquitous infringements occurring in the digital 
environment and when the court is actually in an 
advantageous position to order such cross-border 
measures.

E.	 Choice of Court Agreements, 
Appearance of the Defendant 

Art. 2:301 CLIP Principles; Art. 107 Transparency Princi-
ples; Art. 205 Waseda Proposal; Section 202 ALI Principles; 
Art. 206 Korean Proposal

I.	 Differences 

1.	 Choice of Court Agreements

a)	 Characteristics of Choice 
of Court Agreements

141	One of the differences in the rules dealing with choice 
of court agreements is related to their scope. While 
the Waseda and Transparency Principles cover only 
‘particular legal relationship involving an IP right’ 
(Art. 205 Waseda) or actions ‘concerning IP rights’ 
(Art. 107 Transparency), the CLIP and ALI Princi-
ples maintain IP-neutral language (Art. 2:301 CLIP 
and S 202 ALI). Besides, the ALI, Waseda and Trans-
parency Principles, in the black-letter rules, do not 
deal with such peculiarities as to when the choice 
of court agreement can be made. Yet the CLIP Prin-
ciples concretely indicate that the choice of court 
agreement may be concluded with regard to disputes 
which had arisen in the past or may arise in the fu-
ture (Art. 2:301(1) CLIP). 

142		The common position is that the formal and substan-
tial validity of choice of court agreements should 
be governed by the law of the designated state 
(Art. 2:301(2) CLIP; S 202(2) ALI; Art. 205(4) Waseda). 
The Transparency Principles do not address the law 
governing the validity of a choice of court agree-
ment, yet a reference to the 2005 Hague Choice of 
Court Convention in the commentary may be inter-
preted to mean that the issues of validity are deter-
mined following the same principles as in the Hague 
Convention. 

143	In addition, all legislative proposals contain spe-
cial rules dealing with the form of a choice of court 
agreements. The provisions concerning the form of 
an agreement vary. The ALI Principles remain silent 
on this issue. Japanese proposals put an emphasis on 
a written form requirement and address the ques-
tion of agreements which were made by communi-
cating through electronic/electromagnetic means 
(Art. 107(3) Transparency and Art. 205(2) Waseda). 
The CLIP Principles provide for a rule that contains 
three alternative forms in which a choice of court 
agreement should be made: (a) communication by 
electronic means considered equivalent to a writ-
ten agreement; (b) form which accords to the estab-
lished practices between the parties; and (c) form 
which is accepted in specific area of trade or com-
merce (Art. 2:301(3) CLIP). The ALI Principles also 
contain a rule which determines that the capacity of 
the defendant to enter into the agreement is deter-
mined by the law of the state in which the defend-
ant was resident at the time the agreement was con-
cluded (S 202(2)(b)).  
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b)	  Infringement Claims

144	Further, it appears that the legislative proposals take 
a slightly different approach with regard to the pos-
sibility of parties to conclude a choice of court agree-
ment concerning infringement claims. Although si-
lent in the black-letter rule, the commentary of the 
Transparency Principles states that parties are free 
to agree upon the disputes involving contractual and 
non-contractual issues related to IP.158 Other legis-
lative proposals take a more vigilant approach by 
clarifying how possible issues should be resolved. 
For instance, the CLIP and the Waseda Principles re-
quire that a dispute should arise out of a ‘particular 
legal relationship’ (Art. 2:301(1) CLIP and Art. 205 
Waseda). 

c)	  Exclusivity of an Agreement 

145	Two further points which deserve attention are re-
lated to (a) the exclusivity of a choice of court agree-
ment and (b) the relationship to the rules on exclu-
sive jurisdiction. Different approaches have been 
followed in the legislative proposals. For instance, 
the question of the exclusivity of a choice of court 
agreement has not been addressed in the Transpar-
ency Principles at all. It could possibly be argued 
that these issues are solved similarly to the ap-
proach adopted in the existing Japanese court prac-
tice.159 The CLIP Principles stipulate that a choice of 
court agreement is exclusive unless the parties have 
agreed otherwise (Art. 2:301(1) CLIP, also Art. 206 of 
the Korean Principles). The Waseda Principles add a 
rule that choice of court agreements are deemed to 
be exclusive unless there are some special circum-
stances (Art. 205(3)). This rule of the Waseda Princi-
ples appears to be the polar opposite to the CLIP ap-
proach: while the CLIP Principles aspire to give more 
discretion to the parties, the Waseda Principles leave 
some scope for the discretion of the court.

d)	  Standard Form Agreements and 
Protection of Weaker Parties

146	The ALI Principles also establish a special rule for 
those situations when a choice of court clause is in-
cluded in a standard form agreement. In such cases, 
the validity of a choice of court clause should be de-
cided with regard to the reasonableness criterion 
(S 202(4)). Reasonableness should be determined by 
taking into consideration factors such as (a) the lo-
cation and resources of the parties, especially re-
sources and sophistication of the non-drafting party; 
(b) interests of any states; and (c) the availability 
of remote adjudication (e.g. online dispute reso-
lution). In addition, the ALI Principles aim to pro-
tect the interests of the non-drafting parties by es-
tablishing that the choice of court clause should be 

readily accessible and available for subsequent ref-
erence by the court and the parties. These require-
ments are especially significant in the context of on-
line contracting. 

147		The protection of the weaker parties (consumers and 
employees) is also addressed in the Waseda Princi-
ples. In particular, Article 205(4) states that the ‘va-
lidity of the choice-of-court agreement is governed 
by the law of the designated state, provided that it 
does not comply with the mandatory rules relating 
to the protection of consumers or employees under 
lex fori’. In other legislative proposals, this question 
was most likely not addressed because the drafters 
were not willing to address issues that are not di-
rectly related to multi-state IP disputes. 

2.	 Appearance of the Defendant

148	All of the legislative proposals also contain a spe-
cial rule determining whether an appearance by a 
defendant could be considered an endorsement of 
a court’s jurisdiction. The legislative proposals gen-
erally adopt it as a principle that besides choice of 
court agreements, jurisdiction should also be as-
serted when the defendant does not object to the 
proceedings instituted before a deciding court (Art. 5 
of the 2001 Hague Draft;160 S 203 ALI; Art. 2:302 CLIP; 
Art. 108 Transparency; Art. 208 Waseda). In all of 
the aforementioned legislative proposals, rules con-
cerning the appearance of the defendant are estab-
lished after the rules dealing with choice of court 
agreements. 

149		As regards the structure of rules dealing with ju-
risdiction by the appearance of the defendant, it 
should be noted that the CLIP and the Waseda Prin-
ciples contain an additional clarification concern-
ing the relationship with rules on exclusive juris-
diction. Namely, the CLIP and the Waseda Principles 
stipulate that exclusive jurisdiction provisions pre-
vail over the rules on appearance of the defendant 
(Art. 2:302 CLIP and Art. 206 Waseda).

II.	 Rationale 

1.	 Choice of Court Agreements

150	At the outset, it should be noted that in all legis-
lative proposals, rules concerning choice of court 
agreements were drafted in light of the 2005 Hague 
Choice of Court Convention.161 However, as was il-
lustrated above, some differences among the legis-
lative proposals exist. In addition to what has been 
mentioned above, it is worth drawing attention to 
the following points related to the structure of the 
legislative proposals.
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151		The legislative proposals were drafted taking into 
consideration their anticipated territorial scope of 
application. This means that the CLIP Principles re-
semble the Brussels/Lugano framework, while the 
Transparency and Waseda Principles were drafted 
with a view to the on-going international civil pro-
cedure reform in Japan. This could partly explain 
why certain rules exist in the legislative propos-
als. Namely, at the time of drafting of the Transpar-
ency and Waseda Principles, one of the problems 
discussed in the Japanese scholarship was the use 
of electronic communication and whether it could 
be considered tantamount to a written agreement; 
therefore, these issues were explicitly addressed in 
the Japanese proposals (see Art. 107(3) Transparency 
and Art. 205(2) Waseda). Further, the Waseda Prin-
ciples transplant the ‘special circumstances’ test to 
the area of prorogation as well (Art. 205(3)).

152	One particular issue which deserves attention is the 
problem of the (in)validity defence. All legislative 
proposals have taken a certain approach in the con-
text of exclusive jurisdiction rules and the effects 
of the exercise of exclusive jurisdiction when one 
of the parties brings a defence related to the regis-
tration or validity of IP rights at stake. Similar ap-
proaches have been also adopted in the context of 
choice of court agreements. For instance, according 
to the ALI Principles, cases for declaration that cer-
tain registered IP rights are invalid shall be brought 
before a court of a registering country. However, if 
the validity of the registered right arises as a prelim-
inary question, the court’s decision would have only 
inter partes effects (Sections 211(2) and 212(4) ALI). 
Similarly, pursuant to the Transparency Principles, 
a designated court can hear all disputes referred to 
by the parties in a choice of court agreement, unless 
the object of the dispute falls under the exclusive ju-
risdiction rules. In a case where a court designated 
in a choice of court agreement has to decide upon 
the existence, registration, validity or ownership of 
foreign IP rights as a preliminary matter, such a de-
cision shall have only inter partes effects.162

2.	 Appearance of the Defendant

153	An appearance by a defendant before a court could 
be viewed as an implicit agreement to litigate before 
a court seised.163 In other words, a defendant’s ap-
pearance without contesting a court’s jurisdiction is 
a special form of prorogation of jurisdiction. Hence, 
a court’s jurisdiction exists if a defendant submits 
himself before a court and does not contest its juris-
diction. Conversely, a defendant’s appearance can-
not be considered a submission to the proceedings in 
situations where the defendant challenges a court’s 
authority to adjudicate the dispute. 

154	A defendant’s appearance has significant practical 
ramifications. Firstly, the appearance of the defend-

ant confirms parties’ consent as to the place where 
the dispute with a foreign element should be settled. 
Secondly, the appearance of the defendant as a juris-
dictional ground is also an important element of le-
gal certainty. Namely, in situations where the win-
ning party seeks to enforce a foreign judgment, the 
argument that the court did not have jurisdiction be-
cause the defendant voluntarily submitted himself to 
the instituted court proceedings could no longer be 
effectuated. Further, it appears that there is a grow-
ing consensus that the appearance of a defendant is 
the connecting factor affirming a court’s jurisdic-
tion over an international dispute. Thirdly, consid-
ering the appearance of the defendant as an implicit 
agreement about the place of litigation increases the 
efficiency of a dispute settlement. This is so not only 
because the parties could thus submit themselves 
to adjudication of complex controversies involving 
multiple parties or multiple claims, avoid parallel 
litigation in different states, and reduce procedural 
costs. Besides, a defendant’s appearance is one of the 
possible tolls for the parties to seek the resolution of 
a dispute before the relatively ‘best’ court.

155		As for the legislative proposals, it has already been 
noted above that despite slight terminological differ-
ences, the legislative proposals are essentially identi-
cal. Such terminological differences reflect the spe-
cific policy goals of each legislative proposal. For 
instance, Article 2:302 of the CLIP Principles uses ex-
actly the same language as is employed in Article 24 
of the Brussels I Regulation. In the same vein, Arti-
cle 108 of the Transparency Principles refers to the 
international jurisdiction of ‘Japanese courts’.

III.	International Context 

1.	 2005 Hague Choice of Court Convention 

a)	 The Main Principles of the Hague 
Choice of Court Convention

156	After prolonged negotiations to adopt a global judg-
ments convention, the Hague Choice of Court Con-
vention was signed on 30 June 2005.164 Similar to 
the 1958 New York Convention on Recognition and 
Enforcement of Foreign Arbitral Awards, the 2005 
Hague Convention was a great leap forward in cre-
ating a comprehensive legal framework that ensures 
the effectiveness of exclusive choice of court agree-
ments. The future of the 2005 Hague Choice of Court 
Convention seems to have more potential since, as of 
the end of February 2012, the United States and the 
European Union had signed it and Mexico had rati-
fied it.165 IP matters have posed significant hurdles 
in drafting the Hague Judgments Convention and 
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were partially resolved in the 2005 Hague Choice of 
Court Convention. 

157	Pursuant to Article 3 of the Convention, ‘exclusive 
choice of court agreements’ are agreements con-
cluded in writing or by any other alternative means 
designating one or more courts of a Contracting 
State to decide disputes which have arisen or may 
arise in connection with a particular legal rela-
tionship. Choice of court agreements which desig-
nate courts of one or more Contracting States are 
deemed to be exclusive unless the parties have ex-
pressly agreed otherwise. While formal validity re-
quirements are harmonised in the Convention itself, 
substantial validity of a choice of court agreement 
(e.g. fraud, mistake, misrepresentation, duress or 
lack of capacity) should be decided pursuant to the 
law of the forum.166 The Hague Convention also en-
trenches the ‘separability’ principle: the validity of 
a choice of court agreement is independent from 
the validity of other terms of a contract. Hence, the 
validity of a choice of court clause cannot be chal-
lenged merely on the basis that the contract is in-
valid (Art. 3(d)). 

158	Article 5 of the 2005 Hague Convention entrenches 
another cornerstone rule that a court designated in 
a choice of court agreement shall have jurisdiction 
over the dispute and shall not decline jurisdiction on 
the sole ground that a court of another Contracting 
State is competent to decide the dispute. Any other 
court of another Contracting State is obliged to sus-
pend or dismiss the proceedings to which an exclu-
sive choice of court agreement applies except where 
the choice of court agreement is null and void, where 
giving effect to a choice of court agreement would 
result in a manifest injustice, or where the court des-
ignated in the choice of court clause decides not to 
hear the case if there are other exceptional reasons 
beyond the control of the parties (Art. 6). 

159	Recognition and enforcement issues are governed 
by Articles 8–15. The general underlying principle 
is that a judgment given by a court of a Contracting 
State designated in a choice of court agreement shall 
be recognised by courts of other Contracting States. 
A judgment can be recognised only if it is effective in 
the country of origin. Moreover, recognising courts 
cannot review the merits of judgments handed down 
by a court designated by the parties. In other words, 
révision au fond is not permitted under the Conven-
tion (Art. 8). The recognition or enforcement may be 
refused only if there are certain legal grounds pro-
vided in Article 9 of the Convention: namely, if the 
agreement was null and void, a party lacked capac-
ity to conclude the agreement, the judgment was ob-
tained by fraud or if the recognition or enforcement 
would be against public policy of the requested state 
or inconsistent with another judgment.

b)	 Choice of Court Agreements 
and Intellectual Property

160	The agreement on the final text of the 2005 Hague 
Choice of Court Convention witnesses a significant 
step forward to legal certainty and foreseeability in 
the area of international commercial transactions. 
IP-related concerns which arose at an early stage 
of the drafting of the Hague Judgments Convention 
were to a large extent resolved in the final text of the 
Convention adopted in 2005. The approach towards 
IP matters can be best understood from the mate-
rial scope (application ratione materiae) of the Con-
vention. The final text of the Hague Choice of Court 
Convention excludes a number of matters from its 
scope.167 The Convention does not apply inter alia to 
choice of court agreements pertaining to the validity 
and infringement of IP rights other than copyrights 
and related rights (Art. 2(2)(n)), except where in-
fringement proceedings are brought for a breach of 
contract between the parties relating to such rights, 
or could have been brought for breach of the con-
tract (Art. 2(2)(o)). 

161	Hence, two issues should be clarified. First, the Con-
vention makes a distinction between copyrights, re-
lated rights and other (registered) IP rights (e.g. pat-
ents or trade marks). Such a distinction is drawn 
mainly on the ground that the existence of copy-
rights and related rights does not depend on the reg-
istration. Conversely, such IP rights as patents, de-
signs or trade marks are usually created by the act of 
registration at competent national authorities. Pub-
lic acts of registration are usually considered closely 
related with the sovereignty of a granting state and 
the granting of rights depends on the fulfilment of 
certain requirements posited in the national laws. 
Similarly to the granting of rights, the declaration 
of invalidity as well as corrections in the registries 
require the involvement of national authorities and 
are made according to local procedural rules. The 
Hague Choice of Courts Convention exempts choice 
of court agreements pertaining to registration and 
validity of (registered) IP rights mainly because in 
many national legal systems such disputes fall under 
exclusive jurisdiction of the granting country. Nev-
ertheless, the Convention would still apply to choice 
of court agreements concerning disputes where va-
lidity of a registered IP right is challenged as a de-
fence (e.g. in disputes for payment of royalties where 
the licensee raises a claim that the licensed IP right is 
invalid168). In such cases, the court can decide upon 
the validity of the IP right as a preliminary matter, 
but such decisions would not be subject to recogni-
tion under the Convention. 

162	Secondly, the Convention does not apply to choice 
of court agreements which designate a competent 
court to hear IP infringement disputes unless such 
a dispute arises from a pre-existing relationship. An 
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example of a pre-existing legal relationship could 
be a licensing contract and the infringement pro-
ceedings related to it. According to the Official Com-
mentary, IP ‘infringement actions are covered, even 
if brought in tort, provided they could have been 
brought in contract’.169 It should be noted that cop-
yright-related disputes are fully covered by the 
Convention (including infringement disputes and 
disputes where the court should decide upon the va-
lidity [Art. 2(2)(o)]).

2.	 Choice of Court Agreements 
in European Countries

a)	 Choice of Court Agreements

163	In the EU, it is generally agreed that parties are free 
to make a choice of court agreement with regard to 
any legal relationship (Art. 23 of the Brussels I Regu-
lation/Revised Lugano Convention). Choice of court 
agreements are deemed to be exclusive unless the 
parties agree otherwise. The Brussels I Regulation 
does not require any specific connection between 
the dispute and the forum state. A choice of court 
agreement is enforceable if at least one of the par-
ties is resident in a Member State. Besides, in cases 
where neither of the parties is resident in a Member 
State, courts of other Member States shall have no 
jurisdiction unless the court chosen has declined its 
jurisdiction (Art. 23(3)). In cases where none of the 
parties is resident in a Member State, the effective-
ness of a choice of court clause is determined under 
the law of the court seised.170 

164	The Brussels I Regulation allows the parties to con-
clude a choice of court agreement before or after 
the dispute arose. However, in order to be enforce-
able, a choice of forum clause has to meet the writ-
ten form requirement. This means that a choice of 
court agreement must be concluded in writing or ev-
idenced in writing or be in a form which accords with 
practices that the parties have established between 
themselves. If a choice of court agreement is con-
cluded by electronic means, it is considered equiva-
lent to an agreement made in writing as long as there 
is a durable record of the agreement. Agreements 
conferring jurisdiction in international trade or 
commerce should be concluded in a form which ac-
cords with a usage of which the parties are or ought 
to have been aware and in which such trade com-
merce is widely known to and regularly observed. 
Besides that, Member States cannot establish any 
other formal requirements (e.g. language, etc.).171 

165	Parties’ freedom to enter into a choice of court agree-
ment is limited by the mandatory nature of exclusive 
jurisdiction rules from which the parties cannot der-
ogate. Accordingly, choice of court agreements con-

cerning matters that fall under exclusive jurisdiction 
provisions of Article 22 of the Brussels I Regulation 
(including proceedings dealing with the registration 
or validity of registered IP rights) cannot be enforce-
able. Additional limitations are established with re-
gard to jurisdiction over consumer (Art. 17) and in-
dividual employment contracts (Art. 21). Namely, in 
cases related to consumer or individual employment 
contracts, prorogation of jurisdiction is possible only 
if the choice of court agreement was concluded af-
ter the dispute has arisen or if the choice of court 
agreement allows the consumer/employer to bring 
proceedings in courts other than those indicated in 
the respective sections of the Brussels I Regulation 
which deal with jurisdiction over these types of con-
tracts. Similar limitations are also established with 
regard to insurance contracts (Art. 13). Such limita-
tions of party autonomy are imposed with the objec-
tive of assuring the protection of the weaker party 
(consumer or the employee).172 

166	In its practice, the CJEU has reiterated that the 
Brussels I Regulation does not permit courts, other 
than those designated by the parties, to control the 
grounds of jurisdiction of a court chosen by the 
agreement.173 This approach has also been followed 
by the domestic courts of Member States.174 Never-
theless, courts can declare null and void choice of 
court agreements which are considered unfair.175 
Similarly, the court can also decline jurisdiction of 
its own motion if it becomes clear that a choice of 
court clause is an unfair standard term.

167	Enforceability of a choice of court agreement in IP 
disputes might sometimes raise problems because 
of the territorial nature of IP rights as well as the 
mandatory nature of exclusive jurisdiction rules 
from which the parties cannot escape by conclud-
ing a choice of court agreement. Overall, EU national 
courts would give effect to choice of court agree-
ments regardless of whether a particular dispute 
is related to domestic or foreign IP rights. In other 
words, the designated court of a Member State can-
not decline jurisdiction merely on the basis that the 
dispute involves foreign IP rights. In this regard it 
should be noted that the CJEU176 held that no other 
issues than those established in Article 23 shall be 
taken into consideration when deciding whether the 
choice of court agreement is enforceable. In the case 
of IP disputes, this means that considerations such 
as the territorial nature of IP rights (namely, the fact 
that IP rights which are the object of the dispute 
are foreign IP rights, or the allegation that infringe-
ment activities occurred in another state) shall not 
be taken into consideration by the court in deciding 
whether it should accept jurisdiction or not.177 Simi-
larly, there is no dispute that a designated court can 
decide upon the infringements of IP rights which 
occur in any country other than the forum coun-
try as long as the parties agree (explicitly or implic-
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itly) on the unlimited territorial jurisdiction of the 
court chosen.178 

168	Choice of court agreements prevail over general 
and special grounds of jurisdiction. Yet parties can-
not contract out from exclusive jurisdiction pro-
visions (i.e. Art. 22(4)) or alter material and func-
tional jurisdiction of national courts.179 However, as 
far as patents and other registered IP rights are con-
cerned, such exclusive jurisdiction rules are appli-
cable only with regard to registration and validity. 
Thus, a choice of court agreement with regard to in-
fringement claims will be enforceable as long as the 
defendant does not challenge the validity or regis-
tration of the patent.180 Once a registration/valid-
ity defence is raised, infringement proceedings turn 
into proceedings over registration/validity, which 
accordingly leads to the application of exclusive ju-
risdiction rules established in Article 22(4) of the 
Regulation. This is the effect of the CJEU judgment 
in the case of GAT v LuK.181

169	The Brussels I Regulation does not provide a clear-
cut answer as to whether parties are allowed to con-
clude choice of court agreements in anything other 
than contractual disputes. Article 23(1) of the Reg-
ulation only establishes that choice of court agree-
ments can be made with regard to ‘any disputes 
which have arisen or may arise in connection with 
a particular legal relationship’. Hence, it is unclear 
whether parties can make a choice of court agree-
ment in tort or unjust enrichment cases. This is also 
true in IP-related litigation (e.g. infringement of li-
censing contracts). 

170	The notion of a ‘particular legal relationship’ should 
be given an autonomous meaning. According to the 
jurisprudence of the CJEU, the question of what 
claims are covered by a choice of court agreement 
mainly depends on the intention of the parties. As 
the CJEU put it, choice of court agreements confer 
jurisdiction only with regard to obligations which 
are freely accepted by the parties.182 This approach 
is followed by some domestic courts of EU Member 
States.183 Yet it is uncertain whether the parties’ 
choice of court agreement which is part of an IP li-
censing contract can also be adhered to by a party 
seeking legal redress for infringement of licensed 
IP rights. 

171	The controversy over the interpretation of Article 23 
could be best observed by taking into account the 
jurisprudence of the domestic courts of the Mem-
ber States and academic opinion. It appears that at 
least some domestic courts would refuse to give ef-
fect to choice of forum clauses with regard to claims 
related to the infringement of IP rights in situations 
where parties were not previously bound by a con-
tractual relationship.184 Nonetheless, the courts of 
some Member States adopted a broader interpre-
tation of Article 23 than the one established by the 

CJEU. For instance, Portuguese courts have recently 
handed down decisions that upheld that the juris-
diction of a designated court by the parties includes 
all issues, contractual or not, that arise out of the 
main contract.185 Academic opinions are also in fa-
vour of giving effect to contractual choice of court 
agreements with regard to claims related to infringe-
ment of licensed IP rights.186 It is likely that an Italian 
court would enforce the choice of court agreement 
in ‘pure’ infringement cases. This is so because the 
choice of court agreements can only be deprived of 
efficiency with regard to insurance, consumer and 
individual employment contracts or if they are con-
trary to exclusive jurisdiction rules of the Regulation 
(Articles 13, 17, 21 or 22). Similarly, in France, the 
question regarding the material scope of a choice of 
court agreement, which is part of a contract for the 
exploitation of copyrights, is usually interpreted in 
favour of the author.187 Yet a closer look at the case 
law of French courts also illustrates the tendency to 
interpret choice of court clauses broadly and enforce 
them regardless of whether a dispute is of a contrac-
tual or tortuous nature.188 

b)	  Appearance of the Defendant

172	Article 24 of the Brussels I Regulation provides that 
a court of a Member State before whom a defend-
ant enters an appearance shall have jurisdiction (ex-
cept situations which fall under the material scope 
of exclusive jurisdiction rules provided in Art. 22). 
This ‘implied’ form of prorogation agreement has re-
mained unchanged since it was adopted in the 1968 
Brussels Convention. For Article 24 to be applica-
ble, three requirements must be satisfied. Firstly, the 
lawsuit must be made by the plaintiff and accepted 
by the court. The peculiarities concerning the pro-
cedural aspects of the questions related to the plain-
tiff’s action are governed by the procedural law of 
the forum state (lex fori regit processum).189 

3.	 Choice of Court Agreements in Japan 

173	Article 11 of the Japanese CCP deals only with domes-
tic choice of court agreements and stipulates inter 
alia that ‘choice of court agreements can be made 
in the proceedings at the court of first instance’. In 
practice, this means that Japanese courts would en-
force choice of court agreements made before the 
date of the oral arguments. Choice of court agree-
ments shall be made in writing (Art. 11(2) CCP). The 
written form requirement is also satisfied if the 
choice of court agreement is concluded by electronic 
means (Art. 11(3) CCP). The written form require-
ment has been interpreted as requiring the parties 
to specify clearly the substance of the disputes which 
should fall under the ambit of the choice of court 
agreement and indicate the court which should de-
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cide the dispute. If a choice of court clause is a part 
of a more complex contract, the nullity of a contract 
does not render the choice of court clause invalid 
(so-called ‘separability doctrine’). Choice of court 
agreements do not necessarily have to be in one doc-
ument (e.g. offer and acceptance). Choice of court 
agreements that are included in B2C contracts have 
to be interpreted to the benefit of a weaker party, 
who cannot be deprived of the home court advan-
tage. Hence, choice of court agreements which are 
obviously detrimental to the interests of one con-
tracting party may be considered not enforceable. 
Similarly, choice of court agreements preventing the 
parties from raising any claims with regard to par-
ticular issues also may not be enforceable. 

174	The prevailing opinion in Japan is that choice of 
court agreements are enforceable before Japa-
nese courts.190 In 1975 the Japanese Supreme Court 
handed down the landmark judgment in the so-
called Chisadane case and upheld the validity of an 
exclusive choice of court agreement.191 In this case 
the dispute arose with regard to the damage to crude 
sugar which occurred during transport from Brazil 
to Osaka. The question was whether a choice of fo-
rum clause included in a bill of lading was enforce-
able. The Supreme Court followed the established 
practice under Article 11 of the CCP and held that it 
is sufficient if the parties specify a country where the 
dispute is to be resolved. The choice of court agree-
ment shall be in writing, although the parties are not 
obliged to sign the agreement as long as its content 
is drafted sufficiently clearly. International choice 
of court clauses are valid unless they are contrary 
to public policy, or fall under the exclusive jurisdic-
tion of Japanese courts. In a case where parties re-
fer to a particular court but do not specify whether 
the designated court has exclusive jurisdiction, such 
a choice of court clause is deemed to confer exclu-
sive jurisdiction upon the chosen court. Besides, the 
court stated that the reciprocity requirement, which 
is one of the conditions for recognising foreign judg-
ments, is not a necessary condition in determining 
the validity of a choice of court agreement. 

175	Japanese courts have not dealt with choice of court 
agreements pertaining to IP disputes. Yet it appears 
that the majority opinion supports the idea that the 
parties’ agreements conferring jurisdiction upon 
Japanese courts would be enforceable even if no re-
lationship between the dispute and the forum ex-
ists.192 However, it is not clear whether a Japanese 
court would assert jurisdiction in disputes related to 
foreign-registered IP rights where the validity de-
fence is raised. 

176	The newly adopted rules on international jurisdic-
tion introduced significant improvements. Arti-
cle 3-7 of the Act Amending CCP (2011) allows the 
parties to conclude a choice of court agreement. In 
order to be valid, choice of court agreements must 

arise out of a specific legal relationship made in 
written form. However, the parties’ choice of court 
agreement is not effective if a chosen foreign court 
cannot assert jurisdiction according to the forum 
law (Art. 3-7(iv)). Besides, according to the Explan-
atory Report of the Interim Proposal, agreements on 
jurisdiction would be null and void if they are obvi-
ously contrary to public policy. The Act contains ad-
ditional provisions concerning choice of court agree-
ments over disputes in consumer and individual 
employment contracts (Articles 3-7(v) and  3-7(vi)). 

177	Insofar as IP rights are concerned, these matters are 
open to interpretation.193 Generally, parties cannot 
make choice of court agreements concerning mat-
ters related to registration or entries in public reg-
istries which also cover matters related to the reg-
istration of IP rights. It should be reiterated that in 
the new legislative framework, claims related to 
the existence and validity of registered IP rights fall 
under the exclusive jurisdiction of Japanese courts 
when the IP rights concerned are registered in Ja-
pan (Art. 3-5(iii)). In cases where the validity of reg-
istered IP rights arises as a preliminary question or 
is raised as a counter-claim by the defendant, the 
Explanatory Report indicates that the possibility of 
making an invalidity defence depends on the appli-
cable law (e.g. the question of whether the invalidity 
of an American patent can be challenged in proceed-
ings concerning the infringement of an American 
patent shall be decided pursuant to the applicable 
American patent law). According to the Explanatory 
Report, this issue of the invalidity defence is treated 
as a problem of parallel proceedings which has to 
be decided on the basis of the special circumstances 
test. Such a legislative approach has been criticised 
as not offering much legal certainty and is open to 
interpretation.194

IV.	Discussion

1.	 Choice of Court Agreements

178	In deciding upon the rules dealing with choice of 
court agreements and appearance of the defendant, 
a number of issues should still be carefully consid-
ered. Among them the drafters are recommended 
to take into account existing differences among the 
legislative proposals with regard to terminology and 
the overall structure of the rules that govern choice 
of court agreements. More precisely, the drafters 
should once again reconsider which approach should 
be taken with regard to infringement claims; what 
rules and requirements should be established with 
regard to formal and material validity of choice of 
court agreements; and whether there is a need to 
include a special rule determining the law govern-
ing the capacity of the parties to enter into a choice 
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of court agreement and a need for special rules on 
mass-market agreements. In this regard, it is also 
necessary to be aware of the framework established 
by the 2005 Hague Choice of Court Convention and 
the legislative reform proposals made in the context 
of the Brussels I modification. 

2.	 Appearance of the Defendant 

179	The future legislative instrument should also contain 
a rule on the appearance of the defendant. Among 
the points for discussion there should be a question 
of whether the rules dealing with jurisdiction by the 
appearance of the defendant should also contain ad-
ditional provisions delineating the relationship to 
the exclusive jurisdiction rules. If such rules are not 
inserted, this issue should be addressed in the com-
mentary part. 

F.	 Multiple Defendants 

Art. 14 of the 1999 Draft of the Hague Judgments Conven-
tion; Art. 206 of the CLIP Principles; Section 206 ALI Prin-
ciples; Art. 110 Transparency Principles; Art. 208 Waseda 
Principles

I.	 Differences 

180	All legislative proposals contain special rules deal-
ing with controversies involving multiple defend-
ants. The establishment of such rules marks a signif-
icant leap towards the adjudication of multi-state IP 
disputes. The provisions dealing with the adjudica-
tion of disputes involving several defendants were 
drafted in the light of different legal backgrounds. 
Such differences between legal frameworks and 
court practices have to a large degree affected the 
structure of the legislative proposals as well as the 
particular conditions for bringing actions against 
multiple defendants. The following sections focus 
on specific features concerning the exercise of in-
ternational jurisdiction in cases involving multiple 
parties. 

1.	 Multiple Defendants

181	These legislative proposals generally accept that 
the court seised with several related claims against 
multiple defendants can consolidate those claims if 
they are closely connected and/or there is a danger 
of inconsistent judgments. Before going to a more 
detailed discussion, some remarks should be made 
with regard to the overall structure of the rules deal-
ing with adjudication of multiple claims:

The Japanese proposals are drafted in the light of 
the Japanese law and provide for two sets of rules: 
(a) ‘objective joinder’ of closely related claims; and 
(b) ‘subjective joinder’ of related claims against mul-
tiple defendants. 

Both the ALI Principles and the Waseda Principles 
deal with consolidation of claims against multiple 
defendants in one Article and do not differentiate 
different possible constellations.

The CLIP and the Transparency Principles contain 
several rules for consolidation of claims against mul-
tiple defendants: (a) more general provisions con-
cerning claims against multiple defendants; and 
(b) so-called ‘spider-in-the-web’ situations. 

a)	 Close Connection Requirement 

182	All legislative proposals establish a requirement of 
a close connection between claims. It means that to 
be able to join claims against multiple defendants, 
these claims must be so closely connected that there 
is a need to adjudicate them in one court to avoid 
irreconcilable judgments. While other legislative 
proposals do not expound on the precise notion of 
close connection, the ALI Principles provide for some 
additional guidance. Namely, Section 206(1) stipu-
lates that actions against several defendants can be 
joined if (a) there is a substantial, direct and foresee-
able connection between the forum’s IP rights at is-
sue and each non-resident defendant; or (b) as be-
tween the forum and the states in which the added 
defendants are resident, there is no forum that is 
more closely related to the entire dispute.

183	In the Transparency Principles, besides the ‘close 
connection’ requirement, an additional requirement 
of foreseeability was introduced (Art. 110(2)). This 
requirement means that claims against several de-
fendants may be joined if defendants could ordinar-
ily foresee that Japanese courts would have inter-
national jurisdiction over them. This aims to strike 
the balance between the interests of different stake-
holders (plaintiffs and defendants, right holders and 
alleged infringers). In addition, the requirement of 
foreseeability aims to strike a balance between legal 
certainty and flexibility.195

b)	 The Notion of ‘Inconsistent Judgments’

184	It should also be noted that the notion of ‘inconsist-
ent judgments’ is addressed differently. For instance, 
the Transparency and the Waseda Principles do not 
elaborate on the issue of inconsistent judgments. 
On the other hand, the ALI Principles provide that 
the risk of ‘inconsistent judgments’ exists if the en-
suing judgments (a) would impose redundant liabil-
ity; (b) would conflict with a judgment in another 
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case; or (c) would conflict in that a party would not 
be able to conform its behaviour to both judgments. 

185	The CLIP Principles establish a notion of ‘irrecon-
cilable judgments’ which is designed in the light of 
the CJEU Roche Nederland196 judgment. Namely, the 
CLIP Principles aim to fine tune the CJEU practice 
to make adjudication of multi-state IP infringement 
claims possible in situations where the defendants 
act in concert. Therefore, Article 2:206(2) provides 
that (a) disputes involve essentially the same factual 
situation if the defendants have acted in an identi-
cal or similar manner in accordance with a common 
policy; or (b) if relevant national laws are harmo-
nised to a significant degree by rules of a Regional 
Economic Integration Organisation or by interna-
tional conventions which are applicable to the dis-
putes in question. 

186	The ALI and Waseda Principles additionally provide 
that consolidation would not be possible with regard 
to a defendant who is invoking an exclusive choice 
of court agreement with the plaintiff (s 206(3) ALI 
and Art. 208(2) Waseda). It is likely that this pro-
vision was taken from the 1999 Draft of the Hague 
Convention.197

2.	 ‘Spider-in-the-Web’ Doctrine

187	The CLIP and the Transparency Principles provide 
for additional rules covering so-called ‘spider-in-the-
web’, i.e. situations where parallel IP rights are in-
fringed by legal entities belonging to the same cor-
porate group. Here the wording of the provisions 
differ. In Article 2:206(3), the CLIP Principles refer to 
the requirements of close connection between the 
claims and the objective to prevent situations where 
inconsistent judgments are rendered. In addition, 
the CLIP Principles clearly state that it should be 
‘manifest from the facts’ that one of the defendants 
has coordinated the activities or is otherwise most 
closely connected with the dispute in its entirety. 

188	Article 110(3) of the Transparency Principles pro-
vides for a more stringent requirement regarding 
the objective connection between claims. Namely, 
IP rights must be ‘substantively’ connected (whereas 
Art. 110(1) requires ‘close’ connection). In addition, 
Japanese courts could have jurisdiction against mul-
tiple defendants only if the primary obligations (in 
case of contractual disputes) or primary facts (in case 
of infringement of parallel IP rights) occur in Japan. 
Therefore, it appears that Article 110(3) would be ap-
plicable only if the dispute has a close objective con-
nection to Japan (e.g. if essential coordination activ-
ities should have taken place in Japan). 

189	In addition, both the CLIP Principles and the Trans-
parency Principles establish additional limitations of 
the court’s jurisdiction in spider-in-the-web situ-

ations. Namely, the Transparency Principles reit-
erate the ‘defendant’s foreseeability’ clause, which 
means that Japanese courts could hear a case only if 
defendants could have ordinarily foreseen that Jap-
anese courts would assert jurisdiction over claims 
against them (Art. 110(3)). The CLIP Principles state 
that in the situations where the defendant is coor-
dinating infringing activities, the jurisdiction to ad-
judicate the dispute is conferred only to the courts 
of the state where the coordinating defendant is ha-
bitually resident.

3.	 Peculiarities of Japanese 
Law: Objective Joinder

190	Another difference among proposals concerns the 
peculiarities of the Japanese law. Namely, Japanese 
law draws a distinction between objective joinder 
and subjective joinder. Objective joinder implies sit-
uations where the related claims are at stake, while 
subjective joinder refers to situations where the 
claims are brought against multiple related parties. 
In light of this background, the Waseda and Trans-
parency Principles provide for special rules dealing 
with objective and subjective joinder. Namely, Arti-
cle 110(1) of the Transparency Principles and Arti-
cle 207(1) of the Waseda Principles establish that a 
court can consolidate claims which are mutually re-
lated. However, in this situation, the jurisdiction of 
the court is limited to the claims which concern ob-
ligations to be performed in the forum state. 

II.	 Rationale 

1.	 Stringent ‘Close Connection’ 
Requirement in the 1999 Hague Draft

191	Article 14 of the 1999 Hague Draft of Judgments Con-
vention contained a special jurisdiction rule con-
cerning actions against multiple defendants. Despite 
the fact that this rule was later removed from the 
2001 Draft of the Hague Judgments Convention, this 
provision remains noteworthy because it has paved 
the way to addressing the issue of claims against 
multiple defendants in subsequent legislative pro-
posals. Article 14 of the 1999 Draft of the Hague Con-
vention established that a plaintiff, bringing action 
against a defendant in a court of the state in which 
that defendant is habitually resident, may also pro-
ceed in that court against other defendants who are 
not habitually resident in that state if two conditions 
are fulfilled: first, the claims against the defendant 
habitually resident in that state and the other de-
fendants are so closely connected that they must be 
adjudicated together to avoid a serious risk of incon-
sistent judgments; and, secondly, as regards each de-
fendant who is not habitually resident in that state, 
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there must be a substantial connection between that 
state and the dispute involving that defendant. As 
can be seen, the provisions of the 1999 Hague Draft 
are quite restrictive. Two additional conditions of 
close relationship between the claims and the con-
nection between the forum and the dispute which 
involves a non-resident defendant were imposed to 
limit possible procedural advantages that a plain-
tiff might obtain by instituting proceedings against 
multiple defendants before courts of a single coun-
try.198 Further, in order to avoid situations where a 
non-resident defendant is sued before a clearly in-
appropriate forum, the Draft Convention required 
a substantial connection between the dispute con-
cerning that particular defendant and the state of 
the forum seised.199 

2.	 Objective Joinder in Japanese Law

192	As regards objective joinder of claims, the Trans-
parency and Waseda Principles provide that Jap-
anese courts shall have international jurisdiction 
over joint claims or counterclaims between the same 
parties if, first, Japanese courts have jurisdiction 
over one of the claims and, secondly, the claims or 
counterclaims are closely connected to each other 
(Art. 110(1) of the Transparency). Thus, according 
to Article 110(1), a Japanese court would be com-
petent to join claims which are related to infringe-
ment of IP rights held in different countries, even if 
those infringing acts are not identical. The underly-
ing requirement for such a joinder would be the close 
connection between the claims.200 Therefore, a Japa-
nese court could join claims seeking legal redress on 
the basis of infringement of IP rights and claims of 
the counter-party, based on unfair competition stat-
utes.201 Besides the requirement of close connection 
between the claims, Article 110(1) sentence 2 adds an 
additional condition that objective joinder of claims 
is possible if Japan is the country where primary con-
tractual obligations were performed or primary in-
fringing acts occurred. This approach reflects pre-
vious Japanese court practice.202 

III.	International Context

1.	 Actions against Multiple 
Defendants in the US 

193	With regard to US law, parties have tried to enjoin 
claims related to foreign IP rights on the basis of 
supplemental jurisdiction. In particular, 28 USC Sec-
tion 1367 confers district courts with a ‘supplemen-
tal jurisdiction’ to entertain certain non-federal 
claims brought in the same action that are not oth-
erwise supported by the original jurisdiction. Courts 
can enjoin claims that are related so that they form 

part of the same controversy under Article III of the 
United States Constitution (S 1367(a)). However, the 
Federal Circuit has consistently denied the possibil-
ity of entertaining foreign IP claims. 

194	In Mars Inc v Nippon Conlux Kabushiki-Kaisha,203 an ac-
tion was brought against Nippon Conlux, a Japanese 
corporation, and its subsidiary in the United States. 
The plaintiff argued that an alleged direct infringe-
ment of the United States and respective Japanese 
patent constituted an act of unfair competition pur-
suant to 28 USC Section 1338(b) (1988). The defend-
ant argued that the claim concerning the alleged 
infringement of the Japanese patent should be dis-
missed on the ground that the court did not have 
subject-matter jurisdiction. The Federal Circuit first 
interpreted Section 1338(b) and held that Congress 
did not intend to establish a notion of ‘unfair com-
petition’ which would cover infringements of for-
eign patents. The court also found that the foreign 
patent infringement was not related to the United 
States patent since the underlying patents, devices, 
alleged acts and governing laws were different. In 
addition, the Federal Circuit noted that ‘public in-
terest’ implies that localised controversies had to be 
decided at home, and that the hearing of claims re-
lated to matters involving a Japanese patent would 
undermine international comity.

195	Another landmark judgment was handed down in 
the Voda v Cordis case204 where the Federal Circuit 
reversed the decision of the district court, which 
found subject-matter jurisdiction over foreign pat-
ent infringement claims pursuant to the rules of sup-
plemental jurisdiction (Section 1367). Voda was a 
proprietor of patents issued under the Patent Co-
operation Treaty in the United States, Canada and a 
number of European Patents in the UK, Germany and 
France. The defendant, Cordis, was a US-based cor-
poration established in Florida with foreign affiliates 
in France, Germany, Italy and the Netherlands. Voda 
filed a suit against Cordis US alleging infringements 
of US patents. Later, Voda amended his complaint 
and added claims of alleged infringements of Eu-
ropean, British, French, German and Canadian pat-
ents. The district court decided it had supplemental 
jurisdiction over foreign patent claims. Yet, despite 
Voda’s arguments that a consolidated multinational 
patent adjudication would be more efficient, the Fed-
eral Circuit decided that the district court erred in 
asserting supplemental jurisdiction over foreign pat-
ent infringement claims. In particular, the Federal 
Circuit decided that the district court abused its dis-
cretion by asserting jurisdiction and held that con-
siderations of comity, judicial economy, conveni-
ence, fairness and other exceptional circumstances 
constituted compelling reasons to decline supple-
mental jurisdiction. In coming to this conclusion, the 
Federal Circuit relied on such notions as independ-
ence of national patents (stating that ‘only a British 
court, applying British law, can determine the valid-
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ity and infringement of British patents’). In discuss-
ing an issue of comity, the court noted inter alia that 
the plaintiff had not succeeded in identifying an in-
ternational duty for American courts to adjudicate 
foreign patent infringement claims. 

2.	 Actions against Multiple Defendants 
in the Brussels I Regulation

a)	 Article 6(1) in the CJEU Practice

196	The Brussels Regulation does not contain any spe-
cific rules for the consolidation of actions. However, 
there are some specific rules which allow the plain-
tiff to consolidate proceedings. One such possibil-
ity is established in Article 6(1),205 which states that 
a person domiciled in a Member State may also be 
sued, where that person is one of a number of de-
fendants, in the courts of the place where any of 
them is domiciled. Article 6(1) was considered to be 
quite lenient as it enables the plaintiff to choose one 
of several states where actions against multiple de-
fendants could be brought. Nevertheless, for Arti-
cle 6(1) to be applicable, a connection between the 
actions against multiple defendants has to be estab-
lished (e.g. joint liability of defendants for the per-
formance of contractual obligations).206 Some argued 
that such a narrow interpretation of Article 6 could 
help maintain the general jurisdictional ground of 
a defendant’s domicile and prevent national courts 
from exercising exorbitant jurisdictions.207

197	Such a restrictive interpretation of Article 6(1) of 
the Brussels Convention was affirmed by the CJEU. 
In one of its early judgments the CJEU decided that 
Article 6(1) is an exception to the principle that ju-
risdiction is vested in the courts of the state where 
the defendant is domiciled and the existence of such 
a principle should not be challenged by an exten-
sive application of exceptions to the general juris-
diction rule established in Article 2.208 Thus, Arti-
cle 6(1) could be applied where there is a connection 
between actions against different defendants that 
makes it expedient to determine those actions to-
gether to avoid the risk of irreconcilable judgments 
resulting from separate proceedings.209 However, 
the CJEU allows the national courts to decide on a 
case-by-case basis whether such a connection be-
tween the actions exists or not.210 

198	In subsequent cases, the CJEU provided some addi-
tional guidance concerning the existence of a close 
connection between claims. For example, in Réun-
ion européenne, it was decided that two claims in an 
action, one regarding compensation directed against 
different defendants and based in one instance on 
contractual liability and the other on the liability in 
tort or delict, cannot be regarded as connected.211 

It should be noted, however, that the CJEU borro-
wed the notion of ‘irreconcilable judgments’ from 
Article 22 of the Convention (Art. 28 of the Regula-
tion), which deals with the coordination of related 
proceedings. 

199	Although not mentioned in Article 6(1) of the Brus-
sels Convention, the requirement of close connec-
tion between claims against multiple defendants was 
later included in the text of Article 6(1) of the Brus-
sels I Regulation, which provides that ‘a person dom-
iciled in a Member State may be also sued where he 
is one of a number of defendants, in the courts for 
the place where any of them is domiciled, provided 
the claims are so closely connected that it is expe-
dient to hear and determine them together to avoid 
the risk of irreconcilable judgments resulting from 
separate proceedings’. Within the framework of the 
Brussels Convention, Article 6 of the Regulation is 
an exception from the general defendant’s domicile 
rule (Art. 2). Therefore, in order to assure legal cer-
tainty as to the place of litigation, the Regulation al-
lows proceedings against several defendants only in 
exceptional cases. 

b)	  Application of Article 6 
before National Courts

200	The application of Article 6(1) to IP matters raised 
many controversial questions, and the practice of 
the national courts varied significantly. For instance, 
English courts have usually adhered to the territo-
rial nature of IP rights and refused to exercise ju-
risdiction over foreign IP rights. In Coin Controls v 
Suzo International,212 the plaintiff, who was an owner 
of three European patents in the UK, Germany and 
Spain for the coin-dispensing device used in gam-
ing machines, sought interlocutory relief before the 
English courts against four defendants: a Dutch com-
pany and its three subsidiaries established in the 
UK, Germany and the Netherlands. The plaintiff ar-
gued that the Dutch and German subsidiaries were 
responsible for the development and manufactur-
ing of the coin-dispensing device, while the Dutch 
parent company provided financial assistance. The 
defendant requested that the court remove all of 
the defendants except Suzo UK. Justice Laddie de-
cided that the court had jurisdiction only with re-
gard to claims against Suzo UK and Suzo Holland 
concerning the infringement of the UK patent. All 
other claims were dismissed on the basis that there 
was not enough evidence that the defendants had 
taken part in infringing different national patents. 
Such a decision was largely based on two main legal 
arguments. First, as regards claims related to the in-
fringement of foreign patent rights, Justice Laddie 
decided that English public policy considerations 
prevented UK courts from adjudicating foreign IP 
rights.213 Secondly, joinder of actions against multi-
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ple defendants according to Article 6(1) of the Brus-
sels Convention was not possible because the valid-
ity of each of the patents was challenged and such 
matters related to the validity of registered foreign 
IP rights are subject to exclusive jurisdiction of the 
courts of granting states.214

201	In the Fort Dodge case, the first plaintiff, Akzo, was 
a Dutch company and a proprietor of correspond-
ing English and Dutch patents. The second plain-
tiff, Intervet International, was a fully owned sub-
sidiary which also had exclusive licence under the 
patent. The patents concerned were granted by the 
European Patent Office. Akzo and Intervet instituted 
proceedings before Dutch courts seeking prelimi-
nary and final injunctions against a group of com-
panies for alleged acts of infringements of both the 
Dutch and the UK patent. The action brought be-
fore Dutch courts was against various companies 
that either produced, imported or distributed al-
legedly infringing products in the Netherlands and 
the UK. The representative of Akzo and Intervet ar-
gued before the English Court of Appeal that the de-
cision reached in the previous Pearce v Ove Arup case 
should be reversed so as to enable the proceedings 
related to infringement of the UK patent at stake 
to be brought against the defendants before Dutch 
courts. The Court was not persuaded by the argu-
ments and stated that strict interpretation of Arti-
cles 2, 5(3) and 6(1) as established in the jurispru-
dence of the CJEU should be followed, which in this 
case meant that Akzo and Intervet had to initiate 
separate proceedings before the English courts if 
they wished to enforce their rights stemming from 
the UK patent. The reasoning behind such a decision 
was based on the territorial nature of patent rights, 
which meant that there could be no irreconcilable 
judgments relating to the infringement of two na-
tional patent rights.215 

202	The courts of continental European countries took a 
more liberal approach and allowed the consolidation 
of actions related to infringements of national bun-
dle patents granted in accordance with the EPC. A 
number of remarkable decisions were made by Dutch 
courts. In one of its landmark judgments, Expandable 
Grafts v Boston Scientific,216 the Hague Court of Appeal 
had to decide (a) whether it had jurisdiction over an 
action for an injunction brought by a proprietor of 
a European patent who sought to prohibit the de-
fendant domiciled in the Netherlands from infring-
ing the Dutch Patent of the European bundle of pat-
ents, and (b) whether its jurisdiction could also be 
extended with regard to an action for an injunction 
against a French defendant, seeking the prevention 
of an infringement of the French patent. The plain-
tiff’s argument was based on the fact that the same 
infringing products were put into different domes-
tic markets by corporations belonging to the same 
corporate group. 

203	The Hague Court was of the opinion that the gen-
eral rule allowing the suing of the defendant before 
courts of the country where it is domiciled should be 
maintained. However, the Court also noted that the 
need for a proper administration of justice requires 
simultaneous hearing of actions brought against 
several companies belonging to the same corporate 
group if such companies are selling identical prod-
ucts in different national markets based on a joint 
business plan. Nevertheless, this joinder of actions 
should not result in a situation where the plaintiff 
is given the possibility of suing all the parties in the 
courts, of the plaintiff’s own choosing, of the dom-
icile of any one of the companies belonging to the 
group. The Hague Court of Appeal held that the best 
way to strike a balance between Article 2 and Arti-
cle 6(1) is to allow the bringing of actions in their 
entirety only before courts of the domicile of the 
head office which is in charge of the business oper-
ations in question or from which the business plan 
originated. 

204	The decision in the Expandable Graft case restricted 
the possibility of bringing actions only before the 
courts of the domicile of the main infringer, and thus 
limited forum-shopping possibilities. Hence, a great 
number of previous cases where Dutch courts as-
sumed jurisdiction over actions for the infringement 
of bundle patents brought against multiple alleged 
infringers were reversed.217 The approach taken by 
the Hague Court of Appeal, whereby the plaintiff was 
allowed to sue alleged infringers belonging to the 
same group of companies before the courts of the 
main infringer, was labelled the ‘spider-in-the-web’ 
doctrine and was subsequently applied by courts of 
other European countries.218 

c)	  CJEU Decision in ‘Roche Nederland’

205	To a large extent, the decision of the CJEU in Roche 
Nederland put an end to divergent interpretations 
of the applicability of Article 6(1) of the Brussels 
Convention to IP disputes. In this case, two Amer-
ican companies, Primus and Goldenberg, which 
were proprietors of the European patent in 10 EU 
states, brought an action in the Hague, where the 
main infringer (Roche Nederland) was established. 
The plaintiffs also sought to enjoin eight other com-
panies belonging to the Roche group. Primus and 
Goldenberg argued that those companies had all in-
fringed the patents by committing infringing acts 
in accordance to the common policy elaborated by 
Roche Nederland. Both the trial court and the court 
of second instance approved the existence of juris-
diction; the Dutch Supreme Court (Hoge Raad), how-
ever, was not so convinced and referred the case 
to the CJEU for a preliminary ruling. The CJEU was 
asked to clarify whether it is possible to bring a law-
suit for an infringement of a bundle of European pat-
ents against a defendant whose registered office is in 
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the forum state and also sue other defendants having 
their registered offices in Contracting States other 
than that of the forum.

206	The CJEU decided that Article 6(1) of the Brussels 
Convention does not apply in European patent in-
fringement proceedings involving a number of com-
panies established in various Contracting States 
which concern acts committed in one or more of 
those states even where those companies, belong-
ing to the same group, may have acted in an iden-
tical or similar manner in accordance with a com-
mon policy elaborated by one of them.219 In coming 
to such a conclusion, the CJEU followed the same 
line of reasoning as was established in its previous 
case law. The court again emphasised that for Arti-
cle 6(1) of the Convention to be applicable, actions 
against multiple defendants must have a connection 
of such a kind that it is expedient to determine the 
actions together in order to avoid the risk of irrec-
oncilable judgments which might result from sepa-
rate proceedings. 

207	The parties in the Roche Nederland case suggested dif-
ferent interpretations as to the meaning of ‘irrec-
oncilable judgments’. The plaintiffs argued that the 
Court should follow a broader notion of irreconcila-
ble judgments, as established in the interpretation of 
Article 22 of the Convention which dealt with the co-
ordination of related proceedings. If this interpreta-
tion were adopted, ‘irreconcilable judgments’ would 
have meant that the risk of conflicting judgments 
would not necessarily cause the risk of giving rise 
to mutually exclusive legal consequences.220 On the 
other hand, the defendants and the Advocate Gen-
eral supported a narrower understanding of the no-
tion of ‘irreconcilable judgments’. In their view, the 
Court should have followed its established jurispru-
dence when applying rules related to the recognition 
of judgments where irreconcilable judgments were 
interpreted as entailing legal consequences which 
are mutually exclusive.221 The CJEU did not find it 
necessary to decide on this issue. Instead, it merely 
stated that even if broader interpretation of the no-
tion of ‘irreconcilable judgments’ is accepted, there 
is no risk of such decisions being given in European 
patent infringement proceedings.222

208	The Court followed the proposal of AG Léger in de-
ciding that decisions rendered in separate domes-
tic proceedings could be contradictory if they are 
related to the same factual and legal situation. The 
CJEU stated that in the case of infringements of 
parallel patent rights, factual situations are not the 
same, because different persons are sued in different 
Member States for varied infringing acts.223 Further-
more, the principle of the independence of national 
patent rights, even though the patents at stake were 
granted under the European Patent Convention, led 
the Court to the conclusion that the legal situation is 
also different.224 Similarly, as regards ‘spider-in-the-

web’ situations where individual companies pursue a 
common business policy that leads to infringements 
of patents held in different countries, the CJEU ac-
knowledged that although factual circumstances 
are similar, from a legal perspective, infringements 
were not identical because of the independence of 
national patent rights.225 The CJEU explored fur-
ther the policy objectives of the Brussels Conven-
tion, namely, the predictability of the rules of juris-
diction, the prevention of forum shopping and the 
need to assure speedy litigation.226 Finally, even if an 
action against multiple infringers were possible, it is 
very likely that the defendants would raise invalid-
ity defences which, according to the previous judg-
ment in GAT v LuK, would again lead to territorial lit-
igation according to exclusive jurisdiction rules.227 

209	The practical outcome of the CJEU decisions in the 
cases of Roche and GAT is that cross-border IP litiga-
tion, at least insofar as it is related to the registered 
IP rights, should be conducted on a country-by-coun-
try basis before the courts of each protecting state. 

228 Even though it is possible to sue the main in-
fringer in a court of the infringer’s domicile and try 
to bring actions concerning infringements in other 
countries, such actions would fail if the plaintiff does 
not succeed to prove the causal link between the in-
fringements of sister IP rights protected abroad. As 
a result of the CJEU decision in the Roche case, a pro-
prietor of parallel patent rights would be able to sue 
the coordinator of the infringement and in the same 
court seek a consolidation of claims against a num-
ber of defendants who belong to a group of corpo-
rations that jointly infringe parallel patent rights. 
There are some domestic cases where the CJEU rea-
soning in the Roche case was adopted229 or where it 
is expected that the domestic international juris-
diction rules might be adjusted to reflect the recent 
CJEU decision on the Roche case.230

210	The CJEU decision in the Roche Nederland case ignited 
many discussions within the patent community. On 
one hand, the common law scholars claimed that the 
CJEU decision affirmed the earlier practice of English 
courts.231 On the other hand, legal scholars – mainly 
from the continental countries – were quite scepti-
cal of the approach adopted by the CJEU.232 Taken 
together, the criticism of the CJEU judgment in Ro-
che rests upon three main arguments. First, the con-
clusion that there can be no inconsistent judgments 
in so-called ‘spider-in-the-web’ situations was con-
sidered unconvincing. By stating that the infringe-
ments and defendants are different and that infring-
ing acts would usually occur in different states, the 
CJEU decided that there can be no contradictory de-
cisions even if patents were granted according to 
the EPC. However, it has been argued that the CJEU 
could have come to a different conclusion if it had 
taken into account what constitutes an object of in-
fringement in disputes such as the Roche case. In par-
ticular, it has been argued that in European patent 
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infringement proceedings the object of an infringe-
ment is the same; therefore, there actually is a like-
lihood of contradictory judgments.233 Even though 
national law plays a certain role in European patent 
infringement proceedings, to the extent provided in 
Article 64 of the EPC, usually the allegedly infringed 
invention would be the same and the court dealing 
with the infringement case would have to determine 
the scope of the allegedly infringed patent according 
to the patent claims, which would be identical to all 
patents in the bundle (Art. 69(1) EPC).234 

211	The second criticism is related to the need to pro-
tect the interests of the non-resident defendants. It 
stands to reason that the general principle of a de-
fendant’s domicile should be maintained, and only 
limited exceptions to this rule are desirable. Al-
though predictability of jurisdiction rules is one of 
the underlying policy objectives of the Brussels re-
gime, it does not pre-empt jurisdiction rules from 
a dynamic interpretation. Insofar as cross-border 
IP litigation is concerned, it is argued that the CJEU 
should have adopted the interpretation of Arti-
cle 6(1) as it was established in the Expandable Grafts 
decision of the Hague Court of Appeal because it ‘has 
laid a solid foundation for a balanced and pragmatic 
solution’.235 Further, commentators submit that the 
‘spider-in-the-web’ doctrine does not threaten the 
objectives of predictability or legal certainty; in-
stead, it balances the interests of both parties and 
facilitates efficient dispute resolution.236

212	Thirdly, the Roche judgment is criticised on the ba-
sis that it failed to take into account the interest of 
the business community for an efficient patent liti-
gation structure. By referring to its previous decision 
in GAT, the CJEU reiterated the existence of exclu-
sive jurisdiction rules which would come into ap-
plication whenever the invalidity defence is raised. 
Taking into account relatively high litigation costs, 
the combined effects of the CJEU rulings in the GAT v 
LuK and Roche cases will cause litigation costs to be 
even higher because of the segmentation of state-to-
state patent litigation. This might have dramatic ef-
fects on small and medium undertakings that might 
no longer be able to enforce their IP rights. There-
fore, it might be questioned whether another funda-
mental right to access of justice is not undermined. 
On a more general scale, territorially based litiga-
tion might have further systemic effects, namely, 
because of high costs associated with the enforce-
ment of patent rights, companies might be discour-
aged from applying for the legal protection of their 
creative products.

213	Nonetheless, some scholars argued that the CJEU 
judgment in Roche did not completely eliminate the 
possibility of a joinder in multi-state IP infringe-
ment proceedings.237 The post-Roche jurisprudence 
of some national courts illustrates that, notwith-
standing the strict approach taken by the CJEU, there 

might be further possibilities for the application of 
the ‘spider-in-the-web’ doctrine. In this regard there 
is one noteworthy decision, handed down by the 
Hague Court of Appeal in 2007,238 where the Court 
applied the Roche test requiring an investigation into 
the likeliness of inconsistent judgments in actions 
brought before courts of the country where each de-
fendant is domiciled. As regards factual sameness, 
the Court decided that they may be the same where 
the defendant companies, belonging to the same cor-
porate group, act in an identical or similar manner in 
accordance with the common policy prepared by one 
of them. Since the case at hand involved infringe-
ment of a Community trade mark, the Court had the 
opportunity to test whether this infringement would 
lead to the same factual situation even if the actions 
were litigated before the courts of each protecting 
country. Different from proceedings concerning the 
infringement of European bundle patents, the Hague 
Court of Appeal found that in the case of Community 
IP rights, the danger of irreconcilable judgments ac-
tually does exist because Community IP rights regu-
lations create truly uniform supranational IP rights, 
which are effective within the entire European Un-
ion.239 It follows that the ‘spider-in-the-web’ doc-
trine was not completely eliminated by the CJEU and 
could still be applied in cases of multi-state infringe-
ments of Community IP rights by companies who be-
long to the same group and who act in an identical 
or similar manner. Similarly, in one of several trade 
mark cases, an Italian court interpreted Article 6(1) 
broadly and joined claims related to the ownership 
of Italian and US trade marks.240 More generally, it 
seems that the opinions still differ as to whether the 
implications of the Roche case should affect consol-
idation of claims in cross-border cases concerning 
other kinds of IP rights (especially non-registered 
IP rights such as copyrights).241 

d)	 Situations Outside of the Scope of 
the Brussels/Lugano Regime

214	The possibility of consolidating claims against de-
fendants domiciled in third states should be decided 
according to domestic jurisdiction provisions. At the 
outset, it should be noted that there are very few 
(or no) domestic court decisions with regard to this 
matter. Therefore, the answers could only be de-
rived from existing domestic statutory provisions242 
or prevailing academic opinions. Due to the absence 
of domestic court decisions, in many Member States 
it remains unclear whether consolidation of the pro-
ceedings, where the defendant is not resident in any 
EU or EFTA Member State, would be possible.243
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3.	 Joinder of Claims according 
to Japanese Law

215	Japanese law embeds a rather peculiar system con-
cerning the consolidation of claims. There are two 
main areas of consolidation: (1) ‘objective joinder’, 
which means joinder of related claims, and (2) ‘sub-
jective joinder’, which means joinder of claims 
brought against different defendants. The legal ba-
sis for the joinder of claims is posited in Article 7 of 
the Japanese CCP which states that joinder of claims 
is possible if a (Japanese) court has jurisdiction over 
one of the claims pursuant to jurisdiction rules of 
the CCP. Objective joinder is considered to be one of 
the special grounds of jurisdiction. Thus, Article 7 of 
the Japanese CCP should be interpreted and applied 
restrictively. Article 7 of the CCP does not directly 
require that there be any connection between the 
claims brought before a court; however, the prevail-
ing opinion is that Japanese courts can assert juris-
diction only if there is a close connection between 
the claims. 

216	One of the benchmark decisions in the area of objec-
tive joinder is the Supreme Court decision in the so-
called Ultraman case.244 In this case a dispute arose 
between a Japanese corporation, Tsuburaya Produc-
tion, and a Thai national. The defendant’s corpora-
tion did not have its registered office in Japan, but 
its president was resident there. According to the 
licence contract concluded between Tsuburaya and 
the Thai counterparty in 1976, the object of the con-
tract was a transfer of rights to use copyright prod-
ucts in a number of countries, including Thailand. 
In 1996 Tsuburaya allegedly sent a letter confirm-
ing the transfer of exclusive rights to the Thai coun-
terparty. Later, Tsuburaya licensed the use of the 
copyright works to another party, a Japanese cor-
poration, Bandai; according to this agreement, the 
territorial scope of use covered Japan and South East 
Asian countries. In April 1997 the corporation whose 
president was the Thai defendant sent warning let-
ters to Bandai and its subsidiaries as well as Sega En-
tertainment, arguing that it had obtained exclusive 
licence from Tsuburaya Corporation, and requesting 
the stopping of infringements. Subsequently, Tsubu-
raya Corporation brought a suit in Japan against the 
defendant, making a number of claims for compen-
sation and requiring the court to issue declarations 
regarding a number of facts. 

217	Having decided that Japanese courts rightly asserted 
international jurisdiction, the Supreme Court briefly 
addressed the question of joinder of claims. It con-
firmed that joinder of claims is possible only if the 
close relationship between the claims exists. In the 
case at hand, the plaintiff made a number of claims, 
including (1) a claim for compensation of damages 
for the disturbance of business by the defendant via 
warning letters; (2) a claim for a declaration that the 

defendant did not have a copyright over the copy-
righted works concerned; (3) a claim for recogni-
tion of the fact that the contract of 1976 was not au-
thentic (and indeed, the plaintiff argued that the 
defendant had forged the contract); and (4) a claim 
for the recognition that the plaintiff had the copy-
rights to use the works in Thailand, etc. The Supreme 
Court found that the first and the second claims were 
closely related to the third and fourth claims. The 
Court emphasised that the joinder of claims would 
facilitate international adjudication of disputes and 
therefore was justifiable, considering the interna-
tional allocation of judicial functions among the 
courts of different countries. 

218	Another form of joinder of claims is known as sub-
jective joinder, i.e. joinder of claims raised by mul-
tiple plaintiffs or multiple defendants. According to 
Article 38 CCP, ‘if rights or obligations that are the 
subject matter of the suits are common to two or 
more persons or are based on the same factual or 
statutory cause, these persons may sue or be sued 
as co-parties’. This provision is to be read in con-
junction with Article 7 CCP which also requires that 
such a joint claim be brought to a court which has a 
general venue pursuant to Article 4. In other words, 
courts which have jurisdiction on the basis of Arti-
cle 4 (the defendant’s domicile, place of establish-
ment or place of business is in Japan) may assert ju-
risdiction over claims between joint parties if such 
claims are based on the same factual or statutory 
cause. In theory, Article 38 aims to allow the consol-
idation of closely related claims between the same 
parties, thus facilitating dispute resolution, poten-
tially reducing procedural costs and preventing in-
consistent judgments. Besides, it is generally ac-
knowledged that there should be a close connection 
between the claims and also between joint parties.245 
In court practice, this provision has been interpreted 
in a restrictive fashion.246 Courts have often refused 
to exercise their international jurisdiction over mul-
tiple defendants who do not have residence in Japan. 
This was generally based on the argument that suing 
multiple foreign defendants may undermine their 
right to fair trial and procedural defence rights.247 

219	Accordingly, although Japanese courts would not 
in principle have international jurisdiction over in-
fringements of IP rights in foreign countries, they 
might nevertheless assert international jurisdic-
tion over several closely related claims, provided 
that jurisdiction could be asserted over one of these 
claims. However, this close connection would not 
be affirmed in cases where parallel IP rights are in-
fringed by persons who act independently in differ-
ent foreign countries. In addition, it is hardly likely 
that Japanese courts would assert international ju-
risdiction in so-called ‘spider-in-the-web’ cases 
where infringement of parallel IP rights was com-
mitted by corporations belonging to the same cor-
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porate group. Hence, the question of whether the in-
validity defence is raised is not relevant. 

220	Consolidation of claims brought for breach of con-
tract might be possible if contractual obligations 
were to be performed in Japan. However, for claims 
related to the performance of contractual obligations 
by different parties to be joined, Japanese courts 
would apply a special circumstances test. Accord-
ing to the special circumstances test, Japanese courts 
would consider whether joinder of claims against 
different parties does not undermine the principle 
of fairness between the parties, proper and speedy 
adjudication and the burden of defendants against 
whom the action is brought before Japanese courts. 
Hence, a joinder of the foreign parties for the per-
formance of contractual obligations before a foreign 
court might also be problematic.

221		The drafters of the CCP (2011) were aware of the ef-
ficiency gains if several related claims are heard to-
gether in the same proceedings. Article 3-6 follows 
the established court practice and stipulates that 
Japanese courts can exercise international jurisdic-
tion whenever they are competent to hear at least 
one claim of the action, provided that there is a close 
connection between the claims of the action. Ac-
cording to the Explanatory Report to the Interim 
Proposal, the exercise of international jurisdiction 
over claims which are not related might be consid-
ered an exorbitant exercise of jurisdiction. In addi-
tion, the question of whether there is a close con-
nection between the claims should be interpreted 
in light of territorial jurisdiction rules and, moreo-
ver, the discretion of the court should be restricted. 
Such an approach is said to be in line with the pro-
tection of the interests of the defendant, who should 
be given a fair opportunity to defend the case. 248 The 
special rule concerning the joinder of claims would 
not apply if the claims are related to matters which 
fall under exclusive jurisdiction. In cross-border IP 
litigation this exception will be especially important, 
because most patent disputes involve issues which 
are related to registration and fall under exclusive 
jurisdiction rules. 

IV.	Discussion 

222	The possibility of consolidation of claims against 
multiple defendants plays a vital role in the adjudi-
cation of multi-state IP disputes. In this area there is 
an obvious need to balance the interests of the par-
ties; hence the rules conferring jurisdiction to de-
cide claims upon the non-resident defendants must 
require a significantly close connection between the 
forum and the dispute. Various legislative propos-
als aimed to address this problem and significant 
clarification of issues can be seen. At the same time, 
some of the differences among the legislative pro-

posals should be taken into consideration. Accord-
ingly, it is suggested to draft a clear rule which would 
unambiguously provide for the conditions when a 
court can assert jurisdiction over foreign defendants. 
In this regard, it is necessary to (1) re-consider the 
meaning of ‘close connection’ of the defendant or 
claims against a non-resident defendant and forum; 
(b) discuss whether a more precise explanation of 
the danger of ‘irreconcilable judgments’ is necessary 
(the CLIP and the ALI Principles could serve as solid 
ground for discussion); (c) examine whether there 
is a need to provide a special rule where a pre-ex-
isting exclusive choice of court agreement between 
the plaintiff and one of the defendants can be in-
voked; and (d) consider the structure of rules deal-
ing with jurisdiction to hear claims against multiple 
defendants: whether one general rule will suffice or 
whether some special rules dealing with particular 
constellations (such as ‘spider-in-the-web’) are to 
be established. 

223	However, if the drafters of the ILA guidelines intend 
to adopt a more visionary approach, then the ques-
tion of jurisdiction over disputes involving multi-
ple parties (possibly, multiple plaintiffs and multiple 
defendants) could fall into the ambit of rules deal-
ing with the coordination of judicial proceedings. 
This has already been attempted in the ALI Prin-
ciples where a separate set of rules merging rules 
on parallel proceedings as well as proceedings has 
been adopted. However, one has to beware that such 
an innovative approach may take some time before 
gaining wider acceptance in the judicial practice. 

G.	 Coordination of Proceedings: 
Lis Pendens and Beyond 

Arts. 21 of the 1999 Hague Draft; Arts. 2:701-2:706 CLIP Prin-
ciples; Art. 201 Transparency Principles; Sections 221-223 
ALI Principles; Art. 213 of the Waseda Principles

I.	 Differences 

1.	 General Remarks: From Court 
Discretion towards Legal Certainty

224	The problems associated with the treatment of par-
allel proceedings involve many considerations. One 
of the main ones is the question of how to deal with 
actions which have been or are about to be instituted 
before a forum of a third country. The ‘international 
context’ section highlights different approaches fol-
lowed by the courts of different states. However, in 
the context of the legislative proposals one notewor-
thy remark has to be made. This remark is closely re-
lated to the discussion expounded in the section on 
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personal jurisdiction and the discretion of the courts 
to decline jurisdiction. Namely, it has been shown 
above that in the recent legislative proposals, a gen-
eral trend towards the limitation of a court’s discre-
tion to decline jurisdiction could be identified. Ac-
cordingly, doctrines such as forum non conveniens or 
the ‘special circumstances’ test have been criticised 
due to the legal uncertainty of the litigants. 

225	As a result, the need to increase legal certainty and 
foreseeability leads to the clarification of jurisdiction 
rules in other fields: infringement, contract, paral-
lel proceedings, etc. In particular, the CLIP and the 
ALI Principles provide for a comprehensive set of 
rules to deal with parallel proceedings and negative 
declaratory actions. These specific rules filled in the 
gap which was left to the courts’ discretion. In par-
ticular, the CLIP, Transparency and Waseda Princi-
ples adopt a lenient lis pendens approach giving the 
court first seised priority to proceed with the ad-
judication of the dispute unless there are cases of 
abuse.249 While the CLIP, Transparency and Waseda 
Principles establish lis pendens rules, the CLIP and 
the ALI Principles establish a more comprehensive 
framework to coordinate proceedings before the 
courts of multiple states (Arts. 2:701-2:706 CLIP and 
S 221-223 ALI.).

2.	 Modification of the Lis Pendens Rule

226	All legislative proposals adopt a number of rules 
which are designed to tackle problems when par-
allel proceedings are pending before courts of sev-
eral states. However, here the approaches differ. 
The ALI Principles generally divide the decisions of 
the courts based on which court was first seised and 
what kind of method should be most advantageous 
in a given situation. Hence, the ALI Principles further 
require deciding which of the three forms of coor-
dination should be applied: (i) cooperation; (ii) con-
solidation; or (iii) a combination of cooperation and 
consolidation. 

227		Other legislative proposals adopt a modified lis pen-
dens rule. However, the approaches here differ. The 
CLIP, Transparency and Waseda Principles give pri-
ority for the court first seised to decide whether it 
has jurisdiction to adjudicate the case; the courts 
later seised generally must stay the proceedings and 
await the conclusions of the court first seised. How-
ever, the Transparency and Waseda Principles con-
tain a special rule according to which a judgment of 
a foreign court first seised could be recognized in the 
forum state, while the court later seised shall dismiss 
the case (Art. 201(1) Transparency and Art. 213(2) 
Waseda). The CLIP Principles specify that a court 
second seised is not obliged to stay the proceedings 
if (a) it has exclusive jurisdiction or (b) it is manifest 
that the judgment from the court first seised will not 
be recognized (Art. 2:701(1) CLIP).

228	In addition, the CLIP and Waseda Principles specify 
that in situations where the court first seised does 
not decide upon its jurisdiction within a reasona-
ble time, the court later seised may reopen the pro-
ceedings (Art. 2:701(2) CLIP; Art. 213(3) Waseda). Fur-
ther, the CLIP, Transparency and Waseda Principles 
adopt special rules of priority in situations where 
matters related to exclusive jurisdiction are at stake 
(Art. 2:703 CLIP; Art. 201(3) Transparency).

3.	 Court ‘Seised’ and Court ‘First Seised’ 

229	Another set of differences concern the embodied 
clarifications when a court is deemed to be ‘seised’ 
and ‘first seised’. The notion of the court which is 
deemed seised was provided in Article 21 of the 1999 
Hague Draft, which stated that for the purposes of 
the application of the lis pendens rule, a court is 
deemed to be seised (a) when the document insti-
tuting the proceedings is lodged within a court; or 
(b) if such document has to be served before being 
lodged within the court, when it is received by an au-
thority responsible for the service on the defendant. 
This notion of when the court is seised was adopted 
in the text of CLIP, ALI and the Waseda Principles.250 

230	In addition, the ALI Principles also provide for a spe-
cial rule when the court is considered to the ‘first sei-
sed’: (a) when the subject matter of the action is not 
within another tribunal’s exclusive jurisdiction; and 
(b) no other court had previously been seised with 
a coercive action seeking substantive relief; and (c) 
in the case of actions between different parties, no 
other court has a pending motion to coordinate ac-
tions (S 221(5)). The need to establish for a special 
rule determining when a court is deemed to be ‘first 
seised’ was crucial because the ALI Principles pro-
pose for a comprehensive system of coordination of 
multi-territorial actions.

4.	 Cooperation between the Courts

231	Three of the legislative proposals adopt a view that 
in the case of parallel proceedings pending before 
the courts of different states, the courts should co-
operate among themselves in order to promote ef-
ficient resolution of multi-state disputes (Art. 2:704 
CLIP; Art. 201 Transparency; S 221 ALI). In particu-
lar, the legislative proposals seem to be inspired by 
the previous legislative proposals in the area of mul-
ti-state insolvency proceedings.251 In particular, the 
ALI, CLIP and Transparency Principles determine 
that courts should be encouraged to directly com-
municate among themselves in order to efficiently 
manage the proceedings.
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II.	 International Context  

1.	 Coordination of Proceedings in the US 

232	The US law does not follow any similar clear-cut doc-
trine such as the lis pendens rule. Instead of priority 
rules, American courts have taken into considera-
tion the maintenance of international comity. While 
American courts were applying forum non conveni-
ens doctrine in deciding upon international jurisdic-
tion, in the context of parallel proceedings, courts 
deferred to a standard of ‘international abstention’. 
This standard was developed in court practice and 
confers discretion upon the courts to decide how to 
deal with parallel litigation. As a starting point, it 
should be noted that American federal courts have 
a ‘virtually unflagging obligation’ to exercise the ju-
risdiction conferred on them by Congress.252 How-
ever, in ‘exceptional’ circumstances, a court may ab-
stain from hearing a suit and await the outcome of 
parallel proceedings.253 In order to be able to defer 
to foreign proceedings, a finding of some substan-
tial reason is not sufficient. Instead, the court held 
in Moses v Mercury that there should be the ‘clearest 
of justifications’ so that the court could surrender 
its jurisdiction over the dispute.254 

233	Before deciding whether it is possible to apply the 
doctrine of abstention, the courts need to determine 
whether suits are parallel. In Schneider v Carr, it was 
held that suits are parallel if ‘substantially the same 
parties are litigating substantially the same issues si-
multaneously in two fora’.255 Nevertheless, suits do 
not have to be identical to be parallel.256 Further-
more, the mere presence of additional parties or ad-
ditional questions in one of the cases does not neces-
sarily preclude a finding that the cases are parallel.257 
Accordingly, the essential question is not whether 
suits are formally symmetrical, but whether there 
is a ‘substantial likelihood’ that the foreign litiga-
tion ‘will dispose of the claims’ brought before a fed-
eral court.258 In AAR International Inc v Nimelias Enter-
prises it was held that in deciding whether to proceed 
with an action over a dispute which is also pending 
abroad, the court needs to consider various factors, 
including (a) respect for the courts of foreign na-
tions; (b) fairness to the litigants (relative conveni-
ence of the forum and possible prejudice); or (c) ef-
ficient use of judicial resources.259

2.	 Parallel and Related 
Proceedings in the EU

a)	 The Practice of the CJEU

234	The Brussels I Regulation establishes two corner-
stone provisions related to the coordination of par-

allel proceedings. Article 27 of the Regulation pro-
vides for a rule which deals with parallel proceedings 
that arise between the same parties and are based 
upon the same cause of action. Article 28 applies to 
situations where related actions are pending before 
courts of several Member States. The following sec-
tions deal with those two rules more specifically as 
well as focus on the problems which have emerged 
in the context of cross-border enforcements of IP 
rights. 

235	Article 27 of the Brussels I Regulation260 deals with 
lis pendens situations and entrenches the first-in-
time principle. In particular, Article 27 applies to 
proceedings which fulfil two conditions: first, paral-
lel proceedings must have the same cause of action, 
and, second, proceedings must be between the same 
parties. If both requirements are fulfilled, any court 
other than the court first seised shall of its own mo-
tion stay the proceedings until the jurisdiction of the 
court first seised is established. The court second sei-
sed has no discretion and must stay the proceedings. 
Further, if the court first seised decides to hear the 
case, any other court later seised shall decline juris-
diction in favour of the court first seised (Art. 27(2)). 

236	This lis pendens framework as entrenched in the 
Brussels I Regulation is justified on several grounds. 
First, the lis pendens rule is designed to preclude, as 
far as possible from the outset, the possibility of a 
situation where judgment given in a particular case 
is not recognised on the basis of its irreconcilabil-
ity with a judgment given in proceedings between 
the same parties in the state in which recognition is 
sought.261 Second, the lis pendens rule contributes to 
the protection of the right to access courts, which 
means that parties can submit their dispute only to 
one court.262 Thus, the underlying objective of the 
prior temporis rule is to eliminate judicial inefficiency 
and retain mutual trust between the Member States. 

237	In its previous case law, the CJEU made it clear that 
the requirements for the application of the lis pen-
dens rule should be interpreted autonomously from 
those laid down in the national procedural stat-
utes.263 Such autonomous interpretation should con-
tribute to the proper administration of justice within 
the EU and prevent parallel proceedings before na-
tional courts of different Member States. Hence, ac-
cording to the CJEU, the application of the lis pen-
dens rule does not depend on any other conditions 
besides that (1) the action should be between the 
same parties, (2) those involving the same cause of 
action and (3) the same subject matter.264 Therefore, 
the determination of the content of these require-
ments is crucial for the application of Article 27 of 
the Brussels I Regulation.

238	One of the most controversial issues which the 
courts of EU Member States had to face was the de-
termination of whether parallel proceedings had the 
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same cause of action and the same object. In its early 
case law, the CJEU ruled that the notion of the same 
‘cause of action’ comprises the facts and the rule of 
law which form the basis of the action, whereas the 
‘object of the action’ for the purposes of Article 21 
of the Brussels Convention (Art. 27 of the Regula-
tion) means the ultimate goal of the action.265 Ac-
cording to the CJEU, Article 21 of the Convention 
should be interpreted broadly so as to cover various 
situations where cases having the same cause of ac-
tion are pending before courts of different countries 
and might end in conflicting decisions.266 Based on 
these considerations the CJEU found, for example, 
that a situation of lis pendens arises where one party 
brings an action for the rescission or discharge of an 
international sales contract whilst another party in-
stitutes proceedings before a court of another Mem-
ber State seeking to enforce the same contract.267 
For example, in the Tatry case, the CJEU decided an 
action for a declaration where the plaintiff is not li-
able; subsequently, an action commenced whereby 
the plaintiff in the first action is sued for compen-
sation of damages having the same object.268 In this 
case, the ship-owners brought an action in the Neth-
erlands seeking a declaration that they are not lia-
ble for damage to the cargo; subsequently, the cargo 
owners brought actions before English courts seek-
ing damages for their alleged loss.

239	The second condition of the application of Arti-
cle 27(1) of the Regulation is the sameness of the 
parties. According to the CJEU ruling in the Gubisch 
case,269 the ‘sameness of the parties’ is established 
regardless of the procedural position of each of the 
parties in parallel proceedings. Therefore, the par-
ties are considered the same even if one party who 
is a plaintiff in one proceeding is the defendant in 
a proceeding before another court. Hence, it is only 
important that the basic legal relationship from 
which the dispute arises involves the same parties 
regardless of their procedural status. The same inter-
pretation of the Brussels I Regulation is also followed 
by the domestic courts of the EU Member States.270 

240	In practice, there may also be situations where more 
than two parties are involved in parallel proceedings 
before courts of different countries but not all of the 
parties are identical. According to the CJEU ruling in 
the Tatry case, where two actions involved the same 
cause of action but only some of the parties to the 
second action were the same as those in proceedings 
instituted earlier before courts of other countries, 
it would be necessary for the court second seised to 
stay and eventually decline jurisdiction only on the 
basis that the parties are also involved in proceed-
ings before a court of another Member State. Hence, 
the court second seised could (a) continue the pro-
ceedings with regard to the parties that are not in-
volved in the proceedings before a court first seised; 
or (b) stay the proceedings; or (c) decline jurisdic-

tion according to the rules provided in Article 27 of 
the Regulation.271

241	According to Article 28 of the Brussels I Regulation, 
a court may stay the proceedings or decline jurisdic-
tion if a related action is pending in another Mem-
ber State. Notably differently from Article 27, Arti-
cle 28 does not require absolute sameness of cause 
of actions which are pending before courts of dif-
ferent Member States. More particularly, Article 27 
is designed to solve the problem of two legally con-
flicting judgments that may be rendered in courts of 
different Member States. The sister rule in Article 28 
deals with a broader scope of the matter – inconsistent 
judgments that may be legally compatible but pro-
vide for different legal outcomes. In other words, Ar-
ticle 27 deals with conflicting judgments that are le-
gally congruent – those in which parties dispute over 
the same legal object and may result in competing 
awards.272 Article 28, on the other hand, applies to 
parallel proceedings that are related without neces-
sarily having the same legal object. 

b)	 	IP Litigation Practices

242	Strict interpretation of Article 21 of the Brussels Con-
vention (Art. 27 of the Regulation) facilitated the de-
velopment of unseen litigation techniques whereby 
an alleged infringer of IP rights in one Member State 
launches action for a negative declaration seeking 
the establishment that certain acts do not consti-
tute IP infringement, or that certain IP rights are 
not valid. Such actions are often obviously abusive: 
they are launched before a court that bears hardly 
any relationship with the dispute or is known for 
lengthy adjudication of disputes. In this regard, Ital-
ian and Belgian courts became (in)famous as places 
where such abusive actions were filed. In particu-
lar, alleged infringers of IP rights often filed an ac-
tion for a negative declaratory judgment before Ital-
ian courts, where litigation usually takes more time 
than in other EU Member States. Such abusive ac-
tions became ironically known as ‘torpedoes’273 be-
cause of the procedural advantages resulting from 
the mandatory stay of proceedings by the court sec-
ond seised. Hence, the plaintiff of a torpedo action 
could win time even in the situation where the court 
first seised declined jurisdiction. 

243	National courts of EU Member States have several 
times referred to the CJEU to seek clarification con-
cerning the compatibility of such abusive actions 
with the European jurisdiction framework. In Turner 
v Grovit, the UK courts heard a dispute where an Eng-
lish national, Mr Turner, brought an action against 
his former Spanish employer. The employer con-
tested the jurisdiction of the English courts and 
brought another action in Spain. The question in 
this dispute was whether the English courts could 
grant restraining orders against defendants who are 
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threatening to commence or continue legal proceed-
ings before courts in other countries, when those de-
fendants were acting in bad faith and with the inten-
tion to frustrate or obstruct proceedings pending 
before the English courts. The CJEU decided that in-
junctions, whereby courts of one Member State pro-
hibit a party from continuing the proceedings pend-
ing before a court of another Member State, cannot 
be granted under the Brussels Convention even if 
that party is acting in bad faith with the purpose of 
frustrating the existing proceedings.274 The reason-
ing of the CJEU was based on the principle of mutual 
trust, which allows a compulsory system of jurisdic-
tion that does not permit the jurisdiction of a court 
to be reviewed by a court of another Member State. 
This principle also extends to situations where the 
defendant threatens to commence or continue le-
gal proceedings before a court of another state. In 
the view of the CJEU, a court decision that questions 
whether such a party is acting in bad faith by having 
recourse to the jurisdiction of courts of another state 
amounts to interfering with the jurisdiction of the 
foreign court and therefore undermines the princi-
ple of mutual trust.275

244	In another case, Gasser, the CJEU again had an op-
portunity to clarify whether lis pendens rules requir-
ing the court second seised to decline jurisdiction 
should be followed in situations where the proceed-
ings before a court first seised takes an excessively 
long time. The CJEU did not endorse any possible 
deviations to the strict interpretation of the lis pen-
dens rule. It was decided that the possibility to disre-
gard a duty to stay the proceedings, if the proceed-
ings before the court first seised are excessively long 
or if it is obvious that the court seised has no juris-
diction over the merits, would run counter to the 
letter and spirit of the Brussels Convention.276 The 
court reiterated that the Brussels jurisdiction regime 
is based on the principle of mutual trust which all 
courts of Member States have to follow.277 In this de-
cision, the CJEU gave unconditional preference to le-
gal certainty and closed the doors to the introduc-
tion of any exceptions which might have allowed 
some flexibility in the application of Article 27. As 
a result, the court second seised may only stay the 
proceedings and cannot sua sponte examine the ju-
risdiction of the court first seised.

245	The practical implications of the territoriality prin-
ciple should be carefully taken into consideration 
when dealing with parallel IP proceedings. Namely, 
torpedo actions had been possible because the CJEU 
considered infringement actions and actions for neg-
ative declaratory judgments to be based on the same 
cause of action. However, in the area of IP rights, 
the same cause of action exists only when both ac-
tions instituted before courts of different states are 
related to the same IP right.278 In other words, both 
actions should concern an IP right protected in the 
same country. Yet in situations where parallel pro-

ceedings concern the protection of different national 
IP rights, it is obvious that these proceedings do not 
have the same cause of action.279 This also follows 
from the CJEU Roche decision, where it was held that 
parallel proceedings concerning patents granted in 
different countries have different causes of action.280 
In such situations, it is not relevant whether the ob-
jective of parallel proceedings is the infringement of 
IP rights, declaration of non-infringement or valid-
ity. It follows that Article 27 of the Regulation would 
not be applied. Theoretically, a court could exercise 
its discretion and stay the proceedings pursuant to 
Article 28 of the Brussels I Regulation. Nevertheless, 
it is very unlikely that the court second seised would 
stay the proceedings, especially if a court of another 
state was previously seised with a torpedo claim. 

246	Next it has to be clarified whether the same cause 
of action exists between the proceedings for the 
validity of IP rights and IP infringement proceed-
ings. Here, two possible situations should be distin-
guished. First, the alleged infringer may file a suit 
challenging the validity of IP rights before a court 
of a third state which is not the protecting state, and 
the right holder subsequently brings an infringe-
ment action before a court of a state where the al-
leged infringer is domiciled. Second, the alleged in-
fringer may file a suit challenging the validity of 
IP rights before a court of the protecting country 
(in the case of patents – the granting country) and 
the right holder brings an infringement action be-
fore courts where the alleged infringer is domiciled. 
Both cases are identical in that (a) the right holder 
seeks legal redress before courts of the defendant’s 
domicile pursuant to Article 2 of the Brussels I Reg-
ulation; and (b) the IP rights at stake are the same 
in all proceedings. Generally, there is no common 
agreement among European scholars as to whether 
the invalidity action and the infringement action 
have the same cause of action and what procedural 
steps should be taken by the court second seised. 
In the first scenario where an action for invalidity 
is brought before a court of a third country which 
bears no connection to the dispute, if the proceed-
ings are considered to have the same cause of action, 
the court second seised would be obliged to stay the 
proceedings (regardless of the fact that the action 
to the court first seised was a clear abuse of rights) 
pursuant to Article 27 of the Brussels I Regulation. 
However, it may be argued that invalidity proceed-
ings and infringement proceedings do not have the 
same cause of action and therefore the court second 
seised could continue the proceedings.281 Following 
this approach, these invalidity proceedings would 
not even be considered to be related proceedings 
in terms of Article 28, and the court second seised 
would not be obliged to stay its proceedings. The sit-
uation would be rather different in the second con-
stellation where an invalidity action is brought be-
fore a court of a protecting state. The question which 
has to be answered is how to control parallel pro-
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ceedings involving the same IP rights. In this case, 
the CJEU ruling in GAT v LuK would imply that the 
two actions are based on the same cause and that the 
proceedings before the court second seised have to 
be stayed and jurisdiction declined as soon as the 
court first seised asserts jurisdiction. 

247	It appears that such territoriality considerations 
would be equally applicable with regard to unregis-
tered IP rights. Hence, proceedings involving differ-
ent IP rights, whether registered or not, will not be 
considered as having the same cause of action, and 
the lis pendens rule requiring the court second seised 
would not be applicable. In the UK there are several 
court decisions where English courts refused to de-
fer to foreign parallel proceedings involving paral-
lel IP rights.282 It should also be noted that the only 
situation where the requirement to stay the pro-
ceedings pursuant to Article 27 is if the court sec-
ond seised has exclusive jurisdiction over the claim 
which had been previously brought before a court 
of another state.283

248	To tackle the torpedo problem, a number of solu-
tions have been proposed. In order to avoid abusive 
torpedo actions, it has been argued that courts sec-
ond seised should not defer to foreign proceedings 
where it is obvious that a judgment of a court first 
seised cannot be recognised in the forum country. 
However, as was stated above, such an approach is 
incompatible with the Brussels I regime.284 Further, 
it has been proposed that in cross-border IP litiga-
tion, actions for a declaration of non-infringement 
should be allowed only before courts of the state 
where the proprietor of IP rights has a domicile. The 
possibility of bringing an action before a court of a 
foreign protecting state where the proprietor of al-
legedly infringed IP rights is not domiciled would 
still keep the gates open for potential abuse of proce-
dural rights. It was argued that this approach should 
also be adopted with regard to alleged infringements 
of European bundle patents. 

c)	 Third-Country Situations

249	The provisions of the Brussels I Regulation are appli-
cable only to parallel proceedings pending before the 
courts of EU Member States. Therefore, Articles 27 
and 28 are not applicable when the parallel proceed-
ings occur before courts of a third state. In such situ-
ations, national jurisdiction rules of the forum would 
determine the manner of coordination of parallel 
proceedings. Upon closer inspection of the existing 
national laws, two different approaches could be dis-
tinguished: first, countries where the control of par-
allel proceedings depends, inter alia, on the condi-
tion of whether a foreign judgment rendered in the 
parallel proceedings could be recognised in the fo-
rum state; and second, countries, where the courts 

would not take into consideration the fact that there 
are pending parallel proceedings in a third state. 

250	A number of continental European countries belong 
to the first group of states where the control of for-
eign parallel proceedings depends on whether a for-
eign judgment could be recognised in a forum state. 
In Germany, for an action brought before a court of 
a third country, the Code of Civil Procedure would 
be applied and the rules entrenched in Section 261 
paragraph 3 would be applied, mutatis mutandis. 
A German court would decline jurisdiction if there 
were a likelihood of the judgment being enforced in 
Germany.285 If an action for a negative declaratory 
judgment is raised before a court of a third coun-
try challenging the validity of foreign patents, Ger-
man courts would assert jurisdiction on the basis 
that a judgment rendered by a court of the third 
country would not be recognised in Germany on the 
ground that the court would not have jurisdiction 
over the dispute related to the validity of foreign 
patent rights (S 328 para. 1 no. 1 of the German Code 
of Civil Procedure).

251	In Austria, parallel litigation issues related with 
claims raised before courts of third countries would 
be decided pursuant to Section 233(1) of the Civil 
Procedure Act, which provides that the court second 
seised has to dismiss the claim of its own motion if 
the same claim is already pending before a court of 
another state. This rule was originally applied for 
domestic lis pendens situations, but later its applica-
tion was extended to include foreign parallel pro-
ceedings.286 The notion of the ‘same claim’ is inter-
preted differently from the notion of ‘the same cause 
of action’ of the Brussels I Regulation. However, the 
most remarkable feature of the Austrian domestic 
regime is that the control of parallel proceedings is 
possible only if there is a risk of irreconcilable judg-
ments. Such irreconcilability may arise when a for-
eign court judgment is rendered and the recognition 
is sought in Austria (S 233(1) of the Civil Procedure 
Act). Hence, the Austrian court would have to as-
certain whether the disputes are based on the same 
cause of action and whether a foreign judgment can 
be recognised in Austria.287 As regards foreign par-
allel proceedings, the Austrian Supreme Court had 
previously decided that IP rights are territorial in na-
ture; therefore, the cause of action is different where 
foreign proceedings are related to the protection of 
unregistered IP rights in that foreign country and 
Austrian proceedings are about the protection of 
Austrian IP rights.288 Such findings of the Supreme 
Court are in line with the CJEU practice established 
in the Roche judgment.289 

252	Italian domestic jurisdiction provisions dealing with 
foreign parallel proceedings are somewhat similar to 
the Austrian regime. Pursuant to Article 7(1) of the 
Italian PIL Statute, a judge shall stay the proceedings 
in situations where a dispute between the same par-
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ties, having the same object and being based on the 
same grounds, is pending before a foreign court and 
a judgment rendered in those foreign proceedings 
can be recognised in Italy. 

253	In Switzerland, the issue of parallel proceedings is 
governed by Article 9 of the Federal Private Inter-
national Act, according to which the proceedings 
have to be stayed if an action having the same sub-
ject matter and between the same parties is pend-
ing before a court of a foreign country, and it is 
expected that the foreign court will, within a rea-
sonable time, render a decision which can be recog-
nised in Switzerland. 

254	In Belgium, Article 14 of the CPIL allows the court to 
stay the proceedings where, firstly, the parallel dis-
putes have the same cause of action and, secondly, 
will likely be recognised and enforced in Belgium. 
Similarly, Dutch courts do not seem to be bound by 
such strict jurisdiction rules as those entrenched in 
the Brussels I Regulation. Article 12 Rv leaves more 
discretion to the courts, which are allowed to stay 
the proceedings but are not obliged to do so. 

255	In Spain there are no procedural rules that would 
deal with the control of international parallel pro-
ceedings. In practice, Spanish courts have been re-
luctant to take into consideration foreign parallel 
proceedings. Hence, it is very unlikely that Spanish 
courts will defer to foreign parallel proceedings in 
IP disputes.290 French courts usually decline inter-
national jurisdiction or stay the proceedings if they 
are courts second seised.291 

256	In cases where the Brussels I regime does not ap-
ply, the jurisdiction of UK courts would be deter-
mined according to the common law. International 
jurisdiction of UK courts in IP-related cases would 
to a large extent be affected by the strict territorial-
ity principle and the forum non conveniens doctrine. 
Namely, English courts may decline jurisdiction over 
disputes involving infringements or validity of for-
eign IP rights even if in personam jurisdiction over 
the defendant was established. Accordingly, UK 
courts would not take into consideration proceed-
ings which are brought before a foreign court chal-
lenging the validity of UK IP rights.292 

257	Some of the issues concerning the modernisation of 
the Brussels I Regulation were also related to paral-
lel proceedings. In particular, as regards parallel IP 
infringement proceedings, the EC Commission pro-
posed to enhance the communication as well as in-
teraction between the national courts of different 
Member States which deal with parallel proceed-
ings.293 In addition, some further alternatives were 
discussed with regard to the coordination of IP in-
fringement and validity proceedings,294 as well as the 
coordination of proceedings concerning the validity 

of the arbitration clause before a national court and 
an arbitral tribunal.295

3.	 Efforts to Create a European 
Patent System 

258	To overcome the existing limitations concerning the 
adjudication of multi-state patent disputes, two pos-
sible legal instruments have been proposed: (a) a 
Community patent and (b) a European and Commu-
nity Patents Court. One of the objectives of creat-
ing a system of Community Patent is to create addi-
tional incentives for small and medium enterprises 
and to make access to the patent system less costly. 
A unitary Community title would provide for equal 
protection within the EU and thus help fight against 
counterfeiting and patent infringements. The Com-
munity patent can be granted only in respect of the 
whole Community (Art. 2(2)). The examination of 
patent applications, the grant of Community patents 
as well as other administrative functions are to be 
carried out by the EPO. In particular, applications for 
Community patents should be filed through the na-
tional patent authorities or directly to the EPO. The 
EPO shall also be in charge of the administration of 
the Registry of Community Patent. As for substan-
tive law provisions, the European Patent Convention 
should be applied together with national law, insofar 
as it complies with the Community law. 

259	The European and Community Patents Court would 
be for disputes concerning the infringement and va-
lidity of European and Community patents. The main 
objective of establishing a special patents court is to 
provide for a legal mechanism which would ensure 
expeditious and high-quality decisions, and would 
strike a balance between the interests of various 
stakeholders. The Court would have exclusive juris-
diction concerning (a) actions for actual or alleged 
infringements of patents, supplementary protection 
certificates and related defences as well as declara-
tions of non-infringement; (b) actions for provisional 
and protective measures and injunctions; (c) coun-
terclaims for revocations of patents; (d) actions for 
damages and compensation derived from the pro-
visional protection conferred by a published patent 
application; (e) actions relating to the use of the in-
vention prior to the granting of the patent or the 
right based prior to use of the patent; and (f) actions 
for the grant and revocation of compulsory licences 
concerning Community patents (Art. 15(1)). 

260	The national courts of Contracting States shall have 
jurisdiction in actions related to Community and Eu-
ropean Patents unless they fall under the exclusive 
jurisdiction of the Patent Court. In particular, ac-
tions referred to in (a), (b) and (d) of Article 15(1) 
shall be brought to either (a) the court of the Con-
tracting State where the infringement occurred or 
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may occur, or (b) the local court of the Contracting 
State where the defendant is domiciled. If the de-
fendant is domiciled outside the territory of Con-
tracting States, the action shall be brought before 
the courts of the state where the infringement oc-
curred or threatened to occur. Other kinds of actions 
referred to in Article 15(1) shall be brought before 
the central division. Such actions may only be initi-
ated if the infringement proceedings have not been 
initiated before the local or regional division. An ac-
tion for a declaration of non-infringement that is 
pending before the central division shall be stayed 
if an infringement action concerning the same pat-
ent between the same parties, or between the holder 
of the exclusive licence and the person requesting 
a declaration, is initiated within three months of a 
local action. 

261	The Patent Court may impose measures which are 
described in the Statute of the Court and Rules of 
Procedure. In particular, the Court can issue the 
following: orders to produce or preserve evidence, 
orders to inspect property, freezing orders, provi-
sional and protective measures, permanent injunc-
tions as well as corrective measures in infringement 
proceedings (Articles 34–38). The Patent Court may 
also render a decision upon the validity of a patent 
and award damages. In the case of Community pat-
ents, the decisions of the Patent Court shall have ef-
fect within the whole territory of the EU. If the dis-
pute concerns European patents, the effects of the 
decision shall be limited to the territory in which the 
European patent has effect (Art. 16). 

4.	 Parallel Proceedings According 
to Japanese Law

262	The Japanese legal framework concerning inter-
national parallel proceedings is also not explicitly 
addressed in the Code of Civil Procedure. The only 
pertinent statutory provision is entrenched in Arti-
cle 142 of the CCP which states that ‘neither of the 
parties can bring another action regarding the case 
which is pending before the court’. However, Japa-
nese courts have consistently refused to apply Ar-
ticle 142 to situations where a similar case is pend-
ing before a foreign court. Hence, it was questioned 
whether international parallel proceedings should 
be prohibited in principle, and if so what jurisdic-
tional rules would be most appropriate. The national 
report identifies three prevailing approaches: 1) the 
so-called ‘anticipated recognition’ theory; 2) the the-
ory according to which parallel proceedings should 
be treated as an issue of standing to sue; and 3) the 
opinion that the decision concerning parallel pro-
ceedings is based on the ‘special circumstances’ test.

263		In early case law, Japanese courts tended to turn a 
blind eye to parallel proceedings pending before 

foreign courts. Recently, however, the prevailing 
approach among both legal scholars and Japanese 
courts supports the special circumstances theory. 
According to this theory, Japanese courts would 
take into consideration whether there are certain 
circumstances that would require Japanese courts 
to decline jurisdiction. Such circumstances affect-
ing whether jurisdiction should be declined or not 
are those of the burden of the parties, location of ev-
idence, time factors, etc.

264		There are no cases related to the handling of par-
allel proceedings simultaneously pending before 
Japanese and foreign courts. Nevertheless, existing 
case law sheds some light on possible parallel IP lit-
igation situations. Hence, in such situations where 
the alleged infringer brings an action before for-
eign courts where IP rights are granted and asks the 
court to issue a declaration of non-infringement, Jap-
anese courts seised by the right holder with an in-
fringement action of foreign IP rights would con-
sider which court is better situated to adjudicate the 
dispute. If a Japanese court found that there were 
some special circumstances showing that a foreign 
court would be better located to hear the dispute, 
the Japanese court would decline the jurisdiction. 
The situation would be the same if the defendant in 
infringement proceedings challenged the validity of 
allegedly infringed foreign patents: Japanese courts 
again would take all relevant factors into consid-
eration to determine in which country the dispute 
would be best adjudicated.

265	The question of international parallel proceedings 
was also vigorously deliberated among the members 
of the CCP reform group. At an early stage of draft-
ing, the majority opinion was that in cases where 
parallel proceedings concerning the same action are 
pending before courts of different countries, Jap-
anese courts should dismiss the action if Japanese 
courts were seised of the case later than the foreign 
court.296 The Interim Draft (2009) prepared by the 
Ministry of Justice working group contained sev-
eral alternative rules for international parallel pro-
ceedings. The proposed rules stipulated that Japa-
nese courts would have had the authority to stay 
the proceedings until the foreign court decides the 
case, given that such future decisions may be rec-
ognised in Japan. However, due to fierce criticism 
and opposition, the idea of establishing a special rule 
for parallel proceedings was abandoned during the 
drafting. Instead, it was decided that the handling 
of international parallel proceedings should fall un-
der the rule establishing a court’s discretion to dis-
miss an action if there are special circumstances 
(Art. 3-9297).



2012 

 Paulius Jurčys

220 3

H.	Concluding Remarks

266	As has been shown in this paper, a number of contro-
versial questions still exist in relation to the optimal 
approach concerning the adjudication of multi-state 
IP disputes. Even though the existing legislative pro-
posals were drafted with the idea of streamlining 
the adjudication of multi-state IP disputes, the ap-
proaches among the legislative proposals differ as 
well. Some of these differences could be explained in 
light of the intended scope as well as the addressee 
of the principles. Therefore, before starting to pre-
pare the workable set of guidelines, the ILA Com-
mittee must decide upon several policy questions: 
(a) Should the draft ILA guidelines merely restate 
the existing law or be more visionary? (b) Should 
the draft guidelines adopt a rather general syntax 
or contain more detailed set of recommendations? 
(c) How should the draft guidelines strike a balance 
between different traditions? 

267	In this regard a number of problems arise. First, what 
should the ultimate goal of the future ILA guidelines 
be – promoting legal certainty or flexibility? Accord-
ing to the answer to this question, the overall struc-
ture of the ILA guidelines could be crystallized. If 
the ILA Committee decides to favour flexibility, then 
presumably there would be fewer possibilities for re-
placing discretionary jurisdictional doctrines such as 
forum non conveniens or the ‘special circumstances’ 
test with more judicial, cooperation-oriented rules. 
On the contrary, if the parties cannot agree on the 
place of adjudication, efficiency considerations seem 
to favour certain clarity as to the outcome of the lit-
igation, i.e. cooperation between the courts or per-
haps consolidation of a multi-state dispute before 
one single court. 

268	The second difficulty is related to the subtle divide 
between the principles of adjudicatory authority of 
courts in common law and civil law countries. In civil 
law countries, it is generally conceived that the de-
fendant’s domicile/habitual residence offers a firm 
jurisdiction rule, and other grounds of jurisdiction 
are considered merely exceptions from this general 
principle. In common law countries, the distinction 
is made between the jurisdiction over the persons 
(so-called in personam jurisdiction) and a court’s com-
petence to hear the dispute (i.e. subject-matter ju-
risdiction). Whether and how these two approaches 
to international judicial jurisdiction could be recon-
ciled is a delicate matter. However, the estimated 
date for finalising the ILA guidelines is scheduled 
for 2014, which means that the members of the ILA 
Committee have sufficient time for a careful consid-
eration in finding a balanced approach. 
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A.	 Introduction

1	 The following pages compare the rules on 
infringement and exclusive (subject-matter) 
jurisdiction posed (or rejected) by four sets of 
academic principles, namely the American Law 
Institure Principles Governing Jurisdiction, Choice 

of Law, and Judgments in Transnational Disputes, 
adopted on 14 May 2007 (will be referred to as the 
ALI Principles); the “Principles for Conflict of Laws 
in Intellectual Property, prepared by the  European 
Max Planck Group on Conflict of Laws in Intellectual 
Property (CLIP)”,  published on 31 August 2011 (will be 
referred to as the CLIP Principles); the “Transparency 
of Japanese Law Project, Transparency Proposal 

Abstract: 	 The following comparison was writ-
ten for the first meeting of the International Law As-
sociation’s newly established (2010) Committee on 
Intellectual Property and Private International Law 
(Chair: Professor Toshiyuki Kono, Kyushu University; 
Co-Rapporteurs: Professors Pedro de Miguel Asensio, 
Madrid Complutense University, and Axel Metzger, 
Hannover University) (hereinafter: ILA Committee), 
which was hosted at the Faculty of Law of the Uni-
versity of Lisbon in March 16-17, 2012. The compari-
son 

at stake concerns the rules on infringement and ex-
clusive (subject-mater) jurisdiction posed (or rejected, 
in case of exclusive jurisdiction) by four sets of aca-
demic principles. Notwithstanding the fact that the 
rules in question present several differences, those 
differences in the majority of cases could be over-
come by further studies and work of the ILA Commit-
tee, as the following comparison explains.

:

A. Introduction
B. Infringement Jurisdiction in Intellectual Property
B.I. PIL method adopted  
B.II. Notion of infringement
B.III. Territoriality
B.IV. Jurisdiction criteria, scope of court’s authority 
and escape clause
B.V. Declaratory actions
B.VI. Civil claims arising out of criminal proceedings
C. Exclusive Jurisdiction in Intellectual Property
C.I. PIL method adopted 
C.II. Territoriality. Rejection of exclusive jurisdiction

C.III. Notion of exclusive (or subject matter) juris-
diction rules
C.IV. Notion of registered rights
C.V. Matters included in the rules governing exclu-
sive jurisdiction
C.VI. Legal actions included in the exclusive juris-
diction rules
C.VII. Effects of the judgments adopted on foreign 
IPRs validity issues
D. Conclusions
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on Jurisdiction, Choice of Law, Recognition and 
Enforcement of Foreign Judgments in Intellectual 
Property” finalised in 2009 (will be referred to as the 
Transparency Proposal); the “Principles of Private 
International Law on Intellectual Property Rights, 
Joint Proposal Drafted by Members of the Private 
International Law Association of Korea and Japan 
(Joint University Global COE Project)”, of 14 October 
2010 (will be referred to as the Joint Korean and 
Japanese Proposal). The comparison demonstrates a 
trend of all sets of principles to mitigate and even to 
overcome the territorial approach, in favour of the 
consolidation of claims in cross-border intellectual 
property rights disputes.

B.	 Infringement Jurisdiction 
in Intellectual Property

I.	 PIL method adopted 

1.	 Differences

2	 The Transparency Proposal adopts a unilateral PIL 
method which determines only when Japanese 
courts will have international jurisdiction to hear 
a claim, but does not determine which other State’s 
courts may also have jurisdiction for the same 
claim. The ALI Principles, the CLIP Principles and 
the Joint Korean and Japanese Proposal all adopt 
a multilateral method, which does address when 
national and foreign courts will have jurisdiction.

2.	 Rationale

3	 The Transparency Proposal primarily aims at the 
reform of current Japanese law, particularly with 
respect to international jurisdiction,1 while the other 
sets of Principles seek universal Principles on issues 
concerning international IPRs law. Thus, the former 
adopts a unilateral method, while the latter adopts 
a multilateral approach. 

3.	 International Context

4	 The multilateral conventions on international juris-
diction typically seek universal Principles and there-
fore adopt a multilateral approach. 

4.	 Discussion

5	 The Transparency Proposal adopts a unilateral 
approach, which does not give an answer to 
the question of which court has international 

jurisdiction to address the case at stake when the 
forum state courts do not have such jurisdiction.  
While unilateralism is necessary for national rules 
on international jurisdiction, it is not suitable for 
international rules on the same topic. 

6	 By contrast, the ALI Principles, the CLIP Principles, 
and the Joint Korean and Japanese Proposal each 
adopt a multilateral approach for determining 
jurisdiction.  Thus, each of these provide an answer 
for which other court(s) would have jurisdiction 
even if the forum state in question lacks jurisdiction.  
An international consensus is needed if the 
problems of cross-border litigation are going to be 
adequately addressed and these proposals, by taking 
a multilateral approach, are more likely to be helpful 
in finding a unified international solution. Also, 
the multilateral approach is supported by the 2001 
Draft of the Hague Judgment Convention, in Article 
10 on Torts, which clearly envisages international 
litigation and sets out guidelines for which courts 
will have jurisdiction.2 

II.	 Notion of infringement

1.	 Differences

7	 The CLIP Principles (in Article 2:202) and the 
Transparency Proposal (in Article 105) are explicit 
that jurisdiction extends not only to infringement, 
but also to threatened infringements.  In contrast, the 
Joint Korean and Japanese Proposal, by referring to 
“infringement occurs”, in Article 203, does not make 
provision for cases of threatened infringements.  The 
wording of the ALI Principles, in Section 204, does 
not make it clear whether a forum State could have 
jurisdiction over an infringement claim when the 
infringement is only threatened.  

8	 All sets of Principles do not characterise the notion 
of infringement on the basis of the magnitude of 
the harm caused or the degree of fault involved, 
but instead insert escape clauses, which will be 
addressed in paragraph B.IV.

9	 The 2001 Draft of the Hague Judgment Convention 
supports the approach taken by the CLIP Principles 
and the Transparency Proposal, as outlined in para-
graphs B.II.3 and B.II.4 below. 

2.	 Rationale

10	 The CLIP Principles and the Transparency Proposal 
provide for jurisdiction in cases of infringement as 
well as in cases of threatened infringement. The 
Comments to the Transparency Proposal highlight 
that this rule is necessary since “if no preventive 



Infringement and Exclusive Jurisdiction in Intellectual Property

2012 229 3

measure could be taken – for example, in cases where 
infringing actions via Internet or the flow of pirate 
products from an off-shore production site are surely 
foreseen – damages could be huge. The author is of 
the opinion that in such cases preventive measures 
should be taken. The Transparency Proposal 
therefore includes ‘the place where results of an 
intellectual property infringement are to occur’ and 
‘an infringing act is to take place’.”3 It is reasonable 
to assume similar reasoning was behind the granting 
of jurisdiction over threatened infringements in the 
CLIP Principles.

11	 In contrast, the Joint Korean and Japanese 
Proposal does not make provision for threatened 
infringements, and the wording of the ALI Principles 
is not clear on whether a forum State could have 
jurisdiction over a threatened infringement. The 
reason for this is not given. 

12	 As a matter of principle, the term “infringement” 
in all sets of Principles is not qualified either with 
respect to the magnitude of the harm caused or the 
degree of fault involved. This means that according 
to the basic rule in each of the sets of Principles 
(found in Article 2:202 of the CLIP Principles, 
Article 105 of the Transparency Proposal, Article 
203 of the Joint Korean and Japanese Proposal and 
Section 204 of the ALI Principles), jurisdiction could 
in principle be established in countries where the 
infringement only occurs accidentally, and has only 
minimal effect. In order to avoid such results, which 
could be grossly disproportional to the infringing 
activity and/or harm caused, each set of Principles 
has an escape clause under which jurisdiction will 
be denied if certain requirements are met, and 
those requirements vary with respect to each set 
of Principles. 

3.	 International Context

13	 The 2001 Hague Draft Convention includes the 
notion of threatened infringements, in Article 10(4), 
where it says “[a] plaintiff may also bring an action 
in accordance with paragraph 1 when the act or 
omission, or the injury may occur.” This approach is 
in line with the CLIP Principles and the Transparency 
Proposal, as mentioned above. Furthermore, the 
Hague Draft Convention supports all of the sets 
of Principles by not characterizing the notion of 
infringement in terms of harm caused or degree 
of fault involved either. However, the Convention 
does have an escape clause, in Article 10(3), which 
says that “where the defendant has taken reasonable 
steps to avoid acting in or directing activity into that 
State” then that State will not have jurisdiction.

4.	 Discussion

14	 The CLIP Principles and the Transparency Proposal 
are explicit that jurisdiction extends not only to 
infringement, but also to threatened infringements.  In 
contrast, the Joint Korean and Japanese Proposal, by 
referring to “infringement occurred,” does not make 
provision for jurisdiction in cases of threatened 
infringements.  The wording of the ALI Principles 
does not make clear whether a forum State could 
have jurisdiction over an infringement claim when 
the infringement is only threatened. The approach 
of the first two proposals is preferable since the 
advantages typically connected with establishing 
jurisdiction in the country where the infringing 
activity already occurred are also pertinent in the 
case of threatened infringement. Even though the 
situation differs insofar as infringing items will not 
be found on the market, indicia for a threat being 
imminent will regularly be accessible at the place 
or the places where the relevant preparations are 
taken.4

15	 The approach taken by the CLIP Principles and the 
Transparency Proposal of including threatened 
infringements is also supported by the 2001 Draft 
of the Hague Judgment Convention.5 Article 10(4) 
states that the plaintiff may also “bring an action […] 
when the act or omission, or the injury may occur.”

16	 In contrast, even though the term “infringement” 
in all sets of Principles is not qualified either with 
respect to the magnitude of the harm caused or the 
degree of fault involved, each set of Principles poses 
an escape clause under which jurisdiction will be 
denied if certain requirements are met, in order to 
avoid establishing jurisdiction in countries where 
the infringement only occurs accidentally, and 
has only minimal effect. The escape clauses will be 
discussed in paragraph B.IV.4.

III.	Territoriality

1.	 Differences

17	 All sets of Principles are grounded on the premise 
that IPRs infringements are torts.6 International 
jurisdiction in tort cases is usually grounded at the 
place of the harmful act as well as at the place of 
the produced effect. However, the CLIP Principles 
do not apply such a distinction in intellectual 
property matters due to the territorial structure of 
intellectual property rights, which does not allow 
for the establishment of jurisdiction in a State 
where the right is not protected. In fact, the CLIP 
Principles determine the place of the infringement 
activity as always coincident with the place of the 
infringement results, due to the territorial nature of 
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IPRs (see Article 2:202, which says “[A] person may 
be sued in the courts of the State where the alleged 
infringement occurs or may occur…”). Yet, the CLIP 
Principles do mitigate the territorial approach by 
adopting a more “effects–oriented approach”. 
Under this approach, the infringing conduct that 
has taken place in a certain State (and so can base 
the infringement jurisdiction in that State) is also 
required to have been directed to that State.7 

18	 In contrast, all other sets of Principles adopt 
the jurisdiction criteria of general torts for IPRs 
infringements cases, namely by granting jurisdiction 
to the courts at the place of the infringement activity 
or at the place of the infringement results, the latter 
being hypothetically different from the former.

19	 The 2001 Draft of the Hague Judgment Convention 
also supports the jurisdiction criteria of general 
torts, as is discussed below in paragraph B.III.4.

2.	 Rationale

20	 All sets of Principles save the CLIP Principles allow 
for the establishment of jurisdiction at the place 
where the infringement activities took place as well 
as at the place where the infringing results occurred. 
Thus, even though the Comments to the Joint Korean 
and Japanese Proposal refer to the territoriality 
principle, the same Comments interpret the category 
of infringement in conformity with the ubiquity 
theory.  

21	 The territorial approach of the CLIP Principles is 
explained by the fact that an IPRs infringement 
differs than a traditional tort since any conduct can 
infringe an IPRs that does not actually exist where 
the conduct is perpetrated. So, for instance should 
the protection of an Italian IPR be invoked before 
a US court by reason of the fact that the uploading 
activity took place in the US, the US court should 
consider that the right to be protected is an Italian 
right, that this right does not exist in the US, that 
it is not possible to infringe something that does 
not exist, that the activity at stake is therefore 
not an infringing activity, and that the US court 
cannot ground its jurisdiction on the Italian IPR 
infringement. In summary, the infringing activities 
can only be the first activities of the series of 
conducts that take place in the state where the IPR 
to be protected exists. As a consequence, the place 
where the injuries occur can only be coincident with 
the place where the activities initiating those injuries 
occur, and can be localized in the State where the IPR 
to be protected exists.8 The territoriality principle 
therefore highly influences the CLIP Principles 
infringement jurisdiction. 

22	 Yet, the influence of the territoriality principle on 
the CLIP Principles is mitigated in several ways. 

First, the territoriality principle is intended as an 
expression of the proximity principle, since under 
the CLIP Principles it is suitable to determine the best 
placed court to adjudicate the infringement in light 
of the fact that this court is the more proximal to the 
concrete case at stake.9 Second, the CLIP Principles 
are also influenced by “the act-based conception of 
intellectual property infringements”10 under which 
“whereas traditional tort distinguishes between 
act, causation and damage, the infringement of an 
IPR requires only that the defendant committed an 
act which falls in the scope of the absolute right of 
the right holder.”11 Third, the CLIP Principles even 
adopt a more “effects–oriented approach”, under 
which the infringing conduct that can base the 
infringement jurisdiction includes the activity that 
takes place, which is directed to a certain State. 
As such the Principles implement the “directed 
to” test proper of German jurisprudence12 and the 
“commercial effects” proposed by the WIPO Joint 
Recommendation Concerning the Protection of 
Marks, and Other Industrial Property Rights in 
Signs, on the Internet, adopted by the Assembly 
of the Paris Union for the Protection of Industrial 
Property and the General Assembly of the WIPO at 
the Thirty-Sixth Series of Meetings of the Assemblies 
of the Member States of WIPO 24 September to 3 
October 2001.13 

3.	 International Context

23	 A tendency to overcome a strict territorial approach 
is reflected by the rules on jurisdiction that do not 
consider the place of result as being coincident with 
the place of the act in the name of the territoriality 
principle, but rather extend the ubiquity theory to 
IPRs. This theory is generally adopted with respect 
to other sorts of torts and leads to the vesting of in-
ternational jurisdiction in the courts at the place of 
the act or alternatively in the courts at the place of 
the result. In the Brussels system for instance, Arti-
cle 5(3) of the Brussels I Regulation establishes that 
“a person domiciled in a Member State may, in an-
other Member State, be sued: / […] 3. in matters re-
lating to tort, delict or quasi-delict, in the courts for 
the place where the harmful event occurred or may 
occur”  In relation to this rule and to its correspond-
ing one of the Brussels Convention the ECJ has ren-
dered many different interpretative judgments. 

24	 So, in the Mines de potasse case the ECJ posed the ubiq-
uity theory by maintaining that “where the place of 
the happening of the event which may give rise to 
liability in tort, delict or quasidelict and the place 
where that event results in damage are not identi-
cal, the expression ‘place where the harmful event 
occurred’, in Article 5(3) of the Convention of 27 Sep-
tember 1968 on Jurisdiction and the Enforcement of 
Judgments in Civil and Commercial matters, must 
be understood as being intended to cover both the 
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place where the damage occurred and the place of 
the event giving rise to it. The result is that the de-
fendant may be sued, at the option of the plaintiff, 
either in the courts for the place where the dam-
age occurred or in the courts for the place of the 
event which gives rise to and is at the origin of that 
damage.”14 

25	 With particular regard to the multi-state infringe-
ments, in the Shevill decision15 the ECJ maintained 
that the expression of Article 5(3) of the Brussels I 
Regulation “place where the harmful event oc-
curred” shall be interpreted in the sense that “the 
victim of a libel by a newspaper article distributed 
in several Contracting States may bring an action 
for damages against the publisher either before the 
courts of the Contracting State of the place where 
the publisher of the defamatory publication is es-
tablished, which have jurisdiction to award dam-
ages for all the harm caused by the defamation, or 
before the courts of each Contracting State in which 
the publication was distributed and where the vic-
tim claims to have suffered injury to his reputation, 
which have jurisdiction to rule solely in respect of 
the harm caused in the State of the court seised”. 

26	 In the case Olivier Martinez, Robert Martinez v So-
ciété MGN Limited the “Tribunal de Grande Instance 
de Paris” referred to the ECJ the following question 
“must Article 2 and Article 5(3) of Council Regula-
tion (EC) No 44/2001 of 22 December 2000 on Juris-
diction and the Recognition and Enforcement of Judg-
ments in Civil and Commercial matters be interpreted 
to mean that a court or tribunal of a Member State has 
jurisdiction to hear an action brought in respect of an 
infringement of personal rights allegedly committed 
by the placing on-line of information and/or photo-
graphs on an Internet site published in another Mem-
ber State by a company domiciled in that second State 
- or in a third Member State, but in any event in a State 
other than the first Member State - : On the sole con-
dition that that Internet site can be accessed from the 
first Member State, On the sole condition that there is 
between the harmful act and the territory of the first 
Member State a link which is sufficient, substantial or 
significant and, in that case, whether that link can be 
created by: - the number of hits on the page at issue 
made from the first Member State, as an absolute fig-
ure or as a proportion of all hits on that page, /- the res-
idence, or nationality, of the person who complains of 
the infringement of his personal rights or more gener-
ally of the persons concerned, - the language in which 
the information at issue is broadcast or any other fac-
tor which may demonstrate the site publisher’s in-
tention to address specifically the public of the first 
Member State, - the place where the events described 
occurred and/or where the photographic images put 
on-line were taken, - other criteria?”16 In other words, 
the ECJ was asked to determine a so called market 
impact rule.17 Unfortunately the ECJ did not answer 

to this question because it was not raised in a case 
pending before a court or tribunal of a Member State 
against whose decisions there is no judicial remedy 
under national law as required by Article 68(1) of the 
EC Treaty, but rather in a case where decisions on ju-
risdiction taken by the national court in the main pro-
ceedings were subject to appeal under national law.18 
In the absence of an ECJ judgment on this problem, 
EU member states adopt different solutions in relation 
to the IPRs infringement on the Internet. At first, the 
EU member States’ national courts have interpreted 
broadly the notion of “place where the harmful event 
occurred”, which was intended to include the place 
where an Internet service could be downloaded. This 
interpretation however, has been superseded in more 
recent times, particularly in Germany, starting from 
the Hotel Maritime judgment of the German Supreme 
Court which required websites to be “intentionally di-
rected” to German users in order to ascertain the Ger-
man courts jurisdiction.19

27	 In the very recent eDate case the ECJ maintained that 
Article 5(3) of the Brussels I Regulation “must be in-
terpreted as meaning that, in the event of an alleged 
infringement of personality rights by means of con-
tent placed online on an internet website, the person 
who considers that his rights have been infringed 
has the option of bringing an action for liability, in 
respect of all the damage caused, either before the 
courts of the Member State in which the publisher 
of that content is established or before the courts of 
the Member State in which the centre of his inter-
ests is based. That person may also, instead of an ac-
tion for liability in respect of all the damage caused, 
bring his action before the courts of each Member 
State in the territory of which content placed online 
is or has been accessible. Those courts have jurisdic-
tion only in respect of the damage caused in the ter-
ritory of the Member State of the court seised.”20 In 
other words, the eDate jurisprudence then poses a fo-
rum actoris, allowing the plaintiff to sue the defend-
ant at his place. As such this jurisprudence derogates 
to the principle at the basis of the Brussels system 
according to which actor sequitur forum rei. 

28	 In sum, for torts in general Article 5(3) of the Brus-
sels system as interpreted by the ECJ does not con-
sider the place of the result as being coincident with 
the place of the act, in the name of the territorial-
ity principle, but rather adopts the ubiquity theory 
leading to the vesting of international jurisdiction 
in the courts at the place of the act or alternatively 
in the courts at the place of the result. Yet, the ECJ 
for a long time did not specify if the judgments just 
recalled are extendable to IPRs infringement cases. 
Therefore, the issue was highly debated. According 
to an opinion the Shevill jurisprudence does not ap-
ply to IPRs cases by reason of their territorial na-
ture: this opinion leads to a narrower scope of the 
court’s authority than the one proper of the Shevill 
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jurisprudence, since the extent of both the jurisdic-
tions at the place of the activity and the jurisdic-
tions at the place of the result (intended in any case 
as being identical) would be territorially limited to 
the damages localised in the forum state.21 Yet, an-
other opinion adopts an opposite view and considers 
the Shevill jurisprudence extendable to IPRs cases de-
spite their territorial nature.22 In any case both opin-
ions deny the application to IPRs of the eDate juris-
prudence on the forum actoris , sine contrary to the 
owner of sensible data, the IPR owner is the stronger 
party of the case rather than the weaker one: it does 
not seem correct, then, to allow the stronger party 
to sue the defendant at his place. 

29	 Finally, on April the 19th 2012 in the Wintersteiger23 
case the ECJ extended the judgments at stake to the 
IPRs cases, by stating that Art.5(3) of the Brussels I 
Regulation “must be interpreted as meaning that 
an action relating to infringement of a trade mark 
registered in a Member State because of the use, by 
an advertiser, of a keyword identical to that trade 
mark on a search engine website operating under 
a country-specific top-level domain of another 
Member State may be brought before either the 
courts of the Member State in which the trade mark 
is registered or the courts of the Member State of the 
place of establishment of the advertiser”. In other 
words Art. 5.3 grants jurisdiction to the courts at 
the place of registration of a trademark, in their 
quality of being the courts of the harmful event, 
and at the same time to the courts of the place of 
establishment of the person who uploaded material 
on-line, in their quality of being the courts of the 
place of the action. Furthermore, the scope of the 
courts’ authority at the place of the establishment of 
the person at stake is territorially unlimited, while 
the extension of the jurisdiction of the courts at the 
place of the registration of the trademark at stake is 
confined to the territory of the forum State. Finally, 
the Court explicitly denied the application of the  
eDate jurisprudence to the IPRs infringement cases: 
while the situation of a person who considers that 
there has been an infringement of his personality 
rights could involve more than one State, being these 
personality rights protectable in all Member States, a 
proprietor of an IPR cannot rely on the protection of 
this right outside the territory of its granting State, 
since the protection afforded by the registration of a 
national mark is, in principle, limited to the territory 
of the Member State in which it is registered24.

30	 Finally, it is worth noting that according to Arti-
cle 98(2) of the Community Trade Mark Regulation, 
courts in the defendant’s country of domicile, or one 
of the other courts listed in the “cascade” of fora in 
Article 97 (1)-(4), have competence to adjudicate the 
infringement of a Community Trade Mark in its en-
tirety, but the courts in the countries where the in-
fringement occurred only have jurisdiction with re-

gard to their own territory.25 A corresponding rule 
can also be found in Article 83(2) of the Community 
Design Regulation.

31	 Outside the EU frame, specifically in Japan, accord-
ing to the new Japanese Act on International Juris-
diction, an action related to a tort may be filed with 
the courts of Japan when “the tort occurred in Japan 
(except where the result of a harmful act committed 
abroad has occurred in Japan and the occurrence of 
that result in Japan would have been normally un-
foreseeable)” (Article 3-3 (viii) of Japan’s Act on In-
ternational Jurisdiction). According to the common 
understanding of this rule, “in the cases where the 
place of a harmful act and the place of the result of 
the act differ, it is sufficient if either the act or the 
result took place in Japan.”26 This rule applies also 
to IPRs, because of the absence of a specific provi-
sion on these kind of torts and the exclusion of IPRs 
infringements from the scope of exclusive jurisdic-
tion rule.27 Thus, the Japanese approach would then 
allow a Japanese court to adjudicate an infringement 
case under the infringement jurisdiction rule not-
withstanding the fact that the claim relates to a for-
eign IPR and the defendant is not domiciled in Ja-
pan, if for instance, the results of the infringement 
are in Japan. This would not be possible according 
to the territorial approach.28 This Japanese approach 
allows for centralised jurisdiction even with regard 
to the multi-state IPRs infringements, rendering it 
possible in cases of multi-state torts to claim dam-
ages for the tort in its entirety in Japan, even if it is 
not the place where the defendant is domiciled and 
it is not the place where the action causing the harm 
was committed.29  Furthermore, in Japan, in deter-
mining the place of the result it is relevant to refer 
to the place of the effects that the alleged infringing 
act would have upon the forum, rather than to the 
physical territorial connection to the forum in line 
with the market impact approach.30 

32	 Also, the ubiquity approach is adopted in China, 
where the Supreme Court’s Interpretation of Sev-
eral Questions on the Application of Law in on-line 
Copyright Disputes Litigation of 2000 (amended in 
2006) established that for the purposes of interna-
tional jurisdiction “the place of infringement in-
cludes the place where the ISP, computer terminals 
which operate the alleged infringing activity are lo-
cated. In the cases where the place of infringement 
[…] cannot be ascertained, the place where the com-
puter terminal through which the plaintiff found in-
fringing contents is located is deemed the place of 
infringement.”31

4.	 Discussion

33	 The tendency to overcome a strict territorial ap-
proach with respect to IPRs infringement cases is 
evident in the four sets of Principles. In fact, all of 
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the sets of Principles, except the CLIP Principles, 
adopt the ubiquity theory with respect to IPRs in-
fringements and therefore neglect the territorial ap-
proach, allowing for jurisdiction at the place where 
the infringement activities took place or will take 
place as well as at the place where the infringing re-
sults occurred or might occur.32 

34	 This approach is supported by the 2001 Draft of the 
Hague Judgment Convention, which outlines in Ar-
ticle 10(1) that the plaintiff may bring an action ei-
ther at the place of the action, or at the place of the 
injury.33 The Nygh/Pocar Report to the Hague Judg-
ment Convention talks about this approach both en-
suring that the best placed court in each case is cho-
sen, and allowing the victim to have the benefit of 
choosing the court in light of which law will be ap-
plied.34 Also, even the CLIP Principles limit the influ-
ence of the territoriality principle on their infringe-
ment jurisdiction rule.35 In fact, the CLIP Principles 
do not refuse to apply the ubiquity theory in IPRs 
cases by reason of the territoriality principle being 
an expression of a particular nature of those rights. 
Rather the refusal to apply the ubiquity theory to 
IPRs cases originates in their understanding of the 
territoriality principle as an expression of the prox-
imity principle, under which the most proximal and 
best placed court to adjudicate the case should al-
ways be the court of the country of protection of 
the IPR involved.36 The refusal to apply the ubiquity 
theory to IPRs cases by the CLIP Principles derives 
also from the act-based conception of IPRs infringe-
ment. The same refusal is also grounded in the crit-
icism of the place of the action as an adequate juris-
diction criterion, particularly in Internet cases.37 In 
any case, the CLIP Principles still adopt a tempered 
territoriality approach in relation to the infringe-
ment jurisdiction because they follow an effects–
oriented approach. 

35	 Finally, all the Principles in question allow (under 
different requirements) a centralised jurisdiction to 
adjudicate on the entire infringement without ter-
ritorial limitations, and heavily rely on the market 
impact rule, as will be recalled at paragraph  B.IV.4 
below.

36	 The “territorial approach” with respect to in-
fringement jurisdiction of the CLIP Princi-
ples has been criticised by Professor Yuko Nish-
itani because it does not allow for the capturing 
of preparatory acts directly in the place where  
these acts are being perpetrated, when the 
IPR infringed by these preparatory acts is  
a foreign IPR. On this, see the example given supra 
in footnote 26.38

37	 Professor Basedow’s comments on the issue are 
also relevant, but it is unclear whether these com-
ments are limited to ubiquitous infringements 
or can be applied more generally to the territo-

rial approach of the CLIP Principles. In his com-
ments, Professor Basedow raises the questions of 
whether there can be maintained in cases of world-
wide dissemination of data the view that the only 
relevant state is the one where the IPR exists (in 
fact, if somebody uploads something in one coun-
try that infringes rights in other countries it would 
be reasonable to qualify the act of uploading as 
irrelevant); and the view that there is unlikely  
to be relevant evidence in the state where the 
preparatory acts take place (in fact, “in the state  
where the material is uploaded, there 
could, for instance, be witnesses who could  
testify that certain material was uploaded at a cer-
tain point in time.”)39

38	 However, Doctor Heinze offers an argument in fa-
vour of the territorial confinement of jurisdiction, 
explaining that there are several objections against 
a rule that gives jurisdiction to a State in which the 
right does not even exist. One, from a dogmatic point 
of view it is odd to grant jurisdiction over an intel-
lectual property infringement to a state in which the 
right does not even exist. Second, since the purpose 
of the infringement jurisdiction rule is to grant ju-
risdiction to a court that has proximity to the evi-
dence to be presented in the case, it is assumed that 
the relevant evidence relating to the IPR infringe-
ment can be found in the State where the infringe-
ment occurred and thus in the State where the IPR 
that was allegedly infringed exists. Finally, as for the 
enforcement concerns and the need to obtain re-
dress quickly, plaintiffs can seek provisional meas-
ures in the State where the activities took place by 
relying on the special jurisdiction rules for provi-
sional measures.40

39	 Finally, it seems that the stance to be welcomed is 
the one that favours the application of the jurisdic-
tion rule on tort to claims on the infringement of 
IPRs i.e. the approach that is followed by the ALI 
Principles, the Joint Korean and Japanese Proposal 
and the Transparency Proposal.41 This position is also 
in line with the 2001 Draft of the Hague Judgment 
Convention approach, as is clear by the wording of 
Article 10, splitting the issues of jurisdiction into 
the places where the act or omission “that caused 
injury” occurred, and the place where the “injury 
arose.”42 

IV.	Jurisdiction criteria, 
scope of court’s authority 
and escape clause

1.	 Differences

40	 The ALI Principles, the Transparency Proposal and 
the Joint Korean and Japanese Proposal all adopt 
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the so called ubiquity theory,43 which provides for 
jurisdiction at the place of the action, and at the 
place of the result of the infringement. 

41	 With respect to the court at the place of the action, 
this court’s authority is unlimited in scope under the 
ALI Principles, but is limited under the Transparency 
and Joint Korean and Japanese Proposals. The place 
of the action does not provide a sufficient forum to 
exercise jurisdiction in cases of ubiquitous infringe-
ments under the Transparency Proposal, unless the 
results are maximized in Japan, and under the Joint 
Korean and Japanese Proposal, the place of the ac-
tion does not provide a sufficient forum to exercise 
jurisdiction in cases of multistate infringements, un-
less the major part of the alleged infringer’s activi-
ties occurred in the forum state. 

42	 To be more precise, the ALI Principles establish that 
where the court is situated in the place where the 
defendant has substantially acted, or taken substan-
tial preparatory acts, to initiate or to further an al-
leged infringement, the court has jurisdiction and 
its jurisdiction extends to claims respecting all in-
juries arising out of the conduct, wherever the in-
juries occur. Thus, the ALI Principles provide for a 
centralised jurisdiction in favour of the courts at the 
place of action, independent of the means utilised to 
perpetrate the infringement, and therefore not only 
in cases of “ubiquitous infringements”, (this word-
ing is not adopted by the ALI Principles). This solu-
tion allows for consolidation of jurisdiction at the 
place from which the infringement in its entirety has 
started, such as in the country where the infringing 
content was first published or uploaded or where 
the infringing goods were fabricated.

43	 The Japanese Transparency Proposal establishes in 
Article 105 that Japanese courts shall have jurisdic-
tion over an infringement claim if the infringing act 
took place or is likely to take place in Japan. The ex-
tent of jurisdiction of the court at the place where 
the infringing act took place or is to take place is 
established by the first part of Article 105, which 
states that infringement jurisdiction should only ex-
tend to the territory of the State which has grounds 
for infringement jurisdiction. However, the Japa-
nese Transparency Proposal poses an exception to 
the general rule, which can be recalled as an “es-
cape clause”, because under the second part of Arti-
cle 105, Japanese courts shall decline jurisdiction in 
cases of “ubiquitous infringement” claims. Therefore 
the defendant can escape the Japanese jurisdiction. 

44	 The Joint Korean and Japanese Proposal poses the 
principle that infringement jurisdiction shall vest 
in the courts in all countries where the alleged in-
fringement occurs, stating that “A person may be 
sued in the courts of any state where the alleged in-
fringement occurs” (Article 203 (the 1st sentence of 
paragraph (1)).  The so-called “[S]tate in which the 

major part of his or her activities that initiate in-
fringement” (it is worth noting here that this second 
sentence in Article 203(1) is missing the word “oc-
cur” at the end) means not only the State in which 
those allegedly infringing activities were initiated, 
but also the State in which the injuries arising out of 
those activities occur. The Joint Korean and Japanese 
Proposal limits the scope of jurisdiction of the courts 
of the State where the activities occurred to the in-
juries occurring in that State, as this is the country 
to which the activities of the defendant were “di-
rected” (under Article 203(2)). However, Article 203 
(the 2nd sentence of paragraph (1)) poses an escape 
clause according to which when the injuries occur in 
multiple States, regardless of the sequence of those 
injuries, the person whose infringement activities 
give rise to those injuries may be sued in the courts 
of the State in which the major part of his or her ac-
tivities that initiated the alleged infringement oc-
curred.  So, if the defendant did not perpetrate the 
major part of his/her activities in the forum state, 
then he/she cannot be sued there. Finally, the Com-
ments to Article 203 (specifically, to the 2nd sentence 
of paragraph (1)) clarify that the “state in which the 
major part of his or her activities … [occur]” means 
the State in which the essential and substantial part 
of those activities occur.  International jurisdiction 
with regard to infringements occurring in multiple 
states is then granted to the courts in the country 
where the “major part” of the activities initiating the 
infringement took place. This court can deal with all 
the claims arising out of that infringement irrespec-
tive of the fact that they are located outside the fo-
rum state. 

45	 The 2001 Draft of the Hague Judgment Convention 
seems to support the limited approach taken by the 
Transparency Proposal and the Joint Korean and Jap-
anese Proposal. Article 10(1)(a) states that a plain-
tiff may bring an action “in the courts of the State 
– in which the act or omission that caused the in-
jury occurred.” This is then limited by the require-
ment in (2); namely that the “activity” complained 
of must have been directed to that State by the de-
fendant, or have been engaged in by the defendant 
frequently or significantly in that State, and that 
the claim arises out of that activity, and the overall 
connection of the defendant to that particular State 
means it is reasonable for the defendant to be sued 
in that State. Furthermore, Article 10(3) provides an 
escape rule, in that the defendant cannot be sued in 
the place of action “where the defendant has taken 
reasonable steps to avoid acting in or directing ac-
tivity into that State.”

46	 With respect to the court at the place of the result, 
the ALI Principles, the Transparency Proposal, and 
the Joint Korean and Japanese Proposal establish ju-
risdiction at the place of the result of the infringe-
ment, but provide for a territorially limited scope 
of the corresponding courts’ authority. In addition, 
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these sets of Principles provide escape clauses, al-
lowing the court at the place of the result to dis-
miss the case when the activities are not directed 
to the forum state (ALI Principles), in cases of ubiq-
uitous infringements (Transparency Proposal), and 
in relation to multistate infringements (Joint Ko-
rean and Japanese Proposal). Howeverthe court at 
the place of the result shall not dismiss the case and 
therefore shall exercise jurisdiction without any ter-
ritorial limitation on all of the infringement claims 
(centralized jurisdiction) in the case of ubiquitous 
infringements, whenever the results are maximised 
or are to be maximised in Japan, under the Trans-
parency Proposal; andin the case of multistate in-
fringements when the major part of the activities 
that initiated the alleged infringement occurred in 
the forum state, under the Joint Korean and Japa-
nese Proposal.

47	 To be more precise, the ALI Principles state that the 
plaintiff may also sue before the court of any State 
in which the defendant’s activities give rise to an in-
fringement claim. The extent of the jurisdiction of 
the court of the state where the infringement oc-
curred is limited to injuries suffered in that forum 
state. As for the escape clause of the ALI Principles, 
according to the second sentence of Section 204(2), 
the jurisdiction of the courts at the place of infringe-
ment can be denied if the defendant did not direct 
his/her activities to that state.44 

48	 The Japanese Transparency Proposal establishes in 
Article 105 that Japanese courts shall have jurisdic-
tion over infringement if the results of an IPR in-
fringement occurred or are to occur in Japan. The 
extent of jurisdiction of the court at the place where 
the results of the infringement occurred or are to 
occur is established by the first part of Article 105, 
which sets forth the general principle that infringe-
ment jurisdiction should only extend to the territory 
of the State where the ground for attributing such 
jurisdiction exists. However, the Japanese Transpar-
ency Proposal also poses an escape clause. Hence, ac-
cording to the second part of Article 105, Japanese 
courts shall decline jurisdiction over “ubiquitous in-
fringement” claims. However, there is an exception 
to the escape clause, thus allowing the court seized 
to exercise jurisdiction whenever the results of the 
ubiquitous infringements are maximised or are to 
be maximised in Japan. In this case the court can ex-
ercise jurisdiction over the entire infringement, re-
gardless of where the injuries occur. Thus, if the in-
fringements at stake are perpetrated throughout an 
ubiquitous medium (e.g., the Internet) and the State 
of the forum is also the state where the results of 
the infringement are maximized, Article 105 confers 
centralized jurisdiction on the courts of the forum 
State to adjudicate the entire infringement claims 
wherever the injuries occur. 

49	 The Joint Korean and Japanese Proposal establishes 
the principle that infringement jurisdiction shall be 
vested in the courts in all countries where an in-
fringement occurs, stating that “A person may be 
sued in the courts of any state where the alleged 
infringement occurs” (the 1st sentence of para-
graph (1)).  The so-called “[S]tate in which the ma-
jor part of his or her activities to initiate an alleged 
infringement [occur]” means not only the State in 
which those activities that initiate the alleged in-
fringement occur but also the State in which the in-
juries arising out of those activities occur. This is 
made clear by the Comments to the Joint Korean 
and Japanese Proposal, which first reintroduce the 
category of activities, not present in the text of the 
Proposal, and characterize this category as encom-
passing both activities and results. The Joint Korean 
and Japanese Proposal limits the extent of jurisdic-
tion of the courts of the State in which the injuries 
arising out of those activities occur to the injuries 
occurring in that State, as this is where the activities 
of the defendant were “directed”. However, Article 
203 (the 2nd sentence of paragraph (1)) poses an es-
cape clause.  According to this Article, when the in-
juries occur in multiple states, the person whose in-
fringement activities give rise to those injuries may 
be sued in the courts of the State in which the major 
part of his or her activities that initiated the alleged 
infringement occurred, regardless of the sequence 
of those injuries. Thus, an injury suffered in a State 
is not sufficient for jurisdiction; only a State where 
the defendant perpetrated a major part of his or her 
allegedly infringing activities will have jurisdiction 
under this Article (see supra B.IV.1). 

50	 The 2001 Draft to the Hague Judgment Convention 
takes a similar approach to the other three sets of 
Principles discussed. Article 10(1)(b) makes it clear 
that the plaintiff can bring a claim in the State in 
which the injury arose. However the same section 
poses an escape clause, in that if the defendant es-
tablishes that the person purported to be respon-
sible could not reasonably foresee that the act or 
omission could result in an injury in that State, the 
plaintiff will not be able to bring their action there.

51	 Article 10(5) establishes the extent of the jurisdic-
tion of courts in the State where the result has oc-
curred. It states that those courts will have juris-
diction “only in respect of the injury that occurred 
or may occur in that State, unless the injured per-
son has his or her habitual residence in that State.”

52	 The jurisdiction at the place of the infringement 
means the jurisdiction at the place of both the in-
fringement activity and the infringement results un-
der the CLIP Principles. This is due to the notion that 
activity and results cannot be split up due to the ter-
ritorial nature of IPRs. Yet, Article 2:202 requires that 
the infringing conduct that can base the infringe-



2012 

 Benedetta Ubertazzi

236 3

ment jurisdiction occurs in a certain State, and is di-
rected to that certain State.45 

53	 In addition, the CLIP Principles establish a terri-
torially limited scope of the court’s authority un-
der 2:203(1) i.e., the court can only adjudicate on 
the infringements that occurred inside its State. Al-
though there is a territorial limitation of the jurisdic-
tion to the place of the infringement under the CLIP 
Principles, it was considered necessary to allow the 
court at the place of the infringement to have cen-
tralized jurisdiction over the entire infringement, 
with no territorial confinement, in one exceptional 
case: when the infringement is perpetrated through 
ubiquitous media. Ubiquitous infringement “means 
concurrent multi-territorial infringements evoked 
by a single act of operation”46 – with the main exam-
ple of ubiquitous media being the Internet. In these 
cases, the CLIP Principles provide that the court shall 
exercise jurisdiction with respect to the entire in-
fringement, namely the infringement that occurs or 
may occur within the territory of the forum State as 
well as in any other States, when a number of qual-
ifications are met (set out under Article 2:203(2)). 
First, the allegedly infringing activity must be car-
ried out through ubiquitous media. Second, such ac-
tivity must have no substantial effect in the State or 
States where the alleged infringer is habitually res-
ident. Third, even if an alternative forum can be es-
tablished in principle, the venue chosen by the plain-
tiff must conform to a positive requirement in order 
to ensure that it is not chosen arbitrarily. Namely, 
it must be established that either substantial activ-
ities in furtherance of the infringement have been 
carried out in the forum State, or that the harm oc-
curring in that State is substantial in relation to the 
infringement in its entirety.47 

54	 In contrast, as outlined above, the court at the place 
of the infringement does not have jurisdiction at all 
when the defendant did not act in the forum state in 
furtherance or initiation of the infringement, and if 
the activities causing the infringement cannot rea-
sonably be seen as having been directed to that State 
(under Article 2:202). This clause is also called an es-
cape clause because it allows the defendant the pos-
sibility of escaping the infringement court’s jurisdic-
tion.48 The elements in the escape clause are meant 
to apply cumulatively, signified by the use of “and”. 
If one is lacking, infringement jurisdiction will still 
be found. 

55	 With respect to the escape clauses, the Japanese 
Transparency Proposal applies its escape clause in 
a stricter way than the ALI Principles, the CLIP Prin-
ciples and the Joint Korean and Japanese Proposal. 
Thus, the Japanese Transparency Proposal allows 
for a broader exercise of jurisdiction by forum State 
courts, allowing Japanese courts to exercise juris-
diction when the result of the infringement is max-
imised in Japan. Indeed, the category of “results of 

the infringement” is very broad and poses problems 
with respect to its characterisation. Moreover, the 
Japanese Transparency Proposal does not pose any 
further conditions other than the results being max-
imised in Japan, such as the activities being directed 
to Japan or the defendant acting in Japan. 

56	 In contrast, these conditions are posed by the other 
sets of Principles. Hence, the CLIP Principles allow 
for the exercise of jurisdiction by forum State courts 
only if the alleged infringement occurred or will oc-
cur in that State, and the defendant either acted in 
the forum state to initiate or further the infringe-
ment or directed his/her activity to the same state, 
or both. 

57	 The ALI Principles allow the forum state court to ex-
ercise jurisdiction only when the defendant directed 
his/her activities to the forum state, independently 
of his/her acting also in that state. 

58	 The Joint Korean and Japanese Proposal conditions 
the exercise of jurisdiction to the case of multistate 
infringements where the major part of the defend-
ant’s activities that initiate the alleged multistate 
infringement occurred in the forum state (accord-
ing to the Comments to the Joint Korean and Jap-
anese Proposal, this means the state in which the 
essential and substantial part of those activities oc-
cur). So, while the notions of activity directed to or 
defendant acting in the forum state can be assessed 
by taking into account all of the relevant circum-
stances, including the language, content, and other 
aspects from which the territorial scope of the tar-
geted area may be inferred, it is not clear what kind 
of assessments characterise the notion of “results 
maximised in Japan”, and it seems it would be possi-
ble to ascertain jurisdiction under this requirement 
where the merely economic results of the infringe-
ment are suffered in Japan.

59	 However, the Japanese Proposal only allows for the 
application of the escape clause to cases when the 
allegedly infringing activity is spread through ubiq-
uitous media. In contrast, the Joint Korean and Jap-
anese Proposal allows for the application of the es-
cape clause to multistate infringements cases that 
are not necessarily perpetrated throughout the In-
ternet or another form of ubiquitous media. Also, the 
CLIP Principles and the ALI Principles do not condi-
tion the application of their escape clauses to the na-
ture of the means through which the infringement is 
perpetrated, or to the number of countries involved 
in the infringement.

60	 The 2001 Draft of the Hague Judgment Convention is 
similar to the CLIP Principles in that its escape clause 
is based on the activities of the defendant, rather 
than on the type of media involved or whether the 
infringement is multistate. This is discussed below 
in paragraph B.IV.4.
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61	 With particular regard to centralised jurisdiction, 
the following can be said. The ALI Principles, the 
CLIP Principles, the Transparency Proposal and the 
Joint Korean and Japanese Proposal allow for the ad-
judication of the infringement in its entirety in cer-
tain circumstances.  Under the CLIP Principles, it is 
only when the infringements are committed through 
a form of ubiquitous media, whereas the ALI Prin-
ciples, the Joint Korean and Japanese Proposal, and 
the Japanese Transparency Proposal also allow for 
the consolidation of claims with respect to infringe-
ments carried out in other ways. In contrast to the 
CLIP Principles, the Transparency Proposal impedes 
the centralization of jurisdiction with respect to in-
fringements carried out throughout ubiquitous me-
dia, save when the results are maximized in Japan. 

62	 In this respect the CLIP Principles are much stricter 
than the other Principles and Proposals in allowing 
centralized jurisdiction. In fact, while the Transpar-
ency Proposal has a similar rule with respect to ubiq-
uitous infringement, the CLIP Principle’s rule is still 
stricter.  Hence, the relevant Transparency Proposal 
rule operates independently from the fact that the 
activities allegedly causing the infringement have 
substantial effect in the State or States where the 
alleged infringer is habitually resident, whereas the 
CLIP Principles rule requires that the activities al-
legedly causing the ubiquitous infringement have 
no substantial effect in the State or States where the 
alleged infringer is habitually resident. However, the 
CLIP Principles, like the Transparency Proposal, al-
low for centralized jurisdiction over infringement 
claims before the forum state courts even though 
not all of the activities in furtherance of the infringe-
ment have been carried out within the territory of 
the forum state, when the harm caused by the in-
fringement in the forum state is substantial (CLIP 
Principles) and when the results of an “ubiquitous 
infringement” are maximized or are to be maxi-
mized in Japan (Transparency), respectively.

63	 Furthermore, the CLIP Principles establish certain 
requirements that must be met before extending 
the scope of the jurisdiction to the entire infringe-
ment (set out under Article 2:203(2)(a) and (b)). 
These requirements are much stricter than the ones 
posed by the corresponding rules of the ALI Princi-
ples, the Joint Korean and Japanese Proposal49 and 
the Transparency Proposal with regard to infringe-
ments spread through non-ubiquitous forms of me-
dia (these are outlined below).  However, the Trans-
parency Proposal does have a rule on infringements 
carried out through ubiquitous media that seems 
to pose requirements similar to the CLIP Principles’ 
corresponding provisions, namely that the results of 
the “ubiquitous infringement” are to be maximized 
in Japan.

64	 Specifically, the CLIP Principles require that the ac-
tivities allegedly causing the ubiquitous infringe-

ment have no substantial effect in the State or States 
where the alleged infringer is habitually resident, 
and that the activities in furtherance of the infringe-
ment in its entirety have been carried out within the 
territory of the forum state or the harm caused by 
the infringement in the forum state is substantial. In 
contrast, the ALI Principles establish that the court 
situated in the place where the defendant has sub-
stantially acted, or taken substantial preparatory 
acts, to initiate or further an alleged infringement 
has jurisdiction extending to claims respecting all in-
juries arising out of the conduct, wherever the inju-
ries occur. This result is the same with regard to the 
corresponding Transparency Proposal rule related to 
infringements carried out through non-ubiquitous 
forms of media  (it must be that the infringing act 
took place or is to take place in Japan), and with re-
gard to the Joint Korean and Japanese Proposal’s cor-
responding provision on multistate infringements 
(the forum state must be the state in which the ma-
jor part of the activities occur). 

65	 Finally, the ALI Principles also provide for an al-
ternative forum when a person cannot be sued in 
a Member State of the WTO with respect to the full 
territorial scope of the infringement. In this case, 
Section 204(3) of the ALI Principles provides that a 
person may be sued before the courts of any State 
where his/her activities give rise to infringement 
claims, if the activities were directed to that State, or 
where the person solicits or maintains regular busi-
ness contacts, whether or not that activity is con-
nected with the infringement. The provision only 
applies in the rather rare case that a person is ha-
bitually resident in a non-WTO State. Such a person 
would then be amenable to court, without territorial 
restrictions, in any country to which his or her activ-
ities are directed, or with which substantial contacts 
of any kind are maintained. The extent of jurisdic-
tion of the court seized on the basis of Section 204.3 
concerns the entire infringement and thus covers 
all injuries that relate to the alleged infringement in 
the State, regardless of where the injuries occurred. 

66	 The 2001 Draft of the Hague Judgment Convention 
also seems to allow the adjudication of the entire 
infringement in one centralised jurisdiction in cer-
tain cases, as is discussed below in paragraph B.IV.4. 

2.	 Rationale	

67	 	With regard to the jurisdiction at the place of the ac-
tion, the ALI Principles, the Transparency Proposal 
and the Joint Korean and Japanese Proposal grant 
Jurisdiction at the place of the action. The extent of 
this jurisdiction, however, varies among those sets 
of Principles. 	

68	 	The ALI Principles establish that a court situated 
in the place where the defendant has substantially 
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acted, or taken substantial preparatory acts, to ini-
tiate or to further an alleged infringement has juris-
diction and its jurisdiction extends to claims respect-
ing all injuries arising out of the conduct, wherever 
the injuries occur. Thus, the ALI Principles provide 
for a centralised jurisdiction in favour of the courts 
at the place of action independent from the means 
utilised to perpetrate the infringement. According 
to the Comments to this rule “examples of substan-
tial activity, in addition to those discussed in Com-
ment a, include maintaining a manufacturing or dis-
tribution center for patent-infringing components, 
or a factory that silkscreens infringing trademarks 
onto T-shirts.”50 This solution allows consolidation 
of judgments at the place from which the infringe-
ment in its entirety has emanated, such as in the 
country where the infringing goods were fabricated, 
or where the infringing content was first published. 
The provision may also be said to implement the ap-
proach of the ECJ Shevill decision.51

69	 The Japanese Transparency Proposal establishes 
in Article 105 that Japanese courts shall have juris-
diction over infringement if the infringing act took 
place or is to take place in Japan. This rule adopts the 
same notion of “infringing act” as has been adopted 
by the new Japanese Act on International Jurisdic-
tion. This Act establishes that an action related to a 
tort may be filed in the courts of Japan when “the 
tort occurred in Japan (except where the result of a 
harmful act committed abroad has occurred in Ja-
pan and the occurrence of that result in Japan would 
have been normally unforeseeable).”52 According 
to the Annotation which accompanies this Act, “in 
the cases where the place of a harmful act and the 
place of the result of the act differ, it is sufficient if 
either the act or the result took place in Japan except 
in the case mentioned in the bracket” (i.e., except 
where the harm would have normally been unfore-
seeable).53 This rule is applicable to IPRs, because of 
the absence of a specific provision on these torts and 
the exclusion of IPRs infringements from the scope 
of exclusive jurisdiction rule.54 Article 105 also estab-
lishes the scope of jurisdiction granted to the court 
at the place where the infringing act took place or is 
to take place, by adopting the general principle that 
infringement jurisdiction should only extend to the 
territory of the State where the ground for attribut-
ing such jurisdiction exists. 

70	 The Japanese Transparency Proposal also poses both 
a general escape clause and an exception to the es-
cape clause, as discussed above. In this case, the 
court has jurisdiction to adjudicate the entire in-
fringement, wherever the injuries occur. The excep-
tional character of the escape clause in Article 105 of 
the Transparency Proposal is marked by the gram-
matical structure of the provision. It follows from 
the wording (“except the case where …”) that the 

burden for establishing that the jurisdiction does not 
exist lies with the defendant contesting jurisdiction.

71	 This rule partially reflects Japanese law. The new 
Japanese Act on International Jurisdiction estab-
lishes that an action related to a tort may be filed 
with the courts of Japan when “the tort occurred 
in Japan (except where the result of a harmful act 
committed abroad has occurred in Japan and the 
occurrence of that result in Japan would have been 
normally unforeseeable)”.55 The rule offers a valid 
basis to deny the jurisdiction of the Japanese courts 
in cases where the contacts between the forum and 
the tortfeasor are very weak, including cases where 
the infringing content is merely accessible from Ja-
pan, but has not been directed there and does not 
have a substantial effect on the market.56 Similarly, 
the Transparency Proposal uses the escape clause to 
deny international jurisdiction to the courts in Japan 
in cases where the infringement is spread through 
ubiquitous media, except in cases where the results 
of the ubiquitous infringement are maximised in Ja-
pan.  This reflects the approach adopted by the Japa-
nese Act on International Jurisdiction, since in most 
cases of ubiquitous infringement, it is highly proba-
ble that the occurrence of the harmful effect in Japan 
was unforeseeable. Additionally, while the exception 
to the escape clause is grounded without any refer-
ence to the foreseeability requirement, in the case 
that the results were maximised or are to be max-
imised in Japan, that result would be “usually fore-
seeable.”57 Furthermore, the Japanese Transparency 
Proposal rule denies jurisdiction only where the re-
sults of the harmful effects that are unforeseeable 
are spread through ubiquitous media, whereas the 
new Japanese Act on International Jurisdiction de-
nies the Japanese jurisdiction independently from 
the way in which the tort was committed. Finally, the 
Transparency Proposal conditions the exercise of 
jurisdiction in its entirety over ubiquitous infringe-
ment claims by Japanese courts to the fact that the 
results of the infringement are maximised in Japan 
without adopting the connecting factor of infringing 
activities. This is because “in the era of cloud com-
puting, a server as the central point of infringement 
is no longer identifiable. It means that identifying an 
infringing “act” does not make much sense, and the 
factor of an act is losing its significance as [a] juris-
dictional ground in the context of [the] Internet.”58 
Another Japanese scholar has stated similarly that 
“[a]fter all, it seems appropriate to accept the asser-
tion that, in regards to IP infringement on the Inter-
net, identifying an infringing “act” does not make 
much sense, and the factor of an “act” is losing its 
significance as a jurisdictional ground.  Therefore, 
the place of the result should be the jurisdictional 
ground in the context of the Internet.”59

72	 In a recent case concerning the infringement of pat-
ents on the Internet, the IP High Court in Japan ad-
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dressed whether the principle of territoriality has 
anything to do with international jurisdiction.  The 
plaintiff, a Japanese company, sought an injunction 
and damages against a Korean company, whose web-
site contained information about products allegedly 
infringing the plaintiff’s patents.  The plaintiff ar-
gued that the website constitutes an “offering for 
assignment,” which constituted an infringement of 
the plaintiff’s Japanese patents.  The Court first de-
clared “that it is appropriate to determine a Japa-
nese courts’ international jurisdiction over the case 
according to whether the transmitting act of the of-
fering or the reception of the offering as the result 
occurred in Japan or not.”60  The Court went on to 
analyze the specific circumstances of the case with 
respect to the website, such as the introduction of 
the allegedly infringing product, providing the ad-
dresses and telephone number of the defendant’s 
sales headquarters in Japan, and the possibility of 
sales inquiries for similar products through the de-
fendant’s webpage.61  However, after analyzing these 
specific circumstances, the Court affirmed its inter-
national jurisdiction without making clear whether 
the infringing act or the result arising out if it had 
occurred in Japan.62 

73	 The Joint Korean and Japanese Proposal poses the 
principle that infringement jurisdiction shall be 
vested in the courts in all countries where an in-
fringement occurs, stating that “[a] person may 
be sued in any state in which infringement activi-
ties occur (the 1st sentence of paragraph (1), Article 
203).  However, the Comments to the Proposal make 
clear that “the so-called “state in which the major 
part of his or her activities that initiate the alleged 
infringement [occur]” means not only the state in 
which those activities to initiate that infringement 
occur but also the state in which the injuries arising 
out of those activities occur”. The Comments then 
go further and maintain at footnote 9 that “[t]he 
same provision” on jurisdiction with respect to in-
fringement s also found in the Transparency Pro-
posal (Article 105). However, an infringement of in-
tellectual property rights differs from a traditional 
tort. Any conduct infringing the absolute intellec-
tual property right is enough to constitute an in-
fringement. In summary, it seems that the Joint Ko-
rean and Japanese Proposal grants jurisdiction to the 
court of the State where the activity to initiate an 
infringement occurred, even though the Comments 
suggest taking the territoriality principle into ac-
count. The Joint Korean and Japanese Proposal lim-
its the extent of jurisdiction of the courts of the State 
where the activities occurred to the injuries occur-
ring in that State, as that State is where the activi-
ties of the defendant were “directed”. In this regard, 
the Comments to this rule recall the ECJ Shevill juris-
prudence63 and emphasize that jurisdiction should 
be limited to those claims respecting the injuries oc-
curring within that state. 

74	 However, Article 203 (the 2nd sentence of paragraph 
(1)) poses an escape clause which posits that when 
the injuries from an infringement occur in multiple 
states, the person whose infringement activities give 
rise to those injuries may be sued in the courts of the 
State where the major part of his or her activities in-
itiating the alleged infringement were taken, regard-
less of the sequence of those injuries. Thus, if the de-
fendant did not perpetrate the major part of his/her 
activities in the forum state then he/she cannot be 
sued there. Yet, according to the Comments to Arti-
cle 203 (the 2nd sentence of paragraph (1)) the “state 
in which the major part of those activities occur” 
means the “state in which the essential and substan-
tial part of those activities occur.” In respect to in-
ternational jurisdiction with regard to infringements 
occurring in multiple states, the Joint Korean and 
Japanese Proposal grants jurisdiction to the courts in 
the country where the “major part” of the activities 
initiating the infringement took place, without any 
relevance given to the media through which the in-
fringement is perpetrated. This court can deal with 
all the claims arising out of that infringement irre-
spective of their location outside the forum state. 
However, the same Comments to this Article main-
tain that “there is much difficulty in definitely spec-
ifying the circumstances under which this Article 
applies and it may be unduly applied” grounding 
an unduly centralized jurisdiction. Thus, the Com-
ments refer to Article 211 which requires some spe-
cial considerations to be taken into account by the 
court which has international jurisdiction in decid-
ing whether to exercise that jurisdiction (“the court 
when it finds that there are special circumstances 
that will be harmful to fairness between the parties 
and prevent due process or prompt trial, considering 
the nature of the action, convenience for the defend-
ant to enter an appearance, domiciles of the parties 
and witnesses to be examined, the location of mate-
rial evidence to be collected and any other circum-
stances, may dismiss an action partly or wholly”). 
Furthermore, the Comments to Article 203 maintain 
that it is necessary to “prevent the excessive appli-
cation of this Article”. 

75	 The 2001 Draft of the Hague Judgment Convention 
also allows for centralization of jurisdiction at the 
place of the action, as is discussed below in para-
graph B.IV.4.

76	 With respect to the jurisdiction at the place of the 
infringement/results, in all the Proposals the ex-
tent of jurisdiction at the place of the infringement/
results is restricted to infringements that occurred 
in that country, following the “mosaic approach”. 
However, under certain conditions, consolidation 
of claims is allowed. 

77	 The ALI Principles state that the plaintiff might uti-
lise the court of any State in which the defendant’s 
activities give rise to an infringement claim. The 
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extent of the jurisdiction of the court of the State 
where the infringement occurred is limited to ac-
tivities occurring in that forum state. This provi-
sion is consistent with the approach taken in the 
ECJ Shevill Case.64 

78	 Yet, the ALI Principles pose an escape clause: the sec-
ond sentence of Section 204(2) provides that the ju-
risdiction of the courts at the place of infringement 
can be denied if the defendant did not direct65 his or 
her activities to that state. This reflects the desire to 
avoid granting jurisdiction in cases of infringement 
that occurred accidentally. Furthermore, in those 
cases the infringements generally have minimal ef-
fects (see above). The notion of “directing activities” 
was adopted so as to express a standard which is less 
strict than “targeting”, while retaining an element 
of intentionality.66 The escape clause is drafted for 
application in all types of cases. Yet, it is reasonable 
to assume that it will be applied especially in Inter-
net cases. This assumption derives from i.a. the ALI 
Principles’ Reporters Notes that concentrate on In-
ternet cases.67 The escape clause allows, then, for 
restriction of jurisdiction in certain cases of “over-
spill”. Such restrictions may be called for when a po-
tential infringer has limited or no control over the 
territorial impact of the allegedly harmful action, be-
cause the effects of the initiating act are “dispersed” 
over different territories. Most typically, this occurs 
when infringing content is distributed through mass 
media. All of the circumstances of a given case must 
be taken into account when assessing whether activ-
ities were “directed” to the forum State.  For exam-
ple, if the infringing material is dispersed through 
a website, a court should consider factors such as 
the languages used on the site; types of currency ac-
cepted; references to localities; and, when appropri-
ate, disclaimers.68 

79	 The Japanese Transparency Proposal establishes in 
Article 105 that Japanese courts shall have jurisdic-
tion over infringement if the results of an IPR in-
fringement occurred or are to occur in Japan. This 
rule adopts the notion of results of the infringement 
which is also proper under the new Japanese Act on 
International Jurisdiction, as already mentioned.69 
The results criterion is particularly important for the 
Transparency Proposal as will be highlighted when 
the ubiquitous infringements centralised jurisdic-
tion of this Proposal will be addressed.70 

80	 The 2001 Draft of the Hague Judgment Convention 
also allows for consolidation of claims in the place 
of the result under one condition, which is discussed 
below in paragraph B.IV.4.

81	 According to Article 2:202 of the CLIP Principles, in 
disputes concerned with infringement of an IPR, a 
person may be sued in the courts of the State where 

the alleged infringement occurs or may occur. As 
previously mentioned, the Comments make clear 
that the notion of infringement adopted by this pro-
posal is comprehensive of both activity and results 
and cannot be split up due to the territorial nature 
of IPRs. 

82	 Paragraph 1 of Article 2:203 sets forth the general 
principle that infringement jurisdiction should only 
extend to the territory of the State where the ground 
for attributing such jurisdiction exists, i.e. the State 
where the infringement occurred or may occur. Al-
though this Article establishes a general jurisdic-
tion rule that is territorially restrictive, the draft-
ers did consider it necessary to allow for centralized 
jurisdiction in one specific case, namely when the 
infringements are perpetrated through ubiquitous 
media. In these cases, paragraph 2 of Article 2:203 es-
tablishes an alternative forum in favour of the court 
that has jurisdiction according to Article 2:202. This 
court shall exercise jurisdiction with respect to the 
entire infringement, namely the infringement that 
occurs or may occur within the territory of the fo-
rum State as well as within any other States, pro-
vided that a number of qualifications are met. First, 
the infringing activity must be carried out through 
an ubiquitous medium. Second, the allegedly in-
fringing activity must have no substantial effect in 
the State or States where the alleged infringer is ha-
bitually resident. This clause is intended to protect 
against abuse of the system: if the alleged infringer 
does not direct her/his business to the market in the 
State where she/he has taken residence, there is no 
demonstrable reason for choosing that location to 
reside in other than to evade an efficient pursuit of 
justice. Third, even if an alternative forum can be 
established in principle, the venue chosen by the 
plaintiff must conform to a positive requirement in 
order to ensure that it is not chosen arbitrarily: it 
must be established that either substantial activities 
in furtherance of the infringement have been car-
ried out in the forum State, or that the harm accru-
ing in that State is substantial in relation to the in-
fringement in its entirety. The rationale of the CLIP 
Principles ubiquitous infringement rule is that when 
the infringement is committed through ubiquitous 
media, such as the Internet, the risk for wide-spread 
infringement is extremely high and the ability to ef-
fectively and efficiently enforce one’s claims may be 
seriously hampered.71  For example, the infringer 
may not have any production sites or a sizeable busi-
ness establishment of some permanence, where his 
habitual residence can be located. The problem is 
further enhanced by the fact that whatever is needed 
for carrying out the infringement – in particular the 
location of the server – can be swiftly moved, and can 
be set up without much difficulty in states which ei-
ther do not provide an adequate level of legal pro-
tection, or where the law remains on paper only and 
is not enforced in practice (“information havens”).72 
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In such cases of abusive conduct, when the alleged in-
fringer seeks to evade an efficient pursuit of justice, 
the plaintiff would be unfairly disadvantaged if the 
possibility were denied to establish infringement ju-
risdiction extending over national borders in an al-
ternative forum, independent of the state of the de-
fendant’s habitual residence. 

83	 As for the escape clause of the CLIP Principles, which 
is provided for in the second part Article 2:202, as al-
ready recalled, an activity cannot ground infringe-
ment jurisdiction “unless the alleged infringer has 
not acted in that State to initiate or further the in-
fringement and his/her activity cannot reasonably 
be seen as having been directed to that State”. In 
other words if the defendant can demonstrate that 
he/she did not act or direct his/her activities to the 
forum state, the courts of this state shall decline ju-
risdiction even though these activities are located 
in the country that granted the right and therefore 
should be considered as the forum delicti. As already 
seen the requirements of the acting in that State and 
directing the activity in that same State are meant 
to implement the “directed to” test and the “com-
mercial effects” qualification.73 Yet, the new ver-
sion of the CLIP Principles modified the wording of 
the rule, dropping the requirement of substantial-
ity which was posed by the previous version of the 
rule and shifting the burden of proof to challenge 
infringement jurisdiction to the alleged infringer. 
These variations were made in response to criti-
cisms addressed to the previous version of the cor-
respondent rule. Those criticisms highlighted that if 
infringement jurisdiction could only be established 
by proving substantial activities or substantial harm 
within the territory of the forum state this could 
have been too burdensome for the claimant, usually 
the IPR owner.  In fact, IPRs owners generally only 
find a single infringing item on the relevant market, 
and  as a consequence seize the court of the state of 
the market in question to obtain information and 
typically an injunction stopping further infringe-
ment.  In those cases, therefore, it would be diffi-
cult for the IPR owner to demonstrate the substan-
tial activity or harm in the relevant market, having 
as mentioned only single items as relevant proofs.74 

84	 With particular regard to centralized jurisdiction 
the following can be said. All sets of Principles allow 
for centralized jurisdiction when certain require-
ments are met. 

85	 The CLIP Principles pose 4 requirements. First, cen-
tralized jurisdiction can be established only with re-
spect to Internet or other ubiquitous media cases. 
Second, the Principles require that the activities al-
legedly causing the ubiquitous infringement have 
no substantial effect in the State or States where the 
alleged infringer is habitually resident, since other-
wise the court would lack jurisdiction.75 Third, the 

activities in furtherance of the infringement have 
been carried out within the territory of the forum 
state in its entirety. Fourth, as an alternate require-
ment with respect to the third one, the harm caused 
by the infringement in the forum state is substan-
tial. The fourth requirement was posed as an alter-
native requirement to the third one in a later version 
of the Principles. In fact, the rule in the previous ver-
sion allowed centralized jurisdiction to be grounded 
only in cases “such as, e.g., a website provided by a 
natural person domiciled at Caribbean Island who 
operates the services mainly from the US without 
being domiciled there. In this case the rule would 
grant unlimited jurisdiction in the US for infringe-
ment claims.”76 Yet, this rule was considered to be 
too strict, and therefore the new version of the CLIP 
Principles and their final draft included the alter-
native requirement number four just mentioned, to 
capture also other cases. So, for instance if the de-
fendant operates his website from its domicile in the 
Caribbean and targets US markets with his website 
US courts should have unlimited jurisdiction “if the 
highest share of the claimed damages or threatened 
damages relates to the infringement in the US irre-
spective of whether substantial activities have taken 
place in the US or not.”77

86	 In contrast, the ALI Principles establish that where 
the court is situated in the place where the defend-
ant has substantially acted, or taken substantial 
preparatory acts, to initiate or to further an alleged 
infringement, the court’s jurisdiction extends to 
claims respecting all injuries arising out of the con-
duct, wherever the injuries occur. 

87	 Furthermore, the ALI Principles grant unlimited ju-
risdiction to certain courts in cases where the de-
fendant is resident in a non-WTO member State. The 
aim of this rule as adopted by the ALI Principles is to 
prevent a situation where a plaintiff’s claims cannot 
efficiently be enforced in the defendant’s forum due 
to the fact that she/he “hides” in a State where le-
gal standards are low and pursuit of justice will be 
difficult. Using lack of WTO-membership as an ele-
ment to identify such non-amenable fora has the ad-
vantage of offering an objective and plausible crite-
rion for the distinction: if a State is bound to WTO/
TRIPS, it is presumed that its court system lives up 
to the standards prescribed in TRIPS with regard to 
substantive law as well as to the enforcement mech-
anisms available.

88	 The centralized jurisdiction at the place of the ac-
tion irrespective of the means adopted to perpetrate 
the infringement is established by the Joint Korean 
and Japanese Proposal on multistate infringements, 
which is therefore in line with the ALI Principles 
corresponding rule. However, the Comments to the 
Joint Korean and Japanese Proposal relevant rule 
highlight that “there is much difficulty in definitely 
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specifying the circumstances under which this Ar-
ticle [on centralized jurisdiction] applies and it may 
be unduly applied”, thereby unduly grounding cen-
tralized jurisdiction. Thus, it is necessary to “pre-
vent the excessive application of this Article”. The 
Comments refer to Article 211, which requires some 
special considerations to be taken into account by 
the court with international judicial jurisdiction in 
determining whether to exercise jurisdiction (“the 
court when it finds that there are special circum-
stances that will be harmful to fairness between the 
parties and prevent due process or prompt trial, con-
sidering the nature of the action, convenience for 
the defendant to enter an appearance, domiciles of 
the parties and witnesses to be examined, the loca-
tion of material evidence to be collected and any 
other circumstances, may dismiss an action partly 
or wholly”). 

89	 The Transparency Proposal allows centralized ju-
risdiction in cases of ubiquitous infringements but 
only when the result of the infringement is local-
ized in Japan. The reason for this rule is that “in the 
era of cloud computing, a server as the central point 
of infringement is no longer identifiable. It means 
that identifying an infringing “act” does not make 
much sense, and the fact of an “act” is loosing its sig-
nificance as jurisdictional ground in the context of 
the Internet.”78 Yet the place of the occurrence of 
the result is further specified by the Transparency 
Proposal. In fact, since this place can be largely ex-
panded in a potentially unlimited number of states 
when the infringement occurs through the Internet 
the Transparency Proposal focuses on the country 
where the results are to be maximized. According to 
the annotation to this rule “such a country is usu-
ally foreseeable to persons who allegedly infringe 
or have infringed the intellectual property in ques-
tion.”79 This explains also the reason why the Trans-
parency Proposal does not contain any exceptions to 
this rule that allows alleged infringers to escape ju-
risdiction in cases where the place of the result was 
unforeseeable, like the relevant Japanese civil pro-
cedure national rule does.80 The place were the re-
sults are to be maximized should be determined by 
taking into account all relevant factors, such as the 
language of the website that typically indicates its 
targets (a website written exclusively in Japanese 
will target only Japanese consumers).81 

3.	 International Context

90	 During the negotiations of the Hague Draft Con-
vention on International Jurisdiction and Recogni-
tion of Foreign Judgments (hereafter Draft Conven-
tion), there was no consensus on whether to include 
IPRs infringement proceedings in the exclusive ju-
risdiction rule, which would limit jurisdiction over 
infringement claims to the courts of the State that 

recognized or granted the IPR.82 In fact, assuming 
IPRs should have fallen within the scope of the Hague 
Convention, two alternative provisions were pro-
posed, of which Alternative A granted exclusive ju-
risdiction for pure infringement proceedings to the 
State of registration and Alternative B excluded IPRs 
infringement claims from the scope of the exclusive 
jurisdiction rule. Despite the limited scope of the ex-
clusive jurisdiction rules at least under Alternative 
B, the issue of exclusive jurisdiction was extensively 
debated during the Hague Draft Convention negoti-
ations.83 During the special meeting of experts from 
different negotiating countries in February 2001, 
many differences between the approaches adopted 
in separate legal systems were examined. Particu-
larly, the US delegation opposed the need for an ex-
clusive jurisdiction rule in general, pointing out the 
“almost uniform opposition in the private sector to 
the current text as it applies to intellectual property 
rights; and [the] great difficulty in understanding 
the structure of the draft convention text.”84 More 
specifically, “the US could not accept (in personam) 
jurisdiction in infringement on IP rights cases over 
a defendant who had no relation with the jurisdic-
tion”,85 and also “raised questions about the need for 
exclusivity” highlighting that “some of the US pri-
vate sector comments clearly oppose exclusive ju-
risdiction.”86 The delegations of UK, Australia and 
China supported the view that exclusive jurisdic-
tion should apply to the infringement of the patent. 
A number of other delegations, including Switzer-
land, Finland and Sweden, supported a more flexible 
view, according to which first, “insofar as patent [in-
fringement] disputes [are] arbitrable, it seem[s] in-
consistent to confer exclusive jurisdiction for such 
disputes upon State courts”; second, “co-ordination 
between the proceedings on validity and on infringe-
ment could be ensured by other ways than by pro-
viding that the court of the place of registration of 
the IP right has exclusive jurisdiction to hear all mat-
ters related to this right (validity issues as well as in-
fringement issues), for instance, by a suspension of 
proceedings by the court seized with the infringe-
ment claim, pending a decision on the validity by the 
court of the place of registration of the IP right.”87 
However, the German and UK delegations pointed 
out that proceeding in this way could lead to a mul-
tiplication of litigation, especially when the patent 
at stake was a European patent and thus the national 
bundle of rights would require the parties to bring 
validity proceedings in each of the countries con-
cerned.88  Finally, the Chair noted that there seemed 
to be no consensus on the question of whether in-
fringement claims should be included in the scope 
of any exclusive jurisdiction rule. 

91	 So, should infringement claims not come under the 
exclusive jurisdiction rule, their relevant jurisdic-
tion was to be found under The Hague Draft Juris-
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diction in the rule applicable to all sorts of infringe-
ments, namely in Article 10 according to which “a 
plaintiff may bring an action in tort [or delict] in the 
courts of the State – (a) in which the act or omission 
that caused the injury occurred, or (b) in which the 
injury arose, unless the defendant establishes that 
the person claimed to be responsible could not rea-
sonably foresee that the act or omission could result 
in an injury of the same nature in that State.”89 It is 
therefore apparent that the Hague Draft Conven-
tion adopted the ubiquity theory for IPRs infringe-
ment claims, allowing the plaintiff to seize at the 
place of the action or at the place of the event, un-
der certain requirements and providing also for an 
escape clause.90

92	 Finally, it is to be noted that the Hague Preliminary 
Draft Convention of 1999, in Article 10(4), granted 
unlimited jurisdiction to the court at the place of 
the plaintiff’s domicile, intended as a forum delicti. 
This approach was criticized as will be highlighted 
in paragraph B.V.4.   

93	 With regard to pure infringement claims outside the 
scope of exclusive jurisdiction rules, notwithstand-
ing the fact that in the EU and EFTA legal systems 
there is no rule establishing exclusive jurisdiction 
rules for registered IPRs pure infringement issues, 
since the exclusive jurisdiction rules of the Brussels 
system do not cover those claims,91 certain EU/EFTA 
Member States adopted the view that pure infringe-
ment claims fall under the exclusive jurisdiction rule 
of Article 22(4) rather than under the infringement 
jurisdiction rule of Article 5(3) of the Brussels Sys-
tem.92 This approach was adopted in two Italian 
lower Courts’ decisions which extended the exclu-
sive jurisdiction rules of the Brussels system to pure 
infringement proceedings, maintaining that “even in 
the absence of a validity issue, a proceeding on the 
infringement as well as on the non-infringement of 
an IPR always requires, as an essential and implicit 
assumption, a preliminary evaluation of the scope 
of the patent. It follows, then, the exclusive jurisdic-
tion ex Article 22(4) of the (EC) Regulation 44/2001 
of the court of the State that granted the patent (or 
the portion of the European patent).”93 The same ap-
proach was followed by the UK Court of Appeal in 
Lucasfilm, according to which Article 22(4) Brussels 
I Regulation applies to copyright infringement pro-
ceedings and thereby precludes the application of 
Article 5(3) and Article 2 of the same Regulation.94 

94	 Yet, the UK Court of Appeal’s Lucasfilm ruling was re-
versed by the Supreme Court’s 27 July 2011 ruling, 
which instead confirmed the Pearce judgment95 and 
maintained that Article 22(4) of the Brussels I Reg-
ulation “only assigns exclusive jurisdiction to the 
country where the right originates in cases which 
are concerned with registration or validity of rights 

which are ‘required to be deposited or registered’ 
and does not apply to infringement actions in which 
there is no issue as to validity.”96 

95	 With respect to positive infringement claims, many 
reasons militate against the few decisions that ex-
tend the exclusive jurisdiction rules of the Brussels 
system to pure infringement proceedings. Firstly, 
the literal interpretation of the exclusive jurisdic-
tion rules of the Brussels system emphasises that 
those rules do not refer to infringement claims and 
thus do not apply to them. Secondly, this result is 
confirmed by the Jenard Report to the Brussels Con-
vention, as well as by the Pocar Report to the Lu-
gano Convention, according to which infringement 
claims do not enter into the exclusive jurisdiction 
rules of the Brussels system.97 Thirdly, the same re-
sult is confirmed by a systematic interpretation of 
the EU Brussels I Regulation and the Rome II Reg-
ulation,98 since Article 8 of the latter on “infringe-
ment of intellectual property rights”99 determines 
the possibility of applying a foreign law to IPRs in-
fringement claims, namely the lex loci protectionis, 
and as such “plainly envisages the litigation of for-
eign intellectual property rights” infringements.100 
Fourthly, it is widely acknowledged that the exten-
sion of exclusive jurisdiction rules to IPRs pure in-
fringement claims is “doubtless wrong.”101 Fifthly, 
this result is confirmed also under the CLIP Princi-
ples referring to the non-extension of the Brussels 
system exclusive jurisdiction rules to IPRs infringe-
ment claims.102 

96	 In the EU frame, with regard to claims related to 
infringement actions or actions for declaration of 
non-infringement of the Community trademarks,103 
Articles 92–94 of the Community Trademark Regu-
lation pose “exclusive jurisdiction” rules.104  How-
ever, those norms do not ground the international 
jurisdiction of a single exclusively competent court, 
but rather establish a plurality of equally competent 
tribunals, namely: the (trademark) courts of the EU 
Member State chosen by the parties according to 
the Brussels Convention (now Brussels I Regulation); 
the EU Member State where the defendant is domi-
ciled or has an establishment; the EU Member State 
where the plaintiff is domiciled or has an establish-
ment; the seat of the Office of Harmonization for the 
Internal Market (OHIM); or the State where the in-
fringement has been committed or threatened (with 
the exception of actions for a declaration of non-in-
fringement of a Community trade mark).105 Thus, 
as between the courts of EU Member States, the so-
called “exclusive jurisdiction” rules established by 
the CTM Regulation are not actually exclusive at all.  
However, Articles 92–94 of the Community Trade-
mark Regulation do aim to limit jurisdiction to only 
the exclusively competent EU tribunals.  Thus, for 
those seeking to sue outside of the EU, these Articles 
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do effectively establish exclusive jurisdiction rules, 
albeit in favor of more than one EU court. The con-
clusions just reached with respect to the Commu-
nity trademarks also apply in relation to other Euro-
pean and Community IP rights, such as plant variety 
rights106 and design.107

97	 As for the national statutes and case law, since Ar-
ticle 22(4) of the Brussels system does not extend 
its exclusive jurisdiction rule to registered IPRs in-
fringement claims, EU/EFTA Member States are not 
required by the Brussels Regulation to apply exclu-
sive jurisdiction rules with respect to those claims. 
This conclusion is most recently reflected in the UK 
Supreme Court’s Lucasfilm judgment.  

98	 EU/EFTA Member States do not generally include 
registered IPRs pure infringement claims under their 
exclusive jurisdiction rules even outside the Brus-
sels system.108 

99	 Furthermore, the same result is achieved by other 
European continental countries that are not mem-
bers of the EU/EFTA. Thus, for example, Croatian 
courts would have jurisdiction over claims involv-
ing foreign registered IPRs pure infringement issues, 
however raised.109 

100	As for the common law countries, including the UK, 
outside of the scope of the Brussels I Regulation the 
following can be said. In the UK, courts have gen-
erally refused to adjudicate foreign registered IPRs 
infringement claims. Yet, the ruling of the UK Su-
preme Court in Lucasfilm, which adopted the oppo-
site view with respect to copyright claims, can be 
reasonably extended to registered IPRs infringement 
claims.110 Furthermore, even if exclusive jurisdic-
tion rules were still applicable with respect to those 
claims, their adoption should be limited to cases that 
do not fall under the Brussels system, in order for the 
exclusion of the exclusive jurisdiction rule rendered 
by this Regulation to prevail. 

101	In Australia, as already recalled, the Moçambique rule 
related to local land actions has been extended to 
actions for infringement of patents, excluding the 
jurisdiction of Australian Courts over foreign regis-
tered IPRs infringement claims.111 Yet, as already dis-
cussed,112 recent Australian case law has “eroded the 
basis” for the Moçambique rule “to the point where 
it now seems possible that Australian courts could 
decide actions involving the infringement of foreign 
registered intellectual property rights.”113 At any 
rate, the Australian state of New South Wales has 
repealed the application of the Moçambique rule.114

102	Asian States, including China, Taiwan, Korea and 
Japan, do not establish any exclusive jurisdiction 
rules with respect to registered IPRs pure infringe-

ment claims. In China, as already recalled, no ex-
clusive jurisdiction rule is provided for with regard 
to IPRs claims in general, or specifically with re-
gard to foreign registered IPRs disputes of any na-
ture.115 Thus, in 2001, the Chinese Supreme Court 
published the “Interpretation of Several Rules on the 
Legal Issues arising from Patent Disputes Litigation”, 
which established that “the plaintiff [in a patent in-
fringement dispute] may sue at the place where the 
infringement occurs or where the defendant domi-
ciles. The place of infringement includes: the place 
where the alleged patented invention utility model 
products are manufactured, used, offered for sale, 
sold, imported; the place where the act of using pat-
ented process is committed, where the acts of using, 
promising to sell, selling, importing products that 
are directly obtained according to the patented pro-
cess are committed; where the acts of manufactur-
ing, selling, importing of patented designs products 
are committed. It includes also the place where the 
result of the above infringing activities occurred.”116 

103	In Japan, exclusive jurisdiction rules exist only with 
respect to principally raised validity issues of reg-
istered IPRs, but not with regard to pure infringe-
ment claims.117 This result was confirmed by the To-
kyo District Court in the “Coral Sand judgment.”118

4.	 Discussion

104	With particular regard to the escape clauses the 
following can be said. While each of the proposals 
includes an escape clause to limit jurisdiction, the 
scope of these provisions and the circumstances un-
der which they apply vary.

105	The escape clause of the Transparency Proposal is 
too lenient in allowing forum State courts to adju-
dicate cases. First the escape clause applies only to 
ubiquitous infringements. Second, the escape clause 
does not apply, and courts can therefore exercise ju-
risdiction, when the results of the infringements are 
“maximized” in Japan, with no relevance being given 
to whether the defendant is habitually resident in 
Japan or whether the defendant acted or directed 
his activities to Japan. It is not clear what kind of as-
sessments would characterise the notion of “results 
maximised in Japan” and it seems possible to ascer-
tain jurisdiction where the merely economic results 
of the infringement are suffered in Japan. Indeed, the 
notion of result of the infringement under the Trans-
parency Proposal is highly questionable (see para-
graph B.IV.1) when compared to the other three sets 
of principles, which require that action be taken or 
directed toward a State for its courts to exercise ju-
risdiction over an infringement claim. 

106	Section 204(2) of the ALI Principles and Article 203(2) 
of the Joint Korean and Japanese Proposal estab-
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lish escape clauses that allow for escape jurisdic-
tion when it is possible to demonstrate that the de-
fendant did not direct his activities to the state of 
infringement of the IPR. Indeed, this escape clause 
is not literally structured as an escape clause, but 
rather as a rule on the extent of jurisdiction. Thus, 
according to these clauses the courts at the place of 
the infringement can adjudicate claims related to the 
injuries occurring in that state where the infringe-
ment was directed against that state. So, it seems 
that if the infringement was not directed to that 
state the court can not exercise jurisdiction. Thus, 
these rules pose escape clauses to the jurisdiction at 
the place of the infringement. However, the struc-
ture of the rules does not make it so clear to estab-
lish who has the burden for proving that the activ-
ities were directed (or not directed) to a particular 
state. But it seems to follow from the sense of the 
rule that the burden for establishing that the juris-
diction does not exist lies on the defendant contest-
ing jurisdiction.

107	The scope of the provision under the Joint Korean 
and Japanese Proposal is somewhat obscure. Hence, 
the first sentence of Article 203(1) starts by granting 
jurisdiction to the courts of the state of the infringe-
ment i.e. the place of the results. Then the second 
sentence of Article 203(1) grants jurisdiction at the 
place of the action for multistate infringements. Fi-
nally, Article 203(2) comes back to the jurisdiction 
at the place of the infringement but specifies that 
where the activities are directed there the scope of 
jurisdiction is the injuries that occurred in that state. 
Thus, it is not so clear what the scope of jurisdic-
tion is at the place of the infringement (first sen-
tence of Article 203(1)) when the activities are not 
directed there (Article 203(2) is inapplicable) and the 
infringement is not a multistate infringement (the 
second sentence of Article 203(1) is inapplicable). It 
seems then possible to rely on the Comments to the 
Joint Korean and Japanese Proposal to interpret the 
first sentence of Article 203(1) as an Article on ju-
risdiction at the place of the action, so that Article 
203(2) could be adopted as a rule related to jurisdic-
tion at the place of the infringement. However, even 
so it is not clear which is the scope of jurisdiction at 
the place of the action. 

108	Finally, the 2001 Draft of the Hague Judgment Con-
vention is similar to the corresponding rules of the 
ALI Principles, the Joint Korean and Japanese Pro-
posal, and the CLIP Principles, as the Nygh/Pocar 
Report emphasises. This is because the plaintiff will 
only be able to bring the action at the place of the 
result when the person “alleged to be responsible 
could reasonably have foreseen injurious conse-
quences from his act or omission in that place”.119 
This escape clause renders it very clear that the de-
fendant bears the burden for establishing that the 
injury was not reasonably foreseeable.

109	With particular regard to centralised jurisdiction, 
the following can be said. All sets of Principles allow 
for centralized jurisdiction under certain require-
ments. Their approach is very much to be welcomed. 
In fact, centralized jurisdiction is completely in line 
with the need to overcome fragmentation of juris-
diction which leads to extremely costly and ineffi-
cient results. The centralization of jurisdiction is also 
in line with the Hague Draft Convention approach. 
Firstly, it allows for centralised jurisdiction in the 
State where the result occurs or may occur, under 
Article 10(5), if the injured party has “his or her ha-
bitual residence” in that same state. This is further 
discussed below in this paragraph, including impor-
tant criticisms of this approach. 

110	Furthermore, it seems that the 2001 Draft of the 
Hague Judgment Convention allows for the central-
ised jurisdiction of the entire infringement at the 
place of the action, under Article 10(2). This is be-
cause, firstly, centralized jurisdiction is explicitly 
ruled out for the State where the result occurs (apart 
from when there is the above exception regarding 
the plaintiff’s domicile), and it is not explicitly ruled 
out for the State where the action occurs. Secondly, 
the limitations imposed in Article 10(2) can be in-
terpreted so that as long as the claim relates to an 
infringement arising from an activity that has oc-
curred in that State, and the defendant has engaged 
in significant or frequent activity in that State, or has 
directed such activity to that State, and the overall 
connection of the defendant to that State makes it 
reasonable for the defendant to be sued there, then 
the court in that State can have jurisdiction over all 
the resulting injuries from that activity, no matter 
where they occur. 

111	As mentioned above, the Hague Preliminary Draft 
Convention of 1999 granted unlimited jurisdiction 
to the court at the place of the plaintiff’s domicile in 
Article 10(4), the precursor to the 2001 Draft’s Arti-
cle 10(5), intended as a forum delicti. All states party 
to the Convention would need to recognize the judg-
ment given at the place where the plaintiff has his or 
her “habitual residence.”120 This approach was crit-
icized, since in internet cases particularly, it would 
have allowed the plaintiff, typically the right owner, 
to start infringement proceedings with centralized 
jurisdiction before the courts of his home state, es-
tablishing as such a probably exorbitant forum acto-
ris.121 Indeed, the ECJ in the eDate case followed ex-
actly the same approach, even though the extension 
of this judgment to IPRs cases is debated.122 In any 
case, it is laudable the approach of all of the sets of 
Principles here examined, in that they avoid grant-
ing centralized jurisdiction at the forum actoris.123 Fi-
nally, it is important to remember that centralized 
jurisdiction can also be established at the place of the 
defendant’s domicile by virtue of the general juris-
diction criterion or before the court chosen by the 
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parties.124 Where centralized jurisdiction cannot be 
grounded, the alternative is the “reasonable appli-
cation of the mosaic approach”,125 namely claiming 
for damages or asking for territorially restricted in-
junctions in the most relevant jurisdiction to stop 
the defendant’s infringing activities. In fact, territo-
rially limited injunctions can be granted even in In-
ternet cases,126 as it is stated explicitly by the CLIP 
Principles in Art.2:604.127 

112	In this framework, the following remarks will there-
fore highlight certain criticisms of single aspects of 
each relevant rule, with the sole aim of trying to 
reach a common understanding of how and where 
centralized jurisdiction should be established in the 
future.

113	The ALI Principles, the CLIP Principles, the Japanese 
Transparency Proposal and the Joint Korean and Jap-
anese Proposal set forth the general principle that 
infringement jurisdiction should only extend to the 
territory of the State where the ground for attribut-
ing such jurisdiction exists. However, all four of the 
Principles allow for the adjudication of the infringe-
ment in its entirety in certain cases. The ALI Princi-
ples and the Joint Korean and Japanese Proposal al-
low for the consolidation of claims of infringements 
when specified circumstances are met, however the 
infringement is perpetrated, while the CLIP Princi-
ples and the Japanese Transparency Proposal only al-
low for consolidation with respect to infringements 
spread through ubiquitous media. 

114	Yet, the ubiquitous infringement rule of the CLIP 
Principles is somewhat stricter than the correspond-
ing rule of the Transparency Proposal. The relevant 
rule of the Transparency Proposal operates inde-
pendently from the fact that the activities allegedly 
causing the infringement have substantial effect in 
the State or States where the alleged infringer is ha-
bitually resident, whereas the CLIP Principles rule 
requires that the activities allegedly causing the 
ubiquitous infringement have no substantial effect 
in the State or States where the alleged infringer 
is habitually resident. However, like the Transpar-
ency Proposal, the CLIP Principles allow for  central-
ized jurisdiction over infringement claims before 
the forum State courts even though the activities in 
furtherance of the infringement have not been car-
ried out within the territory of the forum state in 
its entirety, so long as the harm caused by the in-
fringement in the forum state is substantial (CLIP 
Principles) or when the results of an “ubiquitous in-
fringement” are maximized or are to be maximized 
in Japan (Transparency). 

115	In any case, the rules of the CLIP Principles and of 
the Transparency Proposal on ubiquitous infringe-
ments might have a tendency to privilege plaintiffs 
who are resident in large and economically strong 

States. In fact, such plaintiffs will frequently be in a 
position to show that substantial harm or that the 
result of the infringement, respectively, was caused 
and occurred in the domestic market, thus giving 
them an advantage over plaintiffs residing in coun-
tries where the dimension of market, and accord-
ingly the harm done, is regularly smaller. 

116	Additionally, under the CLIP Principles, the clause 
that the activities allegedly causing the infringement 
do not have substantial effects in the State or States 
where the alleged infringer is habitually resident 
seems to be too strict. 

117	Furthermore, it is not clear enough if the notion of 
place of the results also includes the place where the 
economic damages are suffered. This is particularly 
true for the Transparency Proposal, since the terri-
toriality understanding of IPRs infringement of the 
CLIP Principles should avoid this outcome. 

118	Finally, it may be criticized the limitation of central-
ized jurisdiction to ubiquitous infringements, since 
it seems that even multi-territorial infringements 
related to traditional communication means, non 
ubiquitous, deserve consolidation of proceedings. 
It seems therefore appropriate to propose rules rel-
evant both in the real world and on the Internet. 

119	In fact, the ubiquitous nature of the Internet does not 
change the problems posed by a country by country 
approach, but rather only offers cases that are truly 
global in nature, providing for a much wider num-
ber128 of potentially exclusive competent fora (and 
applicable laws), thereby increasing the cost and in-
efficiency of enforcing one’s IPRs.129 In fact, it is evi-
dent that the Internet is by definition borderless and, 
as such, it clashes with the territorial approach that 
is proper in the IP field .130 

120	Yet, most of the difficulties posed by Internet “are 
of a substantial law nature”,131 rather than of a PIL 
character, and are similar to those that arose with 
respect to satellite broadcasting: “Where is the copy 
made? How relevant are the various stages of the 
pulling, sending and downloading of information? 
Where does in essence the infringement take place 
if what the statute describes as one act of copying or 
communication to the public falls apart in several ac-
tivities taking place in different jurisdictions? Copy-
right [substantive] law needs to define what exactly 
is the act of copying or communication to the public 
in the technological context of [the] [I]nternet.”132 

121	Additionally, the assumption that the Internet is 
not bound by territorial limitations has been coun-
tered by the efforts of governments, supported by 
private parties, which have attempted to make the 
territorial scope of regulation and enforcement on 
the Internet mirror the geographical limits of the 
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physical world i.a through the adoption of “geolo-
cation tools”.133 It is evident that the practice of a 
user viewing the Internet as if he/she is located in a 
country other than the one where he/she is physi-
cally present, so called “cybertravel”, frustrates all 
those efforts as well as the effectiveness of geolo-
cation tools.134 Yet, the legal status of cybertravel 
is highly unclear as of yet, since neither national 
or international legislatures have drafted laws gov-
erning cybertravel, nor have courts been presented 
with cybertravel cases. On one hand, it is possible 
to purport that “cybertravel should be analogized 
to physical travel, and that the benefits that society 
enjoys through physical travel correspond in large 
measure to the benefits provided for by cybertravel. 
Therefore cybertravel should enjoy the constitution-
ally protected right to travel, and should be subject 
to reasonable governmental regulation, as in any 
other international travel.”135 However, with respect 
to IPRs, it seems plausible that cybertravel disputes 
will define the next generation of transborder cases 
where IPRs holders will claim it is illegal to make 
content available to an audience that was not in-
tended to have access to it.136 

122	In this light, the aim of the rules of the Joint Korean 
and Japanese Proposal and of the ALI Principles to 
propose solutions relevant both in the real world 
and on the Internet is to be approved. 

123	With respect to the ALI Principles the forum at the 
place of the activity is understood as “mostly coin-
cide[nt] with one of the defendant’s domicile.”137 
In addition, this forum is criticised for Internet in-
fringements, since the place of the server can be ma-
nipulated too easily; webspace and other host ser-
vices are typically offered by third parties that are 
acting in a state other than the one of the person 
that uploads the infringing material; and it is usu-
ally difficult to prove where this uploading took 
place.138 Those critics believe that the place of the 
result, rather than of the act, should be the jurisdic-
tional ground in the context of the internet.139 In 
addition, the result should be intended according 
to the market impact rule as being the place of the 
effects that the alleged infringing act would have 
upon the forum, rather than the physical territorial 
connection to the forum.140 The same can be said 
with respect to the corresponding rule of the Joint 
Korean and Japanese Proposal (Article 203), as is es-
tablished also by the Comments to this same rule. It 
is therefore also in light of these criticisms that the 
Transparency Proposal and the CLIP Principles cor-
responding rules adopt the place of the result as a 
jurisdiction criterion (the CLIP Principles, however, 
as an alternative one to the place of the activity). 

124	Also the other jurisdiction criterion that determines 
a centralised jurisdiction is criticised, namely the ALI 

Principles additional forum in the court of a state in 
which the defendant is neither domiciled nor acted 
substantially if he has directed his activity to that 
state, is doing business in that state and cannot be 
sued in a WTO-member-state under any of the in-
fringement jurisdiction relevant rules (defendant’s 
domicile, prorogation of jurisdiction and the place of 
activity rule). In fact, first the assumption on which 
the rules is based that the claimant’s interests are 
better protected in a WTO-member-state does not 
convince since “even a quick reading of the current 
list of WTO-member-states casts serious doubt on 
this presumption.”141 Second, in any case it is said 
to be inconceivable that the defendant domiciled in 
a non WTO-member-state directs his activities to 
another country where he does not do business.142 
In other words, this criterion of territorially unlim-
ited jurisdiction merely grounds the jurisdiction of 
the court of the state to which the services were di-
rected and only if the alleged infringer was domi-
ciled and acted only in non-WTO-member states.143

V.	 Declaratory actions

1.	 Differences

125	Declaratory actions are filed usually by the plaintiff 
seeking to establish first that the defendant owes 
him damages for a tort committed, without speci-
fying the amount due, since the computation may 
take place in subsequent proceedings between the 
same parties or in an out-of-court agreement. Also 
in a contractual relationship, the plaintiff may seek 
a declaration that the defendant is bound by the 
agreement. In addition, a plaintiff can seek a decla-
ration that she or he has no contractual obligation 
or is not perpetrating any infringement. 

126	Section 213 of the ALI Principles and Article 2:602 
of the CLIP Principles stipulate that declaratory 
actions in relation to non-infringements of IPRs may 
be brought on the same terms as actions seeking 
substantive relief. The other sets of Principles do 
not explicitly address declaratory actions, nor does 
the 2001 Draft of the Hague Judgment Convention.

2.	 Rationale

127	Section 213 of the ALI Principles and Article 2:602 of 
the CLIP Principles stipulate that declaratory actions  
may be brought on the same terms as actions seeking 
substantive relief, and the other sets of Principles 
do not expressly address declaratory actions. The 
most appropriate forum for dealing with declaratory 
actions is the same forum that would have been 
competent for hearing a corresponding claim for 
positive remedies. Yet, if the object of the claim is to 
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establish that an infringement has neither occurred 
nor is threatened, a literal understanding of the 
sections of the sets of Principles that do not deal with 
declaratory actions but rather regulate only positive 
infringement claims might lead to the result that 
courts would not have jurisdiction over negative 
declaratory actions, since the plaintiff is requesting 
the court to establish that the allegedly infringing 
activity is not occurring. 

3.	 International Context

128	Notwithstanding the fact that in the EU and 
EFTA legal systems there is no rule establishing 
exclusive jurisdiction rules for registered IPRs pure 
infringement issues, certain EU/EFTA Member 
States adopted the view that negative declarations 
of non-infringement fall under the exclusive 
jurisdiction rule of Article 22(4) rather than under 
the infringement jurisdiction rule of Article 5(3) of 
the Brussels System.144 This approach was adopted by 
the Italian Supreme Court in BL Macchine Automatiche 
in 2003;145 the Brussels Court of Appeal in 2000:146 
and by the Swedish Supreme Court in a Lugano 
Convention context in Flotek AB case in 2000.147 In 
this regard, the German Bundesgerichtshof recently 
requested the ECJ to give a preliminary ruling on 
the issue of declaratory actions of non-infringement 
with regards to an antitrust case148. These decisions, 
particularly those coming from the Italian Supreme 
Court, establish that declaratory actions of non-
infringement do not fall under Article 5(3) of the 
Brussels system not because these actions fall 
under the exclusive jurisdiction rules, but rather 
because the object of these actions would be 
different from those for infringement with respect 
to jurisdiction.149 This approach can be explained 
by EU-specific litigation strategies based on forum 
shopping that were developed and abused by alleged 
infringers of registered IPRs in the last decade of 
the twentieth century. These alleged infringers 
would launch proceedings seeking declarations 
of non-infringement in courts known for lengthy 
proceedings (e.g., Italian courts) or courts willing 
to hear claims involving enforcement of foreign 
IPRs (e.g., Belgian courts). By doing so, these alleged 
infringers took advantage of the lis pendens rule 
established by Article 27 of the Brussels I Regulation, 
which requires all later seized courts to stay 
proceedings if the same case between the parties was 
pending in a court in another country and ultimately 
decline jurisdiction if the first seized court asserted 
jurisdiction over the dispute. In practice, this 
prevented the rights holder, i.e. the defendant in the 
declaratory action, from enforcing his IPRs until the 
first court finished its proceeding. Thus, to reduce 
the effectiveness of those so-called “torpedoes”150 a 
number of measures have been adopted, including 

the approach followed by the Italian Supreme Court 
in the BL Macchine Automatiche,151 which regarded 
the object of proceedings for a negative declaration 
of non-infringement as being different from those 
for infringement. This meant that an Italian court 
would not consider itself as blocked by the lis pendens 
provisions in the Brussels system from adjudicating 
an infringement claim in Italy due to their being an 
earlier legal action for non-infringement brought in 
another member State.152 In any case, this approach 
was extensively criticised in literature for the same 
reasons that suggest not extending the exclusive 
jurisdiction to pure infringement proceedings of 
a positive nature.153 The same approach is to be 
criticised also because to disallow claims for negative 
declaratory actions being brought at the place where 
the harmful event occurs is inconsistent with the fact 
that corresponding actions can be brought under 
Article 5(1) of the Brussels I Regulation. Thus, the 
ECJ in the recent Fischer case (C-133/11) concluded 
that Art. 5(3) of Regulation No 44/2001 must be 
interpreted as meaning that an action for a negative 
declaration seeking to establish the absence of 
liability in tort, delict, or quasi-delict falls within the 
scope of that provision. Finally, even though Article 
97(5) of the Community Trade Mark Regulation does 
not allow claims to be bought for declaration of non-
infringement at the place where the infringement 
occurs or is threatened to occur, no corresponding 
restriction applies to Community Designs. 

129	In the US a US court must have both subject 
matter jurisdiction and personal jurisdiction over 
the defendant(s) to properly hear a claim.  With 
respect to subject matter jurisdiction, an action 
for a declaratory judgment of non-infringement 
can be based on the same ground of jurisdiction as 
a corresponding action seeking substantive relief.  
As recently affirmed by a Federal Circuit court in a 
case involving IPRs, subject matter jurisdiction over 
a declaratory action is determined based on whether 
a court would have subject matter jurisdiction over 
the hypothetical claim of the Declaratory Judgment 
defendant.154  Because a court would have subject 
matter jurisdiction over the defendant’s hypothetical 
infringement claim, it would also have subject matter 
jurisdiction over the plaintiff’s declaratory action. 
However, because the claim is of non infringement in 
the US and the defendant is not domiciled in the US, 
it is necessary to demonstrate that other connecting 
factors exist between the defendant and the US 
territory to ground the personal jurisdiction over 
the defendant, like an active enforcement by the 
defendant (the IPR owner) of the IPR in question in 
the US.155 In this context, because of the fear that 
foreign patent owners could not be sued in the US 
by plaintiffs filing against them declaratory non 
infringement actions, Congress passed 35 U.S.C. 293, 
which insures that non-US patent owners are always 
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subject to personal jurisdiction in Washington DC 
where they filed the US patent. 

4.	 Discussion

130	Only the ALI Principles and the CLIP Principles 
expressly stipulate that declaratory actions in 
relation to infringements or non-infringements may 
be brought on the same terms as actions seeking 
substantive relief. Thus, rather than leaving the 
availability of such actions open to question, these 
two proposals are very clear with respect to the rule 
governing such actions. The Transparency Proposal 
and the Joint Korean and Japanese Proposal, however, 
do not expressly address declaratory actions apart 
from actions by which the validity of a registered 
intellectual property right is challenged or sought 
to be established. However, this does not necessarily 
mean that different results would be reached on the 
basis of the respective proposals. 

VI.	Civil claims arising out of 
criminal proceedings

1.	 Differences

131	Only the CLIP Principles explicitly address the issue 
of civil claims arising out of criminal proceedings. 
The other sets of Principles do not deal with this 
issue, nor does the 2001 Draft of the Hague Judgment 
Convention.

2.	 Rationale

132	Article 2:204 of the CLIP Principles clarifies that with 
regard to civil claims for remedies for infringements 
which gave rise to criminal proceedings, a court 
seized with the criminal proceedings may also have 
jurisdiction over the corresponding civil claims if such 
jurisdiction is possible according to the forum State’s 
national law. However, this rule must be applied in 
conjunction with Article 2:203; no derogation is 
granted from the rule limiting the extent of civil 
jurisdiction to the domestic territory of the forum 
state. Furthermore, in order to claim competence 
based on Article 2:204, criminal proceedings must 
already be pending as the provision only applies if a 
court is already “seized with” criminal proceedings. 
Thus the mere possibility of a court entertaining 
criminal proceedings does not provide a sufficient 
basis for assuming jurisdiction over civil claims in 
intellectual property matters.

3.	 International Context

133	Article 5(4) Brussels I Regulation stipulates that civil 
claims for damages or restitution based on an act 
giving rise to criminal proceedings may be brought 
in the court seized with those proceedings, if it is 
allowed under the forum State’s procedural law. This 
Article has not been applied directly to IPRs cases 
as of yet. However, two recent cases related to the 
civil claims arising out of criminal proceedings pose 
interesting international jurisdiction issues. The first 
case is a Swedish case: Pirate Bay, ruled by the Swedish 
Court of Appeal on November 26, 2010. The court 
established their international jurisdiction by reason 
of the fact that the applicable law to the primary 
crimes was the Swedish law.156 In fact, according to 
the court the crimes had been committed in Sweden 
by virtue of the uploading of the infringing files 
onto the Pirate Bay database which was located in 
Sweden. In this case, all defendants were domiciled 
in Sweden and the courts awarded the damages 
for the entire infringement without any territorial 
limitation.157 In another recent case (29.11.2011) 
the French Supreme Court ruled that French courts 
have jurisdiction to adjudicate criminal proceedings 
related to copyrights infringement only where 
French law applies to the crime in question, and 
“under the Berne Convention (Article 5(2)) the 
protection afforded an author is determined by the 
law of the state where such protection is sought, 
which means the law of the State on whose territory 
the infringing acts took place and not that of the 
state where the harm was suffered. […] In that case 
the Court found that given that the infringement 
occurred outside of France the Court of Appeal had 
misapplied the aforementioned principle.”158 

4.	 Discussion

134	Only the CLIP Principles explicitly addresses the 
issue of jurisdiction over corresponding civil claims 
in a criminal suit, at Article 2:204.   However, 
this does not necessarily mean that different 
results would be reached on the basis of the other 
Principles. Although it may not be necessary for such 
jurisdiction to be exercised, Article 2:204 of CLIP does 
serve clarifying purposes, in particular insofar as it 
leaves no doubt that irrespective of the breadth of 
competence assumed with regard to the assessment 
of the criminal act, the confinements applying under 
the pertinent articles remain with regard to the civil 
claims. 
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C.	 Exclusive Jurisdiction in 
Intellectual Property

I.	 PIL method adopted 

1.	 Differences

135	The Transparency Proposal adopts a unilateral PIL 
method, as it determines only when Japanese courts 
have international jurisdiction to hear a claim, but 
does not address when courts in other States would 
also have jurisdiction over such claims. The other 
sets of Principles adopt a multilateral method, 
which does address when national or foreign courts 
will have jurisdiction. The 2001 Draft of the Hague 
Judgment Convention also adopts a multilateral 
method, which is outlined in paragraph C.I.4 below.

2.	 Rationale

136	The Transparency Proposal primarily aims at the 
reform of current Japanese law, particularly with 
respect to international jurisdiction to adjudicate, 
while the other sets of Principles seek universal 
Principles on issues concerning international IPR 
law. Thus, this is why the former adopts a unilateral 
method, while the latter adopts a multilateral 
approach.159 

3.	 International Context

137	The international conventions on international 
jurisdiction typically seek universal Principles and 
therefore adopt a multilateral approach. 

4.	 Discussion

138	The Transparency Proposal adopts a unilateral 
approach, which does not give an answer  to 
the question of which court has international 
jurisdiction to address the case at stake when the 
forum state courts do not have such jurisdiction.  
While unilateralism is necessary for national rules 
on international jurisdiction, it is not suitable for 
international rules on the same topic. 

139	By contrast, the ALI Principles, the CLIP Principles, 
and the Joint Korean and Japanese Proposal adopt a 
multilateral approach for determining jurisdiction.  
Thus, each of these provides an answer for which 
other court(s) would have jurisdiction even if the 
forum state in question lacks jurisdiction.  An 
international consensus is needed if the problems 
of cross-border litigation are going to be adequately 

addressed and these proposals, by taking a 
multilateral approach, are more likely to be helpful 
in finding a unified international solution. This 
multilateral approach is supported by the 2001 Draft 
of the Hague Judgment Convention.160 

II.	 Territoriality. Rejection of 
exclusive jurisdiction

1.	 Differences

140	All four sets of Principles reject exclusive jurisdiction 
rules for claims of infringement with respect to both 
registered and unregistered IPRs. 

141	As for validity, this issue can be raised in many 
different ways. In practice, the issue of validity is 
often raised as a plea in objection in an infringement 
action. It can also be invoked in support of a 
declaratory action seeking to establish that there has 
been no infringement, as a means to establish that no 
enforceable right exists upon which the defendant 
can rely. Of course validity can also be raised 
principally by means of a claim or a counterclaim. 
The four sets of Principles reject any exclusive 
jurisdiction rules in relation to unregistered IPRs’ 
validity issues, principally or incidentally arising. 
Also, the four sets of Principles reject any exclusive 
jurisdiction rules with regard to validity issues of 
registered IPRs incidentally raised. Yet, only the 
ALI Principles and the Transparency Proposal 
reject any exclusive jurisdiction rules in relation 
to registered IPRs validity issues principally raised 
(the ALI Principles under stricter conditions, namely 
the defendant’s residence in the forum state and the 
multistate registration of the IPR involved, whereas 
no such conditions are imposed by the Transparency 
Proposal). For both the ALI Principles and the 
Transparency Proposal, however, only a decision 
in the country of registration will have erga omnes 
effect. The CLIP Principles and the Joint Korean and 
Japanese Proposal, in contrast, confirm the exclusive 
jurisdiction of the state of registration with regard 
to registered IPRs validity claims principally raised. 

142	In other words, with respect to validity claims the 
clear implication of the approach followed by the 
four sets of Principles is that only a decision in the 
country of registration will have erga omnes effect, 
but that courts in other countries are not deprived 
of all forms of jurisdiction in this area. Inter partes 
decisions clearly are acceptable. However, the 
CLIP Principles and the Joint Korean and Japanese 
Proposal do not allow the courts in countries other 
than the State of registration to examine the validity 
of registered rights whenever that question is 
principally raised. In contrast, this is possible under 
the Transparency Proposal, which establishes that 
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the Japanese courts can adjudicate the validity 
of a registered IPR, even when principally raised, 
provided that there is another basis upon which 
to ground jurisdiction in the Japanese courts. The 
same result is provided for by the ALI Principles but 
under stricter conditions, namely that the defendant 
is resident in the forum state and that the invalidity 
of the registration of the right is raised for multiple 
States.161

143	The comment to the relevant rule in the Transparency 
Proposal, Article 103, written by r Chaen, Kono and 
Yokomizo, warrants full quotation: “it is generally 
thought, in Japan as well as in foreign countries, 
that the courts of the country of registration have 
exclusive jurisdiction over actions concerning the 
registration or validity of IP rights that arise from 
registration, such as patent rights. However, the 
Transparency Proposal does not adopt this thinking, 
and recognizes that there are cases in which the 
jurisdiction of Japanese courts should be affirmed 
even where the IP right was granted under foreign 
law. However, a judgment invalidating an IP right 
granted under foreign law should not be effective 
against third parties, but only effective between the 
parties to the action.”162

144	The 2001 Draft of the Hague Judgment Convention 
seems to have influenced the approach adopted by all 
sets of Principles as far as the rejection of exclusive 
jurisdiction rules for validity issues incidentally 
raised is concerned, whereas with respect to validity 
issues principally raised the 2001 Draft of the Hague 
Judgment Convention seems to have influenced the 
approach adopted by the CLIP Principles and the 
Joint Korean and Japanese Proposal, as is discussed 
below in paragraph C.II.4. The same can be said for 
the 2005 Convention on Choice of Court Agreements, 
as is discussed below in paragraph C.II.4.

2.	 Rationale

145	A typical justification for exclusive jurisdiction rules 
in the context of IPRs litigation is the territorial 
nature of IPRs.163 Thus, the rejection of such rules 
by the four sets of Principles under comparison, 
even if just in part, constitutes a departure from 
the understanding of the territoriality principle as 
an international procedural rule. This departure 
is more radical with regard to the ALI Principles 
and the Transparency Proposal, since they reject 
exclusive jurisdiction rules almost entirely.  The same 
departure is softer in relation to the CLIP Principles 
and the Joint Korean and Japanese Proposal, since 
they adopt limited exclusive jurisdiction rules in 
relation to registered IPRs validity issues principally 
raised. The Comments to the Joint Korean and 
Japanese Proposal do not mention the territoriality 
principle as a justification for exclusive jurisdiction 

rules. Also, the CLIP Principles try to promote cross 
border litigation by limiting exclusive jurisdiction 
to those situations where the public law interest 
of the country of protection is truly concerned.164 
All sets of Principles explain their (total or partial) 
abandoning of exclusive jurisdiction rules in 
terms of efficiency gains. Furthermore, the ALI 
Principles ground their approach related to the 
overcoming of exclusive jurisdiction rules with 
respect to validity issues principally raised (under 
certain requirements) as a compromise between 
the reluctance to examine the acts of foreign 
public authorities and efficiency gains.165 The 
Transparency Proposal also bases the rejection of 
exclusive jurisdiction rules on the need for adequate 
dispute resolution. Furthermore, the Commentaries 
to the Transparency Proposal determine the basis 
for the existing exclusive jurisdiction rules as the 
avoidance of causing interference with the national 
sovereignty of foreign countries, and as the courts 
at the place of registration of the IPR involved 
being the best placed courts to examine its validity. 
Yet, according to those commentaries “the base 
for recognising the exclusive jurisdiction of the 
country of registration over actions concerning the 
validity of a right are not necessarily firm” and in 
any case “alone cannot justify exclusive jurisdiction 
that would, for example, preclude the international 
jurisdiction of the court of the country where the 
defendant is domiciled.”166 Thus, the Transparency 
Proposal and the ALI Principles are in agreement 
with the departure from the exclusive jurisdiction 
rule even with respect to validity issues principally 
raised. 

146	However, the ALI Principles set forth the 
prerequisites of the multiplicity of the rights and 
of the suit in the defendant’s country of residence, 
whereas the Transparency Proposal does not impose 
such requirements. The reason for this difference 
between the two sets of Principles is explained by 
the commentary on the Transparency Proposal 
according to which the prerequisites imposed by the 
ALI Principles to overcome the exclusive jurisdiction 
“are not relevant to the question of whether such 
an action may be filed in a country other than the 
country of registration”167 and therefore are not 
imposed by the Transparency Proposal.

3.	 International Context

147	For a comparative analysis of States’ practices 
related to exclusive jurisdiction  rules, the author 
refers to her book on “exclusive jurisdiction in 
intellectual property”.168 Particularly, Chapter II of 
this book highlights: the almost universal absence 
of exclusive jurisdiction rules for unregistered 
IPRs claims of whatever nature in international 
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instruments, as well as in EU/EFTA norms and in 
national statutory or case-law rules; the almost 
universal absence of exclusive jurisdiction rules 
in international instruments, as well as in EU/
EFTA norms and in national statutory or case-
law rules for registered IPRs infringement claims 
however raised; the prevailing absence of exclusive 
jurisdiction rules in international instruments and 
in national statutory or case-law rules, as well as the 
mitigation of the scope of the exclusive jurisdiction 
rules of the EU/EFTA Brussels system for registered 
IPRs validity claims incidentally raised; and the 
emerging rejection of exclusive jurisdiction rules 
for registered IPRs validity issues principally raised. 

148	In addition, Chapter II of the book demonstrates 
that neither the exclusive jurisdiction rules related 
to unregistered IPRs pure infringement claims and 
validity claims however raised, as well as registered 
IPRs pure infringement claims and validity claims 
incidentally raised, nor the exclusive jurisdiction 
rules related to registered IPRs validity issues 
principally raised are expression of a customary 
international law rule imposing States to adopt 
them. 

149	Finally, the book purports and develops a thesis 
already maintained in literature as well as in case-
law according to which exclusive jurisdiction rule 
are not only insufficiently supported by any of 
the arguments usually invoked in their favor, but 
actually are also contrary to the public international 
law rules on the avoidance of a denial of justice and 
on the fundamental human right of access to a court, 
and therefore should be abandoned with respect to 
infringement and validity claims involving either 
registered or unregistered IPRs. This abandonment 
would be in line with the clear already existing 
trend in this respect and would prevent economic 
inequalities in cross-border IP litigation, without 
however leading to abusive forum shopping.

4.	 Discussion

150	The rejection of exclusive jurisdiction rules for 
validity issues incidentally raised, proper of all sets of 
principles involved, was influenced by the 2001 Draft 
of the Hague Judgment Convention, providing that 
judgments over issues such as the grant, registration, 
validity, abandonment or revocation of foreign 
patents or marks should only have inter partes effects, 
whether the issue was principally or incidentally 
raised, in Article 12(6).169 The Nygh/Pocar Report 
on the Hague Judgment Convention states that since 
the incidentally raised issue would have no effect 
erga omnes, it would be “seriously doubted whether 
it is desirable to confer exclusive jurisdiction” in this 
situation.170 The 2005 Convention on Choice of Court 
Agreement supports this approach in Article 10, by 

saying that only a decision on validity of registered 
IPRs in the country of registration will have effect 
erga omnes.

151	The commentaries on the Transparency Proposal 
and the ALI Principles recall that “this method 
of handling the registered- rights problem was 
suggested by Curtis Bradley, writing at the behest 
of the United States State Department negotiators 
of the Hague Judgments Draft.171 He distinguished 
between rights among individuals and rights against 
the world. Under his proposal to the Hague drafters, 
parties would be allowed to litigate their entire case 
in any court that has jurisdiction under the general 
terms of these Principles. However, if the case were 
litigated outside the State where the right was 
deposited or registered, the ‘status or validity of the 
deposit or registration of . . . rights [would have] 
effect as between the parties only.’”172

152	Based on the above arguments against territoriality 
interpreted as an international jurisdiction criterion, 
the approach of all sets of Principles rejecting the 
notion of territoriality as the basis for exclusive 
jurisdiction rules is to be welcomed. Similarly, the 
approach of the sets of Principles that grounds the 
rejection of exclusive jurisdiction rules on efficiency 
gains is a good one, since as already argued, 
exclusive jurisdiction rules lead to an unreasonable 
and inefficient duplication of proceedings. Having 
said that, the ALI Principles and the Transparency 
Proposal appear to follow the preferable approach, 
since they abandon exclusive jurisdiction rules also 
with regard to validity issues principally raised. Thus, 
a plaintiff domiciled in Japan could rise principally 
before a Japanese court a validity issue related to a 
foreign patent of a competitor domiciled in Japan, 
for instance. In this case the competent Japanese 
court could establish the validity or invalidity of the 
patent at stake irrespective of its being of a foreign 
nature. In this regard, then, the parties could have 
their dispute settled at home, even though the 
effects of the judgment will be of a limited nature 
with respect to third parties and even to the same 
parties in the future, if the Japanese court declares 
the foreign patent invalid. 

III.	Notion of exclusive (or subject 
matter) jurisdiction rules

1.	 Differences

153		The ALI Principles adopt the notion of subject-
matter jurisdiction, whereas the CLIP Principles 
and the Joint Korean and Japanese Proposal refer to 
exclusive jurisdiction. The Transparency Proposal 
refers simply to international jurisdiction, since it 
does not pose any exclusive jurisdiction rule. These 
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differences reflect the fact that each set of Principles 
is rooted in a different legal system. Yet, these 
differences are more of a terminology nature rather 
than one of content, and in fact the different systems 
involved lead to similar results in this respect. For 
a detailed examination of the systems adopting the 
notions of exclusive or respectively subject-matter 
jurisdiction and on the similar results reached by 
both of them, the author refers to paragraph two 
of her book and the literature and case-law recalled 
thereby.173  

154	The 2001 Draft of the Hague Judgment Convention 
and the 2005 Convention on Choice of Court 
Agreements take the same approach as the CLIP 
Principles and the Joint Korean and Japanese 
Proposal, as is discussed in paragraph C.III.4 below. 

2.	 Rationale

155	The different sets of Principles do not clarify why 
they refer to the notion of exclusive jurisdiction or to 
the one of subject matter jurisdiction. The different 
approaches adopted by the four sets of Principles in 
this respect clearly derive from their being rooted 
in different legal systems.174 

3.	 International Context

156	See para 2 of the author’s book referred to supra at 
C.III.1.

4.	 Discussion

157	Based on the above arguments against exclusive 
jurisdiction, the approach of the ALI Principles and 
the Transparency Proposal is preferable, as they do 
not refer to the notion of an exclusive jurisdiction 
rule.

158	By referring to “the courts of the Contracting 
State of grant or registration” having “exclusive 
jurisdiction”, Alternative A of the 2001 Draft of the 
Hague Judgment Convention175 adopts the notion 
of exclusive jurisdiction.  The 2005 Convention on 
Choice of Court Agreements also acknowledges the 
notion of exclusive jurisdiction, in Article 3.

IV.	Notion of registered rights

1.	 Differences

159	The CLIP Principles ground the exclusive jurisdiction 
in the courts of the State where the right has been 

registered or is deemed to have been registered under the 
terms of an international convention (Art.2:401.1). 
The Japanese Transparency Proposal refers to 
“rights prescribed under Japanese law (including 
intellectual property rights that are deemed to be 
granted under Japanese law pursuant to the provisions 
of an international treaty)” (103.1) (emphasis added). 
By contrast, the ALI Principles (Section 213.2) and 
the Joint Korean and Japanese Proposal (Art.209.1) 
refer only to the “State of registration”, but provide 
no further specification.

160	The 2001 Draft of the Hague Judgment Convention is 
similar to the ALI Principles and the Joint Korean and 
Japanese Proposal in this respect, and is discussed 
further in paragraph C.IV.4 below. 

2.	 Rationale

161	The different sets of Principles do not clarify why 
they do or do not refer to IPRs deemed to have been 
registered in the forum state by virtue of the rules 
of an international treaty. 

3.	 International Context

162	See para 2 of the author’s book referred to supra at 
para C.III.1. 

4.	 Discussion

163	For the sake of clarity, the Principles that explicitly 
include rights that are deemed to have been reg-
istered under the terms of an international con-
vention within their definition of registered rights, 
namely the CLIP Principles and the Transparency 
Proposal, are preferable.

164	The 2001 Draft of the Hague Judgment Convention176 
refers only to “the Contracting State of grant or 
registration” in Alternative A. However, the Nygh/
Pocar Report to the Hague Judgment Convention 
states that the Convention includes the notion of 
“courts of the Contracting State in which according 
to an international Convention the deposit or regis-
tration is deemed to have taken place”.177 This refers 
to the earlier 1999 version of the Draft Convention, 
and this reference was removed in the 2001 version.
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V.	 Matters included in the rules 
governing exclusive jurisdiction

1.	 Differences

165	Each of the following Principles establish different 
matters that fall under their respective subject mat-
ter jurisdiction rules. The ALI Principles talk about 
“a proceeding brought to obtain a declaration of in-
validity” being subject to exclusive jurisdiction, in 
Article 213(2). Article 2:401 of the CLIP Principles 
adopts a more explicit approach, and stipulates that 
exclusive jurisdiction applies to “disputes having as 
their object a judgment on the grant, registration, 
validity, abandonment or revocation of a patent, a 
mark, an industrial design or any other intellectual 
property right”. Article 209 of the Joint Korean and 
Japanese Proposal establishes exclusive jurisdiction 
over “any dispute arising out of acquiring, register-
ing, disclaiming or revoking and validity of intellec-
tual property rights”. Article 103 (1) of the Trans-
parency Proposal applies to “actions concerning the 
existence, registration, validity or ownership of in-
tellectual property rights”, but rejects exclusive ju-
risdiction rules for any of these issues. 

166	The 2001 Draft of the Hague Judgment Convention 
supports the approach taken by the CLIP Principles 
and the Joint Korean and Japanese Proposal in this 
respect, and is discussed in paragraph C.V.4 below. 

167	The notion of exclusive jurisdiction adopted by all 
three sets of Principles (excluding the Transparency 
Proposal) only covers the aspects of foreign IPRs lit-
igation178 namely the IPR subsistence, scope, valid-
ity and registration.179 It excludes disputes that can 
affect some of those issues but where the real object 
of the litigation180 is different. This is notwithstand-
ing the fact that they may result in decisions that can 
be the basis for changes in the records of the regis-
tries of a State,181 namely inter alia IPRs first owner-
ship and entitlement issues,182 as well as transfera-
bility and assignability matters and the contractual 
transfer of ownership.183 In fact, it is true that the 
Transparency Proposal mentions those last issues 
together with the validity matters. As for the sub-
sistence, scope, validity and registration notions in-
cluded in exclusive jurisdiction rules, they relate in-
ter alia to the definition of the various categories of 
protected works, the originality, novelty and legal 
requirements, the granting, the fixation, the regis-
tration (including its abandonment or revocation) 
and the scope of protection, namely the various ex-
clusive rights and the way in which they are de-
fined and limited as well as the term of the right in 
question.184 

168	For present purposes the notions of subsistence, va-
lidity, registration and scope of an IPR will be re-
called together under the category of “validity”, for 
simplicity reasons, unless specified differently.

2.	 Rationale

169	The different terminology adopted to designate the 
matters governed by the subject-matter jurisdiction 
rules reflects the many basic elements that relate to 
the existence and validity of an IPR and which can 
each serve as a basis for challenging whether all the 
criteria were met for establishing the right, in par-
ticular the registration and whether the right was 
validly granted.185

170	Indeed, the CLIP Principles avoid the vague word-
ing “validity” and designate explicitly the matters 
falling under exclusive jurisdiction rules as it shows 
clearly the limited number of scenarios that may 
give rise to exclusive jurisdiction. Furthermore, ac-
cording to the Comments to the Joint Korean and 
Japanese Proposal, the terminology adopted by the 
Proposal to determine the claims falling under their 
exclusive jurisdiction rule (“any dispute arising out 
of acquiring, registering, disclaiming or revoking 
and validity of intellectual property rights”) reflects 
the aim of “drawing upon a comprehensive review 
of similar concerned provisions” of the other four 
sets of Principles’ corresponding rules.

3.	 International Context

171	See para 2 of the authors book referred to supra at 
para C.III.1. 

4.	 Discussion

172	Even though the CLIP Principles and the Joint Ko-
rean and Japanese Proposal adopt exclusive juris-
diction rules, they try to limit those rules in an ap-
plaudable way, as both avoid the vague wording of 
“validity” and instead explicitly designate the mat-
ters falling under the rules on excusive jurisdiction, 
as well as the rules on the limited effects of the judg-
ments on foreign IPRs “validity” matters. Thus, by 
being more precise, the CLIP Principles and the Joint 
Korean and Japanese Proposal clearly and narrowly 
circumscribe exclusive jurisdiction rules or rules on 
limited effects of the judgments to be rendered. Fur-
thermore, those Principles are in line with the 2001 
Draft of the Hague Judgment Convention, Alterna-
tive A, which refers to the notions of judgment “on 
the grant, registration, validity, abandonment, rev-
ocation […] of a patent or a mark.”186  
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VI.	Legal actions included in the 
exclusive jurisdiction rules

1.	 Differences

173	As well as determining the matters which fall within 
their subject matter jurisdiction, which were dis-
cussed above in paragraph C.I.5, each set of Princi-
ples also determines different procedural actions 
that fall under their exclusive jurisdiction rules. Sec-
tion 213(1) of the ALI Principles refers to “a declar-
atory judgment […] to declare a registered right in-
valid”, and Section 213(2) refers to “a proceeding 
brought to obtain a declaration of the invalidity” 
of a registered IPR. Article 2:401 of the CLIP Princi-
ples stipulates that exclusive jurisdiction applies to 
“disputes having as their object a judgment on the 
grant, registration, validity, abandonment or revo-
cation of a patent, a mark, an industrial design or 
any other intellectual property right protected on 
the basis of registration” when raised as a principal 
claim or counterclaim. Article 209 of the Joint Korean 
and Japanese Proposal states that exclusive jurisdic-
tion applies to “[a]ny dispute arising out of acquir-
ing, registering, disclaiming or revoking and valid-
ity of intellectual property rights,” except when such 
questions arise in a context other than “in a context 
of a preliminary or incidental question”. By contrast, 
as previously discussed, the Transparency Proposal 
governs “actions concerning the existence, registra-
tion, validity or ownership of intellectual property 
rights” (Article 103), but does not establish any ex-
clusive jurisdiction rules for these actions regardless 
of how they are raised.

174	The 2001 Draft of the Hague Judgment Convention 
supports the specific approach taken by the CLIP 
Principles, as is discussed below in paragraph C.VI.4. 
However, the 2005 Convention on Choice of Court 
Agreements, adopts a much less specific term for 
judgments on intellectual property rights, and re-
fers only to them as “a ruling on the validity of an 
intellectual property right.”

175	For the present purposes for simplicity, the follow-
ing remarks will adopt the terms “validity claims” or 
“validity proceedings”, “inter partes effects” and “va-
lidity issues incidentally raised”, which are intended 
to be comprehensive, unless specified differently.

2.	 Rationale

176	Even though the CLIP Principles adopt an exclusive 
jurisdiction rule, they try to limit those rules in an 
applaudable way, by avoiding the vague wording of 
“actions concerned with” and “proceedings related 
to,” and instead designating explicitly the actions 
falling under the rules on exclusive jurisdiction and 

the rules on the limited effects of the judgments on 
foreign IPRs “validity” matters with the stipulation 
that these actions shall “have as their object” the 
interested claims. Thus, by being more precise, the 
CLIP Principles clearly and narrowly circumscribe 
exclusive jurisdiction rules and rules on limited ef-
fects of the judgments to be rendered.

3.	 International Context

177	See para 2 of the author’s book referred to supra at 
C.III.1. 

4.	 Discussion

178	The differences in the language of the ALI, CLIP and 
Joint Principles leads to the question of how closely 
the procedural action must be connected to the 
question of validity or registration before the exclu-
sive jurisdiction clause applies. Hence, “proceedings 
brought to obtain a declaration” under the ALI Prin-
ciples; claims “having as their object a judgment” un-
der the CLIP Principles; and “disputes arising out of” 
under the Joint Korean and Japanese Proposal may 
each be interpreted to govern different legal actions, 
leading to different results.

179	Indeed, the CLIP Principles adopt the terminology 
“having as their object”, which could make the lim-
itation clear and exclude cases where the issues of 
validity and registration are only slightly related to 
the real purpose of litigation.  This approach is also 
supported by the 2001 Draft of the Hague Judgment 
Convention,187 Alternative A, which provides for ex-
clusive jurisdiction “in which the relief sought is a 
judgment on the grant, registration, validity, aban-
donment, revocation […] of a patent or a mark.”188 

VII.	 Effects of the judgments 
adopted on foreign IPRs 
validity issues

1.	 Differences

180	Each set of Principles determines differently the ef-
fects of the judgments which concern the validity 
of foreign registered IPRs. According to paragraph 
211(2) of the ALI Principles, “the adjudication of 
the validity of registered rights granted under the 
laws of another State is effective only to resolve 
the dispute among the parties of the action”. Ar-
ticle 2:401(2) of the CLIP Principles stipulates that 
“the decisions resulting from […] disputes” on va-
lidity or registration of registered IPRs that arose in 
a context other than by principal claim or counter-
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claim “do not affect the validity or registration of 
those rights as against third parties.” This rule shall 
be coordinated with Article 4:202 of the same Prin-
ciples on “validity and registration”, according to 
which “recognition and enforcement of a foreign 
judgment may not be refused on the ground that in 
the proceedings before the court of origin the valid-
ity or registration of an intellectual property right 
registered in a State other than the State of origin 
was challenged, provided that the recognition and 
enforcement produces effects concerning validity or 
registration only with regard to the dispute between 
the parties”. Article 103(3) of the Transparency Pro-
posal stipulates that “judgments invalidating intel-
lectual property rights prescribed under foreign law 
shall only be effective as between the parties to the 
action”. Article 209(2) of the Joint Korean and Jap-
anese Proposal states that “the decisions resulting 
from those disputes” which arose in “the context of 
preliminary or incidental questions” “do not affect 
later claims”. The comments to the Joint Korean and 
Japanese Proposal clarify that “even for the parties 
in such dispute, the decision rendered by the court 
that has exclusive jurisdiction derived from these 
Principles ought to prevail over that rendered by any 
other court, and the decisions in preliminary ques-
tions do not affect the subsequent proceedings.”189

181	The limitation of the effect of the judgment to the 
parties of the proceeding with respect to the action 
at stake is similar to the one adopted by the 2001 
Draft of the Hague Judgment Convention, which is 
discussed below in paragraph C.VII.4.

182	The four sets of Principles do not explicitly specify 
the scope of the judgments rendered by the courts of 
the State of registration on validity issues principally 
raised. Yet, this scope can be established by referring 
to the rules of each set of Principles which limit judg-
ments concerning the validity of IPRs granted un-
der the laws of other States to be effective only inter 
partes, with some variation in the extent of this lim-
itation. Thus, a logical interpretation of these rules 
determines that the decisions rendered by the courts 
of the State of registration affect the validity of the 
IPRs at stake not only between the parties of the pro-
ceedings, but also as against third parties, and there-
fore have an erga omnes effect.

183	In addition to the State of registration, the ALI Prin-
ciples provide that a plaintiff may also principally 
challenge the validity of IPRs arising in multiple 
countries in the State where the defendant is res-
ident. The Transparency Proposal stipulates that 
Japanese courts have international jurisdiction over 
validity claims principally raised concerning IPRs 
granted under foreign law, provided that there is 
another basis for jurisdiction in the Japanese courts, 
such as (but not only) the defendant being domiciled 
in Japan. Both the ALI Principles and the Transpar-
ency Proposal limit the scope of judgments concern-

ing validity when rendered by the courts of the State 
other than the one which granted the IPR to the par-
ties of the action. 

184	The four sets of Principles provide for jurisdiction 
over issues concerning the validity of registered 
rights that are incidentally raised in the courts com-
petent to address the related principal claims, e.g., 
infringement proceedings or contractual actions. 
Once again, each of the Principles limits the scope 
of the judgments rendered by these courts, stipulat-
ing that the effects of the judgments on rights regis-
tered in States other than the forum will be limited 
to the parties of the action (with slight differences). 

185	Article 2:402 of the CLIP Principles establishes that 
when a court is seized of a claim which is subject to 
the exclusive jurisdiction of another court in a dif-
ferent state, by virtue of Article 2:401, the first court 
mentioned shall declare of its own motion that it has 
no jurisdiction. While the other sets of Principles do 
not deal with this procedural matter explicitly, they 
would presumably reach the same result. 

2.	 Rationale

186	The sets of principles at stake confine the legal ef-
fects of the decision on validity of foreign registered 
IPRs to the parties to the proceeding. The ALI Prin-
ciples are generally interpreted as intending to con-
fine the legal effects of the decisions over validity of 
foreign IPRs to the parties of the proceedings as nec-
essary to maintain the balance between the interests 
of various stakeholders (right-holders, other parties 
to the proceedings and states) while making sure 
that the sovereign interests of the granting State are 
not undermined.190 Sovereignty considerations  are 
invoked also by the Commentary on the Transpar-
ency Proposal according to which “a judgment in-
validating a foreign IP right that is effective against 
third parties would likely be considered interference 
with the national sovereignty of this foreign coun-
try.”191 Regarding the CLIP Principles, confining le-
gal effects of the decisions over validity of foreign 
IPRs to the parties of the proceedings is necessary 
to avoid amendment of registers based on a ruling 
by a foreign court that has erga omnes effect. Thus, in 
other words, according to this argument, proceed-
ings having as their object the validity or legality of 
entries in these public registers cannot be recog-
nised in the country where the register is kept.192

3.	 International Context

187	See chapters II and V of the authors book referred 
to supra at C.III.1. 
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4.	 Discussion

188	As already seen, the ALI Principles, the CLIP Prin-
ciples and the Joint Korean and Japanese Proposal 
confine the legal effects of the decision on validity 
of foreign registered IPRs to the parties to the pro-
ceeding. The Transparency Proposal has adopted the 
preferable approach, by limiting the effects of the 
judgments only when they invalidate foreign IPRs 
but not limiting those effects when they declare the 
foreign IPRs valid. The 2001 Draft of the Hague Judg-
ment Convention provides that decisions related to 
the validity of foreign IPRs incidentally raised would 
have no binding effect in subsequent proceedings, 
even if they are between the same parties, according 
to Article 12(6), Alternatives A and B.193 Article 10 of 
the Hague Convention on Choice of Court Agreement 
of 2005 confirms this approach.194 The 2005 Conven-
tion does not deprive courts in countries other than 
the country of registration of all forms of jurisdic-
tion in this area, and particularly allows courts to 
exercise jurisdiction with inter partes decisions on 
foreign registered IPRs validity claims incidentally 
raised.  However, under this Convention, a validity 
decision concerning a registered IPR only has erga 
omnes effect if rendered in the country of registra-
tion. Therefore the Hague Draft Convention and the 
Hague Convention of 2005 are in agreement with the 
approach taken by all sets of principles with respect 
to validity issues incidentally raised.

189	With respect to the rejection of exclusive jurisdiction 
rules for validity issues principally raised and the in-
ter partes effect of the relevant judgments, evident 
in the ALI Principles and the Transparency Proposal 
only, it is relevant to recall a criticism addressed to 
the Transparency Proposal, but that could be ex-
tended, mutatis mutandis, to the same rejection of 
the ALI Principles. According to this criticism the 
rejection of exclusive jurisdiction in validity issues 
principally raised would be useless195 and would not 
fulfil the requirement posed i.a. by Japanese law of 
the procedural interests of the parties. The criticism 
at stake does not render immediately clear why it 
reaches those conclusions, but it seems reasonable 
to understand it as being based on the limited effects 
of the judgment on the validity of a foreign IPR prin-
cipally raised. In other words, since the judgment 
on validity does not bind either third parties or the 
same parties with respect to their future actions, the 
judgment would be completely ineffective. 

190	Yet, this criticism does not convince. In fact, even 
if the judgment of the court binds only to the par-
ties and does not prevent their future legal actions, 
it seems that this judgment will still become res ju-
dicata for the parties with respect to its object. In 
other words, should one of the parties want to raise 
the validity issue related to the foreign IPR involved 
once again, the claimant should challenge said va-

lidity on the basis of reasons and arguments differ-
ent than the ones that constituted the object of the 
judgment which became res judicata.  Furthermore, 
according to the Transparency Proposal the limita-
tion of effects of the judgment at stake involves only 
the judgment on invalidity, but does not concern 
the judgments on validity, rendering it clear that 
those will bind (at least) the parties on future claims. 
Also, according to the commentary on the ALI Prin-
ciples the limitation of the effects of judgments on 
foreign IPRs validity issues to the parties of the dis-
pute “may not result in as much duplicative litiga-
tion as might appear at first blush, for once the court 
of one commercially significant jurisdiction declares 
a foreign patent invalid, the patentee cannot easily 
enforce the right, or counterpart rights, against any 
other party.”196 Finally, it is perfectly conceivable 
that the parties will comply voluntarily with a judg-
ment on validity of a foreign IPR, being for instance 
just in need of legal certainty and aiming at avoid-
ing further litigation between themselves, especially 
when the IPRs at stake are registered in many dif-
ferent jurisdictions. In fact, their voluntary compli-
ance would prevent them from raising the validity 
issue of the IPR at stake in various different legal sys-
tems, with the risk of initiating inefficient proceed-
ings, which are usually extremely costly and lead to 
divergent outcomes.197 So, the limitation of effects 
of the judgments on foreign registered IPRs validity 
issues principally raised adopted by the ALI Princi-
ples and by the Transparency Proposal is not suffi-
cient enough to indicate that their rejection of ex-
clusive jurisdiction rules is useless. 

191	On the contrary, the same limitation of effects seems 
to be criticisable for the same reasons that the  exclu-
sive jurisdiction rules are criticised. In fact, the said 
limitation of effects is probably grounded on sover-
eignty reasons by the Commentary on the ALI Prin-
ciples and by the Transparency Proposal, whereas 
it is based on the need to avoid the amendment of 
foreign registers in the case of the CLIP Principles.198 
However, as already mentioned, sovereignty reasons 
and arguments related to the amendment of foreign 
registers are not very convincing with respect to 
international jurisdiction issues related to IPRs. In 
summary, the effects of foreign judgments on the 
updating of national registers should be determined 
not by limiting ex ante the effects of the judgments 
of foreign courts on matters inscribed in these reg-
isters, but rather according to the usual PIL-relevant 
methods related to the recognition and enforcement 
of foreign judgments, i.a. the public policy reasons. 
So, national courts should be allowed to refuse to 
recognise a foreign judgment on the validity of a na-
tional IPR whenever this judgment is against public 
policy. However, it is likely that the public policy ex-
ception will be adopted in a restrictive way with re-
gard to IP transnational litigation.199 
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192	Interestingly enough this approach seems to be con-
firmed also by the Commentaries to the Transpar-
ency Proposal and to the ALI Principles. In fact, ac-
cording to the commentaries to the Transparency 
Proposal, their rejection of exclusive jurisdiction 
for foreign registered IPRs validity issues princi-
pally raised might lead to “cases where a foreign 
court has international jurisdiction over actions con-
cerning the validity of Japanese IP rights and inval-
idates those rights. But the Transparency Proposal 
provides, as a requirement for the recognition and 
enforcement of foreign judgment, that ‘the content 
of the judgment and the courts proceedings are not 
contrary to the public policy in Japan’ in Article 
402(3), and it is understood that non-application of 
the absolutely mandatory statutes, the inconsistency 
of the rights situation with the country of registra-
tion, or the non-guaranteeing of an opportunity to 
pursue a claim about the validity and scope of rights 
may be contrary to public policy.”200 

193	The possible overcoming of the limitation of the ef-
fects of judgments on foreign IPRs validity issues 
seems to be purported also by the ALI Principles 
commentaries. In fact, interestingly enough those 
commentaries establish that “a mechanism for pub-
lic notification of inter se invalidity determinations 
would be a useful complement to the Principles as 
it would contribute to maintaining the public do-
main.”201 In other words, according to these com-
mentaries, even though the decision on foreign reg-
istered IPRs validity issues should have only inter 
partes effects, they could be notified to the entire 
world so that they could produce some sort of ef-
fect outside their limited scope. This approach is to 
be applauded. 

D.	Conclusions

194	The comparison just exposed demonstrates that a 
trend exists in all sets of principles examined to mit-
igate and even to overcome the territorial approach 
in cross-border IPRs litigation, allowing for the con-
solidation of claims even before courts other than 
the ones of the IPR granting State and even when 
the IPR validity issue is raised as a defense in an in-
fringement proceeding. Furthermore, the compar-
ison highlights that another trend exists in two of 
the four sets of principles at stake (the ALI Princi-
ples and the Transparency Proposal) to reject exclu-
sive jurisdiction rules, allowing the consolidation 
of claims before courts other than the ones of the 
IPRs granting States even when the IPR validity is-
sue is raised as a principal claim. Thus, the compari-
son explains that despite existing certain differences 
among the rules on infringement and exclusive ju-
risdiction posed (or rejected) by the four sets of ac-
ademic principles, in the majority of cases further 
studies and work of the ILA Committee could help 

overcoming these differences, achieving common 
results, that could eventually be codified in a future 
ILA Resolution.
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A.	 Introduction

1	 During the last years several proposals dealing with 
private international law (PIL) and intellectual prop-
erty (IP) have been made public, namely the Princi-
ples by American Law Institute (ALI),1 proposal by 
the European Max Planck Group on Conflict of Laws 
in Intellectual Property (CLIP),2 Japanese “Trans-
parency” proposal,3 Principles by Korean Private 
International Law Association (KOPILA)4 and Joint 
Proposal drafted by Members of the Private Interna-

tional Law Association of Korea and Japanese Waseda 
University Global COE Project (Joint JK).5

2	 The goal of this study is to compare the abovemen-
tioned projects in order to facilitate their merge into 
a single international proposal. The current report 
focuses on applicable law rules to IP. It consists of 
eight chapters covering the most important issues of 
applicable law, namely, (1) the main applicable law 
rule (lex loci protectionis); (2) initial ownership and (3) 
transferability issues; (4) the rules to IP contracts; 
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(5) party autonomy in infringement cases; (6) the de 
minimis provision; and the rules for (7) ubiquitous 
infringements as well (8) secondary infringements. 

3	 Each issue is discussed from four aspects. First, the 
rules in all proposals are compared by highlighting 
their differences. Second, the rationale underlying 
the different provisions is outlined. When possi-
ble, it is taken from written comments by the draft-
ers or from individual consultations. In other cases, 
the underlying reasons of particular solutions are 
searched for in the legal practice of relevant ju-
risdictions. Third, the international legal situation 
is overviewed in order to see where the proposals 
stand in the context of current legal practice in dif-
ferent countries. Fourth, the main arguments for and 
against the suggested rules are summarized, mostly 
as they are discussed in legal doctrine or, if no sig-
nificant discussion has been identified, from the per-
spective of the author. More attention is devoted to 
the issues on which the proposals differ (e.g. initial 
ownership, secondary infringement), whereas some 
highly controversial issues are less analyzed if the 
proposals suggest similar rules (e.g. ubiquitous in-
fringement rule, transferability issue).

GENERAL RULES

B.	 Main rule

Sec. 301 ALI; arts. 3:102, 3:601, 3:701 CLIP; art. 19 Kopila; art. 
301 Transparency; art. 301 Joint JK.

4	 All proposals, as a general matter, maintain the ter-
ritorial approach and suggest very similar applicable 
law rules to IP disputes. It could be generally called 
“lex loci protectionis.” Some exceptions to this ap-
proach and other differences still remain. 

I.	 Differences

5	 First, although Transparency proposal, similar like 
other proposals, follows the territorial approach 
in regard to most issues, it suggests a loosened ap-
proach to territoriality with respect to IP infringe-
ment. The latter is subjected to the law of the place 
of the results of exploitation (or a “market impact” 
rule) (art. 301 Transparency). It deviates from the 
strict territorial approach, which stipulates that the 
state law governs only the conduct occurring in that 
state. Rather, according to the market impact rule, 
the law of a particular state A will govern conduct 
occurring in state B if that conduct has (real or po-
tential) effects in the state A; and vice versa, the law 
of the state B will not be applied to the conduct oc-
curring in its own territory if that conduct does not 
have market effects there.

6	 Further, although all proposals seem to suggest very 
similar (if not identical) applicable law rules, their 
formulations slightly differ. Some proposals distin-
guish between registered and unregistered rights: 
the former is subject to the law of the “state of reg-
istration” whereas the latter is governed by the law 
of the “state for which protection is sought”6 (sec. 
301(1) ALI, art. 19 Kopila and art. 301 Joint JK). Dif-
ferently, the CLIP Proposal subjects all IP rights to 
the law of the state “for which protection is sought.” 
Similarly, Transparency proposal subjects all rights 
(at least as far as issues related to a right as such are 
concerned) to the same rule; however, it is formu-
lated in a unique way. It refers to the law of the state 
“which grants the protection” (art. 305 Transpar-
ency). This is meant to avoid the ambiguity of the 
notion “lex loci protectionis” and cover both the lex 
loci protectionis and the state of registration rules.7 

7	 Different terminology is used for the above described 
rules. The CLIP Proposal uses “lex loci protectionis” 
when referring to the “law of the country for which 
protection is sought.” Joint JK Proposal covers under 
“lex loci protectionis” both the country “for which pro-
tection is sought” (as in CLIP) as well as the country 
of registration.8 The latter two rules are called “ter-
ritoriality” in the ALI Proposal.9 Also, although ALI 
subjects unregistered rights to the law of the state 
“for which protection is sought” (like CLIP), in its 
comments ALI group refers to “affected market” as 
a usual point of attachment when the law of the pro-
tecting country is applied.10 In this way, the ALI ap-
proach comes closer to the “place of the results of 
exploitation” rule as found in the Transparency pro-
posal. It is most likely that these differences in ter-
minology would have no significant effects in prac-
tice. The agreement on the common definition of 
such basic concepts as “lex loci protectionis” or “ter-
ritoriality” is, however, important. 

II.	 Rationale

8	 The reasons for the market impact rule and a loos-
ened approach towards territoriality, as adopted in 
the Transparency proposal, can be traced in the Jap-
anese court practice. The Japanese Supreme Court 
formulated a strict approach to territoriality in the 
BBS case 11 and reiterated it in the Card Reader case.12 
In the latter case, the defendant situated in Japan 
was producing the items covered by the U.S. patent 
with the purpose of distributing them in the USA 
(the item was not patented in Japan). The court de-
fined territoriality in a strict way: “the principle 
of territoriality in relation to patent rights means 
that a patent right registered with each country is 
to be governed by the laws of the relevant coun-
try with regard to issuance, transfer, validity and 
the like thereof and such patent right can come into 
force only within the territory of the relevant coun-
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try.” Accordingly, it rejected the application of the 
U.S. law in respect of conduct (production) occur-
ring in Japan since no patent was granted in Japan. 
The court argued that the application of the U.S. law 
would impinge the territoriality principle of IP rights 
and would thus violate the public policy of Japan.13 
Such a strict territoriality approach, however, was 
met controversially by legal scholars. For instance, 
some argued that the court had run into confusion 
between different concepts of the territoriality prin-
ciple in private international and public law.14 Keep-
ing this in mind, the drafters of the Transparency 
proposal have suggested the market effect rule as 
an alternative solution.15 

9	 The next question concerns the reasons of propos-
ing two distinctive rules for registered and unregis-
tered rights, namely country of registration for the 
former and country for which protection is sought 
(or “country of protection”) rule for the latter. In 
other words, does the country of registration rule 
lead to different results than the country of protec-
tion rule if applied to registered rights? It seems that 
in most cases the results will be the same and the 
country of registration rule is just a more straight-
forward rewording (or variation) of the country of 
protection rule.16 On the other hand, in Japanese le-
gal practice the approach exists that these two rules 
in some cases do not coincide. Some scholars suggest 
that a “country of protection” may refer to differ-
ent states (e.g. country which grants the protection 
or country where right holder raises a claim even if 
the laws do not grant the protection, i.e. lex forum).17 
Also, according to the Joint JK proposal, it is “as-
sumed” that the country of registration is the same 
as the country of protection, however, this presump-
tion can be rebutted.18 In order to avoid the ambig-
uous lex loci protectionis rule and the confusion that 
the usage of both lex loci protectionis and country of 
registration rule may cause, the Transparency pro-
posal uses the expression “the law of the country 
granting the right,” which represents a combina-
tion of the two concepts.19 

III.	International context

10	 It is often assumed that territoriality and lex loci pro-
tectionis are accepted in most state legal practice in 
a similar (if not the same) scope and, thus, the ana-
lyzed proposals merely reconfirm this. The picture, 
however, is more colorful than that. 

11	 First of all, it is worth noting that IP law is new in 
many jurisdictions worldwide (especially in devel-
oping countries) and, naturally, they often have no 
special PIL rules to IP disputes or practice related to 
it. Then, most countries which have certain IP tradi-
tions treat IP rights as territorial; however, there are 
also a few countries which have adopted a univer-

sal approach (e.g. Portugal, Romania and Greece).20 
Even between countries that adhere to the territo-
rial approach there is no unitary notion of it. Some 
countries stick to a traditionally very strict territo-
riality principle which does not allow courts to adju-
dicate disputes over foreign IP rights. Because of this 
(and other) reasons courts would adjudicate only dis-
putes over local IP rights and simply apply lex forum 
(thus, no applicable law rules are needed).21 Others 
have since recognized that the territoriality princi-
ple does not preclude international jurisdiction in at 
least disputes over foreign copyrights.22

12	 Countries that allow the adjudication of foreign IP 
disputes, often apply lex loci protectionis rule. Some 
commentators argue that the lex loci protectionis 
rule can be derived from art. 5(2) of the Berne Con-
vention for the Protection of Literary and Artistic 
Works (Berne Convention),23 however, no agree-
ment on this issue exists.24 Similarly, there is no 
agreement whether lex loci protectionis can be de-
rived from the national treatment provision as im-
plemented in the Paris Convention for the Protec-
tion of Industrial Property (Paris Convention)25 or 
Agreement on Trade Related Aspects of Intellectual 
Property Rights26 (TRIPS).27 In national jurisdictions 
it is rarely implemented as a statutory rule (Switzer-
land28), and in some countries it is established only 
through court practice (e.g. Germany29). It is often 
not clearly distinguished from other similar rules 
like lex forum (e.g. Austria,30 China,31 Taiwan32). Fur-
thermore, the same lex loci protectionis rule (or “coun-
try for which protection is sought”) may be under-
stood differently. In Germany it essentially refers to 
the country that grants the protection, whereas in 
Japan a broader approach can be identified.33Also, in 
some countries “lex loci protectionis” and “territori-
ality” concepts are used interchangeably (U.S., UK), 
whereas in others a clear line is drawn, at least on a 
dogmatic level (e.g. Germany).34 Some states also ap-
ply other rules to IP disputes. For instance, the law of 
country of registration is applied for registered in-
dustrial property rights (e.g. Portugal).35 Other coun-
tries do not have any special applicable law rules to 
IP disputes and thus general tort applicable law rules 
(most often – lex loci delicti) apply (e.g. UK,36 Nether-
lands,37 U.S.38). In the U.S., lex loci delicti is often used 
interchangeably with lex loci protectionis.39

13	 Regarding the scope of lex loci protectionis, it has been 
differing from country to country. In some countries 
all issues (putting aside initial ownership and trans-
ferability) have been subject to lex loci protectionis 
(Austria,40 Belgium,41 Germany,42 Italy,43 Switzer-
land,44 South Korea,45 China46). In other countries it 
covers only proprietary issues (existence, scope, du-
ration, termination, etc.), whereas infringement-re-
lated issues (illegal conduct and remedies) have been 
subject to general tort applicable law rules such as 
lex loci delicti (e.g. U.S.,47 UK,48 France,49 Portugal50). 
It is argued that, although lex loci protectionis and 
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lex loci delicti are different from a doctrinal point of 
view, the practical outcome of the two approaches 
is mostly the same.51 This, however, has proved to be 
not true in Japan. Here, according to the established 
court practice, injunctions are subject to the law of 
the country of protection (or registration), whereas 
damages are subject to the tort applicable law rules.52 
In the famous Card Reader case this led to the appli-
cation of different laws with respect to injunctions 
(U.S. law) and damages (Japanese law).53 Finally, it is 
important to note that the Rome II Regulation has 
harmonized the application of lex loci protectionis at 
least for non-contractual (or infringement-related) 
issues in the EU, though it remains unclear if it also 
covers proprietary aspects.54 At the international 
level no harmonization has been reached yet and 
the scope of the lex loci protectionis remains divergent.  

14	 Regarding the market impact rule (as suggested in 
the Transparency Proposal), there is no known ju-
risdiction where such rule was explicitly applied as 
the main applicable law rule in IP cases. It has been 
known, however, in other fields of law. For instance, 
a similar “effect theory” was initially applied as a 
rule of applicable law in antitrust and unfair compe-
tition law.55 Certain variations of the market effect 
rule have been already proposed or applied for cer-
tain special IP problems. In copyright law, a similar 
de minimis rule was proposed for infringements con-
cerning cross-border satellite broadcasting.56 The so 
called “targeting” doctrine has been developed for 
copyright infringement cases in the U.S. In essence, 
it grants U.S. courts a jurisdiction over alleged cop-
yright infringement having a foreign element if the 
U.S. audience is the intended target of that conduct.57 
Simultaneously, a so-called “market impact” rule 
was suggested in the 2001 WIPO Recommendation 
for use of trademarks on the Internet.58 It has been 
successfully applied in online trademark cases,59 and 
was also gradually adopted by some European courts 
in online copyright cases. In addition, it is interesting 
to note that in its initial drafts, ALI also suggested a 
market effect rule as a main rule for IP cases. This ap-
proach was later abandoned in favor of a more tradi-
tional territoriality-based approach. Still, when com-
menting on the applicable law rule to unregistered 
rights (i.e. “country for which protection is sought” 
rule), ALI suggests that “[t]he usual point of attach-
ment for determining infringement of these rights 
therefore will be the countries where the right own-
er’s market for the work has been affected.”60 Thus, 
the market effect rule is  not an entirely new one, 
though had little acceptance in practice until now.

IV.	Discussion

15	 There is no need here to analyze the relevance of 
lex loci protectionis for IP disputes, since apart from 
minor differences in wording, all proposals have 

adopted it. Below, two issues on which the agree-
ment is lacking will be shortly discussed: (1) a differ-
ent treatment of registered and unregistered rights 
and (2) whether it is reasonable to treat IP infringe-
ment differently from IP right as such (or proprieaty 
issues) and subject the former to the market effect 
rule (as proposed by the Transparency group). 

16	 The distinctive treatment of registered and unreg-
istered rights may have some advantages. It is true 
that lex loci protectionis (or the law of the country “for 
which protection is sought”) is not an entirely clear 
concept, and courts may have difficulties in apply-
ing it especially in those countries where it is new 
and there is not much practice in international IP lit-
igation. “Country of registration” is a more straight-
forward notion, so it may bring more legal certainty 
at least in disputes over registered rights. However, 
this clearer concept can not be applied to unregis-
tered rights (obviously because there is no registra-
tion), and the states would still have to live with the 
not entirely clear notion of lex loci protectionis (or find 
clearer wording – see below). The other problem of 
the differentiated treatment of registered and un-
registered rights is the need for two different rules, 
which makes a complicated applicable law system 
even more complex. Also, the relationship between 
those two rules may remain unclear – is it the same 
rule worded differently or are these two different 
rules with different content? 

17	 An alternative solution could be to find another 
wording, e.g. by referring to “the law of the granting 
state” as suggested in the Transparency proposal. It 
eliminates an unclear concept of lex loci protectionis 
and merges both rules under a single concept. This 
could lead to more legal certainty. However, it re-
quires abandoning the formulation “for which pro-
tection is sought,” which is already implemented 
in some national statutes (e.g. Switzerland, China), 
clearly established in some states’ court practice 
(e.g. Germany) and widely accepted in doctrine. The 
adoption of a new concept on the international level 
would require some countries to change their estab-
lished practices, which could be done only if there is 
a very strong need. Also, the adoption of a new no-
tion would still maintain the danger of it being in-
terpreted differently in different jurisdictions. Thus, 
the clarification of contents of the lex loci protectionis 
(e.g. in comments) seems to be a more preferred op-
tion than the overall abandonment of this notion.

18	 The other question is whether it is reasonable to sub-
ject the IP infringement to the market impact rule, 
while leaving the IP right as such to be governed 
by lex loci protectionis. It is true that the market im-
pact rule could provide a different solution than the 
one found in the Card Reader case. Market impact 
rule allows the application of the law of the affected 
country despite where the conduct that causes those 
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effects occurs. In the Card Reader case, this would 
have meant the application of U.S. law for the cop-
ies made in Japan, since they are later exported to 
the USA and thus affects the U.S. market. One could 
argue that in IP cases the place of conduct is irrel-
evant since the object is intangible (different than 
in case of real property) and the economic interests 
that underlie IP rights are violated where the rele-
vant market is harmed.61 

19	 On the other hand, one should keep in mind that the 
lex loci protectionis per se does not imply such strict 
territoriality as suggested by the Japanese Supreme 
court and does not prevent solving the Card Reader 
case in some other way. For instance, if the case were 
solved under secondary infringement rules as ap-
plied in the USA, UK or Germany, U.S. law would be 
applied to the infringement. As a general rule, sec-
ondary infringement is governed by the law that 
governs the primary (direct) infringement.62 It is an 
acknowledged exception to territoriality principle.63 
If the production in Japan with a purpose of expor-
tation to the U.S. were treated as a contributory act 
facilitating illegal sale in the U.S., U.S. law could ap-
ply with respect to the production act that occurs in 
Japan. This would leave lex loci protectionis intact and 
would lead to the similar (if not the same) result that 
the suggested market effect rule intends to reach.

20	 What is more important, the market impact rule, as 
proposed in the Transparency proposal, does not 
merely solve the problem in the Card Reader (and 
similar) cases. More than that, it means a signifi-
cant shift away from the territoriality principle and 
ultimately, a change of the scope of the protection 
of IP rights. Firstly, it requires an extraterritorial 
application of a state law. The state A law will gov-
ern foreign conduct that has certain effects on the 
market of state A. For sure, such extraterritorial ap-
plication of IP statutes is not entirely new. For in-
stance, certain extraterritorial practices have been 
developed by U.S. courts in trademark64 and copy-
right cases.65 However, these practices have been 
criticized by commentators as a unilateral export 
of strong U.S. IP policies to other countries.66 As the 
opposition against ever-rising IP protection seems 
to be growing in academic fields at least in the U.S. 
and Europe,67 it is doubtful whether such extrater-
ritorial application of laws shall be promoted in PIL 
instrument.

21	 Secondly, the market impact rule would mean that 
the law of the particular state would not govern the 
conduct that occurs in its territory but does not (di-
rectly) affect its market. This would effectively limit 
the scope of the protection under IP laws. Such ap-
proach is not entirely new either. For instance, in 
several jurisdictions secondary infringements are 
not governed by the law of the country where the 
secondary conduct occurred but rather by the law 

that governs a primary infringement, i.e. where the 
infringing conduct actually affected the market.68 
However, the market impact rule would go further 
than that. As a matter of principle, in order to es-
tablish an infringement of e.g. copyright, it must be 
proven that conduct (e.g. reproduction) is sufficient 
and there is no harm in the market (e.g. through dis-
tribution). However, if the market effect rule is ap-
plied, the mere reproduction in the country is not 
sufficient to apply the country’s law if no market 
effects are felt there (e.g. if copies are made for ex-
portation purposes and not for a local market). As 
another example, in the case of broadcasting, an 
emission of signals in the country would not be suf-
ficient to apply the law of that country if no signals 
are received by the public of that country.69 Whether 
such a shift of scope of protection is reasonable is a 
question of policy. However, the scope of protection 
can be better harmonized through a substantive law 
instrument rather than through applicable law rules. 

22	 In addition, it is questionable how effective it would 
be to subject an infringement issue to the law of a 
country other than the one that governs all other is-
sues (i.e. apply dépeçage). First, it would make the 
determination of law more complicated. Second, the 
existence and scope of protection is closely related 
to the infringement issue: an infringement can be 
found only in the country where the right exists. 
Overall, the application of market impact rule to IP 
infringements may lead to far reaching – more neg-
ative than positive – consequences than one may 
expect.

C.	  Initial ownership 

Secs. 311-313 ALI; arts. 3:201, 3:401-3:402 CLIP; art. 305 
Transparency, art. 24 Kopila, art. 308 Joint JK

I.	 Differences

23	 The proposals are quite similar when dealing with 
the initial ownership to registered rights but adopt 
different approaches with respect to the initial own-
ership to unregistered rights. 

1.	 Registered rights

24	 The initial (single) ownership to registered rights in 
all proposals is subject to the territoriality approach. 
However, the applicable law rules on initial title, the 
same as in the case of a main rule, are worded in 
slightly different ways. ALI and Kopila proposals 
refer to the “state of registration,”70 whereas CLIP 
and Joint JK Proposal refer to the “country for which 
protection is sought.”71 As discussed above, the in-
terrelation of these rules is not entirely clear, and 
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although in most cases they may lead to the same 
results, the opinion exists that the results will not 
coincide in all cases.72 

25	 The employment situations in case of registered 
rights (especially, employees’ inventions) are dealt 
in not entirely the same way either. In such situa-
tions, most proposals suggest subjecting initial own-
ership to the law governing the employment con-
tract (or other pre-existing relationship) (sec. 311(2) 
ALI, art. 3:201(3) CLIP, art. 25(1) Kopila; art. 308(4) 
Joint JK). Only the Transparency proposal does not 
specifically address this issue and seems to subject it 
to the same “granting state” rule (art. 305).73 Further-
more, with regards to lex contractus rules,74 all pro-
posals allow parties to choose the applicable law.75 In 
the absence of choice, however, the suggested solu-
tions vary. Sec. 315 ALI refers to the law with the 
closest connection, which is presumed to be the law 
of the residence of the transferor or assignor (i.e. em-
ployee); similarly, art. 3:503 CLIP refers to the place 
where or from which the employee works unless an-
other place has a closer connection. Differently, art. 
25(2) Kopila and art. 307 Joint JK Proposal, in case 
the choice of law by parties is absent, refer to the 
country where the employer (or assignee/transferee 
in Joint JK) has a habitual residence. Thus, whereas 
ALI and CLIP seem to favor the employee in these 
cases, Kopila and Joint JK proposals seem to be more 
advantageous for the employer. The Transparency 
proposal meanwhile, by referring to the law of the 
granting state, gives a priority to states’ territorial-
ity interests. 

26	 The co-ownership situation in case of registered 
rights is not specifically addressed in most of the 
proposals. The exception is the CLIP Proposal which 
suggests co-ownership rules not only to unregistered 
rights (as is the case in other proposals) but also to 
the registered rights.76 

2.	 Unregistered rights

27	 The applicable law to initial ownership for unreg-
istered rights is one of the most controversial is-
sues and, not surprisingly, the approaches adopted 
in different proposals diverge. Whereas ALI, Kopila 
and Joint JK proposals adopt a universal approach, 
CLIP and Transparency proposals stick to the terri-
torial approach even for the initial ownership issue. 

28	 Before analyzing the particular rules, it is impor-
tant to note that their scopes slightly diverges in 
different proposals. In the ALI proposal universal-
ity approach covers only “other unregistered rights” 
(mainly copyright), whereas unregistered trademark 
and trade dress are subject to special rules (sec. 312). 
CLIP does not differentiate between different unreg-
istered rights as a matter of principle but does pro-

vide a special “work-for-hire” rule only for copyright 
cases. Kopila subjects all unregistered rights (pre-
sumably including unregistered design and trade-
mark) to the universality approach. Differently, Joint 
JK Proposal subjects only copyright to the universal-
ity approach, and thus the question remains what 
law regulates other unregistered rights (e.g. unreg-
istered design). Transparency proposal does not dis-
tinguish between IP rights at all. 

29	 In a single initial ownership situation, proposals fol-
lowing the universal approach refer either to the 
creator’s residence (sec. 313 ALI) or to the place of 
creation (art. 308(2) Joint JK; art. 24(2) Kopila - ha-
bitual residence of the creator, however, will be 
taken into account when determining the place of 
creation). Proposals that promote territorial ap-
proach to initial ownership refer to lex loci protec-
tionis (art. 3:201(1) CLIP) or granting state law (art. 
305 Transparency).

30	 Regarding co-ownership situation, ALI follows uni-
versality approach and suggests three rules in a cas-
cading order – the law assigned by the agreement 
between parties,77 the law of the state where the ma-
jority of authors reside, and the law with “the closest 
connection to the first exploitation” (sec. 313(1)(b) 
ALI). Kopila proposal overtakes, in a slightly modi-
fied manner, the first and third rules suggested by 
the ALI but omits the majority residence rule (art. 
24(3) Kopila), whereas the Joint JK Proposal over-
takes the first and second but omits the third one 
(closest connection rule) (art. 308(2) Joint JK). Mean-
while CLIP group tries to find a compromise between 
the universal and territorial approaches. Similarly 
like in ALI and others, most of the issues related to 
the co-ownership relationship are subject to the law 
governing the legal relationship between the parties 
(such as contract, marriage, succession etc.);78 if no 
such relationship exists, the law with the closest con-
nection applies (art. 3:402). The main difference of 
the CLIP from all other proposals is that proprietary 
issues, such as who can be the owner and transfera-
bility of shares, are subject to lex loci protectionis (art. 
3:401). The Transparency proposal does not specifi-
cally address this issue and thus the “granting state” 
rule (or lex loci protectionis) applies.

31	 Initial ownership in the case of employment rela-
tionship is subject to lex contractus rule (sec. 313(1)(c) 
ALI, art. 25(1) Kopila,79 and art. 308(3) Joint JK). The 
Transparency proposal does not specifically address 
this issue and thus seems to apply the same “grant-
ing state” (or lex loci protectionis) rule to this issue as 
well.80 CLIP generally maintains lex loci protectionis 
for employment situations with regards to unregis-
tered rights (differently from registered!). However 
it, in addition, suggests a novel and unique “work-
for-hire” rule. In short, it suggests that “[i]f the sit-
uation has a close connection with another State 
that has a work made for hire provision (…), effect 
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may be given to such rules by constructing the par-
ties’ relationship (…) as involving a transfer or ex-
clusive license of all economic rights in the work” 
(art. 3:201(2) CLIP). That is, if the law assigned by 
the lex loci protectionis rule grants the initial owner-
ship to the employee but the dispute is closely con-
nected to the country having a work-for-hire tradi-
tion (e.g. the work was created there or at least one 
party resides there), it should be deemed that eco-
nomic rights have been transferred to the employer. 

32	 For instance, a German director is hired by a U.S. 
film production company to direct the creation of a 
movie in the USA; no contract between the parties 
regarding the transfer of rights is signed. Later, the 
movie is exploited inter alia in Germany in the way 
that violates economic and moral rights of the di-
rector. The film director sues the production com-
pany in a German court. Under the CLIP rule, Ger-
man law, as law of the country for which protection 
is sought, determines the initial ownership; in this 
case it would be German law, which grants film di-
rector an initial ownership to the film. However, if 
the case is found to be closely connected to the USA 
(and U.S. law contains work-for-hire provision), Ger-
man law would be construed in such a way that all 
economic rights have been transferred to the pro-
ducer. Still, the film director maintains at least moral 
rights available under German law, the violation of 
which he/she may claim.

33	 In addition, all proposals following the universal ap-
proach suggest an additional “escape” clause: when 
the assigned applicable law does not grant any pro-
tection, the law of the state where the rights are first 
exploited and recognized is applied (sec. 313(2) ALI, 
art. 24(4) Kopila, art. 308(3) Joint JK).  Also, ALI con-
tains a supplementary provision concerning the va-
lidity of contractual choice of law in mass-market 
agreements (sec. 313(1)(d) ALI).

II.	 Rationale

1.	 Registered rights

34	 It should first be asked why co-ownership to reg-
istered IP rights (in contrast to copyright) has not 
been specifically addressed by most proposals, ex-
cept for CLIP. The groups either intentionally ex-
cluded this issue from their proposals (e.g. as hav-
ing little practical relevance) or found it suitable to 
subject it to a main rule governing initial ownership 
to registered rights (i.e. country of registration) for 
proprietary aspects of a co-ownership situation and 
rules on IP transfers in regard to contractual aspects. 
Meanwhile CLIP has probably realized the increas-
ing importance of joint research (e.g. in collabora-
tive research agreements, joint ventures) and the 

problems initial ownership may cause when such 
research is undertaken and its results are exploited 
on a cross-border level. By suggesting a two-layer 
rule to co-ownership situations the CLIP group most 
likely intended to accommodate dual interests. By 
subjecting initial co-ownership and transferability 
of shares to lex loci protectionis (3:401), CLIP preserves 
the interests of states to regulate these important 
issues on territorial basis. Second, by subjecting all 
other issues81 to a single law of the contract (and if 
there is no contract – the law with the closest con-
nection) it intended to serve the legal certainty in-
terests of the parties.  

35	 Initial ownership to registered rights in case of em-
ployment or other pre-existing relationship (e.g. 
employee inventions) in most proposals (except of 
Transparency) is subject to the law governing the 
pre-existing employment relationship, as it gives a 
uniform answer throughout the world. This helps 
employers to market the product and enhances the 
value of the registered rights.82 According to the CLIP 
Group, it is reasonable to subject the initial own-
ership in these cases to the law of the pre-existing 
relationship, since the right to claim a registered 
right, in particular the right to file an invention at 
the patent office, is transferable under the substan-
tive law provisions of many jurisdictions.83 As will 
be seen later, the situation is different in case of un-
registered rights (copyright).84 Certainly, as ALI also 
recognized, a risk exists that employers (and simi-
lar co-contractants) may impose a national law un-
related to the parties or the subject matter of the 
rights solely for the purpose of denominating the 
employer as the initial owner. However, where par-
ticular states impose employee-protective manda-
tory rules, the court may take these into account by 
virtue of mandatory rules exception.85 Similarly, the 
CLIP proposal explicitly prevents the overriding of 
the employee-protective provisions when choosing 
the applicable law.86

36	 Differently, the Transparency proposal does not rec-
ognize party autonomy in employment relationships 
and even here subjects the initial ownership to the 
law of the state granting the right; it seems todisal-
low any agreement on applicable law. The reason 
seems to be the respect for national state policies 
towards the employer-employee relationship. This 
solution might have been influenced by Japanese 
court practice. In the Hitachi decision,87 Japanese 
Supreme Court recognized that initial ownership is 
governed by lex loci protectionis. However, in a case 
dealing with an employee’s inventions, it allowed 
the choice of applicable law between parties with 
respect to remuneration claims. It further acknowl-
edged that the law selected by parties (in this case 
– Japanese law) regulated remuneration claims for 
patents granted not only in Japan but also in other 
foreign countries. Japanese academics have firmly 
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opposed such an application of the Japanese Pat-
ent Act beyond Japan’s borders. According to them, 
a country’s statutory treatment of employee inven-
tions deeply reflects that country’s particular poli-
cies on patent protection and employee-employer 
relations.88 Transparency group seems to have fol-
lowed this critical stance and for this reason decided 
to maintain lex loci protectionis for all issues related 
to the employment relationship.

2.	 Unregistered rights

37	 Various arguments have been raised by the groups 
for choosing or rejecting the territorial or univer-
sal approach for the initial ownership issue in cases 
of unregistered rights. They can be summarized as 
follows.

38	 The promoters of universal approach first raise a 
legal certainty argument: “To make ownership sub-
ject to the different laws of the different countries 
in which the work is exploited may therefore engen-
der uncertainty in the exercise of rights, because it 
may not be clear whether the person or entity pur-
porting to license rights in fact had the rights to li-
cense.”89 Joint JK group in addition argues that the in-
itial title is closely connected to the state of origin.90 
At the same time, ALI recognizes that a single-law 
approach will not create complete certainty so long 
as States use a public policy (ordre public) exception 
in order to reject the application of the law initially 
designating ownership.91 Thus, the ALI suggests that 
the application of the ordre public rule should be truly 
exceptional.92 

39	 CLIP group recognizes that lex originis, by designat-
ing a single applicable law, might facilitate the trans-
fer of rights. However, according to them, the rea-
sons for not choosing a single law approach prevail.93 
First, as also noted by the ALI, courts are not willing 
to accept the consequences of the lex originis and ap-
ply their national copyright law as part of the public 
policy of the forum.94 Second, there are difficulties in 
determining lex originis since the definition provided 
in art. 5(4)(a) Berne Convention would not always 
lead to a single clear outcome. In addition, subject-
ing industrial rights and copyright under different 
choice of law rules regarding ownership raises an-
other problem.95 It is further highlighted that ini-
tial ownership in copyright is an essential part of 
state policy choice, and it is of practical importance 
to allow states to ensure those policies by maintain-
ing the territoriality principle.96 Also, although lex 
loci protectionis may in theory lead to the applica-
tion of a multitude of applicable laws in multi-state 
situations, arguably, the practical problems of this 
“mosaic approach“ are often exaggerated: employ-
ees explicitly or tacitly grant an exclusive license 
for all economic rights in the work to the employer. 

Transparency group suggests similar arguments. In 
addition, they note that it would make no sense to 
subject initial ownership to a single-law approach 
if transferability issue remains governed by lex loci 
protectionis.97 

40	 The next question is why ALI has chosen creator’s 
residence as a main rule (and for Kopila and Joint JK 
proposal – as a facilitating rule) for determining in-
itial ownership for unregistered rights. One of the 
alternatives could have been to provide for the well 
known country of origin (or lex originis) rule. How-
ever, ALI rejected this possibility because “the defi-
nition of ‘country of origin’ set forth in the Berne 
Convention, art. 5(4), presents several alternative 
criteria for determining the country of origin of a 
work of authorship, thus it identifies too many pos-
sibilities.”98 Creator’s residence is more certain and 
has a strong link with the creative work.99 It is ar-
guable that this connecting factor could promote a 
sort of “forum-shopping” for the most creator-pro-
tective law. However, according to the ALI, the resi-
dence of the creator, who (as used in the Principles) 
is always a natural person and thus has only one res-
idence (see sec. 201(2) ALI), is usually stable, or if it 
changes, generally does so without regard to possi-
ble choice-of-law consequences. Furthermore, an al-
ternative “place of creation” rule was not adopted 
by the ALI Principles because it might have been en-
tirely fortuitous or unrelated to the work’s subse-
quent commercialization.100 In addition, other con-
necting factors such as lex fori, lex rei sitae, and lex loci 
delicti commissii are also regarded as unsuitable. Lex 
fori would cause “law shopping” by the right holder 
and legal uncertainty for the infringer, whereas lex 
rei sitae, in the case of exploitation in multiple states, 
would lead to the designation of multiple laws.101

41	 Drafters provide little comment as to why they have 
chosen particular connecting factors to the co-own-
ership situation. Party autonomy, with respect to 
applicable law to initial ownership in a co-owner-
ship situation, could be seen as one of the exam-
ples where a strict territoriality approach has been 
loosened. Party autonomy has been recognized in 
most proposals (except for Transparency), though 
with certain limitations. In ALI Principles, “[t]he 
coauthors’ choice is limited to one of their coun-
tries of residence because these Principles choose 
as the fundamental point of attachment for works 
of authorship the person of the author.”102 CLIP ex-
cludes such a choice of law with respect to proprie-
tary issues, which because of states’ policy interests, 
should be subject to lex loci protectionis.103 When there 
is no party choice, most proposals turn to the clos-
est connection rule (except Joint JK Proposal), which 
is well known in applicable law to contract but at 
the same time does not provide for much legal cer-
tainty or foreseeability.104 Most likely because of the 
latter reason, before turning to the flexible closest 
connection rule, ALI proposal suggests the “major-



IP and Applicable Law in Recent International Proposals

2012 271 3

ity’s residence” rule, which may give a better guid-
ance in designating the applicable law. On the other 
hand, the ALI three-layer rule (choice by creators, 
majority residence and the closest connection) for 
the co-ownership situation alone might seem too 
complicated. It is likely that because of this reason 
the Kopila and Joint JK groups decided to shorten 
their respective rules.

42	 The most complicated task appears to have been the 
determination of initial ownership to copyright in an 
employment relationship. The main reason for this 
is due to a different allocation of ownership in case 
of employment (or similar) relationship in different 
legal traditions: whereas common law countries tra-
ditionally assign it to the employer (on the basis of 
work-for-hire or similar doctrine), continental law 
countries vest it into the employee. 

43	 The ALI suggests applying the law of the contractual 
relationship in such situations. This would designate 
a single applicable law, which would facilitate the 
international exploitation of work. ALI group rec-
ognizes that “[i]f the contract determines the law 
applicable to initial ownership, the concern arises 
that the dominant party to an author-employment 
or commissioned-work contract will choose a na-
tional law designating the dominant party as the in-
itial right holder (…) The creators may not be com-
pletely without recourse, however, because § 323 
of the Principles instructs the court to consider ap-
plying the mandatory rules of the forum or of third 
countries with points of attachment to the employ-
ment relationship, and some of these rules may re-
quire creator-ownership.”105 In short, ALI group, and 
supposedly other groups’ proposals following a sim-
ilar approach (Kopila, Joint JK), expect that employ-
ee-protective policies can be preserved on the basis 
of a mandatory rules exception.106 

44	 CLIP group apparently was not convinced with the 
sufficiency of such a solution. For this reason they 
maintained lex loci protectionis as a main rule for de-
termining initial ownership in the case of an employ-
ment relationship. It supposedly better ensures the 
possibility for states to pursue their policies in re-
spect of initial ownership. However, the CLIP group 
sought to reach a compromise between the two dif-
ferent legal traditions, and for this purpose proposed 
a “work-for-hire” rule in 3:201(2) CLIP. Its wording 
is partly inspired by art. 2(3) of the Council Directive 
91/250/EEC of 14 May 1991 on the Legal Protection of 
Computer Programs.107 According to the CLIP group, 
“it would be odd in such cases [i.e. those closely con-
nected to the country having a work-for-hire doc-
trine – R.M.] to attribute the economic rights in the 
work to the employee since both parties assumed 
during the production of the work that the exclusive 
rights should be held by the employer.” The “work-
for-hire” provision “may give some guidance for the 

interpretation of the relationship of employer and 
employee.”108 

45	 Transparency Proposal instead maintains a strict 
territoriality approach in this situation and suggests 
applying the law of each granting state without any 
exception. It is likely that such a solution was influ-
enced by a controversial Japanese court practice.109 

46	 The “escape” clause was implemented in the pro-
posals that follow the universal approach. There 
might be cases that a single selected law does not 
extend protection over the subject matter (e.g. in 
the case of databases or industrial designs). In such 
a case, it would be unreasonable to apply this law to 
determine initial ownership. As a connecting fac-
tor for the “escape” clause, ALI proposed (and other 
groups followed) the rule of the “first exploitation.” 
This criterion derives from the Berne Convention’s 
“first publication” rule. Arguably, the place of first 
exploitation has the most significant relationship to 
the work since “[b]y organizing its first distribution 
or transmission in that State, the creator or initial 
rights owner will, in effect, have chosen that State 
as the State of the work’s nationality.”110 

III.	International context

1.	 Registered rights

47	 As a general matter, law applicable to (single) initial 
ownership in the case of registered rights has not re-
ceived much attention in legal practice. It is ordinar-
ily subject to the same rule as a registered right itself, 
i.e. lex loci protectionis. There are also no specific rules 
on applicable law in co-ownership situations in pat-
ent law (e.g. collaborative research). Under general 
international private law rules to IP, proprietary as-
pects are subject to territoriality principle (and most 
often – lex loci protectionis), whereas contractual as-
pects are regulated by contract applicable law rules 
(most importantly, choice of parties).111 More clear 
legal solutions have been developed for employment 
situations. In some countries it is subject to the law 
governing employment relationship (e.g. Belgium,112 
Taiwan113). Some others seem to subject initial own-
ership in such situations to lex loci protectionis (e.g. 
China114). A third group of countries suggest a mixed 
approach (e.g. Austria115). As a fourth option, under 
the European Patent Convention the right to the Eu-
ropean patent is governed by the law of the State 
where the inventor is principally employed; if this 
is impossible to determine, it is subject to the law of 
the state in which the employer has his place of busi-
ness to which the employee is attached. 116
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2.	 Unregistered rights

48	 The international situation regarding (single) ini-
tial ownership to unregistered rights is even more 
complex. Art. 5(2) of the Berne Convention does not 
mention initial ownership at all. Art. 14bis(2)(a) of 
the Berne Convention in respect of initial owner-
ship in cinematographic works refers to the law 
of the country “where the protection is claimed.” 
However, there is no agreement on whether it sets 
an applicable law rule.117 Although Rome II Regula-
tion harmonizes lex loci protectionis for non-contrac-
tual obligations, according to the majority opinion 
it does not extend to the initial ownership.118 Mean-
while, national legal practice is divided between lex 
loci protectionis (e.g. Germany,119 Austria,120 Spain,121 
Belgium,122 Japan,123 China,124 and South Korea125) and 
lex originis (France,126 USA127). In case of employment 
situations, some countries seem to apply lex loci pro-
tectionis (e.g. Germany),128 others lex contractus (e.g., 
Japan,129 Taiwan130), a third group promotes lex orig-
inis (e.g. France131), whereas some suggest a mixed 
approach (e.g. Austria132). It is important to add here 
that in France moral rights have been recognized 
both as internationally mandatory133 and constitut-
ing a part of public policy.134 Thus, even if the crea-
tor was not initially granted moral rights under the 
applicable foreign law, the rights would be vested 
into him/her in France under the public policy or 
mandatory rules doctrine. 

IV.	Discussion 

1.	 Registered rights

49	 The first issue is the need for a rule to determine in-
itial ownership of a registered right in a co-owner-
ship situation. The importance of the co-ownership 
issue in international collaborative research projects 
shall not be underestimated. The extent of collabo-
rative research is increasing. At the same time, sub-
stantial laws differ on determining when co-owner-
ship exists and how the rights of co-owners shall be 
exercised, and there is no clear answer as to what 
law governs co-ownership when research is under-
taken in several jurisdictions.135 Thus the attempt 
to address these issues in the CLIP proposal shall be 
welcomed. Also, subjecting the relations between 
co-owners (such as exercise and enforcement of 
rights) to a single applicable law that can be chosen 
by parties shall be welcomed. It facilitates the ex-
ploitation of rights and distribution of revenues be-
tween co-owners. 

50	 One should, however, ask how reasonable it is to 
keep territoriality principle in such situations. One 
may understand the wish to subject initial co-owner-
ship and transferability – issues intrinsically related 

to the IP right as such – to the lex loci protectionis. This 
is the rule applied in single-ownership situations 
and it intends to preserve state interests to regulate 
co-ownership for patent rights in respect of their 
territory. On the other hand, one could point to the 
problems such differentiated treatment of proprie-
tary and contractual aspects may cause. For instance, 
there might be situations that partners to a collab-
orative research choose one law governing the ex-
ploitation of the results of the joint research, how-
ever, one partner is not granted co-proprietorship 
under the law of the country where he/she wants 
to exploit the results.136 Such a scenario is possible 
since a standard to get a co-inventor status may dif-
fer from state to state.137 In order to avoid such trans-
action costs, initial ownership of registered IP rights 
in employment relationships is normally subject, in its 
entirety, to the law governing the employment re-
lationship. Similarly, in the case of a co-ownership 
situation one should consider giving priority to the 
parties’ interests for legal certainty needed to ex-
ploit the results of a joint research. For these rea-
sons some authors suggest qualifying all co-owner-
ship issues as contractual and subjecting them to a 
law chosen by parties.138

51	 Most proposals subject initial ownership in case of 
employees’ inventions to the law governing employ-
ment contract. Only Transparency proposal does not 
contain any specific rule and seems to subject such 
situations to the law of each granting state. Whereas 
the rationale of the former solution is clear (legal 
certainty in case of international exploitation), the 
rationale of the latter solution is dubious. Subject-
ing initial ownership in employment situations to 
the territorial approach leads to uncertainty. Both 
parties cannot know in which countries which party 
(employer or employee) owns the initial right. This 
further complicates the question of in which coun-
tries does the employer have to acquire the right 
and for which territories does it have to pay remu-
neration. Further, the problem of the Hitachi case,139 
which is likely to have been a reason for this differ-
ent solution in the Transparency proposal, could be 
solved in a more proportionate way than subjecting 
it to lex loci protectionis. For instance, courts could 
apply the same lex contractus rule, but in a limited 
manner – lex contractus may decide who is the ini-
tial owner worldwide, however, the national remu-
neration provision may have only territorial effects.  

2.	 Unregistered rights

52	 Extensive studies have been written analyzing ad-
vantages and disadvantages of territorial and uni-
versal approaches to the initial ownership issue140 
and this question has been intensively discussed by 
the members of each project. Below only the main 
arguments can be outlined.141 
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53	 The first question is what are the main advantages 
and disadvantages of the territorial and universal 
approaches and the respective rules proposed by 
different groups, namely, lex loci protectionis and 
creator’s residence rule in cases of initial (single) 
ownership,142 i.e. where there is one creator. 

54	 As an initial option, the territorial approach, and a 
corresponding lex loci protectionis rule, is advanta-
geous in several respects. First, it is consistent with 
a general territorial approach to copyright disputes 
adopted in all Proposals. Thus, the law that deter-
mines all proprietary and infringement-related is-
sues will also determine the initial ownership. Sec-
ond, it is normally easy to identify the law of the 
protecting country as it would most often coincide 
with the place of infringement. Third, some com-
mentators derive it from the Berne Convention: 
even if there is no clear agreement whether it is im-
plied by the national treatment provision found in 
art. 5(2), art. 14bis(2)(a) rather unambiguously sub-
jects initial ownership in cinematographic works 
to the law of the country “where the protection is 
claimed.”143 Fourth, the territorial approach would 
allow states to maintain their national policies in 
respect of initial ownership issue. This is of special 
importance, since this issue is up to now addressed 
rather differently in different legal traditions.  

55	 At the same time one could list the main contra ar-
guments. Most importantly, lex loci protectionis would 
arguably lead to the need to determine initial own-
ership under multiple laws, which may lead to the 
situation where the person owns rights in one coun-
try but not in another. This becomes of special rele-
vance when works are used in such a ubiquitous me-
dia like the Internet. On the other hand, in practice 
this problem in single initial ownership cases is likely 
to be minor, since the substantive laws on this issue 
barely differ: in single initial ownership cases the in-
itial owner will normally be a creator. Secondly, it 
is highly doubtful if the Berne Convention implies 
any applicable law rule on initial ownership. Art. 
5(2) does not mention initial ownership at all. Art. 
14bis(2)(a) is also interpreted differently and is of lit-
tle practical relevance: it is barely ever mentioned in 
court decisions dealing with the issue and has been 
denied in judgments where lex originis was applied 
in respect of the initial ownership issue.144 Thirdly, 
the states’ interest argument is of little relevance in 
case of single initial ownership cases since it is nor-
mally attributed to the creator.

56	 The other, universality approach, as represented by 
the creator’s residence rule here, also has numerous 
advantages and disadvantages. The main, if not the 
single most significant advantage of it would be the 
legal certainty it is supposed to create: it would indi-
cate a single applicable law that would determine the 
initial ownership worldwide. On the other hand, one 
of the main problems is determining a proper con-

necting factor. It is true that the creator’s residence 
rule has several advantages over other potential con-
necting factors. It is a more stable connecting factor 
than the place of creation;145 it cannot be manipu-
lated by the right holder as easily as the lex fori rule; 
by referring to the “creator” and thereby avoiding 
the concept “author,” the ambiguous nature of the 
later term has been avoided.146 ALI principles have 
also tried to deal with other problems relating to this 
connecting factor. For instance, there is no interna-
tional, regional or, in some cases, national uniform 
definition of “residence” for the purposes of inter-
national private law;147 furthermore, the creator may 
have been changing his/her residences or had sev-
eral residences.148 Thus, the Principles define the cre-
ator’s residence “at the time the subject matter was 
created;” they also suggest certain guidelines when 
defining the creator’s residence.149 Also, in case the 
law of a creator’s residence does not grant protection 
over the subject matter, an escape clause that refers 
to the place of first exploitation may be applied.150  
This rule has often been discussed in doctrine as one 
of the most suitable alternatives for initial owner-
ship.151 On the other hand, it remains unclear what 
law would be applied when a work is first transmit-
ted over the Internet, when it is first exploited si-
multaneously in several countries, or when the work 
has not been exploited at all. In addition, some ar-
gue that the creator may manipulate the point of at-
tachment by moving to a country with advantageous 
rules on initial ownership. However, as ALI rightly 
argues, the more favorable initial ownership rules 
are unlikely to influence the decision of the creator 
when choosing a place of domicile.

57	 The co-ownership situation is more complicated. 
States have different regulations regarding who is 
the co-owner of collaborative works and how the 
co-ownership could be exercised.152 This reflects 
the differing policies of the states. At the same 
time diverging substantive laws lead to legal un-
certainty when exploiting and enforcing the rights 
internationally.

58	 As a first option, the territorial approach, as adopted 
for the co-ownership situation by the CLIP and 
Transparency proposals, obviously serves the states’ 
territoriality interests. However, it raises some le-
gal certainty concerns. The CLIP proposal subjects 
the initial co-ownership and transferability of shares 
(Transparency proposal – all issues) to the lex loci pro-
tectionis rule; thus, they will be determined in each 
protecting country independently. On the other 
hand, it is questionable if the issue on who is entitled 
to co-ownership is that problematic and important 
(as, in comparison, initial ownership in employment 
relationship where parties have normally unequal 
bargaining powers). Even if national laws provide to 
a certain extent different rules on co-ownership, it 
is questionable whether the differences are of such 
a significance that they should be preserved on the 
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costs of (both initial and subsequent) right holders 
and users who have to identify the co-owners in each 
country separately. To facilitate this situation, CLIP 
suggests a second part of the rule (no comparable 
one is available in the Transparency proposal). Un-
der the CLIP Proposal, most of the other issues (li-
censing, enforcement, etc.) are subject to a single 
law governing parties’ relationship (contract, mar-
riage, succession, etc.). However, as all the issues 
(initial co-ownership, transferability, licensing, en-
forcement, etc.) are intrinsically related, it is ques-
tionable whether the application of different rules 
will increase legal certainty or, in the opposite, will 
lead to more confusing or even conflicting results.153 

59	 As another option, the single-law approach adopted 
for the co-ownership situation in the ALI, Kopila and 
Joint JK proposals also has its strengths and weak-
nesses. As a main advantage, a single applicable law 
would make the exploitation and enforcement of 
the work easier both for initial and subsequent right 
holders as well as users. One problem, however, is 
trying to find clear and sufficient connecting fac-
tors. The combination of party autonomy and the 
closest connection rules (as proposed by ALI and Ko-
pila) is a combination that has been broadly accepted 
in applicable law to contracts.154 Party autonomy al-
lows the parties to choose the law most suitable for 
them155 whereas the closest connection rule provides 
flexibility to determine the relevant law in case the 
choice of parties is absent. 

60	 The problem with the latter rule is a lack of legal 
predictability. ALI addressed this problem by pro-
posing to apply the law of majority residence first. 
Only if there is no majority residence shall the first 
place of exploitation be taken into account when de-
termining the law with the closest connection. On 
the other hand, one may argue that the combination 
of these four connecting factors just for a co-own-
ership situation might seem to be too complex of a 
solution that diminishes rather than increases the 
level of legal certainty. Here, a “shortened” version 
of the ALI rule as suggested by the Kopila and Joint 
JK proposals could be considered. The second prob-
lem of a single-law approach is a lack of protection 
of states’ policies. This might especially be seen in 
cases related to cinematographic works, where dif-
ferent states grant initial ownership to different per-
sons participating in the production.156 For example, 
a film is created in country A and an international 
group of contributors (director, screenplay writer, 
composer, dancer, etc.) decide to apply A country’s 
law to their relationship. Country A’s law vests initial 
ownership only into the director of the film. Thus, 
all other contributors appear to have no rights in the 
film worldwide, even if they were granted a co-own-
ership in their national jurisdictions. As a result, it 
remains a difficult task to choose what interests shall 
prevail – those of legal certainty or the protection 
of local policies.

61	 The situation in regard to the initial ownership in an 
employment (or comparable) relationship is similar 
to the co-ownership cases, only even more compli-
cated. The continental and common law traditions 
differ radically on this issue on a substantive law 
level. The former countries, as a general rule, vest 
initial ownership to the employee (creator), whereas 
the latter vest it to the employer (production com-
pany) on the basis of a “work-for-hire” (or similar) 
doctrine.157 Whereas the former intends to protect 
the interests of private creators, the latter seeks to 
facilitate the exploitation of the work by a single per-
son – the employer. The analyzed proposals try to 
balance these interests on the applicable law level 
but all in different ways.

62	 The lex loci protectionis, as adopted in the CLIP and 
Transparency proposals, do help countries preserve 
the application of their policies at least with respect 
to exploitation acts occurring in their territory. The 
main problem though, again, is the legal uncertainty 
that the application of multiple laws will cause be-
cause there are likely to be different initial owners 
of the same work in different countries. It is possible 
that the problem is mitigated in practice since em-
ployers and employees normally sign rights-transfer 
contracts.158 Still, since some rights cannot be trans-
ferred in some countries (e.g. moral rights, some re-
muneration rights), the employee will retain them 
in respect of some, though not all countries. Also, all 
rights may remain with the employee if no special 
contract on the transfer of rights has been signed.159 

63	 The CLIP Group recognized that in some situations 
such an approach would be unreasonable and thus 
suggested the above described “work-for-hire” rule. 
However, it is questionable if it will provide suffi-
cient legal certainty. First, its application is subject 
to three cumulative conditions: there should be a 
contractual relationship between the parties; an-
other country should have a close connection; and 
that country should have a work-for-hire or similar 
provision. Second, each of the requirements is not 
sufficiently defined. For instance, it is not clear what 
contractual relationships are included; the “close 
connection” requirement is flexible and the results 
of its application cannot always be foreseen. Third, 
since the rule is formulated as a substantive law rule, 
its suitability as an international private law instru-
ment may be disputed. Fourth, it enables the em-
ployer to acquire only economic rights, whereas the 
employee maintains the moral rights. Employees (or 
their heirs) may exercise these moral rights in or-
der to block new uses, for example.160 It is also un-
clear what is meant by economic rights – will remu-
neration rights (rental, lending or resale) or future 
rights also be deemed transferred to the employer? 
In addition, the courts “may” rather than “shall” ap-
ply this rule. Finally, the geographical scope of this 
provision is limited – if the case is brought under e.g. 
German law, the employer may “acquire” the eco-
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nomic rights only in Germany, whereas legal uncer-
tainty will remain with regards to the exploitation 
in other countries. 

64	 In contrast, the lex contractus rule as suggested in the 
ALI, Kopila and Joint JK proposals leads to a single 
applicable law for initial ownership in the employ-
ment relationship.161 Also, the law applicable to the 
employment contract is rather easy to identify un-
der the general applicable law rules. These rules, as 
have been seen above, are substantially similar in the 
EU and the USA and they meet the expectations of 
both parties.162 Also, the employment contract nor-
mally covers several issues related to intellectual 
property. If the issues were subjected to different 
laws, this might lead to conflicting results163.Thus, 
the lex contractus rule is likely to ensure legal cer-
tainty more efficiently than the lex loci protectionis 
rule (even if combined with the “work for hire” rule 
as suggested in the CLIP Proposal). 

65	 On the other hand, similar to the co-ownership sit-
uation, the protection of the states’ (or more specif-
ically – creator-protective states’) interests is rela-
tively weak under the lex contractus rule. It is often 
argued that a single law approach favors employ-
ers’ exploitation interests at the cost of creators’ in-
terests.164 If the law containing work-for-hire doc-
trine is applied to the relationship, the employer 
retains all rights, whereas the employee loses all po-
tential rights worldwide. Furthermore, the lex con-
tractus rule contains a danger that the employer, as 
a stronger party, will choose the law favorable to 
him/her. 

66	 Regarding the latter problem, however, some legal 
systems implement employee-protective provisions 
when choosing the employee contract law.165 With 
regards to the first problem (lack of protection for 
creator), one could however point that whereas the 
lex contractus rule might deprive a creator from any 
rights in some cases, it may also initially vest the cre-
ator with worldwide rights if the law contains au-
thor-protective provisions. Furthermore, according 
to ALI commentators, author-protective provisions 
could be enforced under the mandatory rules excep-
tion.166 The latter proposal is, however, not without 
a problem. First, what should be treated as “manda-
tory rules” is a controversial issue.167 The ALI Prin-
ciples seem to provide a rather broad concept of the 
term (including creator-protective provisions with 
regard to an employment relationship),168 however, 
this shall be determined under each state’s national 
laws. Second, even if courts may be allowed to apply 
foreign mandatory rules, it is very doubtful if a court 
would do that without a very strong reason.169 Third, 
some commentators argue that if the mandatory rule 
exception is to be applied in each case where the in-
itial ownership issue is at stake, the exceptional na-
ture of this rule will be lost.170 On the other hand, 
one should keep in mind that the given problem – 

determining applicable law for initial ownership in 
an employment relationship in a dispute related to 
both creator-protective and work-for-hire systems 
– is very rare in practice. 

67	 In conclusion, in regard to employment situations, 
the lex contractus rule seems to ensure more legal 
certainty than lex loci protectionis (even in combina-
tion with a special “work-for-hire” rule). However, 
the former does not satisfactorily address the inter-
ests of author-protective countries. Additional solu-
tions might need to be discussed.

CONTRACTS

D.	Transferability 

Sec. 314 ALI, art. 3:301 CLIP, art. 305 Transparency, art. 19 
Kopila, art. 309(1) Joint JK

I.	 Differences

68	 Transferability of IP rights is one of the issues that is 
rather unitarily regulated in all proposals. The pro-
posals subject transferability to the territorial ap-
proach. It is true that the wording of the applicable 
law rules slightly differ171 but the underlying rule and 
the expected results seem to be the same. Similarly, 
the scope of the rule is also worded in a slightly dif-
ferent manner172 but the intended scope seems to 
be the same. 

69	 The only significant difference is an interesting 
exception proposed in the Joint JK Proposal: “The 
transferability of copyrights may be governed by 
the same law which is designated by the provision 
of paragraph (2) of the preceding Article if the par-
ties’ agreement under Article 302 is available” (art. 
309(2) Joint JK). On the one hand, according to the 
first part of the provision, it allows (but not requires) 
subjecting the transferability issue to the same law 
that governs initial ownership (the latter is subject 
to the single-law approach in the Joint JK Proposal). 
On the other hand, according to the second part, 
this is possible only if parties have agreed on this. 
At the same time, the agreement is subject to art. 
302, which restricts the effects of agreements inter 
partes. It is questionable how this exception would 
function in practice. 

II.	 Rationale

70	 The main reason for choosing lex loci protectionis 
seems to be various restrictions on the transfera-
bility of the copyright or of particular claims in the 
continental law systems (e.g. non-transferability of 
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moral rights, non-transferable remuneration claims 
for rental right, etc.).173 In addition, ALI group ex-
plains that the provision “reflects the widely ac-
cepted principle that the law applicable to the al-
ienability of intellectual property rights is that of 
the law governing the existence, content, scope, and 
remedies for the violation of those rights. This is a 
subset of the broader choice-of-law regime for trans-
ferability of moveable property.”174  

71	 Joint JK group however, has acknowledged that the 
application of lex loci protectionis to transferability 
issues may hamper the international exploitation 
of rights. There might be no use of a single-law ap-
proach to initial ownership if the transferability is-
sue has still to be decided on a state-to-state basis. 
Thus, art. 309(2) Joint JK intended to facilitate the 
transfer of copyright. The group explains that lex loci 
protectionis is reasonable when deciding transfera-
bility to industrial rights. However, “copyrights are 
less connected to the state of protection than regis-
tered intellectual property such as industrial prop-
erties, because registration is not a condition of the 
right under the non-formality principle of the Berne 
Convention. Thus, the transferability as well as ini-
tial ownership of a copyright should be sufficiently 
flexible considering the parties’ choices.”175 On the 
other hand, the group was probably aware that lex 
loci protectionis is accepted for transferability issues 
both in Japanese and international legal practice. 
Most likley because of this they formulated the pro-
vision as non-mandatory (“may”).

III.	International context

72	 Lex loci protectionis has been an accepted rule for the 
transferability issue in reported national practice 
(e.g. France,176 UK,177 Germany,178 Austria,179 Bel-
gium,180 USA181). No country has been identified 
where transferability issues were subject to a sing-
le-law approach.

IV.	Discussion

73	 There are good arguments for the application of 
lex loci protectionis in respect of transferability. Nu-
merous states have restrictions on transferability of 
copyrights.182 Subjecting transferability to lex orig-
inis would mean that states are not anymore able 
to determine the scope of transferability in respect 
of transfers of national rights. One may argue that, 
even if lex originis were applied, states could enforce 
their policies on the basis of mandatory rules or pub-
lic policy exceptions183. However, courts would nor-
mally take into account only the mandatory rules of 
the forum. Meanwhile lex loci protectionis allows en-
forcing the author-protective rules not only when 
claims are brought before the courts of the state 

whose laws contain such rules but also in disputes 
arising before the courts of another state (e.g. when 
a court is asked to enforce foreign copyright). Also, 
the price of applying public policy and internation-
ally mandatory rules is a disturbance of the interna-
tional harmony of decisions and an inherent danger 
for forum shopping.184

74	 On the other hand, one could understand the prob-
lems that Joint JK Proposal seeks to address. First, 
the application of lex loci protectionis to transferabil-
ity would hamper cross-border licensing, which is in 
particular problematic when licensing copyright on 
an international scale (e.g. Internet). Second, the in-
itial ownership and transferability issues are closely 
connected and it is logical to subject them to the 
same rule.185 Also, if initial ownership is subject to 
the universal approach and transferability issue to 
the territorial approach, the latter will eventually 
make all the advantages of the former ineffective 
in practice.186

E.	 Contracts

Sec. 315-316 ALI; arts. 3:501-3:507 CLIP; arts. 306-307 Trans-
parency; art. 23 Kopila; art. 307 Joint JK 

I.	 Differences

75	 First of all, all proposals allow parties to choose the 
applicable law (party autonomy principle). CLIP 
elaborates on party autonomy more than other pro-
posals.187 ALI Principles in addition suggest rules to 
protect a weaker party in standard agreements (sec. 
315(3)(a) ALI).  

76	 If the agreement between parties is absent, all pro-
posals, as a matter of principle, refer to the country 
with the closest connection. The law with the clos-
est connection is however determined in a different 
way. ALI establishes a presumption of the transfer-
or’s or licensor’s residence (sec. 315(2) ALI), which 
assumingly can be rebutted in case another country 
has the closest connection to the contract. Trans-
parency proposal establishes two rules, namely, the 
lex loci protectionis for single-country contracts and 
transferor’s or licensor’s habitual residence rule 
for multi-state contracts; in addition, the “escape” 
clause allows for applying the law with the closer 
connection.188 CLIP suggests a two-step rule.189 First, 
it requests the court to analyze a list of factors in or-
der to determine the law with which country – ha-
bitual residence of assignor/transferor or that of the 
assignee/transferee – the contract has the closest 
connection (art. 3:502(2)). Second, if no clear answer 
is found, CLIP proposes two (rebuttable) presump-
tions similar to the ones found in the Transparency 
proposal, namely, lex loci protectionis for single-coun-



IP and Applicable Law in Recent International Proposals

2012 277 3

try contracts and assignor’s/transferor’s residence 
rule for multi-state contracts. In contrast, the Kopila 
and Joint JK proposals presume that the assignee’s 
or transferee’s country of residence has the closest 
connection;190 in addition, the Joint JK Proposal sub-
jects the latter rule to the list of factors that resem-
bles the one suggested by the CLIP group.191 

77	 Further, CLIP contains a special provision on em-
ployment relationship (art. 3:503). The relationship 
of employers and employees, in particular the right 
of the employer to claim the IP right and the corre-
sponding right of the employee to claim for addi-
tional remuneration, are governed by the law cho-
sen by parties, subject to the protection afforded 
the employee by the state where he habitually car-
ries out his work. In the absence of choice, the law 
of the state where he habitually carries out his work 
applies. Other proposals contain only provisions on 
applicable law to initial ownership in case of em-
ployment relationship but do not provide for spe-
cial provisions governing other issues related to it 
(such as a right to claim a registered right or a right 
to remuneration).192

II.	 Rationale

78	 The main difference between the proposals is the 
presumptions they suggest in case of an absence of 
choice by the parties. ALI explains its choice of as-
signor’s or transferor’s residence as follows: “The 
reasons for that designation are twofold: 1. The in-
tangible subject matter of the transfer or license has 
been developed by the transferor or licensor in its 
factories, workshops, or studios. It is aimed at work-
ing or being used in a given technical or social en-
vironment. Therefore, disputes relating to the con-
tract under which ownership or use of the intangible 
asset is transferred or authorized are best adjudi-
cated taking into account the law of that State. It is 
more closely connected to the creation of, as well as 
to guarantees and warranties pertaining to, this as-
set than the law of any other State. 2. The licensor’s 
residence will often correspond to the place of ‘char-
acteristic performance’ under European conflicts 
principles (…) For example, a copyright licensing 
agreement is an agreement under which the main 
promise is the undertaking by the licensor to allow 
the licensee to use or copy the work. Thus, with re-
spect to intellectual property contracts, the charac-
teristic performer is the transferor or licensor. The 
licensor’s residence also usually corresponds to the 
place where the intellectual property assets were 
developed and thus may have been instrumental in 
encouraging production of the work.”193

79	 The CLIP group, when drafting the rules on applica-
ble law to IP contracts, used the Rome I Regulation 
as a model. However, the group has noted that the 

characteristic performance rule provided in art. 4(2) 
Rome I Regulation is not helpful in complex IP trans-
fer cases.194 For this reason, art. 3:502(2) provides a 
flexible rule instead that includes a set of factors, 
which should help to determine the state with which 
the contract is most closely connected. Only if these 
factors do not lead to a clear decision on applicable 
law does the CLIP proposal suggest two fall-back pre-
sumptions. This approach arguably follows the prev-
alent opinion among European scholars who plead 
for a differentiated model. According to that model, 
some contracts are most closely connected to the 
residence state of the transferor or licensor, whereas 
others have closer links to the residence state of the 
transferee or licensee or to the state for which the 
IP right is transferred or licensed.195 In addition, the 
drafters of the Joint JK mention that developed and 
developing countries have entirely different an-
swers to the question of what is the characteristic 
performance in IP contracts.196 Namely, the devel-
oped countries (where most IP assets are created 
and thus where the transferor or assignor normally 
resides) prefer designating the state of the transfer-
or’s or assignor’s habitual residence, whereas the de-
veloping countries (for which territories the rights 
are normally assigned) prefer the opposite assign-
ee’s or transferee’s rule. This could have been one 
of the reasons why the Asian proposals have chosen 
the latter approach.

80	 The CLIP group found it important to address the 
issue of applicable law for employment relation-
ships. In their opinion, the obligations between the 
employer and employee (e.g. a right to claim a reg-
istered right and a right to remuneration) need a 
separate treatment from the initial ownership or 
transferability issue. They are normally regarded as 
contractual matters.197 Thus, CLIP decided to follow 
art. 8 of Rome I Regulation here, which is partly in 
line with Art. 60(1) sentence 2 of the European Patent 
Convention (EPC) but allows for party autonomy.198

III.	International context

81	 Contractual aspects of IP transfer contracts are sub-
ject in most jurisdictions to general applicable law 
rules to contracts (e.g. U.S.,199 UK,200 France201). As a 
main rule, they all provide for party autonomy. Re-
garding applicable law in the absence of choice, the 
1980 Rome Convention on the law applicable to con-
tractual obligations used to designate the law of the 
country where the party which is due to accomplish 
a characteristic performance to the contract has a 
habitual residence (“characteristic performance” 
rule).202 As a general matter, this provision used to 
be applied to IP contracts as well. However, because 
of different types of IP contracts, its application has 
not been unitary: in some cases the courts would re-
fer to the habitual residence of the assignor or trans-
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feror, in others, to the habitual residence of the as-
signee or transferee. In order to solve this problem, 
the Rome I Regulation draft provided the residence 
of transferor or licensor as a main rule.203 However, 
in the final version it was abandoned because ex-
perts submitted that the proposed rule would not 
be suitable for many contracts having as their main 
object the transfer or license of an IP right.204 It has 
been argued by the majority of commentators that 
in complex contracts it is not clear which party’s 
performance is characteristic, and in some cases the 
contract has a closer connection to a country other 
than where the party affecting a characteristic per-
formance resides.205 As a result, under Rome I Regu-
lation, IP transfer contracts might be subject to sev-
eral rules. If the transfer is part of a more complex 
agreement listed in art. 4(1) Rome I (like distribution 
or franchise), it will be subject to the law governing 
that agreement. If the agreement does not fall un-
der any of the enumerated categories, it is subject to 
the characteristic performance rule found in art. 4(2) 
Rome I Regulation. Courts may deviate from this rule 
when the contract is “manifestly more closely con-
nected” to another state (“escape clause”, art. 4(3) 
Rome I). Finally, if it is impossible to determine the 
applicable law under the above mentioned rules, the 
closest connection rule applies (art. 4(4) Rome I).206

82	 National law diverges on the issue. In Switzerland, 
IP contracts are subject to the law of the grantor’s 
habitual residence.207 Formerly, Austrian law used to 
point to lex loci protectionis when there was only one 
country of protection, and to the law of the assign-
ee’s or transferee’s habitual residence in case of mul-
ti-state contracts.208 In Germany, no specific statu-
tory rules exist. However, Düsseldorf district court 
in the “Virusinaktiviertes Blutplasma” case explicitly 
held that the applicable law to patent license con-
tracts must be determined on a case by case basis.209 
The German Federal Supreme Court has held in rela-
tion to book and music publishing contracts that the 
law of the publisher’s habitual residence applies.210 
In China IP contracts are subject to the general rules 
on applicable law to contracts.211 Namely, the rule on 
characteristic performance applies unless another 
law has the closest connection with the contract.212 

IV.	Discussion

83	 The law applicable in the absence of an agreement 
on applicable law has been extensively discussed at 
least in European doctrine. The main arguments for 
and against each of the proposed rules are shortly 
outlined below. 

84	 To start with, the licensor’s (assignor’s or transfer-
or’s) habitual residence seems to have the strongest 
support in the doctrine as the main applicable law 
for IP contracts. First, in “simple” IP contracts (e.g. 

when licensee’s only duty is to pay a fixed amount), 
it is the licensor who affects a characteristic per-
formance.213 Second, it would normally refer to the 
country where the IP (invention, industrial design, 
etc.) was created, where the IP assets were first mar-
keted and to which environment the debtor’s whole 
organization has been geared.214 Third, the existence 
of the whole contract depends on the existence of 
the exclusive right. Fourth, it would lead to the ap-
plication of a single law to the entire international 
contract (differently from lex loci protectionis). Fifth, 
from a policy perspective, making the licensor’s law 
applicable is arguably a very promising tool to instill 
confidence in small and medium enterprises that 
might otherwise reject any thought of sharing their 
IP assets with companies in different countries.215 
Sixth, in case of agreements on author rights, this 
criterion has an advantage since it refers to the ha-
bitual residence of the author, who is considered a 
weaker party.216 Finally, it arguably brings legal cer-
tainty and predictability; when it is not suitable, an 
escape clause can be applied.217

85	 To mention the main contra-arguments, it is claimed 
that in some complex contracts, the closest connec-
tion might be with the licensee’s place of residence 
rather than licensor’s (e.g. in production and distri-
bution agreements licensee can undertake impor-
tant additional obligations). Also, the licensor’s ha-
bitual residence can have little connection with the 
place of invention (e.g. when an inventing company 
establishes a daughter company in some other coun-
try for the purpose of licensing its rights;218 or when 
a licensor is not an inventor but e.g. the exclusive 
licensee residing in a different country).219 Moreo-
ver, the transferor’s residence rule may lead to un-
fair results since it strengthens the dominant posi-
tion of technology providers in contracts relating to 
industrial property rights.220 Thus, some commenta-
tors have suggested applying this criterion only in 
certain situations (e.g. only if the license is granted 
for several countries or only if the license is neither 
exclusive nor if there is an obligation to exploit the 
right.)221 

86	 Licensee’s habitual residence, as a second alterna-
tive, similarly has certain advantages and disadvan-
tages. In short, licensee’s habitual residence will ar-
guably have the closest connection in e.g. complex 
contracts where licensee is investing capital and 
manpower in the exploitation of the industrial prop-
erty right, while licensor only receives royalties or 
other payments under the contract.222 Furthermore, 
one may argue that the contract has the strongest 
connection with the country where the rights are 
exploited, which is normally the place where the li-
censee resides. However, these arguments could be 
challenged by arguments listed above. For instance, 
differently from complex contracts, simple contracts 
may set numerous duties to the licensor where li-
censee has only a duty to pay remuneration (and 
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thus licensor’s residence seems to be more suitable 
here). Further, the second argument fails if the licen-
see exploits the right in a country other than its ha-
bitual residence.223 Thus, similar to the transferor’s 
residence rule, some commentators have suggested 
this criterion should be applied only to certain situ-
ations (e.g. if the licensee has a duty of exploitation 
or if an exclusive license is granted).224 

87	 In regard to the lex loci protectionis rule, as a third op-
tion, commentators argue that it is similar to the lex 
rei sitae rule that is applied for contracts related to 
immovable property. Further, the IP right is limited 
to a particular country. In most cases the primary ex-
ploitation acts will take place in the country of pro-
tection. Also, as proprietary aspects are in any case 
governed by lex loci protectionis, subjecting contrac-
tual aspects to the same rule will lead to the appli-
cation of a single law.225 To mention the main con-
tra-arguments, it is suggested that if a single license 
grants exploitation rights in several countries, mul-
tiple laws would apply to the same contractual re-
lationship. Furthermore, when both a licensor and 
a licensee have a seat in the same country different 
from the country of protection, the former country 
seems to have a closer connection to the contract. 
Also, different treatment of single-country and mul-
tiple-country contracts might seem unjustifiable and 
it would be rather unreasonable to change applicable 
law when a single-country license is amended into a 
multiple-country license.226 Lex loci protectionis would 
also lead to different treatment of a patent license 
on the one hand and a know-how license contract on 
the other hand; this would cause problems in prac-
tice since contracts often contain licensing of both.227 

88	 The last option to be mentioned here is a flexible ap-
proach which allows courts to determine the law 
with the closest connection on case-by-case basis 
(CLIP). It takes into account that none of the above 
discussed or other connecting factors suits all situ-
ations, instead, each of them might be relevant for 
certain cases. At the same time, the CLIP propos-
als’ drafters have realized that such a flexible rule 
would not lead to a clear answer in many cases and 
may thus compromise legal certainty and predicta-
bility.228 For this reason a “fall back” rule comprised 
of two presumptions (lex loci protectionis and assign-
or’s/transferor’s habitual residence) has been added. 
In this way the compromise between flexibility and 
foreseeability has been reached. On the other hand, 
this was achieved at the cost of simplicity – the rule 
turned to be rather long and complicated. 

F.	 Security rights 

Sec. 317 ALI, arts. 3:801-3:803 CLIP, art. 308 Transparency, 
art. 32 Kopila

I.	 Differences 

89	 The law applicable to IP security rights is regulated 
rather differently across the proposals. ALI and CLIP 
distinguish between proprietary aspects of IP rights 
and contractual aspects of contracts creating secu-
rity interests. The first ones are subject to the law 
of protecting country. The latter ones are not regu-
lated by ALI whereas CLIP subjects them to a sepa-
rate set of rules (the choice of law by parties, closest 
connection rule, grantor’s habitual residence rule). 
Transparency and Kopila proposals do not, at least 
explicitly, distinguish between different issues.  In 
Transparency proposal “security interests in intel-
lectual property rights” are subject to the law of the 
country granting the right (i.e. lex loci protectionis). 
Meanwhile the Kopila proposal subjects security 
contracts to the same rules that apply to assignment 
and license contracts (choice of law agreement, the 
closest connection rule and security holder’s habit-
ual residence). Joint JK Proposal does not specifically 
address the issue.

II.	 Rationale

90	 Transparency Proposal has followed a view accepted 
in most countries (including Japan229) that security 
interests in IP rights shall be subject to the lex loci 
protectionis rule. ALI understood the problems caused 
by territorial approach in international transactions 
and adopted a more careful approach. Namely, it ex-
cluded contractual aspects and left this issue to be 
regulated by other international initiatives. CLIP, af-
ter an intensive exchange with the UNICITRAL work-
ing group, adopted a compromise – whereas the pro-
prietary aspects (existence, scope, initial ownership 
and others) remain subject to the same rules the CLIP 
Proposal prescribed to IP rights, contractual aspects 
are governed by special rules, which is first of all the 
law of the grantor’s residence.

III.	International context

91	 Most international conventions do not address secu-
rity rights in intellectual property, nor do they pro-
vide conflict rules for this field.230 On the national 
level, the application of the lex loci protectionis on all 
questions of IP security rights seems to be the tra-
ditional approach found in e.g. Germany,231 Italy,232 
and Japan.233 Alternatively, under the EU Community 
Trade Mark (CTM) Regulation, a Community trade mark 
as an object of property is dealt with in its entirety 
as a national trade mark registered in the Member 
State in which either the proprietor has his seat or 
domicile, or an establishment, or where the Harmo-
nisation Office is situated.234 Also, a differentiated 
treatment of different issues could also be found in 
jurisdictions that are influenced by the Uniform Com-
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mercial Code (UCC) as well as a new Australian Personal 
Property Securities Act 2009. 

92	 In addition, several model laws address the issue. 
The UNCITRAL Legislative Guide on Secured Transac-
tions – Supplement on Security Rights in Intellectual Prop-
erty235 follows a hybrid approach similar to the one 
proposed by the CLIP group: as a general matter, 
proprietary issues (creation, effectiveness against 
third parties and priority of a security right in in-
tellectual property) are subject to lex loci protectionis, 
whereas contractual issues (enforceability) are gov-
erned by the grantor location’s law.236 The issue is 
also regulated in the Model Inter-American Law on Se-
cured Transactions of the Organization of American States 
(OAS)237 as well as the Model Law on Secured Trans-
actions of the European Bank for Reconstruction and 
Development.238

IV.	Discussion

93	 The draft comments to the CLIP Proposal outlines a 
good summary of arguments.239 In short, the appli-
cation of the traditional lex loci protectionis approach 
to all issues leads to a synchronisation of the ob-
ject of security and the security right itself. It avoids 
dépecage between the property right and the secu-
rity interest.240 This makes it easier to comply with 
registration requirements in the country of protec-
tion, which may be a prerequisite for third-party ef-
fectiveness of the security right. Further, from the 
perspective of the lex situs approach to property law, 
the application of the country of protection’s law 
may be seen as the closest equivalent to the situs of 
corporeal property.

94	 On the other hand, as the CLIP group suggests, the 
disadvantages of a strict lex loci protectionis approach 
are apparent. First, it necessarily leads to a fragmen-
tation of the secured transaction, which has to be 
made effective for all jurisdictions in which the work, 
sign or invention may be protected. Apart from the 
resulting costs, one may also question whether the 
(main) justification of the lex loci protectionis of pro-
tecting the economic, social and cultural policy of 
the country of protection, applies with equal force 
to a ‘mere’ security interest. In addition, while there 
are some aspects of security rights that clearly con-
cern the third party interests (in particular priority 
and third-party effects), or the interests of the reg-
istration authority (namely registration and its ef-
fects), others seem to be relevant primarily or exclu-
sively for the relationship between the parties of the 
transaction (e.g. the conditions under which the se-
cured party may enforce his/her security if the gran-
tor defaults on the loan). Furthermore, the applica-
tion of several leges protectionis may lead to frictions 
in insolvency. Finally, a brief look to substantive law 
reveals that only certain aspects of secured transac-

tions in this field are governed by specific intellec-
tual property legislation, while others fall under the 
general rules of secured transactions law, which mil-
itates in favor of distinguishing both matters on the 
level of conflict of laws as well.

INFRINGEMENT

G.	 Party autonomy 

Sec. 302 ALI; art. 3:606 CLIP; art. 304 Transparency; art. 20 
Kopila; art. 302 Joint JK

I.	 Differences

95	 All proposals allow at least a limited choice of appli-
cable law in IP infringement cases. Some differences, 
however, can be identified. First, the scope of choice 
of law by parties is not entirely the same. Most pro-
posals, despite different wording, seem to allow for 
the contractual choice in respect of infringement-re-
lated issues whereas proprietary issues are excluded 
from such a choice.241 CLIP adopts a more restrictive 
approach and allows a choice only in respect to rem-
edies (3:606 CLIP); thus, other infringement-related 
issues, such as third party liability, limitations of li-
ability, and more, are excluded from party auton-
omy. On the contrary, the Joint JK proposal is most 
generous. It contains an open-ended list of excluded 
proprietary issues but the parties are not prevented 
from choosing law applicable to these issues; rather, 
such choice would affect only the contracting par-
ties (art. 302(1) and (2)). As a result, the Joint JK Pro-
posal allows parties to choose applicable law with re-
spect to all issues related to IP infringement, though 
the choice of law for proprietary issues has only in-
ter partes effects.  

96	 As another less significant difference, the effects of 
agreements over excluded issues differ. For instance, 
Transparency proposal explicitly states that such 
choice is null and void (art. 305 Transparency). ALI 
meanwhile explains that, although the law that has 
been chosen by parties for proprietary issues cannot 
extend to the scope of rights (and thus infringement 
cannot be found), the parties can still claim reme-
dies for the breach of such choice of law contract.242 
Also, all proposals, except for CLIP, explicitly state 
that the choice of law shall not affect the interests 
of third parties.

97	 To add some other differences, all proposals allow 
the choice of law at any time (before or after the dis-
pute arises), except for Transparency, which seems 
to allow it only after the dispute arises. Also, ALI, 
Kopila and Joint JK proposals explicitly allow the 
choice of the applicable law for all or part of the 
dispute, whereas CLIP and Transparency proposals 
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do not mention this. Furthermore, ALI specifically 
addresses the validity of the contract, capacity issue 
and choice of law by parties in mass-market agree-
ments. CLIP regulates validity and other issues by 
reference to art. 3:501 (freedom of choice in con-
tracts). According to Kopila and Joint JK proposals, 
the existence and validity of the contract are regu-
lated by the law chosen by parties. 

II.	 Rationale

98	 The possibility for parties to choose the law applica-
ble to IP disputes is a novel deviation from the terri-
toriality principle. The main question here is why all 
the proposals have decided to introduce this novel 
rule and why party autonomy has been limited only 
to infringement-related issues.

99	 As a general matter, the groups have realized ad-
vantages of party autonomy in tort cases. For in-
stance, according to the drafters of the Transpar-
ency proposal, first, tort claims are widely accepted 
to be discretionally disposed by the parties in many 
jurisdictions and they do not have a strong public na-
ture. Second, the rules between the parties become 
clearer and it contributes to the resolution of the 
conflict. Third, it conforms to the need for credibility 
and legal certainty.243 Similarly, ALI argues that “(…) 
efficiency interests are better served by allowing the 
parties to agree among themselves on the law that 
will determine what will usually be the monetary 
consequences of their conduct.”244 Accordingly, the 
question has been raised by the groups why a choice 
of applicable law by the parties in intellectual prop-
erty infringement has been out of question in most 
jurisdictions.245 

100	Two main reasons have been identified for such re-
strictive legal practice. First, the Transparency group 
has pointed to the criticism that a change of applica-
ble law by the parties may have effects on third par-
ties. However, the group denied this problem argu-
ing that a choice of law agreement is only effective 
inter partes and it does not effect such elements as the 
validity of an IP right, which may violate the inter-
ests of third parties.246 Second, as pointed out by the 
ALI, IP rights have been seen as a part of public pol-
icy and strictly territorial; the choice of applicable 
law has thus been out of question. However, the ALI 
has also noticed that party autonomy has recently 
been given an increasing role in the resolution of IP 
disputes (e.g. by allowing arbitration).247 Further-
more, in order to overcome this public policy prob-
lem most proposals have limited party autonomy 
to infringement-related issues. Sovereignty inter-
ests are mainly related to the validity of registered 
rights and other public-law issues. Thus, such issues 
have been excluded from the scope of party auton-
omy and states’ public policy interests have been ar-

guably preserved.248  On the other hand, CLIP group 
noticed that even damages, as one of the infringe-
ment-related issues, can be closely related to state’s 
public policy.249 ALI also notes that injunctive relief 
brings the public policies of the affected States more 
closely to the fore. However, the preservation of lo-
cal mandatory rules would arguably allow a court 
to take those interests into account notwithstand-
ing the otherwise applicable law.250 

101	Differently, Joint JK Proposal allows contractual 
choice of law with respect to both infringement-re-
lated and proprietary issues. It is justified by the 
need for efficiency in IP dispute resolution,251 which 
is prioritized over states’ interests.

III.	International context

102	Some European countries (e.g. Germany252 and Aus-
tria253) have explicitly rejected the choice of law by 
parties in IP infringement. In some other European 
countries no similar explicit prohibition has existed 
(e.g. Belgium)254 or a limited party autonomy has 
been allowed. For instance, Swiss law allows parties 
to choose the applicable law in IP disputes.255 Party 
autonomy is, however, limited in three ways. First, 
parties are allowed to choose the applicable law only 
after the dispute has arisen (i.e. ex ante agreement 
is not possible). Second, the scope is limited to the 
“claims arising out of an infringement.” According 
to Swiss doctrine, party autonomy is possible only 
with respect to the claims that are not intrinsically 
linked to the IP rights as such.256 Third, parties can 
choose the application only of the forum law. In con-
trast, the Rome II Regulation has followed German 
legal practice and explicitly precluded party auton-
omy in IP cases.257 While drafting the Rome II Reg-
ulation, the European Parliament during the first 
reading proposed to extend party autonomy to IP 
disputes.258 However, the final version of the Regu-
lation excluded such a possibility. Such a restrictive 
approach of the Rome II Regulation has been criti-
cized in doctrine.259

103	Some non-European countries seem to allow at least 
a limited party autonomy in choosing applicable law 
in IP disputes. For instance, Japanese law generally 
allows choice of law by parties in tort cases.260 Al-
though it does not specify anything on IP torts, ac-
cording to some commentators, since damages are 
qualified as an issue of tort261 the choice of law by 
parties in IP disputes shall not be prevented, at least 
with respect to damages.262 Furthermore, a recent 
Chinese PIL law follows a Swiss law approach and 
allows a limited party autonomy: it allows parties, 
after the dispute arises, to choose the forum law as 
an applicable law for their dispute.263 Interestingly, 
Chinese PIL statute has no (explicit) limitations in 
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regard to issues that would be governed by the cho-
sen law.

IV.	Discussion

104	The proposals have made an important step forward 
by granting a limited party autonomy in IP infringe-
ment cases. The following paragraphs will overview 
the arguments for an even more extensive party au-
tonomy in such situations (e.g. as suggested by the 
Joint JK group). It will first take a short historical 
look at party autonomy in contract and tort cases 
and then see how far the arguments in those fields 
can be extended in the IP field. 

105	Starting with party autonomy in general, major au-
thors in France, Germany and Italy at the turn of 
twentieth century have denied party autonomy in 
choice of law to contracts.264 The main arguments 
against it have been as follows.265 First, the parties’ 
freedom to contract cannot go beyond the disposi-
tive norms of the relevant substantive law because 
otherwise parties would have excessive power to cir-
cumvent any mandatory rules. The parties should 
not have as much power and discretion as a legis-
lator. Second, the existence and validity of parties’ 
consent to choose the applicable law must be judged 
by a certain law. This law cannot be the one cho-
sen by parties, because the governing law is not de-
termined until the parties’ consent is confirmed as 
valid. It was until the 1930s that the criticism of party 
autonomy in applicable law to contracts was over-
come in Germany. Today party autonomy is a fun-
damental principle of private international law in 
matters of contractual obligations in Europe266 and is 
accepted in almost all countries worldwide.267  

106	In applicable law to torts, party autonomy has been 
playing an increasing role in Europe since 1970s. 
Most laws that expressly address this issue allow 
contractual choice of law by parties to a certain ex-
tent.268 However, the discussion is still active. Before 
the adoption of the Rome II Regulation the opinion 
was widespread that there was little need for party 
autonomy or even that it was not desirable. After 
the adoption of the Rome II Regulation, commenta-
tors continue to argue that this will barely expand 
the scope of party autonomy in practice but is rather 
meant to stir the academic debate.269 It is arguable 
that Article 14 of Rome II Regulation will be a dead 
letter. First, parties are strangers before the dam-
age occurs. They will not be willing to agree on the 
applicable law ex post since tort laws differ in na-
tional jurisdictions and one of the parties will be dis-
advantaged. Second, if parties are already in a rela-
tionship and a tort that relates to that relationship 
occurs, it would anyway be governed by the law of 
that relationship (“pre-existing relationship” rule) 

and thus the ex ante party autonomy rule becomes 
superfluous.270 

107	Other commentators defend party autonomy in tort 
cases. First, the injured party always has a possibil-
ity to bring a claim or refrain from bringing a claim; 
also, parties can settle out of court and compro-
mise. Thus the injured party should be able to set-
tle the applicable law together with the defendant. 
Second, contractual choice of law helps to eradicate 
any doubts as to applicable law and reinforce legal 
certainty. Third, parties can subject all legal relation-
ships, contractual and non-contractual, to the same 
applicable law. Also, parties are in the best position 
to know which  law will best protect their interests. 
Regarding practical relevance, Dutch legal practice 
shows that parties have used the possibility to agree 
on the applicable law for reasons of procedure and 
practical convenience (most often by choosing Dutch 
law as a forum law).271 Parties may also have a rea-
son to choose the application of forum law when 
the objective-connecting factors lead to the appli-
cation of foreign law, in which case choosing forum 
law would make the procedure less complicated for 
both the parties and the court. Further, the above 
mentioned “pre-existing relationship” rule arguably 
introduces party autonomy through a “back door” 
and it would be more useful to formulate party au-
tonomy as an explicit rule instead. In addition, one 
should notice that courts recognize a tacit choice of 
forum law in some cases. When applicable law rules 
refer to a foreign law but a plaintiff argues on the 
basis of forum law and the defendant does not chal-
lenge this, courts often apply forum law.272 

108	Turning to party autonomy in IP infringement cases, 
one should note that there is very little discussion on 
this issue. Keeping the above arguments in mind and 
taking into account the particularities of IP rights, 
one could sum up the main arguments against party 
autonomy as follows. First, one may argue that the 
national treatment provision found in the interna-
tional instruments implies lex loci protectionis and 
thus excludes the possibility of applying any other 
law including the one chosen by parties.273 Second, 
territorial nature of IP rights (or in other words, pub-
lic policy aspects underlying IP rights) does not al-
low parties to choose law applicable to IP issues.274 
Parties cannot, by their agreement, create IP rights 
or make them ineffective, or extend or narrow down 
their scope. Only a legislator can determine the ex-
istence and scope of IP rights.275 Third, (tangible) 
property rights are normally subject to lex rei sitae 
and party autonomy is not permitted here.276 Ac-
cordingly, at least proprietary aspects of IP rights 
should be subject to a similar lex loci protectionis rule 
from which parties shall not be allowed to deviate by 
agreement. Also, third parties’ interests may be en-
dangered if parties are allowed to choose what law 
governs such issues as existence, initial ownership, 
duration and scope of IP rights. Last but not the least, 
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similar to general discussion related to torts, one can 
argue that party autonomy in IP disputes would have 
little practical relevance.277 Also, a separate rule on 
ex ante party autonomy is unnecesary if a pre-ex-
isting relationship rule is provided.278

109	Obviously, these arguments are contestable. First, 
many authors and some courts have denied the ap-
plicable law nature of the national treatment pro-
vision found in international treaties arguing that 
it is a mere non-discrimination clause.279 If interna-
tional treaties imposed the application of lex loci pro-
tectionis in all IP cases, lex originis as applied to initial 
ownership issues in the U.S. and France or partial 
party autonomy as allowed in IP tort cases under 
Swiss PIL would be in violation of international ob-
ligations. The same problem would arise in respect 
of the closest connection rule as proposed for ubiq-
uitous infringements in all analyzed proposals (see 
later discussion). 

110	Second, it is true that IP rights to some extent re-
flect states’ public policies. States regulate the de-
velopment of their economic, information society 
or cultural policies by deciding whether to grant a 
particular IP right and to what extent. However, this 
argument resembles an argument in regard to dis-
positive norms and party autonomy in contracts dis-
cussed a century ago.280 In the latter case it has been 
realized that not all contract law norms amount to 
public policy and the most important ones may be 
protected by developing exceptions to party auton-
omy281 or by mandatory rules or public policy excep-
tions. Also, although tort liability rules in tort cases 
may differ from state to state (e.g. in environmen-
tal torts), EU states in Rome II Regulation have de-
cided to allow parties to choose the applicable law 
in tort cases. 

111	Can similar arguments be applied to party auton-
omy in IP infringement cases? First, one would have 
to determine which IP provisions are of particular 
importance for states’ policies. Proprietary issues 
are more likely to be recognized as a part of public 
policy, whereas infringement-related issues (rem-
edies, third party liability, etc.) are less likely to be 
treated as such.282 Furthermore, one should keep in 
mind that there might be a conflict between state’s 
interest to preserve their policies related to IP rights 
and private parties’ interests to efficiently enforce 
multi-state infringements of IP rights. For instance, 
in the case of copyright infringement occurring on-
line, states are interested in deciding the extent of 
copyright for online rights as far as infringement oc-
curs in (or affects) their territory. On the other hand, 
right holders, for efficiency reasons, may prefer ap-
plying a single law for the entire infringement even 
if that law would grant fewer rights than the laws of 
some of the countries covered by the dispute. Tak-
ing this conflict of state and private parties’ interests 
into account, all analyzed proposals have suggested 

limiting states’ territorial interests by applying a sin-
gle law having the closest connection to the entire 
online infringement. Importantly, the possibility to 
enforce each state’s law is retained through an ex-
ception – though parties are free to apply it or not.283 
The same argument may apply in respect of party au-
tonomy: in case there is a need to facilitate enforce-
ment of IP rights and a party autonomy rule is able 
to do that, states might need to partially give up pub-
lic policy interests. 

112	In addition, one should ask whether state’s public 
policies would be effectually ignored in cases where 
the law chosen by parties applies. One should keep 
in mind that a significant international harmoni-
zation of IP rights (especially copyright) has been 
reached. Thus, in many cases the application of for-
eign law would lead to the same result as the appli-
cation of local state’s law. For instance, in cases when 
unathorized content is reproduced and made avail-
able online for commercial purposes, the infringe-
ment is likely to be found under the laws of all TRIPS 
signatory states. Thus, in such cases the application 
of a law of a single TRIPS state (e.g. chosen by par-
ties) would not harm the public policies of states but 
rather better protect them by enabling a more effi-
cient enforcement of cross-border IP rights.

113	Third, it is true that applicable law rules to property 
rights do not allow party autonomy since it is for the 
states and not the parties to decide the emergence 
and scope of a right.284 Similar reasoning is particu-
larly valid for industrial property cases.285 The situ-
ation, however, is different in case of copyright. In 
contrast to tangible property rights, copyright assets 
are of an intangible nature and thus simultaneously 
exist in a multiple number of states and can very eas-
ily be multiplied. Thus, the exercise and enforcement 
of right differs significantly. Further, different from 
registered (industrial) IP rights, copyright emerges 
almost worldwide at the moment of creation (or fix-
ation) of the work. Also, new information technolo-
gies lead to potentially worldwide infringement (as 
opposed to a registered trademark, which would be 
potentially infringed only in the country of regis-
tration). As argued above, although the states might 
be interested in preserving their copyright polices 
online, they should also keep in mind the enforce-
ment interests of parties, which eventually corre-
sponds to the interests of states themselves. Also, 
the argument that the parties’ choice of law in IP in-
fringements may affect third party interests cannot 
be upheld. The agreement, as a rule, is valid only inter 
partes; this has also been explicitly stated in most of 
the analyzed proposals (except for CLIP). This means 
that the decision based on a chosen law cannot af-
fect the interests of parties’ creditors, competitors, 
or any other parties.286 

114	Last but not the least, the issue of practical relevance 
needs to be addressed.287 It is true that in most cases 
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it would be difficult or impossible to reach an ex 
post agreement since parties go to court only when 
no satisfactory solution outside of the court can be 
reached. Further, a provision allowing an ex ante 
agreement becomes largely superfluous if a pre-ex-
isting relationship rule is available.288 Also, neither IP 
doctrine nor practice has until now identified a clear 
need for party autonomy in IP enforcement cases. 
However, according to the author’s opinion, with 
the increasing number of cross-border cases, espe-
cially on the Internet, a need might become more 
apparent. A single use on the Internet automatically 
leads to a potentially worldwide infringement. At 
the same time, national laws on online copyright li-
ability (especially secondary liability standards) are 
different or not clear. In order to avoid proceedings 
in several states (or in one state under several laws) 
and related costs, parties may wish to agree on a sin-
gle applicable law that would lead to a decision with 
worldwide effects.289 This might be especially rele-
vant when both parties are major commercial enti-
ties. It would also be useful for a weaker party (e.g. 
author) who does not have enough resources to ad-
judicate an online dispute under numerous laws.

115	In addition, one could argue that the adjudication 
of online cases is already facilitated by the ubiqui-
tous infringement rules proposed by all analyzed 
proposals. However, it is first doubtful if these rules 
are to be applied to secondary liability cases.290 Sec-
ond, even if the ubiquitous infringement rule were 
applied, the closest connection rule, as proposed by 
most proposals, does not allow parties to foresee the 
applicable law in advance and may refer to a foreign 
law.291 Meanwhile, in order to facilitate the proceed-
ings, parties may be willing and ready to agree on the 
application of forum law for the entire dispute. Also, 
an exception contained in the ubiquitous infringe-
ment rule in all proposals allows any of the parties 
to claim another law leading to a different solution.  
“Surprises” that the application of this exception 
may cause are avoidable if parties agree on the ap-
plicable law. Actually, if the defendant does not dis-
pute the applicable law suggested by the plaintiff and 
no party makes a use of the exception, it has the ef-
fect of creating a tacit agreement between the par-
ties to apply the law suggested by the plaintiff. In 
current practice in online infringement cases, such 
“tacit agreements” are accepted by courts: if forum 
law is claimed and the issue of applicable law is not 
raised by parties, courts normally do not raise the 
issue of applicable law at all.292 

116	In conclusion, although there are good reasons to 
exclude proprietary issues from party autonomy as 
a general matter, one may argue that in ubiquitous 
infringement cases the unlimited party autonomy 
would be both reasonable and useful.

H.	De minimis rule 

Art. 3:602 CLIP; art. 305 Joint JK 

I.	 Differences

117	The de minimis rule has been suggested primarily 
by CLIP group (art. 3:602 CLIP) and later followed, 
with some amendments, in Joint JK proposal (art. 
305).293 CLIP rule, in short, allows courts to find an 
infringement only in the country where there is a 
substantial conduct or substantial effects, unless the 
court exceptionally decides to derogate from this 
rule when “reasonable” under the circumstances of 
the case. The rule is formulated as a substantive law 
rule rather than an applicable law rule.294 The rule 
suggested in the Joint JK Proposal differs from the 
CLIP one. However, at least in its English translation, 
it is quite vague and difficult to comprehend.295 It is 
titled “Recognition of Infringement Due to Extrater-
ritorial Activities” and seems to require courts to ap-
ply the law of the protecting country only if the con-
duct is directed to the state of protection and there 
is a threat of direct and substantive injury within 
its territory. In addition, the rule seems to be lim-
ited to secondary infringements.296  This rule, similar 
to the CLIP de minimis rule, is formulated as a sub-
stantive law rule. However, different from the CLIP 
Proposal, it refers only to the place of targeting and 
market effects and thereby excludes the place of a 
mere conduct. 

118	Other proposals do not contain any similar rules. It is 
worth noting, however, that a similar approach has 
been discussed by the ALI group. The ALI Preliminary 
Draft suggested a “market effect” rule (the content 
of which is similar to that of the de minimis rule).297 
However, it was suggested as a main applicable law 
rule for IP infringements (i.e. instead of lex loci pro-
tectionis). It allowed (and required) applying the law 
only of that country where market effects were felt, 
regardless of where the infringing conduct occurred. 
Although this market effect rule was abandoned in 
later drafts in favor of the traditional lex loci protec-
tionis, the drafters of the ALI Principles still believe 
that lex loci protectionis is compatible with the mar-
ket oriented approach.298 Similar to the ALI, Trans-
parency group discussed – and eventually adopted 
– a market effect rule as a main applicable law rule 
but only for IP infringements (but not to IP rights as 
such).299 Again, it differs from the CLIP de minimis 
rule in at least two respects. First, the market impact 
rule in the Transparency proposal is formulated as 
an applicable law rule (and not as a substantive law 
rule in the CLIP Proposal). Second, it refers only to 
the “results of the exploitation” (i.e. market effect) 
and in this way prevents the application of the law 
of the place of (substantial) conduct;300 the latter is 
explicitly allowed under the CLIP de minimis rule.  
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II.	 Rationale

119	The initial goal of the CLIP de minimis rule was, and 
has been, to prevent the application of a state’s law 
where the effects are insubstantial (de minimis). 
The market impact rule implemented in the 2001 
WIPO Recommendation was the main inspiration. 
Its scope, however, was substantially broadened. 
Whereas the 2001 WIPO Recommendation applied 
only to trademark cases online, the CLIP de minimis 
rule applied for all IP infringements and in all types 
of media.301 However, the expansion of the market 
effect rule, as found in the WIPO Recommendation, 
would have led to a significant decrease of the num-
ber of potentially applicable laws. For instance, it is 
likely that a “pure” market effect rule would have 
prevented a finding of the infringement in the coun-
try where the broadcasting signal was emitted if no 
signals were received (and thus, no market effect 
found).  This would have possibly contradicted the 
established legal practice.302 For this and other rea-
sons the initial CLIP rule was amended by includ-
ing the “substantial action” element. Now, the in-
fringement can be found where either the substantial 
conduct or substantial effects could be allocated. In 
addition, a possibility was created for the courts to 
derogate from this rule when “reasonable” under 
the circumstances of the case.303 This exception was 
intended to cover, for instance, disputes over moral 
rights when both the substantial conduct and sub-
stantial effects in the country were difficult to estab-
lish. As a result, it has become questionable in which 
cases this rule will be of use.

120	Interestingly, whereas the WIPO market effect rule 
and the CLIP de minimis rule has the intention to 
limit the number of laws under which infringement 
may be found, the purpose of the de minimis rule 
in the Joint JK Proposal seems to be the opposite 
– namely, it is to extend the scope of protection304. 
The Joint JK group refers in their explanatory notes 
to two cases in Japan and South Korea where the 
courts employed a strict territoriality approach and 
allowed finding the infringement only under the law 
of the country where the infringing conduct took 
place.305 Then they note that “the strict territorial-
ity rule employed in both cases has become outdated 
in the era of globalization and fails to offer sufficient 
protection for intellectual property rights (…).”306 
The de minimis rule suggested in the Joint JK Pro-
posal is intended to address this problem, but it is 
not sufficiently explained how. 

III.	International context

121	The examples of different variations of market im-
pact rule inside and outside the field of IP law have 
been enumerated above, such as the market effect 
rule provided in 2001 WIPO Recommendation or U.S. 

targeting theory.307 It is just worth adding that the 
CLIP de minimis rule differs from those rules in var-
ious respects. For instance, as mentioned above, it 
differs from the market effect rule in the WIPO Rec-
ommendation with regard to its scope: the latter is 
applied only to trademark infringements occurring 
online, whereas the former covers all IP rights and 
all types of media. Also, whereas WIPO refers only to 
“commercial effects” and thus excludes “substantial 
conduct,” the CLIP covers both of them. U.S. target-
ing theory also requires targeting (which is similar, 
but not necessarily identical, to the effects test) and 
is formulated as a private international law doctrine 
rather than a substantive law doctrine. 

IV.	Discussion

122	The CLIP de minimis rule is to a certain extent sim-
ilar to the market impact (effect) rule as proposed 
in the Transparency proposal and discussed above. 
However, since it differs from it in several respects 
(most importantly – it includes a “substantive con-
duct” element and is formulated as a substantive law 
doctrine), the above outlined arguments are valid 
mutantis mutandis. 

123	First, it can be asked whether there is a need to limit 
the number of laws under which infringement can 
be found for all IP cases and all media. The purpose 
of the 2001 WIPO Recommendation was obvious. The 
use of trademark online could be subject to the laws 
of multiple states where the same or similar sign 
could be owned by different persons. Thus a limita-
tion of the number of laws under which the infringe-
ment could be found was necessary. A similar solu-
tion has been discussed in doctrine308 and to certain 
extent adopted for copyright infringements online, 
though with limited results.309 However, it is a ques-
tion for debate whether there is an apparent need to 
expand this rule to all IP rights and all media in gen-
eral. It should be noted, that such a rule, if expanded 
to all media, may effectively limit the scope of pro-
tection. Similar like the market effect rule, in order 
to find the infringement, it requires the establish-
ment of substantial effects whereas normally, sub-
stantial conduct is sufficient, at least in copyright 
infringement cases. As shown before, according to 
the established case law in different countries, the 
uplink of the satellite broadcasting signal is suffi-
cient to find the infringement in the uplink coun-
try, whereas under the market effect rule this would 
be insufficient. Whether such a limitation is reason-
able or not is a question of policy and should prob-
ably be better harmonized in a substantive law in-
strument. Thus, taking these (and other) potential 
problems into account, the CLIP has modified the de 
minimis rule and included a “substantial conduct” 
element as well as an exception. 
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124	Having this new formulation in mind, the second 
question arises as to what cases the CLIP de mini-
mis rule intends to cover. It seems to prevent find-
ing infringement only in the cases when there is no 
substantial conduct and no substantial effects in the 
state. However, very few such cases are likely to be 
raised before courts. In addition, courts are granted 
the discretion to derogate from this rule, i.e. they 
may still apply the law of the particular state even 
if there are neither substantial conduct nor effects 
in that state. This seems to make the rule even less 
effective and less predictable. 

125	Third, its relationship to other rules of a similar na-
ture found in the international and regional instru-
ments needs to be clarified. For instance, it may con-
flict with the market impact rule in the 2001 WIPO 
Recommendation. Whereas under the latter a trade-
mark infringement will be found only in the coun-
try where the substantial effects are felt, under the 
CLIP de minimis rule the infringement will be found 
also under the law of the country where a substan-
tial conduct took place. Further, under the EU Cable 
and Satellite directive310 the infringement of copy-
right and related rights through satellite broadcast-
ing media occurs only in the country of emission, 
whereas under the CLIP de minimis rule it can also be 
found in the country of substantial effects (i.e. sub-
stantial receptions). The last issue to consider is a 
rather formal one. The de minimis rule is a substan-
tive law rule and it is questionable how, from a sys-
tematical point of view, it fits into an international 
private law instrument. 

126	Overall, it is doubtful what added value the CLIP de 
minimis rule in its current formulation would bring 
in the resolution of IP disputes.

I.	 Ubiquitous infringement 

Sec. 321 ALI; art. 3:603 CLIP; art. 302 Transparency; art. 21 
Kopila; art. 306 Joint JK

I.	 Differences

127	All proposals, except for Transparency project, pro-
vide very similar rules for ubiquitous infringement, 
which follow a single-law approach and consist of 
three elements: the closest connection rule, the set 
of connecting factors that should facilitate the de-
termination of the law with the closest connection 
and the exception allowing parties to “retreat” back 
to territorial approach. Transparency proposal also 
follows a single-law approach but it suggests a dif-
ferent applicable law rule instead. It refers to the law 
of the country where the effects of the exploitation 
of the right are (or to be) maximized (“maximum re-

sults” rule) with the possibility to exclude a country 
from the universal application of the selected law. 

128	The formulation of the closest connection rule, how-
ever,  differs slightly in the proposals. Firstly, CLIP, 
Kopila and Joint JK proposals provide for the “clos-
est connection” rule, whereas ALI refers to the “law 
or laws” with the “close connection.”. Secondly, 
whereas Kopila and Joint JK proposals (as well as 
Transparency in regard to its rule) require (“shall”) 
the courts to apply the closest connection rule for 
multiple state infringements, ALI and CLIP merely 
allow (“may”) courts to do so; this means that the 
courts are allowed in certain cases (which ones?) 
to apply a general rule (lex loci protectionis) instead. 

129	Thirdly, the closest connection is determined in a 
slightly different way. All proposals containing this 
rule provide with a list of factors in order to deter-
mine the closest connection. Whereas in the ALI and 
CLIP proposals the lists contain mere examples, in 
Kopila and Joint JK proposals,  they seem to be ex-
haustive. In addition, the Kopila proposal is the only 
one that provides a default rule of defendant’s res-
idence in case the closest connection can not be es-
tablished (art. 21(3) Kopila). Although draft ALI and 
CLIP proposals used to contain default rules (ALI – 
lex fori,311 CLIP – defendant’s residence312), they have 
been abandoned in later versions. The suggested con-
necting factors also differ to some extent. Whereas 
ALI contains broader and party-neutral criteria, CLIP 
connecting factors seem to be narrower and more 
favorable to the infringer than to the right holder.313 
Kopila and Joint JK proposals suggest a compromise 
approach – they largely overtake the factors found 
in the CLIP proposal but in addition request taking 
into account the place where right holder’s princi-
pal interests are located (arts. 21(1)(3) Kopila, 306(2)
(iii) Joint JK proposal). 

130	The Transparency “maximum results” rule follows 
the market impact rule as a main rule governing IP 
infringements.314 The commentators explain how 
“maximal results” should be estimated: “[t]he max-
imized result of exploitation is not reduced to the 
amount of damages from a substantive law perspec-
tive, but based on the amount (quantity) of exploita-
tion such as extensive downloading in a specific ju-
risdiction.”315 Also, the results should be determined 
at the time when the action is filed; if the situation 
changes afterwards, it should be treated as another 
“ubiquitous infringement” and another law of the 
place where the results are maximized should be ap-
plied to solve that distinct problem.316

131	The proposals seem to slightly differ on what types 
of infringement the suggested rules cover. The CLIP 
group seems to suggest the narrowest definition – it 
requires that the infringement takes place over ubiq-
uitous media (Internet) and that it “arguably occurs 
in each state where the signal is received” . ALI pro-
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posal has a slightly broader formulation: it also re-
quires ubiquitous media but a second requirement – 
“if the laws of multiple states are pleaded” – sounds 
less strict than a similar requirement in the CLIP pro-
posal. It also seems that disputes covering several 
(but not all) countries worldwide are covered. Trans-
parency proposal simply refers to the “ubiquitous in-
fringement” but it is not clear whether it implies the 
requirement of ubiquitous media (conduct), ubiq-
uitous infringement, or both.317 Kopila and Joint JK 
proposals seem to be broader – they cover not only 
ubiquitous (Internet) infringements but also other 
infringements occurring in “multiple states” that 
are unspecific or unidentifiable. Such wording also 
seems to cover some multi-state offline cases.

132	Under the ALI and CLIP proposals the law chosen un-
der the ubiquitous infringement rule regulates both 
infringement-related issues (infringement and rem-
edies) and most proprietary issues (existence, va-
lidity, duration, limitations),318 whereas initial own-
ership and transferability are not covered by this 
rule. In contrast, Kopila and Joint JK proposals ad-
ditionally include assignability and the effects of 
the assignment in the scope of the rule. Transpar-
ency proposal mentions only “infringement” and 
leaves it open for interpretation what this concept 
encompasses. According to its drafters, “infringe-
ment” covers only remedies whereas all proprietary 
issues, including initial ownership and transferabil-
ity, are excluded from the rule.319 

133	All proposals provide a very similar exception to the 
single-law approach adopted for ubiquitous infringe-
ment cases. The exception allows parties to claim 
that the law(s) of some other state(s) provide a dif-
ferent solution from the laws of the country chosen 
under the closest connection rule, and thus courts 
should take this into consideration when determin-
ing a remedy.320 The wordings of the exceptions do 
have some important differences, which are as fol-
lows. First, ALI, CLIP and the Joint JK proposals al-
low any party to claim this exception;321 Kopila pro-
posal allows only the defendant to make use of it; 
and the Transparency Proposal does not specify 
on  this at all. Second, ALI, CLIP and Joint JK pro-
posals seem to set the burden on the claiming party 
to prove the differing law, 322 which in most cases 
would be the infringer. In comparison, Kopila pro-
posal suggests that each party may “argue,” which 
seems to leave courts with more flexibility in allocat-
ing the burden of proof between parties. Transpar-
ency proposal is silent on this and thus could be seen 
as leaving discretion to courts to allocate the burden 
of proof. Third, legal consequences of the other dif-
fering law are worded a bit differently. Under the 
ALI proposal, such differences should be taken into 
account when fashioning the remedy. Joint JK pro-
posal adds “unless this would lead to inconsistent 
decisions.”323 CLIP suggests applying both laws (i.e. 
those selected under the closest connection rule and 

proven by party) and, only when this would lead to 
inconsistent decisions shall differences be taken into 
account when fashioning the remedy. Kopila pro-
posal prevents courts from prohibiting or limiting 
activities in the country with differing laws, how-
ever, still allows such prohibition/limitation when it 
is “inevitable for appropriate protection of the rights 
of the person whose IPRs were infringed.” Transpar-
ency proposal simply requires courts not to apply 
the chosen law in respect of the other country. How 
far these different wordings would result in differ-
ent results is not clear.

II.	 Rationale

134	All groups have tried to combine a single-law ap-
proach with an exception allowing a retreat to the 
territorial approach. According to the ALI, “[t]he 
Principles endeavor to meet the territoriality and 
single law approaches halfway. They seek to gain the 
simplification advantages of the single law approach 
by identifying the State(s) most closely connected 
to the controversy, but they also strive to respect 
the sovereignty interests underlying the territori-
ality approach.”324 A similar argument has assum-
ingly been followed by all groups.

135	A selection of the rule allowing for the determina-
tion of a single applicable law has been a difficult 
task. The closest connection rule has been chosen 
by most groups as a flexible rule that helps to avoid 
“forum shopping” and “race to  the bottom” prob-
lems that other more specific rules would cause.325 
Instead, the Transparency group analyzed several 
options: (1) §321 of the ALI Principles, (2) CLIP Prin-
ciples, (3) choice of law by the claimant, (4) habit-
ual residence of the right holder, (5) habitual res-
idence of the alleged infringer, and (6) law of the 
place where the results of the exploitation of intel-
lectual property are maximized. Options (3) to (5) 
were rejected mainly because of possible „law shop-
ping“ either by the right holder (option (3)) or the in-
fringer (option (5)). The closest connection rule sug-
gested by the ALI and CLIP proposals were rejected 
because of the lack of legal foreseeability.326 Thus, 
the last option – the place where the results of the 
exploitation have been maximized – has been cho-
sen. It is also in accordance with the market effect 
rule as suggested by the Transparency proposal for 
other (offline) infringements.

136	The closest connection rule varies slightly in the pro-
posals. Different from other proposals suggesting 
the “closest connection”, ALI prefers a “close con-
nection” rule. The reason is not entirely clear; the 
intention may be to merely enable the parties the 
opportunity to apply an additional law under the ex-
ception. Alternatively, it may presuppose that (even 
without applying the exception) the court may de-
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cide (on plaintiff’s or its own motion?) to apply sev-
eral laws if several of them have a sufficiently close 
connection to the dispute.327 The effect is that ubiq-
uitous infringements would not necessarily be sub-
ject to a single applicable law. Furthermore, both 
the ALI and CLIP proposals “allow” but do not “re-
quire” courts to apply the ubiquitous infringement 
rule. This supposedly means that general rule (lex 
loci protectionis) may also be applied (on plaintiff’s 
or also on court’s motion?) for the adjudication of 
ubiquitous infringement. This enables the plaintiff 
to choose under which rule to adjudicate the dis-
pute – if a closest connection rule is not advanta-
geous for the plaintiff (i.e. it refers to a law with in-
sufficient protection standards), he/she can choose 
to apply the law of the protecting country instead 
and at least obtain territorial remedies. Such a care-
ful (non-binding) wording of a ubiquitous infringe-
ment rule has most likely been chosen taking into 
account the novel nature of the rule and the diffi-
culties of predicting how it will be applied and what 
problems it may cause in practice. 

137	All proposals containing a closest connection rule 
suggest an (open-ended or exhaustive) list of con-
necting factors, which should facilitate the determi-
nation of the law with the closest connection. The 
combination of several factors allows for the avoid-
ance of the disadvantages of each single connect-
ing factor (such as potential law shopping by the 
infringer or the right holder). The Kopila proposal’s 
default rule provided is supposed to ensure some le-
gal certainty in case the closest connection rule does 
not lead to a clear result. In the CLIP proposal, a sim-
ilar default rule (referring to the defendant’s dom-
icile) has been abandoned as superfluous after the 
connecting factors had been redrafted in favor of 
the defendant. The drafts of the ALI Principles used 
to suggest connecting factors in a “cascading” order 
with lex fori as a default rule; this approach however 
was also abandoned in later versions of the Princi-
ples, which embraced a more dominant role for ter-
ritoriality.328 Regarding the specific connecting fac-
tors, in the ALI proposal, they were inspired by the 
list of factors set out in the US Restatement of For-
eign Relations § 403(2)(a)-(h).329 Keeping in mind that 
a right holder already has the advantage of choosing 
the court in which the dispute will be adjudicated, 
the CLIP group has opted for more defendant-ori-
ented rules instead.330 The Joint JK group has tried 
to select the connecting factors that “can easily be 
discerned and grasped.”331 

138	Regarding the types of infringements that the rule 
covers (only Internet or also other multi-state cases), 
at least the CLIP group deliberately wants to limit the 
ubiquitous infringement rule, as a significant excep-
tion to territoriality, only to indispensible cases.332 
They believe that even if offline infringement takes 
place in multiple states, the parties would manage to 
adjudicate the infringements under the laws of sev-

eral states and no single-law rule is needed. Also, in 
the CLIP proposal the “ubiquitous infringement” re-
quirement is supposed to exclude online trademark 
cases as a general matter, since in only a very few 
cases will trademark rights be owned worldwide (i.e. 
in case of very famous marks) . 

139	Most proposals exclude initial ownership and trans-
ferability issues from the scope of the ubiquitous in-
fringement rule assumably because of their high im-
portance in states’ copyright policies. In such a case 
they would be further determined under specific ap-
plicable law rules (lex loci protectionis or lex originis de-
pending on the issue and on the proposal).  

140	The exception that allows parties to prove a differ-
ing law provides for the possibility of preserving the 
application of national laws on their territory even 
in case of ubiquitous infringements. This, however, 
is possible only if it is of interest to the parties (i.e if 
they decide to make use of the exception and claim 
a particular national law).  

III.	International context

141	There is no specific applicable law rule to ubiqui-
tous infringements at an international, regional, or 
national level. The only more relevant international 
instrument dealing with this issue is the 2001 WIPO 
Recommendation, which provides a market effect 
rule for online trademark cases. It has been success-
fully applied by some national courts in trademark 
cases. A main example is a German Supreme Court 
decision in a Martime Hotel case.333 Here, the court 
referenced the WIPO rule and examined whether 
the dispute had a sufficient connection to the forum. 
However, despite the website using inter alia German 
language and targeting customers living inter alia in 
a Germany, the connection to Germany was found to 
be insufficient and thus the claim was rejected. Im-
portantly, the 2001 WIPO Recommendation contains 
a substantive law rule rather than the applicable law 
rule. Still, it is indirectly relevant for this study.334  

142	National courts in most Internet infringement cases 
ignore the cross-border nature of disputes. Often, 
they do not discuss any private international law 
issues at all or confine themselves to shortly re-
ferring to jurisdictional questions.335 In rear cases, 
courts discuss whether the alleged infringing on-
line conduct could be allocated in a specific forum336 
or shortly refer to the lex loci protectionis (or lex loci 
delicti) rule.337 No cases have been identified where 
the courts applied foreign law for the adjudication 
of online infringements. Importantly, some courts 
have realized that the remedies in an online case 
may have extraterritorial effects and have examined 
whether these effects can be confined to a territory 
of the forum.338 Other courts, however, have applied 
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a more loose approach to the territorial nature of 
copyright in online infringement cases.339

IV.	Discussion

143	Commentators outside the working groups have yet 
to analyze the ubiquitous infringement rule, as sug-
gested in all of the proposals. As a general matter, 
all proposals suggest a good compromise between 
universal (or single-law) and territorial approaches. 
Whereas a single-applicable law allows right holders 
to get universal (worldwide) remedies, the excep-
tion retains a possibility for parties (mainly the de-
fendant) to take advantage of the territorial nature 
of IP rights and apply the law of some state that is 
more advantageous for the party; at the same time 
this also helps to enforce states’ IP policies in case 
of ubiquitous infringement, at least when this is of 
interest to the parties.

144	The first question to address here is what the advan-
tages and disadvantages of the closest connection 
rule (as proposed by the ALI, CLIP, Joint JK and Ko-
pila groups) are on the one hand, and what the ad-
vantages and disadvantages of the “maximum re-
sults” rule (as proposed by the Transparency group) 
are on the other hand. The closest connection rule is 
a highly flexible rule. In order to determine the law 
applicable to the case, courts are asked to take a va-
riety of factors into account. On the one hand, this 
helps to overcome the disadvantages of each sin-
gle connecting factor.340 On the other hand, it pro-
vides very little legal certainty and foreseeability, if 
any at all. Online users, especially good-faith e-com-
merce service providers need to know, in advance, 
which law governs their conduct. However, it is al-
most impossible for them to foresee what law will 
be in closest connection to the conduct. They thus 
cannot know which legal requirements they should 
obey. The default rule available in the Kopila pro-
posal may slightly increase the predictability but it 
is applied only as a last resort when no other clear 
results can be determined, and thus it is barely suf-
ficient. Right holders also cannot know in advance  
what law would be applicable to the case.341 Thus, in 
order to avoid these risks, they may decide to ad-
judicate the case on a territorial basis instead, i.e. 
by applying the lex loci protectionis rule. This further 
decreases legal predictability for users. The courts 
may also have trouble accepting such a flexible rule. 
Whereas a similar, most significant relationship rule 
is broadly accepted in common law (particular U.S.) 
legal practice, it is questionable whether it can be ac-
cepted in a continental law system where legal cer-
tainty and predictability are particularly significant. 
The latter jurisdictions may prefer seeing a clear-cut 
rule combined with the closest connection rule as an 
escape clause.342

145	Transparency’s “maximum results” rule adopts a 
variation of the market effect rule, which has been 
partially followed by courts in some jurisdictions and 
often suggested in legal doctrine.343 Whereas a “typ-
ical” market effect rule allows finding an infringe-
ment in any state where the commercial effects are 
sufficient,344 Transparency proposal suggests ap-
plying a single law where the effects are maximized. 
By applying this connecting factor, potential forum 
shopping by both infringer and right holder is pre-
cluded. The place where maximum results are felt 
seems to be reasonable from the perspective of both 
a right holder (his/her interests were prejudiced in 
that market) and an infringer (conduct was directed 
to that market). Also, the rule seems, at first glance, 
to provide more legal certainty and predictability 
than the closest connection rule: in any given case, it 
should usually be easier to predict the country with 
maximum results than the country with the closest 
connection. However, there likely to be numerous 
cases where it is highly complicated or even impos-
sible to determine the place with the maximum re-
sults (e.g., a website is in many languages, and the 
amount of exploitation results is similar in several 
countries). Also, the rule takes into account the place 
where the results are “to be mamimized” – however, 
it seems quite difficult to predict the future.345. This 
rule also requires the court, when determining the 
applicable law, to engage in estimation of effects (or 
calculation of damages) when this is a question of 
substantial law. Furthermore, there might be cases 
that are closely connected to a state other than the 
one where the results of the exploitation are max-
imized (i.e., the state where effects are substantial, 
though not maximum, and both parties have a com-
mon domicile). The proposal does not suggest any 
exception, or “escape rule”, for such situations. 

146	The next question is what types of infringements the 
rule shall cover. Namely, one way could be  to limit 
the application of the ubiquitous infringement rule 
only to acts carried out through ubiquitous media 
and that lead to arguably worldwide infringement 
(as proposed by CLIP). Alternatively, one could ex-
tend it to some other cases, i.e. online infringements 
that occur in a multiple states but not worldwide 
(the wording of the ALI and Joint JK proposals seem 
to allow this),346  or even to certain multi-state in-
fringements occurring offline. The application of a 
single-law approach is limited only to the restricted 
number of cases where both the media and the in-
fringement is ubiquitous because the exception to 
territoriality should be applied only to cases where it 
is indispensible, namely, where the efficient enforce-
ment of rights  otherwise becomes impossible. When 
it is possible to identify all states where the alleged 
infringement took place,347 one may argue that the 
rights can still be enforced under traditional rules 
(like lex loci protectionis). In such cases other interna-
tional private law mechanisms can be put to use.348 It 
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is even more so in offline cases: even if the infringe-
ment takes place in several countries, the number of 
infringements is limited and right holders may find 
ways to cope with such cases.349 On the other hand, 
it can be pointed out that politicians, lawyers and 
right holders are currently searching for ways to im-
prove enforcement mechanisms for both offline and 
online infringements as much as possible.350 If such 
a course of policy is upheld, the expansion of a sin-
gle-law approach to a broader range of multistate in-
fringement cases both online and for certain offline 
cases351 could be a helpful legal measure at the level 
of international private law.  

147	Third, all the proposals exclude from the scope of 
ubiquitous infringement rule initial ownership and, 
most of them, the transferability issue.352 The main 
argument in favor of this solution is the need to pro-
tect the states’ policies underlying these issues. The 
initial ownership and transferability issues are said 
to be one of the core issues of copyright policies; as 
their regulation differs significantly, the states may 
also want to preserve their policies in case of on-
line infringement.353 On the other hand, it is ques-
tionable how such an exclusion of initial owner-
ship and transferability issues would be applied in 
practice. It is especially problematic when these is-
sues are subject to lex loci protectionis rule (e.g. CLIP, 
Transparency). Will the right holder have to prove 
that he/she owns the title to the works (or a right 
to sue) in each country covered by the dispute (i.e. 
in an unidentifiable number of countries)? This bur-
den is likely to be too high and almost unimagina-
ble in practice. It is more likely that courts would 
search for ways to simplify this burden by, for ex-
ample, requiring proof of the title under forum law 
(or the law with the closest connection) and/or (im-
plicitly) applying the presumption that the title is 
owned worldwide. In such a case, it would be ineffec-
tive to exclude initial ownership and transferability 
issues from the ubiquitous infringement rule. Fur-
thermore, it would be left to the defendant to con-
test the title in any of the countries. However, it is 
questionable if the exception of the ubiquitous in-
fringement rule could be applied in such cases. One 
may argue that since the ubiquitous infringement 
rule does not cover these issues at all, they cannot 
be raised in the framework of the exception either. 
On the other hand, the inclusion of these issues un-
der the ubiquitous infringement rule also seems to 
be problematic. Initial ownership and transferability 
would then be governed under a single law with the 
closest connection. However, this does not allow the 
right holder to predict the law under which owner-
ship issues will be determined.354  It is questionable 
how this would be dealt with in practice. 

148	Interestingly, this problem is not as significant when 
a single-law approach is applied for initial ownership 
(e.g. creator’s residence rule in ALI, Kopila, Joint JK). 

Here, although the right holder might need to prove 
initial ownership under a law different from the one 
applicable to the entire infringement, there would 
be a single law and it would remain stable in respect 
to all infringements. The problem, however, remains 
in regard to the transferability issue. Since it is sub-
ject to lex loci protectionis rule in all proposals,355 it re-
mains questionable how right holders are supposed 
to prove it in ubiquitous infringement cases. 

149	The exception allowing parties to claim a differing 
national law should be welcomed since it helps reach 
a balance between universality and territoriality ap-
proaches in online cases. Although, as a general rule, 
a single law will govern an online infringement, the 
parties are allowed to invoke other territorial laws 
if they are favorable for them. On the other hand, as 
has been noticed by drafters themselves, this excep-
tion could lead to much litigation.356 Also, it could be 
misused by stronger parties who have resources and 
who wish to prolong proceedings to make it more 
costly for the other party. 

150	Furthermore, the burden to prove a different law 
seems to lie on the party requesting application of 
the law, which in most cases is the defendant. Tra-
ditionally, it was the defendant who would have to 
prove that the right exists, that he/she owns the 
right, and that the use falls within the scope of 
rights. In the case of the exception, it is the defend-
ant who should prove that this is not the case in 
some of the countries covered by the dispute. Shift-
ing the burden might be reasonable in obvious in-
fringement cases, such as where defendant is acting 
in bad-faith and on a commercial scale (prima facie 
“piracy” cases). However, its reasonability could be 
challenged in  more complicated cases (i.e. when it 
is not clear if online use is covered by copyright ex-
ceptions and a defendant was acting under the be-
lief that it was not infringing).357 One should consider 
whether it is more reasonable to explicitly leave the 
allocation of the burden of proof to the courts’ dis-
cretion in each particular case.

J.	 Secondary infringements 

Art. 3:604 CLIP; art. 305 Joint JK

I.	 Differences

151	Law applicable to secondary infringements,358 and 
in particular to those occurring online, has been an 
emerging and very important but little investigated 
issue. All groups have realized its importance but be-
cause of its complexity, it has not been addressed in 
most proposals.
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152	ALI suggests in its comments that the “facilitation 
of infringement” is governed by the same law as the 
primary infringement.359 Interestingly, the issue of 
secondary liability online is not addressed by ALI 
when commenting on the ubiquitous infringement 
rule. Rather, the comments give an example of how 
the lex loci protectionis rule shall be applied to such 
online cases.360 Transparency group has discussed 
the problem and identified the problems when sub-
jecting secondary infringement to different rules 
(e.g to the law governing the primary infringement 
or to the law of Internet service provider’s (ISP) res-
idence) but they did not propose any special rule.361 
The Joint JK proposal refers to secondary liability in 
art. 305. However, at least the rule’s English transla-
tion is difficult to comprehend.362 In short, it allows 
finding the infringement in the protecting country 
only if direct inducement, accessory-ship and sub-
stantive preparatory acts are directed to that state 
and there is a threat of injury within that state. How-
ever, despite mentioning the acts that are meant to 
cover secondary infringement (direct inducement, 
etc.) the rule seems to rather establish a kind of mar-
ket effect rule similar to the CLIP proposal’s de min-
imis rule.363 One can barely extract from it an appli-
cable law rule to secondary infringements. Rather, 
the place of secondary activities is used as a factor 
to allow the establishment of the infringement on a 
substantive law level.

153	The only proposal that makes an attempt to formu-
late a comprehensive rule on secondary liability is 
the CLIP project. First, it sets a general rule that sec-
ondary infringement is governed by the law applica-
ble to the primary infringement (art. 3:604(1)). Sec-
ond, it suggests a rather complex rule for secondary 
liability online. In short, certain (online) secondary 
infringements are subject to a single law of the state 
where the “center of gravity” of those activities is lo-
cated (art. 3:604(2)). However, the law selected under 
this rule applies only if it meets certain substantive 
law standards: it has to contain at least (a) liability 
for failure to react in case of a manifest infringement 
and (b) liability for active inducement (art. 3:604(3)). 
In addition, this rule is not applied in regard to ISPs’ 
information duty (art. 3:604(4)).

II.	 Rationale

154	The need for an applicable law rule to secondary in-
fringements is obvious, especially in regard to on-
line infringements. Right holders seeking to en-
force their online rights first direct their efforts not 
against direct infringers (who are numerous, diffi-
cult to allocate and are eventually their customers) 
but rather against intermediaries (who are easier to 
identify and the prosecution of whom may more sig-
nificantly reduce the infringement scale and ensure 
damages).364 On the other hand, the issue of second-

ary liability is highly complicated. The substantive 
rules on secondary liability strongly diverge from 
state to state; there is even no accepted agreement 
on what constitutes a “secondary infringement.” 
Secondary infringements offline and online are of 
a different nature and it appears to be difficult to 
cover them under the same rule. As a general matter, 
online primary and secondary liability standards are 
still constantly evolving.365 Furthermore, there are 
no statutes or legal practices on applicable law rules 
to such secondary infringements, which would pro-
vide a starting point for the drafters.366 It is thus un-
derstandable why, facing these and other difficulties, 
most of the groups abandoned the idea of suggest-
ing an applicable law rule to indirect liability cases 
at this stage. Only very recently has CLIP come up 
with the first suggestion on this issue.

155	CLIP differentiates between “traditional” (offline) 
and multi-state (online) secondary liability. In the 
first case (art. 3:604(1) CLIP) they follow the prevail-
ing approach in different jurisdictions that a sec-
ondary infringement is treated as ancillary to the 
main (primary) infringement and is thus governed 
by the same law as the latter.367 In contrast, a second-
ary infringement occurring online is treated autono-
mously from the primary infringement and is subject 
to an autonomous connecting factor (art. 3:604(2) 
CLIP). Such an approach is arguably consistent with 
the way the laws of secondary infringement appear 
to be developing.368 Facilitating conduct has already 
been adjudicated by courts independently from the 
question whether there is a direct infringement.369 
Arguably, the tort underlying secondary liability 
serves different social purposes than the tort un-
derlying primary (direct) liability. Thus, the autono-
mous connecting factor allows the law to better take 
into account the specific policy concerns related to 
secondary infringements.370

156	One of the difficult tasks when formulating the sec-
ondary infringement rule has been to define the le-
gal object that the applicable law rule regulates (Ank-
nüpfungsgegestand). There is no unitary definition of 
what “secondary infringement” is; the same conduct 
may be covered by different indirect or direct liabil-
ity rules in different jurisdictions.371 For this reason 
CLIP does not mention such concepts as “second-
ary,” “indirect,” or “contributory” infringement in 
their rule but rather autonomously defines the legal 
object. Namely, the rule applies for “facilities or ser-
vices being offered and/or rendered that are capable 
of being used for infringing or non-infringing pur-
poses by a multitude of users without intervention 
of the person offering and/or rendering the facilities 
or services in relation to the individual acts result-
ing in infringement.” In short, four criteria should be 
met: (1) the conduct should constitute “offering and/
or rendering of facilities or services;” (2) those facil-
ities and services should be “capable of being used 
for infringing or non-infringing purposes;” (3) they 
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should be used “by a multitude of users;” and finally 
(4) there shall be “no intervention [by the second-
ary infringer] in individual acts resulting in infringe-
ment.” The rule may potentially cover a variety of 
activities. For instance, it is likely to govern Inter-
net access provision, temporary storage, hosting of 
content, linking activities of search engines, online 
auctions, as well as more controversial online con-
duct such as file sharing services (such as Bittorent 
sites) and services enabling circumvention of tech-
nical protection measures if they are capable of both 
infringing and non-infringing purposes. 

157	Furthermore, the CLIP group has chosen the “center 
of gravity” as a connecting factor most likely because 
it is seen as ensuring both sufficient legal certainty 
and flexibility. The minimum substantive standards 
that the selected law shall meet have been added in 
order to ensure that the law applied to the entire 
online secondary infringement meets at least cer-
tain minimum standards on intermediary liability. 
Finally, information duty of ISPs has been excluded 
assumably because of its close relation to the data 
protection laws, which contain important public pol-
icy issues.

III.	International context

158	As a general matter, there are no clearly and explic-
itly established applicable law rules on secondary 
infringements in intellectual property cases. The 
courts in different jurisdictions seem to treat sec-
ondary infringements as ancillary to the primary in-
fringements and, thus, subject them to the law gov-
erning the latter (i.e. primary) infringements (e.g. 
UK,372U.S.,373 Germany374).

159	However, with the emergence of different forms of 
secondary liability online (e.g. for search engines, 
auction sites, host providers, etc.) this rule has be-
come unsuitable. Since there are multiple primary 
infringements originating from different states, a 
claim on secondary infringement would need to be 
adjudicated simultaneously under all of these laws. 
Thus, having no clear applicable law solutions on 
an international or national level like in other on-
line cases, courts have either been ignoring the 
cross-border nature of the online dispute or, satis-
fied with certain connections with the forum, have 
been applying their own forum law for the entire dis-
pute.375 In regard to the scope of the remedies, some 
courts often do not mind granting remedies un-
der forum law, which has extraterritorial effects,376 
whereas others try to limit them territorially.377 

IV.	Discussion

160	As indicated above, the need of applicable law rules 
for secondary infringements is obvious. Thus, an at-
tempt to formulate such a rule in the CLIP proposal 
can only be welcomed. Without intending to provide 
a thorough analysis of this rule, attention can still 
be drawn to several points, which may facilitate the 
discussion on whether this rule is proper for an in-
ternational proposal. The following arguments will 
focus on art. 3:604(2)-(3) CLIP.

161	First, the wording of the provision is technolo-
gy-neutral with regards to the legal object of the 
rule. As opposed to the ubiquitous infringement rule, 
it does not even mention “ubiquitous” media or mul-
tiple states. As a matter of principle, it may cover sec-
ondary infringements in any media if there are mul-
tiple direct infringers (and other criteria are met). 
One may thus ask whether it could also cover mul-
ti-state offline cases. For instance, could one apply 
the rule for the situation where a person residing in 
country A is organizing and facilitating (e.g. by pro-
viding devices, organizing marketing activities, etc.) 
the illegal reproduction and distribution of CDs in 
multiple other countries? 

162	Second, the rule seems to cover all IP rights. The 
ubiquitous infringement rule, as proposed in art. 
3:603 CLIP, will cover mainly copyright cases: trade-
mark infringements are mostly excluded since the 
right holder can claim a worldwide trademark in-
fringement in rear cases (e.g. famous trademarks).378 
In contrast, the secondary infringement rule does 
not set any requirements comparable to the one in 
the case of ubiquitous infringement (i.e. the infringe-
ment shall be “arguably taking place in each coun-
try where the signals can be received”). That would 
mean that in case of direct trademark infringement, 
online parties will have to deal with each separate 
law under lex loci protectionis rule, whereas in the case 
of secondary infringement online the entire dispute 
will be covered under a single law of the state where 
the “center of gravity” of the infringing activity is 
found. Moreover, it is questionable how these two 
different rules are applicable in cases where the de-
fendant is sued both under direct and secondary li-
ability rules – this is a common practice when ad-
judicating IP disputes. Similarly, “offering and/or 
rendering of facilities or services” may cover both 
primary infringement (making available the con-
tent) and secondary infringement (enabling unau-
thorized downloading by end users). Thus, it needs 
to be clarified which applicable law rule – the one 
for ubiquitous infringement or the one for second-
ary infringement – applies. 

163	Further, it is true that most online services are “ca-
pable of being used for infringing or non-infringing 
purposes.”379 One may however wonder, for exam-
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ple, when the requirement of non-infringing use is 
met. For instance, in a case dealing with a hosting 
service on the Rapidshare website, German courts 
gave different answers: whereas the Hamburg court 
found the business model underlying the website as 
blatantly infringing,380 the Düsseldorf court found 
substantial legitimate purposes.381 Also, one may ask 
what law will apply in case some service does not 
meet the “infringing and non-infringing purposes” 
requirement. For instance, software is designed and 
explicitly marketed for unauthorized exchange of 
music and video files and the software producer is 
aware that such exchange is illegal under the law 
of the targeted country. It seems that such activi-
ties are excluded from the secondary liability rule 
and remain subject to lex loci protectionis. Then, right 
holder would have to enforce such obvious infringe-
ments under the laws of each protecting country. 
Such burden is difficult to justify. 

164	Another question is how far the secondary infringe-
ment rule will apply to secondary conduct if the pri-
mary activities (the use of service by end users) are 
legal. For instance, the defendant provides online 
file sharing service for consumers in several Euro-
pean countries. In the Netherlands, copying for pri-
vate purposes is legal even if it is done from an illegal 
source,382 while under German law private copying 
from obviously illegal source is illegal.383 The plain-
tiff seeks an European-wide injunction. Will the rule 
apply to this situation or, rather, is an (actual or po-
tential) direct infringement in each country a pre-
requisite for the application of a secondary infringe-
ment rule under the CLIP proposal? The reference 
to the “individual acts resulting in infringement” in 
the CLIP provision seems to favor the latter option. 
On the other hand, it would be unreasonable to re-
quire the court, before choosing the applicable law 
rule, to first examine if there is a direct infringement 
in each state covered by the dispute. Thus, further 
clarification on how one should deal with such cases 
might be necessary.

165	Also, one should ask what would constitute an “in-
tervention in individual acts.” If the host provider 
is filtering obviously illegal contents ex ante or ex 
post, adding advertisements to hosted sites, and or-
ganizing the structure of websites of individual users 
– will this be a sufficient intervention? The “active 
role” of hosting providers has been addressed differ-
ently in different jurisdictions and the ECJ has pro-
vided some guidance on this issue.384 Still, answer-
ing this question at the stage of applicable law may 
appear problematic. Overall, the definition of the le-
gal object of the rule may need further clarifications. 

166	Concerning the connecting factor, the CLIP proposal 
subjects secondary infringements to the law of the 
place where the “center of gravity” of the contested 
activities is located. The factor is flexible enough to 
minimize the danger of forum shopping by a poten-

tial infringer (i.e. by establishing itself in the coun-
try with no or low protection standards). One the 
other hand, one could ask how similar it is with the 
“closest connection” rule as provided for the ubiqui-
tous infringements. As a general matter, both rules 
allow taking into account different factors when 
determining the applicable law and could be asso-
ciated with the most significant relationship rule 
found in U.S. Restatement of Law (Second). Then, 
the center of gravity rule would lead to the closest 
connection rule’s same problems of lack of legal cer-
tainty and predictability.385 However, since a differ-
ent title was chosen and no exemplary list of factors 
was proposed in case of a center of gravity rule, it 
is supposed to be different from the closest connec-
tion rule. The question then remains in which way. 

167	Third, in contrast to the ubiquitous infringement 
rule, secondary infringement rule has no exception 
allowing the defendant to argue that other laws (than 
the one applied to the case) provide a different solu-
tion. This does eliminate the danger that many laws 
will be raised during the court proceedings.386 How-
ever, differing treatment of online direct infringe-
ment and secondary infringements needs a clear jus-
tification, especially since the delimitation of these 
types of infringements is difficult and the same con-
duct may fall under both definitions. Further, if the 
alleged infringer is ready to geographically differ-
entiate its conduct in accordance with different na-
tional legal standards (i.e. by applying technological 
measures), it is questionable if this will be prevented 
by demanding the ISP to obey a single law for the en-
tire worldwide activity. This could, of course, foster 
internationally unitary online services. On the other 
hand, this could force the ISP to even more carefully 
consider in which country they should further their 
services. They may be more willing to establish and 
further the services in the countries with less pro-
tection even when main target markets are in other 
countries. Then, additional difficulties in determin-
ing the country with the “center of gravity” would 
emerge. Also, since the “center of gravity” is often 
likely to be developed countries with high protec-
tion standards,387 the application of these laws with 
worldwide effects will mean the exportation of the 
highest protection standards to countries that have 
lower protection standards and are not ready or will-
ing to accept the more stringent ones. Last but not 
the least, the possibility of enforcing such decisions 
with extraterritorial effects in other countries re-
mains questionable. 

168	Finally, several arguments regarding minimum sub-
stantive standards in the secondary infringement 
rule are indicated. The underlying rationale can be 
well understood: it is important to ensure that if a 
single law is applied to the entire online secondary 
infringement it shall meet at least certain minimum 
standards of IP protection. This has been of concern 
since the beginning of discussions on law applica-
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ble to online infringements.388 The first issue here 
is whether the setting of substantial standards in 
an international private law instrument is appro-
priate at all. Although substantive law considera-
tions have been taken into account when determin-
ing applicable law both in the U.S. and Europe,389 it 
is difficult to point to any PIL instrument that for-
mulate substantive law standards in such an explicit 
way. The second problem is that there are no in-
ternational standards on intermediary liability. The 
most recent efforts to do so at a multilateral level in 
the Anti-Counterfeiting Trade Agreement (ACTA) 
had been strongly criticized both by scholars and 
non-governmental groups,390 and was consequently 
abandoned by the negotiating parties.391 Thus set-
ting such a standard in a private international law 
instrument may indirectly incite creating such in-
ternational rules on the one hand, while decreas-
ing chances that the countries without substantive 
standards will be willing to apply this PIL proposal. 
Furthermore, the concepts used in the wording of 
the provision – such as “manifest infringement” and 
“active inducement” – are doubtlessly difficult to 
construe and are thus likely to lead to divergent in-
terpretations. It will be in particular complicated 
(and politically incorrect?) if the court has to de-
termine whether the foreign applicable law meets 
these standards. Overall, although the first attempt 
to formulate a rule on secondary liability is strongly 
welcomed, additional efforts to clarify some issues 
are invited.

K.	 Summary

169	In sum, all proposals have retained the territorial ap-
proach in disputes over IP rights as a general rule. 
However, because of the ambiguous notion of the lex 
loci protectionis rule, the drafters have chosen differ-
ent wordings for the applicable law rules they sug-
gested (e.g. country for which protection is sought, 
country of registration, country granting the right). 
Also, some proposals proposed different rules for 
registered and unregistered rights (ALI, Kopila, Joint 
JK). The scope of the proposed applicable law rule is 
mostly the same – leaving transferability and initial 
ownership issues aside, it governs all issues related 
to IP. The exception is the Transparency proposal 
where the IP rights infringements are subject to the 
law of the place where the exploitation results oc-
cur (“market impact” rule). It deviates from a tradi-
tional territoriality approach and is supposed to al-
low certain extraterritorial enforcement of rights. 
While the differences in the wording of the rules 
and the separation of registered and unregistered 
rights partly reflect different understandings of lex 
loci protectionis in national practice, the “market im-
pact” rule proposed by the Transparency group is 
an innovative solution to the transborder cases. It 
is suggested, however, that the latter rule would be 

too radical a move away from territoriality. Instead, 
clarifiying the lex loci protectionis rule is suggested.

170	The determination of applicable law to initial own-
ership differs significantly in the proposals and is 
the most controversial issue. Regarding initial own-
ership to unregistered rights, one group of proposals 
(CLIP and Transparency) retains a strict territorial 
approach (with certain limited exceptions in case of 
co-ownership and employment situations), whereas 
the other group (ALI, Kopila and Joint JK) opts for a 
single-law (universal) approach (also with special 
rules for co-ownership and employment relation-
ships). The applicable law rules for registered rights 
demonstrate more unity between the groups. How-
ever, they differ in regard to the employment rela-
tionship, in particular, in the absence of choice of 
law by parties. Also, only the CLIP proposal addresses 
the co-ownership situation (e.g. in collaborative re-
search cases). The main rationales underlying the 
proposed rules are the need for legal certainty on the 
one hand, and the need to respect national state pol-
icies regarding initial ownership issues on the other. 
The variety of suggested rules also reflects diverg-
ing national practices (e.g. lex loci protectionis in Ger-
many, Austria, and lex originis in France, USA). The 
discussion suggests that none of the suggested rules 
leads to the optimal results and, thus, an additional 
attempt to find a compromise might be necessary.

171	Regarding the transferability issue, all proposals 
have opted for the territorial approach. Although 
the wording of the suggested rules slightly differ, 
they are likely to result in the application of the same 
law of the protecting country. Only Joint JK proposal 
suggests a provision allowing the adjudication of the 
transferability issue under the same rule as the in-
itial ownership issue (the latter is subject to a sin-
gle-law approach in the Joint JK proposal). The na-
tional state practice is, however, unitary on this issue 
and recognizes lex loci protectionis as the applicable 
rule. Although the legal certainty and simplicity rea-
sons may call for a single law approach here, as well, 
the states’ interests on preserving diverging policies 
on transferability of rights seem to prevail.

172	As far as the applicable law to IP contracts are con-
cerned, all proposals acknowledge party autonomy 
as a main rule. The rules, however, differ in setting 
presumptions in case the parties’ choice of law is 
absent. Here, different proposals show preferences 
for assignor’s residence, assignee’s residence, lex 
loci protectionis or a combination. CLIP, in addition, 
sets forth a law applicable to employment contracts 
(as distinguished from initial ownership in employ-
ment relationships). Different points of attachment 
in cases where parties’ choice is absent reflect the 
difficulty of finding the most appropriate law in such 
cases, which can also be seen in national state prac-
tice. The discussion demonstrates that each of the 
factors may be most relevant to different situations, 
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thus, a flexible approach in determining the appli-
cable law, such as CLIP group’s proposal, is worth 
considering.

173	All proposals allow party autonomy in IP infringe-
ment cases but all to a different extent. Most propos-
als limit it to infringement-related issues; CLIP allows 
it only with respect to remedies, whereas the Joint 
JK proposal seems to allow it to all issues. Until now, 
party autonomy has been excluded or barely exer-
cised in most states’ practice. It has been suggested, 
however, that its importance may grow, especially 
in trans-border cases online, and an even further 
extension of its scope might need to be discussed. 

174	The de minimis rule is found only in the CLIP and 
Joint JK proposals. At least in CLIP proposal, it seems 
to apply only to a very limited number of cases (i.e. 
when there is neither substantial conduct nor effects 
in the country and if the exception provided by CLIP 
is not applied). Thus, its expected effects in practice 
are questionable.

175	Most proposals suggest very similar rules for ubiq-
uitous infringement. It is subject to a single law with 
the closest connection leaving a possibility for par-
ties to claim a different national law (and, thus, re-
treat back to the territorial approach). More signifi-
cant differences between the proposals concern the 
exact formulation of the rule (“closest” or “close” 
connection), nature of the rule (mandatory or vol-
untary), types of infringements covered (worldwide 
or multi-state; online or offline), issues covered (in-
itial ownership is excluded in most proposals but 
transferability is included at least in the Kopila and 
Joint JK proposals), the list of connecting factors, 
and the exact wording of the “retreat to territorial-
ity” exception. In contrast, the Transparency pro-
posal suggests a different rule: it subjects multistate 
infringements to a single law of the country where 
maximum exploitation results are located. The cur-
rent national practice shows that courts, as a general 
matter, avoid discussing applicable law issues in on-
line cases and simply apply forum law on a territorial 
basis. Both of the suggested rules thus implicate the 
departure from a strict territorial approach, demon-
strating a great innovative nature. It is further sug-
gested that the ubiquitous infringement rule might 
need to be amended in order to provide for more le-
gal certainty and foreseeability, especially for legiti-
mate online service providers.  

176	Only the CLIP proposal suggests a special applicable 
law rule in cases of secondary liability. It subjects 
certain secondary conduct (specifically defined in 
the rule) to a single law of the country where the 
center of gravity of the conduct can be located, with 
the condition that this law meets certain minimum 
substantive law standards. Other proposals do not 
specifically address the issue because of its highly 
complicated nature. In national practice the courts 

seem to avoid discussing applicable law issues, espe-
cially in Internet service providers’ cases, and simply 
apply forum law.  Although the CLIP group’s attempt 
to formulate the applicable law rule to secondary li-
ability cases should be highly welcomed, several el-
ements of the rule might need further discussion in 
order to ensure both sufficient legal certainty and 
compatibility with the ubiquitous infringement rule.
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ligations in Europe. The “Rome-II” Proposal 55-56 (Casa Edi-
trice Dott. Antonio Milani 2006), Pertegás, supra note 273, p. 
221; Eechoud, supra note 155, pp. 174-175.

275	 Compare to the former argument in the field of contract law.
276	 See Hartenstein, supra note 268, pp. 11-12.
277	 See Metzger, supra note 51, p. 177.

278	 It is found in most of the analyzed proposals, except for the 
ALI Principles.

279	 See supra discussion on lex loci protectionis.
280	 See supra.
281	 See arts. 5-9 of Rome I Regulation (provisions on employment, 
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Heiss, supra note 266, p. 3.

282	 See Pertegás, supra note 273, at 221; Metzger, supra note 51, 
at 176 (argues that damage rules such as on pecuniary da-
manges, may reflect public policies).

283	 See infra “Ubiquitous infringement.”
284	 See also Briggs, Adrian, Agreements on Jurisdiction and Choice 

of Law para. 10.75 (Oxford University Press 2008).
285	 For instance, in case the invention is used without authori-

zation in countries A and B whereas the patent exists only in 
A, parties cannot decide to apply patent law of country A for 
both territories since this would “create,” through parties 
agreement, a patent right in country B.

286	 Cf. 2:401(2) CLIP (allows, in certain cases, international juris-
diction over validity and registration issues, however, only 
with intra partes effects).

287	 E.g. Metzger, supra note 51, pp. 176-177.
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plicable law in Rome II Regulation see Kono, Toshiyuki, Critical 
and Comparative Analysis of the Rome II Regulation on Applicable 
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tional Law in Japan, in Jurgen Basedow, Harald Baum and Yuko 
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in Comparative Perspective 221-241, 240 (Mohr Siebeck 2008).

289	 For instance, a search engine A was sued by a right holder 
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290	 See infra chapter “Secondary liability.”
291	 See infra chapter “Ubiquitous infringement.”
292	 See infra chapter “Ubiquitous infringement.”
293	 See explanatory notes to art. 305 Joint JK, supra note 5.
294	 See Metzger, supra note 51, p. 173.
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tectionis find the infringement of intellectual property rights 
as long as the direct inducement, accessory-ship and substan-
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outside the state of protection, and there is the threat of di-
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299	 See supra “Main rule.”
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307	 For the former see art. 2 of Joint Recommendation Concern-

ing Provisions on the Protection of Marks, and Other Indus-
trial Property Rights in Signs, on the Internet; for the later 
see Denaro, James, Choice of Law Problems Posed by the Internet 
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website despite the fact that the persons behind the website 
were domiciled in Sweden).
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chapter.
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which was hosted at the Faculty of Law of the Uni-
versity of Lisbon in March 16-17, 2012. The compar-
ison concerns the rules on recognition and enforce-
ment of judgments posed by four sets of academic 
principles.

Abstract: 	 The following comparison was writ-
ten for the first meeting of the International Law As-
sociation’s newly established (2010) Committee on 
Intellectual Property and Private International Law 
(Chair: Professor Toshiyuki Kono, Kyushu University; 
Co-Rapporteurs: Professors Pedro de Miguel Asensio, 
Madrid Complutense University, and Axel Metzger, 
Hannover University) (hereinafter: ILA Committee), 

A.	 Introduction

1	 The following pages compare the rules on recogni-
tion and enforcement of judgments posed by four 
sets of academic principles, namely the American 
Law Institute Principles Governing Jurisdiction, 
Choice of Law, and Judgments in Transnational Dis-
putes, adopted on 14 May 2007 (will be referred to 
as the ALI Principles); the “Principles for Conflict of 

Laws in Intellectual Property, prepared by the Eu-
ropean Max Planck Group on Conflict of Laws in In-
tellectual Property (CLIP),”  published on 31 August 
2011 (will be referred to as the CLIP Principles); the 
“Transparency of Japanese Law Project, Transpar-
ency Proposal on Jurisdiction, Choice of Law, Rec-
ognition and Enforcement of Foreign Judgments in 
Intellectual Property” finalized in 2009 (will be re-
ferred to as the Transparency Proposal); the “Prin-

A. Introduction
B. Scope of Application
C. Definition of judgment and provisional measures
D. Finality of judgments
E. Effects of judgments
F. Postponing the recognition or enforcement of fo-
reign non-final judgments
G. Severability
H. Verification of jurisdiction
I. Validity and registration
J. Finding of facts

K. Jurisdiction rules protecting consumers or 
employees
L. Provisional and protective measures
M. Public policy
N. Non-compensatory damages
O. Other grounds for non-recognition of foreign 
judgments
P. Exclusion of substantive review
Q. General principles related to the procedure
R. Recognition and enforcement procedures
S. Settlements
T. Conclusions
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ciples of Private International Law on Intellectual 
Property Rights, Joint Proposal Drafted by Members 
of the Private International Law Association of Ko-
rea and Japan (Joint University Global COE Project),” 
of 14 October 2010 (will be referred to as the Joint 
Korean and Japanese Proposal). As the comparison 
demonstrates, in practice, all four sets of principles 
lead to similar results allowing for recognition and 
enforcement of judgments defined in a broad and 
flexible way inclusive of non-final judgments, as well 
as of provisional measures. The similarity among the 
principles at stake is grounded on the great need, 
particularly in connection with IPRs, for the effec-
tive protection of a rights holder from infringement; 
and is a natural consequence of the favor shown to-
wards the consolidation of claims provided for by all 
four sets of principles in question.

B.	 Scope of Application 

1.	 Differences 

2	 Pursuant to Section 401.1, the ALI Principles’ provi-
sions on recognition and enforcement apply only to 
foreign judgments rendered by courts that applied 
the Principles. By contrast, if the rendering court did 
not apply the Principles, then the enforcement court 
should determine whether to recognize or enforce 
the judgment pursuant to its domestic rules on rec-
ognition and enforcement of foreign judgments.1 All 
of the other sets of Principles here analyzed, how-
ever, provide that their provisions on recognition 
and enforcement apply to foreign judgments ren-
dered by any courts, whether they applied the set of 
principles at stake or not. Additionally, reciprocity is 
not a precondition for recognition and enforcement 
under the ALI Principles, CLIP Principles and Joint 
Korean and Japanese Proposal, whereas it is a pre-
condition according to the Transparency Proposal 
(Article 402 (vi)).2 The Preliminary Draft Convention 
on Jurisdiction and Foreign Judgments in Civil and 
Commercial Matters of 30 October 1999 and then of 
February 2001 (hereinafter, Hague Judgment Con-
vention or Hague Draft Convention) does have an 
element of reciprocity, being a draft for an interna-
tional convention, as is outlined below in paragraph 
B.IV. Finally, only the CLIP Principles explicitly pose 
the favor recognitionis principle.3

2.	 Rationale 

3	 The ALI Principles limit the application of its reco-
gnition and enforcement rules to judgments that 
were rendered according to the ALI Principles (§ 
401). Thus, according to the comments to this pro-
vision it “creates [the] condition[…] on enforcement 
and Recognition […] that the dispute was declared 

by the rendering court as within the scope of the 
Principles.”4 “If the rendering court did not apply 
the ALI Principles, the enforcement court shall de-
termine whether to recognize or enforce the judg-
ment pursuant to its domestic rules on recognition 
and enforcement (subsection (l)(b)).”5

4	 By contrast, the recognition and enforcement rules 
of the CLIP Principles, the Transparency Proposal, 
and the Joint Korean and Japanese Proposal are not 
limited to judgments that applied their respective 
rules. Not limiting the applicability of the proposal 
to “situations in which the rendering court has ap-
plied the Principles seems to be more flexible than 
the one adopted under §401(1) ALI Principles. This 
flexibility may be helpful for designing a model not 
only for international or treaty legislators but also 
for national legislators when drafting their own na-
tional systems to be applied to decisions adopted in 
any country in the world.”6 

5	 Additionally, the CLIP Principles and the Joint Ko-
rean and Japanese Proposal do not require re-
ciprocity as a precondition for recognition and en-
forcement. Thus, a judgment otherwise entitled to 
recognition will not be denied recognition simply 
because the rendering country might not recog-
nize the judgment of the country where recogni-
tion is sought if the circumstances were reversed. 
The approach of the CLIP Principles “is based on the 
idea that public or state interests are affected only 
indirectly by the recognition of judgments that re-
solve civil controversies between private parties.”7 
As such, “[t]he protection of public interests does 
not justify recourse to reciprocity, since other alter-
natives more respectful of the rights of the private 
parties involved and the policy goals behind recog-
nition provide the necessary safeguards, especially 
the use of public policy as a ground for non-recog-
nition.”8 In contrast, reciprocity is a precondition 
for recognition and enforcement under the Trans-
parency Proposal (Article 402 (vi)). With respect to 
this Proposal the presence of the reciprocity require-
ment is influenced by the corresponding rule in the 
Japanese system, namely Article 118 of the Code of 
Civil Procedure. However, this rule has been critici-
sed, both in the context of the Japanese system and 
in the Transparency Proposal, as will be recalled in 
the Discussion section below. Notwithstanding this 
criticism, the Transparency Proposal keeps the re-
ciprocity requirement for the following reason, well 
expressed by the commentary’s exact wording: “due 
to considerable differences of legal policies on IP 
rights and unfair competition, there are many va-
rieties concerning the scope, degree and method of 
the protection of rights. Under these circumstances, 
it is still unclear if for only Japan to abandon the re-
ciprocity requirement would create more protection 
of IP rights or fair competition. Thus, the Transpa-
rency Proposal still maintains the reciprocity requi-
rement to recognize and enforce foreign judgments 
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relating to IP rights or unfair competition. However, 
the standards for determining the reciprocity should 
be relaxed as explained below. (2) Standards for Re-
ciprocity. The requirement of reciprocity would be 
satisfied, if, in the rendering court, a Japanese judg-
ment of the same kind relating to IP or unfair com-
petition would be recognized or enforced under sub-
stantially the same conditions as those prescribed in 
the Transparency Proposal. This is based on acade-
mic opinions and judgments so far, which have ge-
nerously recognized the existence of reciprocity.”9

6	 	With regard to reciprocity, the ALI provisions on re-
cognition and enforcement are drafted as an instru-
ment to be applied only to judgments that followed 
the principles. Hence there is no need for recipro-
city as a condition for recognition and enforcement 
of judgments.10

3.	 International Context

7	 Notwithstanding the fact that the existing and ne-
gotiated universal international instruments on IP, 
especially the ones concluded and negotiated in the 
past two decades among which the TRIPs agree-
ment and the ACTA, strongly emphasise the need 
to effectively enforce intellectual property rights 
(IPRs), and albeit enforcement of IPRs across na-
tional borders is crucial for their effective protec-
tion,11 those international instruments focus their 
emphasis on purely domestic issues,12 while at the 
same time “ignore” transnational disputes,13 fail to 
address problems of cross-border enforcement of 
IPRs through civil litigations, and do not deal with 
cross-border recognition and enforcement of judg-
ments. Yet, international conventions on recogni-
tion and enforcement of judgments concerning civil 
and commercial matters in general can have an im-
pact on IPRs judgments. Among those conventions 
at the regional level in the EU/EFTA frame worth re-
membering are the 1968 Brussels Convention, now 
Brussels I Regulation (Regulation 44/2001), and the 
Lugano Convention (hereinafter Brussels system), 
which achieved significant uniformity. Yet, the Brus-
sels system’s recognition and enforcement rules ap-
ply only to judgments given by a court of another 
Member State, even though the recasting of this Reg-
ulation will also address third States’ judgments,14 
mainly in line with the European Group of Private 
International Law Proposed Amendment of Regula-
tion 44/2001 in Order to Apply it to External Situa-
tions (Bergen, 21 September 2008, Padua 20 Septem-
ber 2009, Copenhagen, 19 September 2010),15 Thus, 
for the time being the Brussels system is subject to 
reciprocity. Furthermore, conventions in this field 
aim at creating a special regime that favors recog-
nition of judgments. 

8	 In contrast, national rules do not pose reciprocity as 
a precondition for recognition and enforcement of 

foreign judgments. See, for instance, the PIL Swiss 
law as well as the Italian law on the matter. Also, the 
majority of U.S. courts do not impose a reciprocity 
requirement for the recognition and enforcement 
of foreign judgments.16 This approach is reflected 
in U.S. legislation (e.g., the Uniform Foreign Mon-
ey-Judgments Recognition Act) as well as in Amer-
ican treatises (e.g., Restatement (Third) of Foreign 
Relations Law).17 While some national legal systems 
do include a reciprocity requirement, such as in 
Spain and Japan, it typically does not play a signifi-
cant role in practice and the generally held view is 
that the requirement should be abolished.18 

4.	 Discussion

9	 The extension of the provisions on recognition and 
enforcement of foreign judgments of the CLIP Prin-
ciples, the Transparency Proposal and the Joint Ko-
rean and Japanese Proposal to situations in which 
the rendering court has not applied the Principles 
corresponds to their aim to be model rules. In fact, 
“contrary to international conventions, model rules 
made by national or private bodies in the area of rec-
ognition and enforcement of judgments are not ex-
pected to be applied as such by courts in typical sit-
uations. Indeed, Part 4 of the CLIP Principles may 
in practice mainly be useful as a reference to inter-
pret or supplement international and domestic law 
and as a model for national and international legisla-
tors, in line with the possible uses of the CLIP Princi-
ples as stated in the Preamble. Therefore, the provi-
sions of Part 4 of the CLIP Principles are not drafted 
to be applicable only to situations in which the ren-
dering court has applied the Principles.”19 In con-
trast, notwithstanding the fact that this aim is also 
proper to the rules of the ALI Principles, their lim-
ited application to judgments rendered by courts of 
countries adopting the Principles seems to be sub-
ject to criticism.

10	 Reciprocity should not be a precondition for recog-
nition and enforcement, as it is under the Transpar-
ency Proposal, since other alternatives already pro-
vide the necessary safeguards for the protection of 
public interests involved, especially the use of pub-
lic policy as a ground for non-recognition.20 Also, the 
questionable aspects of reciprocity are highlighted 
by the commentary on the Transparency Proposal 
according to which the requirement of reciprocity 
should be deleted from Article 118 of the Code of 
Civil Procedure21 as well as from the Transparency 
Proposal,22 since first, it is “theoretically problematic 
that the lack of efforts of the concerned government 
to establish reciprocity would bring about burdens 
on private persons as users of the system of the rec-
ognition and enforcement of foreign judgments.” 23 
Second, “it takes too much time and costs to gather 
and translate foreign legal materials for examining 
the requirement of reciprocity.”24 Third, only a few 
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countries still pose the reciprocity requirement.25 In 
this context the reason given by the Transparency 
Commentary to include the reciprocity requirement, 
indicated in paragraph B.II. on rationales, does not 
seem so convincing as the same commentary rec-
ognizes and states that “keeping this requirement 
would certainly need careful consideration” 26 and 
also that in any case “the standards for determining 
the reciprocity should be relaxed” as explained27 in 
paragraph B.II. on rationales. 

11	 Although the 2001 Hague Draft Convention does not 
explicitly limit the scope of the Convention to judg-
ments adopted by contracting States, the fact that 
it was a draft for an international convention makes 
it clear that its provisions would only apply to de-
cisions adopted by the courts of other contracting 
States. Therefore the Convention technically sup-
ports the reciprocity requirement embodied in the 
Transparency Proposal, but it is in an entirely dif-
ferent context, namely that of an international con-
vention where some degree of reciprocity is implicit.

12	 Finally, Art. 4:103 of the CLIP Principles’ favor recog-
nitionis principle is to be welcomed.

C.	 Definition of judgment and 
provisional measures

I.	 Differences 

13	 According to Professor de Miguel Asensio, the term 
judgment in the CLIP Principles is to be understood 
in a very broad way, as covering “appealable judg-
ments, provisionally enforceable orders […] judg-
ments rendered in default of appearance […] Orders 
for the payment of money, orders for the transfer 
and delivery of property, orders regulating the con-
duct of the parties, and orders declaring the rights 
and liabilities of the parties, including negative dec-
larations such as declarations on non-infringement 
of IP rights […], monetary and non monetary judg-
ments.”28 By contrast, interlocutory decisions of a 
procedural nature are not covered.  Particularly, 
“money judgments are usually the result of the au-
thority granted to the courts to order the infringer to 
pay damages to the right holder. Typical non-money 
judgments include court orders for a party to desist 
from an infringement as well as “money penalties, 
such as coercive fines, astreintes, substituted perfor-
mance of not strictly personal acts, coercive deten-
tion, and, in the common law world, the institution 
of contempt of court.”29 Non-money judgments ex-
ist also in the form of injunctions stopping the mar-
keting or production of a good and the the use of 
protected subject matter; orders for delivery of in-
fringing items; and other specific performance or-
ders. Furthermore, declaratory judgments and even 

negative declarations can also be included in the no-
tion of non-money judgments.30 

14	 Article 401.1 of the Transparency Proposal leads to 
the same result as the CLIP Principles,31 as clarified 
by the commentary according to which this rule “ba-
sically accepts the existing interpretation of Japa-
nese law,” including “(a) a money or a non-money 
judgment, (b) a judgment ordering affirmative relief, 
or a declaratory judgment, (c) a judgment given af-
ter contesting proceedings or a judgment given in 
default of the appearance of the defendant, and (d) a 
judgment given in a summary procedure, etc., what-
ever the judgment might be called.”32 With respect to 
the recognition and enforcement of injunctions see 
infra the parts related to the effects of judgments, 
to the public policy and to the recognition and en-
forcement procedures.    

15	 Finally, with respect to the Transparency Proposal 
the literature makes it clear that “a ‘foreign court’ 
means the authority of a foreign country that ex-
ercised civil jurisdiction, whatever name is given 
to that authority”33 and therefore, includes admin-
istrative agencies, such as a national patent office. 
The same result is reachable under the other sets 
of principles, since for instance the notion of judg-
ments in the CLIP Principles is intended as “includ-
ing writs of execution and the determination of costs 
or expenses by an officer of the court, which in some 
countries are decisions of the registrar.”34

16	 There are minor differences between the sets of 
principles, notably: the Transparency Proposal is 
the only proposal analyzed here that gives no spe-
cial treatment to default judgments, and further-
more, of the four proposals, only the CLIP Principles 
explicitly specify that the term “judgment” also en-
compasses settlements to which a court has given its 
authority. In addition, unlike the Transparency Pro-
posal, which defines provisional measures, the CLIP 
Principles, the ALI Principles and the Joint Korean 
and Japanese Proposal do not explicitly character-
ize the notion of provisional measures in the recog-
nition and enforcement of judgments, but refer to 
their respective rules on international jurisdiction 
with regard to those measures. 

17	 Notwithstanding those minor differences, it is rea-
sonable to conclude that “the basic meaning of ‘judg-
ment’ of Art. 401.1 of the Transparency Proposal is to 
the same effect as in the ALI Principles § 101.2 and in 
the CLIP Principles.”35 The same can be said with re-
gards to the Joint Korean and Japanese Proposal. The 
broad idea of “judgment” encompassed in all sets 
of principles is supported by the 2001 Hague Judg-
ment Convention, in Article 23, as is outlined in par-
agraph C.IV. below. The Convention is also in agree-
ment with the majority of the Principles in having 
special rules for default judgments.
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18	 	In respect of default judgments, see infra paragraph 
H., which discusses them in the context of verifica-
tion of jurisdiction, paragraph J., which discusses 
them in relation to the limitation on fact-finding, 
and paragraph O., which discusses the protection of 
the defendant during the proceedings, and the im-
plications of default judgments in that regard.

II.	 Rationale 

19	 The similar results reached by the four sets of prin-
ciples addressed with regard to the recognition and 
enforcement of judgments, defined in a broad and 
flexible way,36 as well as to provisional measures, are 
grounded on the great need, particularly in connec-
tion with IP, for the effective protection of a rights 
holder from an infringement.37  

20	 With respect to the ALI Principles, the CLIP Princi-
ples and the Joint Korean and Japanese Proposal con-
ferring a special treatment to default judgments, the 
rationale is to protect the interests of the defend-
ant and that “these additional protections are nec-
essary in light of the expanded bases of personal ju-
risdiction that the Principles establish, and because 
of the absence of a supranational court competent 
to ensure that the Principles’ norms are properly 
applied.”38 According to the Joint Korean and Jap-
anese Proposal, “an expedient and effective rem-
edy for the winning party’s rights takes priority if 
the defendant appears, but Section 402 protects the 
defendant who failed to appear in court. Review of 
the jurisdiction over the default judgment shall be 
reviewed in a more restrained manner - this idea is 
associated with the issue of facts found by the ren-
dering court […], and has been written into more and 
more international conventions.”39 In contrast, the 
Transparency Proposal protects more the plaintiffs’ 
interests; albeit the interests of the defendants are 
also safeguarded by adopting the rules related to the 
general requirements of recognizing and enforcing 
a foreign judgment40.

21	 	Paragraph H.II further considers default judgments 
in the context of verification of jurisdiction, includ-
ing the conclusion that imposing additional controls 
on the verification of jurisdiction for default judg-
ments is inappropriate.

III.	International Context

22	 Art. 32 of the Brussels I Regulation adopts a broad 
definition of judgments, which states that “for the 
purposes of this Regulation, ‘judgment’ means any 
judgment given by a court or tribunal of a Member 
State, whatever the judgment may be called, includ-
ing a decree, order, decision or writ of execution, as 
well as the determination of costs or expenses by an 

officer of the court.” The Lugano Convention deter-
mines “judgment” to mean “all decisions given by 
a court or tribunal, whatever they may be called.” 
including “orders on costs or expenses made by an 
officer of the court” as outlined in Professor Pocar’s 
Explanatory Report.41 This report also makes it clear 
that provisional and protective measures fall within 
the meaning of “judgments,” provided that both par-
ties were given a chance to be heard in the State of 
origin. With regard to non-monetary judgments, al-
though not specifically in the IP field, the ECJ in the 
Realchemie case clarified that the recognition and en-
forcement rules of the Brussels system also apply to 
the non-monetary judgments such as “a decision of 
a court or tribunal that contains an order to pay a 
fine in order to ensure compliance with a judgment 
given in a civil and commercial matter.”42 This de-
cision is in line with other recent ECJ decisions with 
respect to the scope of non-monetary injunctions 
related to EU IPRs.43 Those decisions “mark an im-
portant passage in the cross border enforcement of 
IPRs, explicitly pronouncing themselves in favour of 
the circulation of injunctive mechanisms which are 
so important in this field.”44 With regard to the pro-
cedures to enforce an injunction in the Brussels sys-
tem see paragraph R. related to the recognition and 
enforcement procedures. Finally, in the EU Brussels 
system “the term ‘court’ means an authority which 
regularly exercises judicial functions and is entitled 
to give a judgment as regards legal relationship un-
der private law.”45 Thus, a foreign judgment to be 
recognised may also be rendered by an administra-
tive authority or a criminal one. 

23	 At the national level non-monetary judgments posed 
by the different systems can highly vary, as empha-
sised in paragraph C, related to the definition of 
judgment.46 In the past, certain common law sys-
tems did not admit the recognition and enforcement 
of foreign non-monetary judgments, but legislation 
and practice has recently overcome this trend.47 

24	 The majority of the four sets of principles find spe-
cial treatment for default judgments, which is also 
sometimes established at the national level, includ-
ing in Japan.48

IV.	Discussion

25	 The broad approach adopted by the four sets of Prin-
ciples is to be welcomed, especially in light of the 
need for effective enforcement of IPRs.

26	 The 2001 Hague Judgment Convention defines “judg-
ment” in Article 23(a) as “any decision given by a 
court, whatever it may be called, including a decree 
or order, as well as the determination of costs or ex-
penses by an officer of the court, provided that it re-
lates to a decision which may be recognised or en-
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forced under the Convention.” Article 23(b) excludes 
provisional and protective measures from the scope 
of “judgment.” The same broad definition of judg-
ments is to be found in Art. 4 of the 2005 Hague Con-
vention on Choice of Court Agreements. Therefore 
the Hague Draft Convention supports the broad ap-
proach adopted by all of the Principles.

27	 As for the issue of the establishment of special rules 
related to the enforcement of default judgments, the 
approach of the Transparency Proposal, unlike that 
of the ALI Principles, the CLIP Principles, the Joint 
Korean and Japanese Proposal and the 2001 Hague 
Judgment Convention, is grounded in the fact that 
the defendants’ interests are already well-protected 
by the general requirements for recognising and en-
forcing a foreign judgment.49

28	 For further discussion on default judgments, see par-
agraph H.IV., which discusses them in the context of 
verification of jurisdiction, and reaches the conclu-
sion that imposing additional controls on the verifi-
cation of jurisdiction for default judgments is inap-
propriate, and paragraph J.IV., which discusses them 
in the context of finding facts. Furthermore, para-
graph O.IV. discusses default judgments in the con-
text of service to the defendant, and when non-ser-
vice will be grounds for refusal of recognition and 
enforcement.

D.	Finality of judgments 

I.	 Differences 

29	 In practice, all four sets of Principles lead to simi-
lar results allowing for the recognition and enforce-
ment of non-final judgments as well as of provisional 
measures. Yet, the ALI Principles adopt the term “fi-
nal” to designate a judgment that indeed can also be 
of a non-final nature, in conformity with the U.S. in-
ternal system.50 Furthermore, the Transparency Pro-
posal’s relevant rule (Article 403.2) acknowledges 
the possibility of making enforcement of non-final 
judgments conditional on the provision of security 
by the party seeking enforcement. This possibility is 
understood as compatible with the CLIP Principles 
as well.51 The Article 23A of the 2001 Hague Judg-
ment Convention also supports the recognition and 
enforcement of non-final judgments, as is outlined 
in paragraph D.IV.

II.	 Rationale 

30	 The similar results reached by the four sets of 
principles addressed with regard to the allowance 
of the recognition and enforcement of non-final 
judgments, as well as of provisional measures, are 

grounded on the great need, particularly in connec-
tion with IP, for the timely and effective protection 
of a rights holder from an infringement.  As such, 
provisional measures and non-final judgments “may 
practically speaking bring the dispute to an end.”52 
Thus, all the sets of Principles “on recognition and 
enforcement of foreign judgments take on more sig-
nificance upon the creditor’s rights and interests, 
intended to protect those rights and interests effi-
ciently and effectively at an international level to 
as great an extent possible. It’s safe to say the most 
recent treaties related to this issue also value most 
highly the rights and interests of the creditor.”53 The 
possibility of requiring the party seeking enforce-
ment to provide securities is understood as a remedy 
to avoid precluding recognition and enforcement of 
the foreign judgment, therefore granting the effec-
tive enforcement of IPRs.54 

31	 The ALI Principles’ notion of final judgments for 
judgments that are still subject to appeal derives 
from the U.S. legal notion as will be discussed at par-
agraph E.III.

III.	International Context

32	 The recognition and enforcement of non-final judg-
ments as well as of provisional measures is allowed 
by the EU Brussels System, as will be recalled in par-
agraph E.III., as well as by the most recent national 
laws adopted on that point.55 From a comparative 
perspective, various States follow the view that na-
tional non-final decisions can be enforced in their 
legal system56 and therefore are more favorable to 
the possibility of enforcing foreign non-final deci-
sions whenever they are recognised as enforceable 
by the rendering court’s system.

33	 Yet, some national rules, including Italy57 and Ja-
pan,58 still only allow recognition and enforcement 
of final judgments.. In particular, while Italy explic-
itly requires a foreign judgment to have become res 
judicata in order for it to be recognised and enforced 
in Italy, as will be discussed in paragraph E.III., Japan 
adopts the wording “final and binding” (Art. 118 of 
the Code of Civil Procedure, Art. 24(3) of the Civil Ex-
ecution Act). The literature clarifies that “it is gener-
ally understood that a judgment becomes final and 
binding at the point in time when it is no longer sub-
ject to ordinary forms of review under the law of the 
rendering country.”59

34	 In the EU under the current Brussels system it is 
generally accepted that provisional measures can be 
recognized abroad, but only if a court that is compe-
tent over the merit grants them. In contrast, when 
a different court, namely the one of the territorial 
State, grants them, they cannot be recognized. This 
approach is codified by the EU Commission proposal 
for the recasting of the Brussels I Regulation since 
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under the Brussels Regulation Article 2(a) of the 
Commission Proposal restricts cross-border enforce-
ment to those provisional measures that have been 
“ordered by a court which by virtue of this Regula-
tion has jurisdiction as to the substance of the mat-
ter” (Recital 25 second sentence). In contrast, pro-
visional measures adopted by other courts “should 
be confined to the territory of that Member State” 
(Recital 25 third sentence)60.

35	 In the U.S. the notion of final judgments is also 
adopted with respect to judgments that are still 
subject to appeal, as will be highlighted in the par-
agraph E.III.

IV.	Discussion

36	 The approach adopted by the four sets of Princi-
ples is to be welcomed, especially in light of the 
need for effective and timely enforcement of IPRs. 
This approach is also supported by the 2001 Hague 
Judgment Convention, which states that non-final 
judgments as well as provisional measures shall be 
recognised. Yet, the ALI Principles’ adoption of the 
term “final” to characterize a judgment that can also 
be non-final could potentially cause confusion. 

E.	 Effects of judgments

I.	 Differences 

37	 All four sets of Principles avoid the adoption of the 
term res judicata. However, the ALI Principles and the 
CLIP Principles explicitly clarify that the effects at-
tributed to a foreign judgment throughout the rec-
ognition and enforcement procedures should be no 
greater than the effects of the judgment in the ren-
dering State under the doctrine of extension of ef-
fects.61 So the effects of a foreign judgment should be 
determined by the lex originis. More specifically, this 
law determines when the judgment is enforceable. 

38	 Yet, several derogations are established. First, the 
CLIP Principles and the ALI Principles make it clear 
that enforcement of foreign judgments takes place 
according to the lex fori, and therefore the requested 
state can limit the enforcement of foreign judgments 
or injunctions if they are contrary to its public pol-
icy, or if they establish remedies that are unknown 
in the forum State’s legal system. Second, preclu-
sive effects that are against the right to a fair trial 
should also be denied recognition. Third, the effects 
of injunctions or judgments should be limited es-
pecially with regard to the Internet context and in 
light of the need to respect the territorial nature 
of IPRs; this limitation derives from specific rules 
(CLIP Principles on the scope of injunctions) or from 

the rules on partial recognition and enforcement of 
judgments (severability). Fourth a specific limitation 
relates to foreign judgments declaring the invalidity 
of IP rights. A final limitation relates to the provi-
sion of suitable compensation in cases where a com-
pulsory license is granted (Art.404(3) of the Trans-
parency Proposal).

39	  Therefore the extension of effects doctrine is com-
bined with the equalization of effects doctrine un-
der which the effects of a foreign judgment is equiv-
alent to a similar judgment of the requested court. 
Finally the Kumulationstheorie applies, under which 
“the extension of effects of the legal system of ori-
gin normally applies only to the extent that they are 
compatible with the legal system of the requested 
state.”62 

40	 The 2001 Hague Judgment Convention, supports this 
approach, with the alternatives provided for in Ar-
ticle 25 all grounded in the doctrine of extension of 
effects, as is outlined below at paragraph E.IV.

41	 By contrast, the adoption of the doctrine of equal-
ization of effects is not made explicitly clear in ei-
ther the Transparency Proposal or the Joint Korean 
and Japanese Proposal. However, the commentary to 
the Transparency Proposal highlights that a non-fi-
nal judgment can be enforced only if it is enforce-
able in the rendering court,63 thus making it clear 
that the lex originis determines the ability of the re-
quested state recognizing the effect of a judgment, 
as well. The same result seems to be reachable un-
der the Joint Korean and Japanese Proposal. Finally, 
Article 404(3) of the Transparency Proposal allows 
for courts to decline the enforcement of a foreign 
injunction in Japan under circumstances in which 
the defendant is authorised by the Government of 
Japan to use the intellectual property right in ques-
tion without the authorization of the right holder. 
This provision explicitly provides that refusal to en-
force an injunction is subject to monetary compen-
sation to the rights holder.  

42	 None of the four sets of principles have adopted a 
provision on the evidential use of foreign judgments. 

43	 With respect to the recognition and enforcement of 
injunctions, see also the paragraphs related to the 
public policy (M.), recognition and enforcement pro-
cedures (R.) and severability (G.).  

II.	 Rationale 

44	 All sets of principles avoid the adoption of the term 
res judicata since “it has different meanings in diffe-
rent places. Instead, [the ALI Principles] […] utilize 
the terms enforcement, recognition, and preclusive 
effect. These terms should be understood to cover 
the gamut of consequences that a judgment may 
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have.”64 The CLIP Principles and the ALI Principles 
clarify that the lex originis determines the effect of 
a foreign judgment to be recognised by the reques-
ted court, in particular whether and when the judg-
ment is enforceable. This is so because “applying 
the rendering court’s law on the upper limit of the 
preclusive effect of the judgment is necessary to al-
low the parties to understand the stakes of the liti-
gation at the time when they are making litigation 
decisions. Moreover, if another jurisdiction applies 
preclusion that would be denied by the rendering 
court, the parties could inadvertently lose claims or 
arguments. It could be argued that the enforcement 
court should not give an effect lesser than that of the 
rendering court because that would also undermine 
the finality of the decision.” 65 

45	 Yet, certain derogations are established. First, the 
CLIP Principles and the ALI Principles make clear 
that enforcement of foreign judgments takes place 
according to the lex fori, and therefore “legal and pro-
cedural constraints in the requested state may affect 
the available remedies, especially to the extent that 
enforcement of injunctions is at stake.”66 Second, ac-
cording to Professor De Miguel, under the CLIP Prin-
ciples the general rule that foreign judgments should 
be given the same effect as what the rendering coun-
try provides should be mitigated in the following 
case: “to the extent that the country of recognition 
has broader rules on preclusion than the country of 
origin (for instance, because only under the law of 
the country where recognition is sought does such 
a judgment preclude re-litigation as to matters ac-
tually not litigated) restraint should be exercised 
by the recognizing court.”67 So, for instance Profes-
sor De Miguel recalls recent case law where “before 
applying the doctrine of collateral estoppel to judg-
ments rendered in countries where such concepts 
are unknown, a U.S. court must satisfy itself that the 
party to be bound had fair opportunity and incentive 
to litigate in the foreign court the issue sought to be 
precluded from relitigation in the U.S.” 68 Third, with 
regard to the effects of injunctions, the CLIP Princi-
ples specifically deal with the issue of the interpre-
tation of the scope of injunctions by the court of en-
forcement, namely at Article 4:102(3), allowing the 
requested court to limit the effects of foreign injun-
ctions to be recognised in exceptional cases related 
to the Internet context. In fact, “the displaying, offe-
ring for sale, or download of a product protected by 
IP might be legal in some countries of reception but 
not in others. Under such circumstances, a court’s 
injunction must only encompass the illicit part of 
the behaviour, and the infringer must be allowed to 
continue his legal Internet activities or be able to ad-
apt his Internet presence without the right holder 
having the possibility of preventing him from doing 
so on the basis of the original judgment.”69 The ALI 
Principles’ Section 412(1)(b) reaches the same result, 
which provides that if the court limits the effects of 
an injunction it must award monetary relief. Indeed, 

the rationale underlying the CLIP Principles’ rules on 
the issue of the interpretation of the scope of injun-
ctions by the court of enforcement is a need to limit 
the scope of those injunctions especially in ubiqui-
tous infringements cases.70 Yet, the corresponding 
rules in the ALI Principles are not explicitly justified 
on that rationale, but rather on the basis of safegu-
arding strong public policies of the country of en-
forcement. In any case the limitation of effects of in-
junctions, similar to the same limitation of effects of 
judgments, can be derived from the rules on partial 
recognition and enforcement of judgments (severa-
bility). With respect to the recognition and enforce-
ment of injunctions see also the paragraphs related 
to the public policy (M.), to the recognition and en-
forcement procedures (R.) and to severability (G.).  

46	 The lack of provisions on the evidentiary use of fo-
reign judgments in the four sets of Principles is ba-
sed on the fact that this matter falls within the law 
of evidence and is to be determined in accordance 
with the law of the forum.71 

III.	International Context

47	 The Brussels system does not make any reference 
to the term res judicata. This is because res judicata is 
not a requirement for recognition under the Conven-
tion. Furthermore, the Pocar Report on the Lugano 
Convention explains that Article 38 of the Conven-
tion provides for foreign judgments to be declared 
enforceable only when they are already enforce-
able in their State of origin.72 So, the Brussels sys-
tem adopts the doctrine of effects together with the 
Kumulationstheorie.73 

48	 The avoidance of the reference to the term res judi-
cata is based also on the fact that this term is subject 
to significant variation across jurisdictions. Particu-
larly, common law countries adopt the notions of is-
sue preclusion and collateral estoppel, which are not 
known to civil law systems74 and are much broader 
than the corresponding notion of res judicata.75 In 
fact, “in the U.S., issue preclusion, also known as col-
lateral estoppel, prevents a party and its privies from 
re-litigating questions of fact or law which were ac-
tually litigated and determined in a prior suit, even 
if the later suit involves a different claim or cause 
of action.”76 In contrast, in civil law systems such as 
the European and South American ones, “the pre-
clusive effect of a judgment is limited to a later suit 
that is identical with the previous judgment in ob-
ject, cause, and parties. In addition, the effects are 
restricted to the dispositive part of the judgment 
and do not extend to the grounds.”77 Furthermore, 
“in common law countries res judicata typically arises 
when the judgment on the merits cannot be recon-
sidered by the same court in ordinary proceedings, 
even though the decision may be subject to appeal. 
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Hence, the term final, even as a condition for rec-
ognition and enforcement, is understood in a very 
flexible way. By contrast, in some civil law coun-
tries a judgment may only be considered final and 
produce the preclusive or binding effect of res judi-
cata (materielle Rechtskraftwirkung) when it is no 
longer subject to ordinary forms of review (formelle 
Rechtskraft).”78 

49	  To demonstrate the broad notion of the issue of pre-
clusion it is significant to refer to the IPRs field. For 
a discussion on the approach taken by the U.S., see 
infra at paragraph I. Among the civil law countries, 
Italy adopts the notion of res judicata, dictating that 
the foreign judgment can be recognized only when it 
became res judicata “according to the law of the coun-
try where it was rendered.”79  This law will then de-
termine also the preclusive effects to be recognized 
for the judgment to become res judicata. 

50	 Finally, in the majority of national legal systems, for-
eign judgments may be partly recognized and en-
forced.80  The Hague Draft Convention and, at the 
EU level, Art.48 of the Brussels I Regulation and of 
the Lugano Convention confirm this approach at 
the international level. It has also been academi-
cally supported.81 

IV.	Discussion

51	 The avoidance of the term res judicata by all four sets 
of principles should be applauded, particularly in 
light of the differences among the common law and 
the civil law legal systems on this issue. Also to be 
welcomed is the adoption of the Kumulationstheorie 
by all sets of principles involved. In addition, all sets 
of principles follow the same grounds to limit the 
effects of foreign judgments even though they may 
adopt different rules to reach this result. So, for in-
stance a rule such as the one of the CLIP Principles 
on the issue of the interpretation of the scope of in-
junctions by the court of enforcement dealt with by 
Article 4:102(3) is to be welcomed as a way to tem-
per the necessarily broad international jurisdiction 
related to ubiquitous infringement cases. The same 
limitation of effects can be derived, however, from 
the rules on severability. With respect to the recog-
nition and enforcement of injunctions issues, see 
also the paragraphs related to the public policy (M.), 
to the recognition and enforcement procedures (R.) 
and to severability (G.).  Among the other reasons 
for the limitation of effects are the public policy ex-
ception, the right to a fair trial, the reason related to 
the invalidity of IP rights, and the reason concern-
ing suitable compensation in cases where a compul-
sory license is granted. 

52	 The 2001 Hague Judgment Convention supports the 
approach taken by the ALI Principles and the CLIP 
Principles, as it is outlined by its Report, according 

to which common law and civil law systems see the 
issue of when a judgment becomes res judicata differ-
ently.82 For example, England and the United States 
will consider a decision res judicata whenever the 
same court cannot reconsider the issue, but many 
civil law systems consider that a decision only be-
comes res judicata when the decision has exhausted 
all forms of ordinary review.  The Hague Draft Con-
vention therefore states ,“1. A judgment based on a 
ground of jurisdiction provided for in Articles 3 to 13, 
or which is consistent with any such ground, shall be 
recognised or enforced under this Chapter. 2. [In or-
der to be recognised, a judgment referred to in par-
agraph 1 must have the effect of res judicata in the 
State of origin.] or [A judgment referred to in para-
graph 1 shall be recognised from the time, and for as 
long as, it produces its effects in the State of origin.] 
3. [In order to be enforceable, a judgment referred 
to in paragraph 1 must be enforceable in the State 
of origin.] or [A judgment referred to in the preced-
ing paragraphs shall be enforceable from the time, 
and for as long as, it is enforceable in the State of 
origin].” Each of those alternatives is grounded on 
the doctrine of the extension of effects (Wirkungsers-
treckung), together with the Kumulationstheorie.83 The 
same result is reachable on the basis of the Trans-
parency and Joint Korean and Japanese Proposals. 

F.	 Postponing the recognition 
or enforcement of foreign 
non-final judgments

I.	  Differences 

53	 The relevant rules of the CLIP Principles and Joint 
Korean and Japanese Proposal grant judicial discre-
tion to a court to stay recognition and enforcement 
of foreign non-final judgments when they are sub-
ject to review in the rendering State, each using the 
word “may” in the relevant provisions. The 2001 
Hague Judgment Convention uses the same discre-
tionary terminology in Article 25(4), as is discussed 
further in paragraph F.IV. The ALI Principles go 
even further, mandating that courts “should” stay 
the proceeding pending appeal.  The Comments to 
the ALI Principles provide that “§ 401(2) instructs a 
court to delay both recognition and enforcement un-
til the time for reviewing the decision is over.”84 The 
Transparency Proposal also goes even further in that 
even though it adopts the word “may” it allows the 
requested court to stay the proceeding “when the 
court deems it necessary to do so,” and therefore not 
only when the non-final judgment is being appealed. 
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II.	 Rationale 

54	 While the CLIP Principles, the Transparency Pro-
posal and the Joint Korean and Japanese Proposal 
adopt the wording “may” and therefore grant courts 
judicial discretion to stay recognition and enforce-
ment of foreign non-final judgments when they are 
the subject of reviews in the rendering State, the 
ALI Principles use the term “should” and clarify in 
the comments that “§ 401(2) instructs a court to de-
lay both recognition and enforcement until the time 
for reviewing the decision is over.” Professor Des-
semontet explains the reason behind this rule by 
referring to the Hilmarton case ,which “illustrates 
the grave risk of allowing enforcement of arbitral 
awards that are not yet final and binding. This risk 
also exists with respect to enforcement of foreign 
judgments in intellectual property cases.”85 Re-
gardless of whether staying a proceeding is discre-
tionary or mandatory, the corresponding rules in 
each of the Principles are based on the fact that the 
contrasting approach, which would entitle a judg-
ment to enforcement as soon as it was entered ir-
respective of whether an appeal is pending, would 
be risky in “a multijurisdictional system such as the 
one contemplated here.”86 In fact, “since a not ‘final 
and binding’ judgment involves difficulties in the 
possible rehabilitation, a flexible consideration of 
the circumstances of each case is extremely neces-
sary. Therefore, like provisional measures, it is nec-
essary to grant the court discretion to flexibly deal 
with a case, and thus a court may stay proceedings 
in order to determine whether or not enforcement 
should be granted (mutatis mutandis application of 
Art. 403(3) by Art. 403(4) of the Transparency Pro-
posal). In the court’s exercise of its discretion, while 
the specific circumstances of the case will be usually 
considered, important factors for consideration also 
include whether there is an urgent need to provide 
a remedy for the judgment creditor, whether or not 
an appeal has been brought in the country of origin, 
how far those appeal proceedings have progressed, 
and what the prospect is for that appeal.”87 Professor 
De Miguel “explained that, under the CLIP Principles, 
judgments that are not yet final do not have to be en-
forced. The court has the possibility of postponing 
or refusing recognition and enforcement (Art. 4:102 
CLIP Principles). He suggested that it could perhaps 
be clarified in the comments that enforcement can 
also be made conditional, e.g. on the provision of se-
curity by the party seeking enforcement”88 (for more 
on the issue of security, see infra within paragraph 
L.).	

III.	International Context

55	 According to Professor De Miguel Asensio a “trend to 
favor the availability of enforcement for decisions of 

first-instance courts is becoming more common in a 
comparative perspective. In this connection, some 
systems in which regular enforceability is only pos-
sible once some or all methods of appeal available 
have been exhausted, accept that judgments may 
become provisionally enforceable before, by oper-
ation of law, or by judicial declaration. Those cases 
raise similar issues to those posed by all situations 
in which the enforceable judgment may be revised 
on appeal, such as the possibility of staying provi-
sional enforceability or making enforcement sub-
ject to a security; and the liability of the claimant in 
case a judgment was vacated on appeal after having 
been enforced. At any rate, the basic principle in the 
enforcement context remains that only judgments 
that are enforceable under the law of the country of 
origin may be enforced in foreign countries”89 (for 
more on the issue of security, see supra within par-
agraph F.).

56	 The Brussels system also adopts an approach giving 
the requested State discretion to stay the proceed-
ings related to the recognition and enforcement of a 
foreign judgment when an appeal has been lodged in 
the State of origin. In fact, Article 37 of the Brussels 
Regulation states that “1. A court of a Member State 
in which recognition is sought of a judgment given 
in another Member State may stay the proceedings 
if an ordinary appeal against the judgment has been 
lodged. 2. A court of a Member State in which rec-
ognition is sought of a judgment given in Ireland 
or the United Kingdom may stay the proceedings 
if enforcement is suspended in the State of origin, 
by reason of an appeal.” The same rule is found in 
the Lugano Convention. According to the Pocar Re-
port to this Convention “no change has been made 
to the rule that allows the court in which recogni-
tion is sought for a judgment delivered in another 
State bound by the Convention to stay the proceed-
ings if an appeal has been lodged against the judg-
ment in the other State. Article 37 reproduces Arti-
cle 30 of the 1988 Convention, and does not require 
special comment (see the Jenard report, p. 46, and 
the Schlosser report, paragraphs 195-204).”90

IV.	Discussion

57	 The ALI Principles’ establishment of the requested 
court’s obligation to stay the recognition and en-
forcement of foreign but not final judgments when 
they are  the subject of review in the rendering State 
achieves the aimed for result much better than mere 
judicial discretion on the point, which is what the 
other three sets of Principles rely on. This discre-
tionary approach is also taken by Article 25.4 of the 
2001 Hague Judgment Convention, which says that 
“recognition or enforcement may be postponed [or 
refused] if the judgment is the subject of review in 
the State of origin or if the time limit for seeking a 
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nese procedural law, there will be no alternative to 
an exceptional reduction of the effect of the judg-
ment or order. Article 404(1) is a provision that im-
plies this sort of process.”91 With respect to the rec-
ognition and enforcement of injunction issues see 
also the paragraphs related to the effects of judg-
ment (E.), public policy (M.) and recognition and en-
forcement procedures (R.).  

61	 According to the comments to the Transparency 
Proposal the severability of foreign judgments could 
be derived from the general provisions. The Proposal 
however inserts a specific rule due to the need to 
provide legal certainty.92 

62	 The ALI Principles are silent on the issue of sever-
ability even though they allow the partial recogni-
tion of judgments in, for example, cases of punitive 
damages.

III.	 International Context

63	 The Brussels system allows for the partial recogni-
tion of foreign judgments. In fact, Article 48 estab-
lishes that “1. Where a foreign judgment has been 
given in respect of several matters and the declara-
tion of enforceability cannot be given for all of them, 
the court or competent authority shall give it for one 
or more of them. 2. An applicant may request a dec-
laration of enforceability limited to parts of a judg-
men.t” The Pocar Report confirms this result in re-
lation to Article 48 of the Lugano Convention, which 
“permits the applicant to request a partial declara-
tion of enforceability.”93 This report clarifies in de-
tailed terms the reasons why the partial recognition 
and enforcement of foreign judgments are to be al-
lowed. In fact, according to the report, “The most 
likely instances of a declaration of enforceability of 
this kind are those where a section of the judgment 
might be contrary to public policy, or where the ap-
plicant seeks a declaration of enforceability only for 
one or more sections of the judgment because he has 
no interest in the others, or more frequently where 
the foreign judgment deals with some matters that 
fall within the scope of the Convention and others 
that do not. It should be pointed out that for the ap-
plication of this provision the matters dealt with in 
the judgment need not be formally distinct. If a judg-
ment imposes several obligations only some of which 
are within the scope of the Convention, it may be 
enforced in part, provided that it clearly shows the 
aims to which the different parts of the judicial pro-
vision correspond.”94

64	 According to the commentary to the Transparency 
Proposal in both Korea and Japan, foreign judgments 
may be partly recognized and enforced, which has 
been academically supported.95 

review has not expired,” leaving suspension to judi-
cial discretion. Yet it is to be welcomed that the CLIP 
Principles and Transparency Proposal acknowledge 
the possibility of making enforcement of final judg-
ments conditional on the provision of security by the 
party seeking enforcement (the issue of security is 
discussed above).

G.	 Severability

I.	  Differences 

58	 The CLIP Principles, the Transparency Proposal and 
the Joint Korean and Japanese Proposal each estab-
lish that foreign judgments may be partly recognised 
and enforced. Even though the ALI Principles are 
silent on this point, Section 411(2) allows enforce-
ment of a part of foreign judgments awarding puni-
tive damages. 

59	 The 2001 Hague Judgment Convention also estab-
lishes that partial recognition and enforcement may 
occur in Article 34, albeit with two alternative pro-
visions, outlined in paragraph G.IV.

II.	 Rationale 

60	 The CLIP Principles (in Article 4:101(6)), the Trans-
parency Proposal (in Article 404(1)) and the Joint 
Korean and Japanese Proposal (in Article 402) per-
mit severability of judgments. According to the com-
mentaries to the Transparency Proposal the reason 
for this rule is that “if grounds for refusal would ap-
ply to only a part of a foreign judgment or provi-
sional measures, refusing the recognition and en-
forcement of the entire judgment or order would 
be excessive, especially for the convenience of the 
parties. Accordingly the remaining part of the judg-
ment or order not subject to the grounds for refusal 
will be recognized or enforced, and only that part 
of the foreign judgment or provisional measure will 
have effect (Art. 404(1)).” According to the Transpar-
ency Proposal commentary then, the relevant rule 
also allows courts to reduce the scope of the judg-
ments or of the injunctions to be recognized and 
enforced. The commentary warrants full quotation: 
“the scope of effect of a judgment or order will be 
closely related to the content of the procedural due 
process granted to the parties in the court proceed-
ings in the foreign country where the judgment or 
order was given. Therefore it will be appropriate, in 
principle, to decide that scope in accordance with 
the law of that foreign country. However, if Japa-
nese procedural public policy (Art. 402(iii)) would be 
prejudiced, because the foreign judgment or provi-
sional measure in question has been given excessive 
effect in light of the fundamental principles of Japa-
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IV.	 Discussion

65	 From a comparative perspective, the partial recog-
nition and enforcement of judgments is a principle 
that is generally accepted. Thus, the ALI Principles’ 
silence with regard to the severability of foreign 
judgments is questionable. Yet, commentary to the 
Joint Korean and Japanese Proposal clarifies that the 
partial recognition of foreign judgments could be de-
rived from the general rule. This seems to be exactly 
the case with the ALI Principles since those Princi-
ples allow, for instance, recognising and enforcing 
partially foreign judgments on punitive damages. 
Thus, they could be interpreted as not impeding the 
partial recognition and enforcement of foreign judg-
ments even in cases other than those related to pu-
nitive damages. 

66	 Art. 34 of The Hague Draft Convention adopts two al-
ternatives on severability. Alternative A establishes 
that “[i]f the judgment contains elements which are 
severable, one or more of them may be separately 
recognised, declared enforceable, registered for en-
forcement, or enforced.” According to Alternative 
B, “[p]artial recognition or enforcement of a judg-
ment shall be granted where: a) partial recognition 
or enforcement is applied for; or b) only part of the 
judgment is capable of being recognised or enforced 
under this Convention; or c) the judgment has been 
satisfied in part.” Therefore the Convention explic-
itly supports the approach taken by all of the sets of 
Principles, aside from the ALI Principles, by accept-
ing the possibility of partial recognition and enforce-
ment of foreign judgments.

H.	Verification of jurisdiction

I.	  Differences 

67	 All sets of principles adopt the so-called standard 
of equivalence approach,96 under which, to be rec-
ognized and enforced abroad, a foreign judgment 
should have been rendered by a court that would 
have had jurisdiction according to the rules of each 
set of principles or that established its jurisdiction 
according to rules equivalent to the ones in the prin-
ciples. The sets of principles involved do not follow 
the mirror-image approach under which judgments 
can be recognized and enforced only if they were 
rendered by courts that ascertained their jurisdic-
tion on the basis of being identical to the princi-
ples. Thus, for all sets of principles, judgments for-
mally based on exorbitant grounds of jurisdiction, 
and thus incompatible with the international juris-
diction rules of those principles, can still be recog-
nised and enforced when the rendering court would 
have had jurisdiction under the principles them-
selves due to the existence of other connections be-

tween the dispute and the country of origin.97 The 
standard of equivalence approach is supported by 
the 2001 Hague Draft Convention in Article 27 as is 
discussed below in paragraph H.IV. However, the 
Transparency Proposal is not so clear on this point. 
This leads to different opinions with respect to the 
Proposal. In fact, even though according to one opin-
ion, this Proposal “adopts the view that the stand-
ards for indirect jurisdiction are identical to that for 
direct jurisdiction,”98 according to another view the 
approach adopted by this Proposal does not seem to 
be very much different from the CLIP Principles ap-
proach. This seems to be supported by the commen-
tary to the relevant CLIP Principles rule according 
to which, “under these Principles, where the for-
eign state in which the judgment was rendered and 
the requested state share the same jurisdictional 
rules, we are afraid it’s not reasonable to differenti-
ate between direct and indirect jurisdictions which 
would otherwise complicate recognition of foreign 
judgments. We considered creating different rules 
to govern the recognition and enforcement of for-
eign judgments rendered upon direct and indirect 
jurisdictions respectively. These rules should be in-
cluded in Part II (Jurisdiction). If such those rules are 
not found in Part II, it may be inferred that no such 
limitation be put upon foreign judgments to be rec-
ognized and enforced.”99

68	 For all Proposals it is not necessary to list the 
grounds of jurisdiction that are deemed to be insuf-
ficient because the connection with the direct juris-
diction rules required by all sets of principles to rec-
ognise and enforce the judgments is intended to be 
enough, and also “considering the potential appli-
cation of the Principles to judgments coming from 
any country in the world, it could not be a closed 
list.”100 Yet, the understanding of the CLIP Principles 
by Prof. De Miguel Asensio is that among those un-
acceptable grounds are to be included “jurisdiction 
founded solely on the document instituting the pro-
ceedings having been served on the defendant dur-
ing his temporary presence in the rendering coun-
try, or jurisdiction based only in the presence within 
the country of origin of property belonging to the 
defendant not directly related to the dispute.” 101

69	 However, there are also some differences among the 
sets of principles at stake. In fact, only the ALI Princi-
ples differentiate explicitly between mandatory and 
discretionary grounds for non-recognition, whereas 
the CLIP Principles reach implicitly the same result 
and the other sets of principles only provide for 
mandatory grounds of non recognition. 

70	 Also, with regard to default judgments, only the ALI 
Principles impose additional controls on foreign 
judgments in the form of a verification of jurisdic-
tion under the law of the rendering State. See also 
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paragraph C.I. on default judgments, and paragraphs 
C.II. and C.IV. for a discussion.

II.	 Rationale 

71	 All sets of principles adopt the standard of equiv-
alence approach, which requires that the connec-
tion between the dispute and the rendering court 
be equivalent to the connections that may provide 
direct jurisdiction under the respective principles. 
The rationale for following this approach is to pro-
vide the requested court with the necessary flexibil-
ity in a multilateral context where States do not have 
the same direct jurisdiction rules among themselves 
and even with regard to the sets of principles.102  

72	 In addition, this approach allows courts to follow 
more the “purposes of the system of recognition and 
enforcement of foreign judgments,” which “are to 
establish the well-balanced international order for 
movement of judgments by giving weight to, inter 
alia, (a) the convenience of the parties, (b) the pre-
vention of incompatible judgments, (c) judicial econ-
omy, and (d) the maintenance of public policy. In any 
particular case of recognition and enforcement, indi-
rect jurisdiction will be examined taking the stand-
ard for direct jurisdiction and these purposes into 
consideration.”103 Also, this approach is in line with 
the one followed more on a comparative perspective, 
as will be explained in paragraph H.III. 

73	 	With regard to default judgments the ALI Principles 
alone impose additional controls upon foreign judg-
ments by also requiring verification of jurisdiction 
under the law of the rendering State. The Comments 
to the ALI Principles describe the reason for this as 
needing to provide a “‘second look’ on jurisdictional 
issues that is necessary to safeguard due process in-
terests in the absence of a multidistrict coordination 
authority.”104 This seems to go too far however, as 
verification of jurisdiction under the law of the ren-
dering state is an obligation between the states of the 
U.S., and the idea does not translate well into the in-
ternational context (see paragraph H.IV. below for 
further discussion on this point related to default 
judgments).105

III.	 International Context

74	 The Brussels system outlines that there may be no 
review of a court’s jurisdiction regarding a judgment 
to be recognised and enforced, provided that the 
rendering court belongs to a State that is party to 
the Brussels system, independently of whether this 
court applied the Brussels rule on direct jurisdiction 
or its national rules referred to by Art.4 of the Brus-
sels I Regulation. There are, however, some excep-

tions to this rule, so that jurisdiction can be reviewed 
when the judgment concerns matters of insurance 
and consumer contracts, or where the rules of ex-
clusive jurisdiction are involved (art.35). The Pocar 
Report on the Lugano Convention explains that the 
working party originally considered removing any 
references to reviewing jurisdiction, but it was de-
cided that some exceptions to the general rule that 
courts shall not review the jurisdiction of the court 
of origin should remain.106

75	 As for the national rules it is worth noting that while 
the mirror-image approach is followed by certain na-
tional codifications of private international law107 as 
well as several international conventions, the stand-
ard of equivalence approach has attained significant 
acceptance from a comparative perspective.108 For 
instance, in Japan, Article 118(i) of the Code of Civil 
Procedure provides that “[t]he jurisdiction of the 
foreign court is recognized under laws or regula-
tions or conventions or treaties.” This rule is inter-
preted according to the sense that the foreign court 
must have jurisdiction in the view of Japanese law.109 
According to a Japanese Supreme Court ruling of 28 
April 1998, the rules grounding the jurisdiction of 
foreign courts shall not be identical to the Japanese 
ones, but should be equivalent and the equivalent 
requirement should be assessed in light of the cir-
cumstances of the case.110

IV.	 Discussion

76	 All sets of principles adopt the standard of equiv-
alence approach, which requires that the connec-
tion between the dispute and the rendering court 
be equivalent to the connections that may provide 
direct jurisdiction under the respective principles. 
This approach shall be favoured because it facilitates 
the necessary flexibility and is in line with the more 
adopted approach  from a comparative perspective. 
In the light of the same flexibility, the approach of 
the ALI Principles (explicitly) and of the CLIP Prin-
ciples (implicitly) with regard to the discretionary 
grounds to deny the recognition and enforcement of 
foreign judgments is to be welcomed. In contrast, the 
Joint Korean and Japanese Proposal and its related 
commentary do not seem to be so clear on the point. 

77	 Under the Hague Draft Convention, according to Art. 
27 on “Verification of jurisdiction,”  “1. The court ad-
dressed shall verify the jurisdiction of the court of 
origin. 2. In verifying the jurisdiction of the court 
of origin, the court addressed shall be bound by the 
findings of fact on which the court of origin based its 
jurisdiction, unless the judgment was given by de-
fault. 3. Recognition or enforcement of a judgment 
may not be refused on the ground that the court 
addressed considers that the court of origin should 
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have declined jurisdiction in accordance with Arti-
cle 22.” Those rules apply the standard of equiva-
lence approach to determine at the recognition and 
enforcement stage whether the jurisdiction of the 
court of origin is acceptable, as opposed to the mir-
ror-image principle, because the standards to as-
sess the jurisdiction of the rendering court need not 
be identical with the direct jurisdiction rules of the 
Draft Hague Convention. Therefore, the Hague Draft 
Convention supports the approach taken by all of the 
sets of Principles. Under Article 27(1), the Report to 
the Hague Draft Convention states that the court can 
take the initiative to investigate the court of origin’s 
jurisdiction, without the debtor raising the issue.111

78	 With regard to default judgments the ALI Principles 
impose additional controls on foreign judgments in 
the form of verification of jurisdiction under the law 
of the rendering State. Yet, such a verification of the 
jurisdiction under the law of the rendering state, 
which is imposed between the states of the U.S. by 
the rules on full faith and credit, does not seem ap-
propriate in the case of judgments rendered in for-
eign countries.112 

I.	 Validity and registration

I.	 Differences 

79	 All sets of Principles present the following similari-
ties. First, they allow recognition and enforcement 
of foreign judgments on registered IPRs over own-
ership and entitlement issues that are not covered 
by the exclusive jurisdiction rules, even though the 
recognition and enforcement of such decisions re-
quires changes in the records of the registries of the 
State that granted the IPR at stake. Second, all sets of 
Principles allow for recognition and enforcement of 
foreign judgments rendered in infringement or con-
tractual proceedings where the IPR validity issue was 
incidentally raised and addressed by courts sitting in 
a State that was not the country of registration, pro-
vided that the decision resulting from such a dispute 
does not affect the validity or registration of those 
rights as against third parties, or as against the same 
parties to the dispute at stake in subsequent pro-
ceedings, thus having no binding effect beyond the 
proceeding concerned. This approach is supported 
by Article 12(6) of the 2001 Hague Draft Convention. 

80	 Yet, the different scope of exclusive jurisdiction 
rules in the ALI Principles, the CLIP Principles, the 
Joint Korean and Japanese Proposal, and the non-ex-
istence of those rules in the Transparency Proposal 
plays an important role with regard to the recogni-
tion and enforcement of foreign judgments. Thus, 
since the Transparency Proposal does not encom-
pass exclusive jurisdiction rules covering validity 

issues of foreign registered IPRs principally raised 
(under certain requirements), Art. 402.(i) does not 
preclude the recognition and enforcement of for-
eign judgments rendered when validity has been 
principally challenged. However, Article 404(2) 
does provide that a decision concerning the valid-
ity of a foreign IPR is only effective “to resolve the 
dispute between the parties to the litigation.” The 
same result is reachable according to the ALI Prin-
ciples, which adopt a limited exclusive jurisdiction 
rule and allow for the exercise of jurisdiction over 
foreign IPRs validity issues principally raised under 
certain conditions, provided that the effects of the 
decisions on those issues are limited to the parties of 
the proceeding at stake. In contrast, the CLIP Princi-
ples and the Joint Korean and Japanese Proposal do 
not allow for adjudication of validity issues princi-
pally raised by foreign courts and therefore do not 
allow the recognition and enforcement of foreign 
judgments on validity principally raised, not even 
with effects limited to the parties of the proceeding. 
The 2001 Hague Draft Convention supports the CLIP 
Principles and the Joint Korean and Japanese Pro-
posal in regards to validity issues principally raised, 
since it does not allow for adjudication of validity is-
sues principally raised by foreign courts, as is out-
lined below in paragraph I.IV. 

81	 When the validity or scope of a IP right on which a 
foreign judgment is based is discrepant with that of 
one in the granting country, the literature comment-
ing on the Transparency Proposal suggests applying 
the public policy exception in order to not recognise 
the foreign judgments at stake.113 “Such a case oc-
curs, for example, when a Japanese patent right had 
already been invalidated by a final and binding trial 
decision of the Japanese Patent Office at the time of 
conclusion of oral proceedings in a foreign court, 
or when, although the scope of claims had been re-
stricted by a trial decision of correction or the Japan 
Patent Office, a foreign judgment awarded compen-
sation of damages or ordered injunction based on 
the original claims. In these cases, the contrariety 
to public policy may be assumed, because in these 
cases it is safe to say that the factual premise of the 
foreign judgment had been mistaken by the foreign 
court.”114 Yet with regard to the effect of subsequent 
invalidation of IPRs on earlier infringement judg-
ments that became final, the commenting literature 
to the Transparency Proposal makes clear that even 
though there are discussions on the possibility of ap-
plying the public policy exception to avoid recognis-
ing the foreign judgment on infringement at stake, 
“this is an issue to be further discussed and hence 
the Transparency Proposal is not yet in the position 
to decide its standpoint.”115 The literature comment-
ing on the CLIP Principles also seems to suggest the 
non-recognition of the foreign judgment at stake at 
least when a non-validity challenge is pending be-
fore the requested state.116  For more about the pub-
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lic policy exception in relation to exclusive jurisdic-
tion, see infra paragraph M.I. (the tenth point).

82	 Finally only the literature commenting on the CLIP 
Principles refers to the impossibility of recognis-
ing foreign judgments resulting from proceedings 
which, have as their object, the validity or legality of 
entries in these public registers related to copyright, 
and therefore that are based only on a facilitation of 
evidence purpose since the recognition would deter-
mine a change in the registry at stake.117

II.	 Rationale 

83	 All of the sets of Principles here analyzed adopt rules 
that demonstrate the decisive role of exclusive ju-
risdiction rules not only directly in allocating com-
petence to the courts but also indirectly in the stage 
related to the recognition and enforcement of for-
eign judgments. Yet, this rationale is well expressed 
by the Joint Korean and Japanese Proposal’s com-
ments according to which such a rule on recogni-
tion and enforcement of judgments on validity and 
registration of foreign IPRs “should be located in 
the jurisdiction chapter […] and it would be suffi-
cient. Nevertheless, we wrote and include this Arti-
cle for clarity.” Also, the literature commenting on 
the CLIP Principles is clear on the point by stating 
that “the interpretation and scope of the exclusive 
jurisdiction rules are decisive not only directly to al-
locate competence to the courts but also indirectly 
because due to their mandatory character they may 
decisively influence non-recognition of foreign judg-
ments. A judgment which falls foul of the provisions 
on exclusive jurisdiction does not benefit from the 
system of recognition and enforcement under the 
Principles.”118

84	 	Yet, all sets of Principles favor the recognition and 
enforcement of foreign decisions on disputes in 
which not only the infringement of rights registered 
in countries other than the adjudicating country is 
addressed, or the first entitlement and ownership of 
the same right, but also when their validity or reg-
istration is raised incidentally and sometimes even 
principally, even though these Principles limit the 
effects of the recognition and enforcement of the 
decisions on validity to the parties of the proceed-
ing. “This approach facilitates the adjudication be-
fore the courts of a single country of infringement 
claims in cases in which validity is incidentally chal-
lenged because it makes possible the cross-border 
enforcement of decisions rendered in these situa-
tions.”119 The rationale underlying the recognition 
and enforcement of such decisions is to foster ef-
fective cross-border litigation. The ALI Principles’ 
Comment on this point warrants full quotation: “as 
patent law becomes harmonized and more national 
trademarks and patents stem from single, multi-ju-

risdiction applications (such as the Madrid Agree-
ment, the PCT or the EPC), the need to limit the ef-
fect of declarations of invalidity may recede.”120 This 
comment is reasonably extendable, mutatis mutandis, 
to all IPRs – not just  patents and trademarks. The 
literature commenting on the CLIP Principles ren-
ders it clear that “the rationale behind the exclusive 
jurisdiction established in Article 2:401 CLIP Princi-
ples rests on the close connection of certain disputes 
with the public proceedings that determine the ex-
istence of the exclusive right and with the function-
ing of the public registries involved. The scope of 
the exclusive jurisdiction must be limited to what 
is essential to achieve its purposes.  Therefore, not 
all disputes that may result in decisions that can be 
the basis for changes in the records of the registries 
of a state fall within the exclusive jurisdiction of the 
courts of the respective state. Judgments on some of 
those issues may not be concerned with the regis-
tration, grant, or the validity of the IP right as such. 
Only judgments that interfere in the functioning or 
operation of the public registry may be deemed to 
have as their object the registration of the right.”121

85	 All sets of Principles invoke the public policy excep-
tion in order not to recognize and enforce a judg-
ment on the infringement of a foreign IPR where 
the validity was adjudicated incidentally, in favor of 
a subsequent judgment on the validity of the IPR at 
stake rendered by the court of its registration state. 
Yet, the literature commenting on the Transparency 
Proposal tempers this result with regard to the ef-
fect of subsequent invalidation of IPRs on earlier in-
fringement judgments that became final, as is re-
ferred to in the relevant public policyparts. 

86	 Finally, the literature commenting on the CLIP Prin-
ciples makes it clear that “under the rationale of Ar-
ticle 2:401 it may be appropriate to conclude that for-
eign judgments resulting from proceedings which 
have as their object the validity or legality of entries 
in these public registers cannot be recognized in the 
country where the registry is kept.”122

III.	 International Context

87	 At the international and universal level, rules im-
peding recognition and enforcement of foreign judg-
ments dealing with issues related to IPRs granted by 
countries other than the State of the rendering court 
are absent. In contrast, The Hague Convention on 
Choice of Court Agreements provides an important 
example of an international convention explicitly al-
lowing for the recognition and enforcement of judg-
ments that contain an incidental ruling on the va-
lidity of IPRs. Thus, although Article 2(2) leaves the 
validity and infringement of IPRs other than copy-
right and related rights outside the scope of appli-
cation of the Convention, save where infringement 
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proceedings are brought for breach of a contract be-
tween the parties relating to such rights, the Con-
vention allows in Article 10(3) for the recognition 
and enforcement of judgments in which the validity 
of IPRs arises as a preliminary question in infringe-
ment proceedings for breach of a contract, includ-
ing a choice of court agreement. 

88	 In the EU/EFTA framework, Article 35 of the Brus-
sels system establishes that a judgment shall not be 
recognised if it conflicts with Section 6 of Chapter II, 
which establishes the exclusive jurisdiction rule con-
cerning foreign IPRs validity issues principally and 
incidentally raised. However, foreign judgments on 
IPRs claims that do not fall within the exclusive ju-
risdiction rules shall be recognised and enforced by 
the requested EU Member State, namely decisions 
concerning infringement of foreign IPRs, both un-
registered and those subject to registration, as well 
as decisions concerning the validity of foreign un-
registered IPRs. In addition, although exclusive juris-
diction rules exist with respect to foreign registered 
IPRs validity claims even incidentally raised, judg-
ments on those claims are also being recognised and 
enforced, at least when a non-validity challenge is 
not pending before the court of the enforcing coun-
try.123 Finally, the understanding of the Brussels sys-
tem that the foreign judgment on validity of an IPR 
given by the court at the place of registration having 
an exclusive jurisdiction on this issue cannot be rec-
ognised if in the requested State another judgment 
was already rendered or a third State already recog-
nised another judgment on the infringement of the 
same IPR is notable. This is true even if this last judg-
ment had also adjudicated the validity issue inciden-
tally raised if the two judgments lead to irreconcila-
ble results.124 This understanding acknowledges the 
breach to exclusive jurisdiction rules of the Brussels 
system as interpreted by the ECJ in GAT that derives 
from the preference given to the latter judgment on 
the former. To overcome this breach, then, the inter-
pretation at stake purports to apply the Brussels sys-
tem under the presumption that the court that ren-
dered the infringement judgment that  excludes the 
recognition of the validity judgment did not adjudi-
cate on the validity incidentally raised “for defini-
tion”125 in conformity with the GAT judgment. So in-
terpreted, in fact, the two judgments would not lead 
to different results and therefore the judgment on 
validity could be recognised even if contrary to the 
judgment on the infringement, which is presumed 
not to have entered into the validity issue. It is to 
be noted that the same understanding that a judg-
ment on validity is reconcilable with a judgment on 
infringement that adjudicated the validity inciden-
tally differently to the judgment on the validity is-
sue principally raised, is adopted, for instance, with 
respect to purely internal cases in the Italian system 
by the Supreme Court.126  

89	 At the national level, while certain rules refuse rec-
ognition and enforcement of foreign judgments that 
adjudicated the validity of registered IPRs of the re-
quested State,127 those rules do not impede recog-
nition and enforcement when the judgments in 
question relate to unregistered IPRs validity and in-
fringement issues, or in the case of registered IPRs 
infringement claims and validity issues incidentally 
raised. 

90	 In addition, certain national systems go even fur-
ther and establish that foreign infringement and va-
lidity decisions on IPRs of the requested State that 
have been recognised and enforced in the requested 
State and that have become res judicata are typically 
not affected by a subsequent declaration of invalid-
ity by a requested State to the extent the judgments 
at stake have been enforced prior to the requested 
State’s declaration of invalidity.128 

91	 Other legal systems are even more advanced. For 
example, in Japan, it seems to be possible to recog-
nise and enforce a foreign judgment on a Japanese 
IPR infringement claim or on the incidental validity 
of this right, even if the status of the Japanese IPR in 
question is now different to what it was at the time 
the foreign judgment was rendered if the change 
in status arose after the termination of the foreign 
proceedings.129 

92	 Certain legal systems go even further and allow na-
tional courts not only to recognise and enforce for-
eign judgments on national IPRs claims, but also to 
adopt those judgments in order to preclude litiga-
tion in the forum State concerning national parallel 
IPRs cases. Among those systems is the U.S. system, 
where courts have already applied in several cases 
the doctrines of res judicata and collateral estoppel to 
use foreign judgments related to foreign IPRs claims 
to preclude litigation in the U.S. concerning national 
parallel IPRs cases on the corresponding relevant 
issues. Those cases enable the conclusion that “US 
courts have doctrinal authority to apply the doc-
trines of res judicata and collateral estoppel to pre-
vent parties from making their transnational intel-
lectual property disputes ‘a war of attrition’. To date, 
they have shown some willingness to apply collat-
eral estoppel.”130 It is evident that certain U.S. deci-
sions have rejected attempts to rely on foreign judg-
ments concerning foreign IPRs to preclude litigation 
in U.S. courts on the same issues of corresponding 
U.S. IPR, considering that the foreign judgments in 
question do not present the same issues as U.S. IPR 
disputes.131 However, “none of the[se] decisions fore-
close courts from exercising this option.”132  
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IV.	 Discussion

93	 In light of the need to effectively enforce cross-bor-
der IPRs, the approach adopted by all sets of Prin-
ciples favoring the recognition and enforcement of 
foreign decisions in disputes in which not only the 
infringement of rights registered in countries other 
than the adjudicating country is addressed, or the 
first entitlement and ownership of the same right, 
but also when their validity or registration is raised 
incidentally and sometimes even principally (ALI 
Principles, Transparency Proposal), limiting how-
ever the effects of the recognition and enforcement 
of the decisions on validity to the parties of the pro-
ceeding, is to be particularly favored. There is a trend 
in this respect in the international context. The 2001 
Hague Draft Convention, supports this result, by not 
impeding the recognition of judgments on validity 
issues incidentally raised.

94	 Furthermore, in light of what has been said with re-
spect to the need to also overcome exclusive juris-
diction rules for registered IPRs validity issues prin-
cipally raised, that the ALI Principles as well as the 
Transparency Proposal do not preclude the recogni-
tion and enforcement of foreign judgments rendered 
on validity issues principally addressed by courts 
sitting in a State that is not the country of registra-
tion of the rights whose validity has been princi-
pally challenged, is to be welcomed, albeit the de-
cision resulting from such a dispute is enforceable 
only between the parties to the litigation, thus it has 
no binding effect beyond the proceeding concerned. 

95	 The Principles refer to the public policy exception in 
cases of conflicts between a decision on validity inci-
dentally raised, taken by courts sitting in a State that 
is not the country of registration of the rights, and 
a judgment on validity principally raised adopted 
by courts sitting in the State of registration of the 
rights. Yet, the commentaries to the Transparency 
Proposal explicitly ground this possible adoption of 
the public policy exception not on the need to safe-
guard exclusive jurisdiction rules (which the Pro-
posal does not establish anyway), but on the fact that 
the judgment to be recognised is grounded on false 
factual premises. Furthermore, the possibility left 
open by the Transparency Proposal that “non recog-
nition of the foreign judgment should not always be 
expected despite the fact that the status of IP rights 
in the granting country is now different due to the 
changes which arose after the termination of the 
foreign proceedings”133 is a good approach to take. 
This restrictive approach is also in line with the un-
derstanding of the Brussels system.

J.	 Finding of facts

I.	  Differences 

96	 Rules on the finding of facts are absent in the Trans-
parency Proposal.134  By contrast, the other three 
sets of Principles prevent the court from re-exam-
ining the “finding of facts”(4:203 CLIP) or the “sub-
stance or merit” (Art.401.2 Waseda) to the rendering 
court.  According to Section 401(2) of the Joint Ko-
rean and Japanese Proposal, “[a] foreign judgment 
may not be reviewed as to its substance or merits.”  
The Comments to the Joint Korean and Japanese Pro-
posal explicitly state that this provision “includes 
the stipulation that the requested court shall be 
bound by the facts found by the rendering court.”135  

97	 Under the CLIP Principles, this limitation relates 
only to the verification of jurisdiction. The ALI Prin-
ciples and the Joint Korean and Japanese Proposal 
extend such a limitation to the verification of all re-
quirements that shall be met in order for a foreign 
judgment to be recognised and enforced. The 2001 
Hague Draft Convention follows the approach of the 
CLIP Principles, in Article 27.2, and limits re-exam-
ining the facts only in relation to the verification of 
jurisdiction, as is outlined below in paragraph J.IV.  
The limitation related to the finding of facts ap-
plies also to default judgments under both the CLIP 
Principles and the ALI Principles, unlike the Hague 
Draft Convention where it does not extend to de-
fault judgments. 

II.	 Rationale 

98	 The rules preventing the requested court from 
re-examining the relevant facts present in the CLIP 
Principles (only with respect to the verification of ju-
risdiction)136 as well as in the Joint Korean and Japa-
nese Proposal and in the ALI Principles (with regard 
to the verification of all requirements to be met by 
a foreign judgment in order for it to be recognised 
and enforced abroad), aim at avoiding duplication 
and waste of resources,137 since “rearguing facts is 
costly and time consuming. The traditional private 
international law restriction on re-examining factual 
predicates represents an attempt to strike a balance 
between the interest in finality and the interest in 
accuracy.”138 Also,  these rules are “common to most 
international instruments dealing with the recogni-
tion and enforcement of foreign judgments.”139 As 
Professor Dessemontet pointed out “assessment by 
the court in the State where enforcement is sought 
would always be based on the facts as stated in the 
foreign judgment. Hence, at least with respect to the 
facts, the case would not have to be re-litigated.”140
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99	 Yet, the limitation of this rule to the verification of 
jurisdiction posed by the CLIP Principles is in line 
with the current situation in those legal systems that 
do not have a concept of issue preclusion in their res 
judicata doctrine, whereas the broader scope of the 
same rule in the ALI Principles is grounded on the 
concept of issue preclusion in the common law coun-
tries, especially the U.S.141 

100	Finally, the absence of such a limitation in the Trans-
parency Proposal is based on the fact that “concern 
rests upon keeping the requested court from un-
duly reviewing indirect jurisdiction and thus from 
failing to sufficiently protect the defendant’s pro-
cedural rights.”142

III.	International Context

101	A  “traditional private international law restric-
tion”143 adopted by “quite a few international con-
ventions”144 is that in its verification of the render-
ing court’s jurisdiction the requested authority shall 
be bound by the findings of fact on which the ren-
dering State’s court based its jurisdiction. At the in-
ternational level see, for instance, the Hague Draft 
Convention already recalled, as well as Art. 25 of The 
Hague Convention on Jurisdiction, Applicable Law, 
Recognition, Enforcement and Co-operation in Re-
spect of Parental Responsibility and Measures for 
the Protection of Children of 1996. At the EU level 
see Article 35(2) Brussels I Regulation, according to 
which, “In its examination of the grounds of juris-
diction referred to in the foregoing paragraph, the 
court or authority applied to shall be bound by the 
findings of fact on which the court of the Member 
State of origin based its jurisdiction.”145 

IV.	Discussion

102	The rules preventing the requested court from 
re-examining the relevant facts present in the CLIP 
Principles, Joint Korean and Japanese Proposal and 
the ALI Principles avoid a waste of resources and 
therefore shall be favored.146 According to Art. 27.2 
of the Hague Draft Convention on Verification of Ju-
risdiction, “in verifying the jurisdiction of the court 
of origin, the court addressed shall be bound by the 
findings of fact on which the court of origin based its 
jurisdiction, unless the judgment was given by de-
fault.” Thus, this limitation only applies to the ver-
ification of jurisdiction, supporting the approach 
taken in the CLIP Principles, but not to other cir-
cumstances. Furthermore, the limitation related to 
the finding of facts does not concern default judg-
ments. The concerns at the absence of those rules 
in the Transparency Proposal related to those find-

ings can be addressed by the recourse to the public 
policy exception. 

K.	 Jurisdiction rules protecting 
consumers or employees

I.	 Differences

103	The CLIP Principles are the only set of Principles to 
include rules on the recognition and enforcement 
of foreign judgments manifestly incompatible with 
specific jurisdictional rules protecting consumers 
and employees. Yet, those principles adopt a flexible 
approach leaving to the court discretion ins deciding 
whether to recognise the foreign judgment at stake 
or not. Also, “this ground for non-recognition is to 
be interpreted restrictively, because it requires that 
the foreign judgment is ‘manifestly incompatible’ 
with the specific jurisdictional rules protecting con-
sumers or employees in the state of recognition.”147

104	No such rules are present in the ALI Principles, the 
Transparency Proposal, or the Joint Korean and Jap-
anese Proposal. However, in some cases, interna-
tional jurisdictional protection of consumers and 
employees may be regarded as a public policy is-
sue and then the general clauses of public policy in-
cluded by the three sets of Principles at stake may 
be used to decline recognition and enforcement of 
a foreign judgment that is clearly discrepant with 
such protection. Furthermore, with regard to the 
ALI Principles, Section 403(1)(f) may be relevant, be-
cause it establishes a mandatory ground for non-rec-
ognition of foreign judgments when the rendering 
court exercised jurisdiction on the basis of a stand-
ard form choice of court agreement, which was con-
trary to the safeguards mentioned in § 202(4). Thus, 
although this Section applies generally to situations 
in which standard form agreements are used and 
only foresees involvement in choice of forum agree-
ment cases, it could play a role in consumer and em-
ployee contracts in which a standard form agree-
ment is used.	

II.	  Rationale 

105	The only sets of Principles with special rules specifi-
cally aimed at consumers or employees are the CLIP 
Principles. These rules were adopted to reflect the 
fact that many countries have adopted legislative 
rules on jurisdiction aimed at protecting consumers 
and employees148 and are grounded in the fact that 
there is no common understanding on the grounds 
for jurisdiction in relation to the matters at stake.149 
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III.	 International Context

106	In the international legal order, due to the diver-
sity of the standards on consumer and employee 
protection both at the substantive and at the PIL 
level, uniform jurisdiction and enforcement rules 
in global conventions have not been adopted as of 
yet. Furthermore, those rules were greatly debated 
and raised “insurmountable problems”150 in the ne-
gotiations at the Hague Conference on the proposed 
Convention on Jurisdiction and Foreign Judgments 
in Civil and Commercial Matters, and in the end it 
did not include jurisdictional rules specifically pro-
tecting consumers or employees. The 2005 Hague 
Convention on Choice of Court Agreements excludes 
consumer and employment contracts from its scope 
of application (Article 2.1).151 

107	At the EU level, Art. 35.1 of the Brussels system does 
not include the jurisdiction rules on  employee pro-
tection subject to mandatory verification at the stage 
of recognition and enforcement. The Pocar Report 
to the Lugano Convention explains that the idea of 
adding the violation of rules of jurisdiction on in-
dividual employment contracts to the group of ex-
ceptions that allow verification of the court of or-
igin’s jurisdiction was ultimately rejected. This is 
because in employment disputes, the employee nor-
mally brings the action. Therefore, if the employee is 
trying to gain recognition of the ruling in his or her 
favor in a foreign court, allowing the court to verify 
the jurisdiction of the court or origin will normally 
benefit the employer (as the defendant), by delay-
ing proceedings.152

108	At the national level, States adopt highly differ-
ent levels of protection in their respective sub-
stantive and PIL rules on consumer and employee 
protection.153

IV.	 Discussion

109	The CLIP Principles inclusion of a specific rule re-
lated to the recognition and enforcement of foreign 
judgments manifestly incompatible with specific ju-
risdictional rules protecting consumers and employ-
ees is to be welcomed.  It is true that the same practi-
cal outcome can be reached throughout the general 
clauses of public policy included by the other three 
sets of Principles. Nevertheless, given the excep-
tional nature of such a clause it is better to rely on a 
more specific provision. The same can be said with 
regard to the possibility of relying on Section 403.1.f 
of the ALI Principles to achieve consumer and em-
ployee protection with respect to international ju-
risdiction. Hence, this Section only envisages cases 
in which a choice of forum agreement is involved, 

which is not always the case in consumer and em-
ployee situations.

L.	 Provisional and 
protective measures

I.	 Differences

110	Under the ALI Principles and the CLIP Principles, 
provisional measures adopted by courts that do not 
have the jurisdiction to hear the merits cannot be 
recognized or enforced abroad, in line with the ap-
proach adopted by the proposal to recast the Brus-
sels Regulation (Art. 2 of the Commission Proposal), 
by the European instruments on unitary industrial 
property rights and by the Hague Draft Convention, 
as will be outlined below in paragraphs L.III. and L.IV. 
respectively. The CLIP Principles clarify that this re-
strictive approach does not preclude the application 
of a more liberal approach i.e. in a context of regional 
integration or under a conventional regime, accord-
ing to the favor recognitionis principle.154 In contrast, 
the Joint Korean and Japanese Proposal is unclear 
on the point, although the explanatory notes seem 
to adopt the same requirement by stating that “it is 
meaningful to clarify that extraterritorial enforce-
ment is available only for provisional or protective 
measures rendered in the state that has the jurisdic-
tion to hear the merits.”155 The Transparency Pro-
posal does not adopt this requirement, which can 
lead to different results. 

111	Under the CLIP Principles, the Transparency Pro-
posal and the Joint Korean and Japanese Proposal, 
provisional or protective measures adopted inau-
dita altera parte cannot be recognised or enforced 
abroad. Although the ALI Principles do not expressly 
exclude the recognition and enforcement of ex parte 
provisional measures, the same conclusion can be 
reached under § 403 (1)(a)-(d). This provision en-
sures the respect of procedural guarantees, includ-
ing proper and timely notice and an opportunity to 
be heard. This criterion is in line with the Brussels 
system corresponding rule, as will be highlighted 
in paragraph L.III. Yet, the critics to this limitation 
pursued the Commission Proposal related to the re-
casting of the Brussels I Regulation to overcome it, 
as will be explained in paragraphs L.III. and L.IV.. 
Finally, the Transparency Proposal includes the re-
quirement that the measure should be adopted after 
the opposing party is given an opportunity to state 
an opinion on the validity of rights in question in the 
foreign proceedings in which the provisional meas-
ures were granted. While this requirement is not ex-
plicitly present under the other three sets of Princi-
ples, a similar result can be reached in practice since 
those sets of Principles grant to opponents the gen-
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eral right to be heard, which presumably would in-
clude the right to state an opinion as to the validity 
of the IPR involved. 

112	The Transparency Proposal includes the require-
ment that “if a court implements the execution of 
a provisional measure of a foreign court, the court 
may require the party seeking enforcement to pro-
vide security.” Yet, this requirement is not present 
under the other three sets of Principles. However, as 
mentioned above in paragraph D.I., a court requiring 
the party seeking enforcement to provide security 
is generally understood to also be compatible with 
the CLIP Principles.156

II.	 Rationale 

113	The limitation that provisional measures adopted by 
courts that do not have the jurisdiction to hear the 
merits cannot be recognised and enforced abroad 
is grounded in the traditional distinction between 
provisional measures adopted by a court competent 
over the merits and those adopted by a court lacking 
such jurisdiction. This approach is also in line with 
the view emerging in the international context, as 
will be recalled at paragraph L.III. Yet, the absence of 
this limitation in the Transparency Proposal seems 
to favor the recognition and enforcement of provi-
sional measures, in line with the view emerging in 
literature that criticises the limitation at stake.157 

114	The rationale of the limitation that provisional or 
protective measures adopted inaudita altera parte  is 
that although Art. 50.2 of the TRIPs Agreement al-
lows courts to adopt provisional measures inaudita 
altera parte,158 the TRIPs agreement does not harmo-
nise the standards concerning the protection of the 
right to be heard and the characteristics of ex parte 
procedures and does not impose on Member States 
an obligation to recognize foreign decisions on ex 
parte measures, since it does not address PIL issues. 
The exclusion of the recognition and enforcement 
of foreign measures adopted inaudita altera parte is 
grounded on the fact that those Principles are ap-
plicable to judgments rendered by countries where 
standards concerning the protection of the right 
to be heard and the characteristics of ex parte pro-
cedures may vary significantly. The same result is 
reachable under the Transparency Proposal’s corre-
sponding rule, which requires that the provisional 
measures should only be adopted if the opposing 
party was given an opportunity to state an opinion 
on the validity of rights in question in the foreign 
proceedings in which the provisional measures were 
granted.  The purpose of this rule is “to exclude for-
eign provisional measures that were issued simply 
based on a petition filed for the purpose of abuse or 
harassment on the basis of an IP right of dubious cre-
ation or existence.”159 In other words, this limita-

tion is posed “for the purpose of equally protecting 
the debtor, only when he/she is given an opportu-
nity to challenge the judgment shall such protec-
tive measures against him/her be recognized and 
enforced.”160

115	The Transparency Proposal also poses a rule that “if 
a court implements the execution of a provisional 
measure of a foreign court, the court may require 
the party seeking enforcement to provide security.”  
This rule reflects the reality that “provisional meas-
ures will sometimes be petitioned for in an IP or un-
fair competition dispute in order to pressure the 
obligor and just to observe his/her reaction and re-
sponse,” and therefore the purpose of this require-
ment “is to make good use of provision on security 
for testing the obligee’s seriousness about protect-
ing his/her own right.”161 Yet, the provision of se-
curity is based on the requested court’s discretion-
ary power. The other proposals do not explain why 
they do not provide this requirement, although as 
mentioned in paragraph L.I supra, a requirement for 
the party intending to enforce the judgment to pro-
vide security is generally understood to also be pos-
sible under the CLIP Principles.162

III.	International Context

116	In the international framework, the limitation that 
provisional measures adopted by courts that do not 
have jurisdiction to hear the merits shall not be rec-
ognised and enforced abroad is posed by Art. 23(b) 
of the Hague Draft Convention, as will be explained 
in paragraph L.IV. 

117	In the EU the limitation that provisional measures 
adopted by courts that do not have the jurisdiction 
to hear the merits shall not be recognised and en-
forced abroad is posed by Article 103.2 Council Regu-
lation (EC) No 207/2009 of 26 February 2009 on Com-
munity trademarks (OJ L 78, 24 March 2009, pp. 1-42, 
p. 25); and Article 90 Regulation (EC) 6/2002 of 12 De-
cember 2001 on Community designs (OJ L 3, 5 Janu-
ary 2002, pp. 1-24).163 The same limitation is posed 
by the 2010 Commission Proposal on the reform of 
the Brussels I Regulation, according to which for the 
purposes of recognition and enforcement, “the term 
‘judgment’ includes provisional, including protec-
tive measures ordered by a court which by virtue of 
this Regulation has jurisdiction as to the substance 
of the matter” (Art. 2). Yet, if the court that has ju-
risdiction as to the merits with regard to the rec-
ognition and enforcement adopts the provisional 
measure at stake, the Draft Proposal for a recast-
ing of the Brussels Regulation can lead to impor-
tant achievements, as Professor Ricolfi highlights: 
“let us imagine a provisional, including protective, 
measure issued by State A in our hypothetical case 
[…], concerning infringement of a patent in Germany 
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(Member State of the Court saised and of defend-
ant’s domicile) and in the UK. The infringement pro-
ceeding may well be stayed as far as the UK patent 
is concerned, if an invalidity issue is raised by de-
fendant; this rather unfortunate consequence may 
be rather effectively counterbalanced by the possi-
bility that the German Court may nevertheless give 
interim relief not only for Germany but also for the 
UK. The novel feature, indeed a giant leap forward, 
is that now this relief is immediately enforceable 
by combining Art. 36, 38(2)” on the abolition of ex-
equatur (see the paragraph on the recognition and 
enforcement procedures (R.)) “and the definition of 
judgments under Art. 3(a) of the Draft proposal.”164 
Furthermore, “even provisional, including protec-
tive, measures may be assisted by penalties. If this 
is the case,”165 then what will be mentioned in the 
paragraph on recognition and enforcement proce-
dures (paragraph R.) applies with regard to injunc-
tions as well. 

118	In the EU, the limitation that excludes from recogni-
tion and enforcement foreign provisional measures 
adopted without prior hearing to the adverse party 
and enforceable without prior service of process to 
that party (although Art.50(2) TRIPS as well as the EU 
enforcement Directive 2004/48 implementing TRIPS 
recognize those measures), is posed by the current 
version of the relevant rules of the Brussels System, 
as interpreted by the ECJ starting from the Denilauer 
case.166 Yet, critics to the Denilauer’s approach led 
the EU Commission to revisit it. In fact, Recitals 22 
and 25 of the 2010 Commission Proposal on the re-
form of the Brussels I Regulation recalls the harmo-
nisation rules of Directive 2004/48 on provisional 
ex parte measures, and Article 2(a) also extends the 
recognition and enforcement system of the Brussels 
Regulation to ex parte measures provided that “the 
defendant has the right to challenge the measure 
subsequently under the national law of the Member 
State of origin.”167 This more liberal approach is be-
ing favored by the literature according to which “the 
Commission is right to revisit the thirty-year-old 
Denilauler-jurisprudence […] and to clarify that [ex 
parte provisional] measures can be recognised and 
enforced on the basis of the Regulation if the defend-
ant has the ‘right to challenge the measure subse-
quently under the national law of the Member State 
of origin’ (Art. 2(a), Recital 25 4th sentence CP). As it 
has been pointed out in legal scholarship, both con-
sistency with Directive 2004/48/EC153 (which ex-
plicitly requires Member States to introduce ex parte 
relief) and the more flexible approach of both the ECJ 
and the ECHR in the interpretation of the right to be 
heard in the context of provisional measures mili-
tate in favour of such a more liberal approach.”168 

119	Finally, at the national level, certain countries do 
not allow recognition and enforcement of provisi-

onal and protective measures (e.g., see Italian Law, 
Japanese law).169

IV.	Discussion

120	The limitation proper to the ALI Principles, the CLIP 
Principles and the Joint Korean and Japanese Pro-
posal related to the provisional measures adopted 
by courts that do not have the jurisdiction to hear 
the merit and cannot be recognised and enforced 
abroad is in line with the same approach adopted by 
the Hague Draft Convention. This Convention says in 
Article 23: “[Alternative A. 1. A decision ordering a 
provisional and protective measure, which has been 
taken by a court seised with the claim on the mer-
its, shall be recognised and enforced in Contracting 
States in accordance with Articles [25, 27-34]. 2. In 
this article a reference to a provisional or protective 
measure means – a) a measure to maintain the sta-
tus quo pending determination of the issues at trial; 
or b) a measure providing a preliminary means of 
securing assets out of which an ultimate judgment 
may be satisfied; or c) a measure to restrain conduct 
by a defendant to prevent current or imminent fu-
ture harm.];” “[Alternative B. Orders for provisional 
and protective measures issued in accordance with 
Article 13 shall be recognised and enforced in the 
other Contracting States in accordance with Arti-
cles [25, 27-34].” Thus, both alternatives establish 
that provisional measures adopted by courts that 
do not have the jurisdiction to hear the merits shall 
not be recognized and enforced abroad: Alternative 
A by referring to “a decision ordering a provisional 
and protective measure, which has been taken by 
a court seised with the claim on the merits;” Alter-
native B by referring to “orders for provisional and 
protective measures issued in accordance with Arti-
cle 13” and thus by connecting Art. 23.A alternative 
b) to Art. 13 of the Hague Draft Convention. Yet, the 
Transparency Proposal’s absence of such require-
ment is in line with the view that criticiszs this lim-
itation, highlighting the “disadvantages” to which 
it may lead.170

121	The approach adopted by the CLIP Principles, the 
Transparency Proposal and the Joint Korean and Jap-
anese Proposal explicitly, and by the ALI Principles 
implicitly, with respect to the exclusion of the recog-
nition and enforcement of ex parte provisional meas-
ures can be criticized for the same reasons, mutatis 
mutandis, highlighted in relation to the correspond-
ent limitation of the current Brussels system, which 
led the EU Commission to overcome the limitation at 
stake.171 This approach could therefore be overcome 
by rules such as the favour recognitionis principle ex-
plicitly posed by the CLIP Principles and by allow-
ing the recognition of such measures in the context 
of regional integration, especially in light of the EU 
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Brussels system’s future overcoming of the limita-
tion at stake.172 

M.	Public policy

I.	  Differences

122	All sets of Principles refer to the public policy excep-
tion as a ground to refuse recognition and enforce-
ment of foreign judgments. Yet, the CLIP Principles 
refer to procedural public policy and substantive 
public policy in different rules, and the literature 
commenting on those principles discusses some ex-
amples from the CLIP Principles in a more general 
way.173 The Joint Korean and Japanese Proposal re-
fers to procedural public policy together with sub-
stantive public policy. In contrast, the Transparency 
Proposal refers to “public policy” without any fur-
ther distinction, but the literature accompanying the 
Transparency Proposal provides a very long and pre-
cise list of cases where public policy can be adopted. 
The ALI Principles refer to “public policy” as such, 
but then contain three specific grounds for non-rec-
ognition and enforcement in connection with pro-
cedure. The 2001 Hague Draft Convention also re-
fers to both substantive and procedural policy, as 
is outlined below in paragraph M.IV. Furthermore, 
the CLIP Principles and the Transparency Proposal 
both deem the rule on procedural public policy to 
be sufficient to refuse recognition in cases of fraud 
and therefore do not contain a separate ground for 
non-recognition related to fraud. This point is well 
explained by Professor Pedro de Miguel Asensio in 
his discussion of recognition and enforcement in 
the CLIP Principles: “fraud provisions in the field of 
recognition are typically aimed at providing a de-
fense against situations in which a fraudulent ac-
tion by the prevailing party deprived the other party 
of a reasonable opportunity to defend its case. To 
the extent that one of the parties, typically the de-
fendant was deprived of such an opportunity in the 
original proceedings, recourse to the provision on 
procedural public policy seems sufficient to refuse 
recognition.”174 In contrast, the ALI Principles do not 
deem the rule on procedural public policy to be suf-
ficient to deal with cases of fraud and therefore con-
tain a specific rule for non-recognition or enforce-
ment related to fraud in connection with procedure. 

123	Under the CLIP Principles, the incompatibility with 
public policy should be manifest to allow refusal to 
recognize and enforce a foreign judgment. Also, the 
Comments to the ALI Principles make clear that “the 
intent [of Section 403.1.a)-c) and e)] is to describe a 
narrow category of cases.”175 The intent of the Trans-
parency Proposal to describe a narrow category of 
cases is expressed well by the specifications of the 

public policy exception provided for by the corre-
sponding Comments or relevant literature inter-
preting the principles. In contrast, in the Joint Ko-
rean and Japanese Proposal concrete illustrations 
are lacking, except for typical cases referred to by 
the commentary on the rule on public policy and 
further specified in Articles 406 and 407, involving 
a foreign judgment that awards punitive damages 
and inconsistency with a precedent domestic judg-
ment.176 In contrast, the Joint Korean and Japanese 
Proposal does not refer either to the “manifest” in-
compatibility of the foreign judgment with the pub-
lic policy of the requested State, or to the “degree” 
of such incompatibility being of an important na-
ture, and therefore uses wording that does not im-
mediately highlight the exceptional character of the 
public policy rule. 

124	For simplification purposes, the following remarks 
will examine each of these specifications of the pub-
lic policy exception, with the footnotes recalling the 
relevant sets of principles that provide for the spec-
ification at stake, and with the text recalling ther-
ationales. Therefore, the corresponding paragraph 
M.II. will refer to this paragraph as far as the ration-
ale for each specification is concerned. 

125	Recourse to public policy can be adopted to deny 
recognition and enforcement of foreign judgments 
in the following cases. 

126	First, where a foreign judgment on the scope of a na-
tional patent has strong consequences on the avail-
ability of products necessary to meet health and 
safety requirements, the requested State may choose 
to adopt the public policy exception to deny recog-
nition of this type of judgment.177 

127	Second, the public policy exception may be adopted 
to exclude the recognition of a foreign judgment on 
the patentability of bio-technological inventions 
that can be interpreted in the requested State to be 
against human dignity.178 

128	Third, the public policy exception could be adopted 
to deny recognition to foreign judgments that dis-
regard the moral rights of authors.179 

129	Fourth, recognition of foreign judgments can be de-
nied when it is determined that the foreign court ad-
mitted evidence accessed through certain mecha-
nisms used to fight allegedly infringing activities on 
the Internet, but obtained in a way that failed to re-
spect the fundamental right to the accused infring-
er’s private life and data protection.180 

130	Fifth, recourse to procedural public policy can be 
made to refuse recognition and enforcement of for-
eign judgments when the foreign judgment was 
adopted without respecting the right of the parties 
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to substantiate their claims, in light of the fact that 
the parties had not been given “a proper opportu-
nity to produce allegations concerning the validity 
and scope of a right.” This is because in infringement 
proceedings, parties shall always be granted the op-
portunity to produce a defence of invalidation or a 
counter-defense of correction, since those defenses 
“concern the validity and scope of the right itself 
and will have a great influence on the conclusion of 
the disputes.”181  

131	Sixth, recourse to procedural public policy can be 
made to refuse recognition and enforcement of for-
eign judgments when the foreign judgment was 
adopted without respecting the right of the parties 
to present all relevant evidence, for instance, as a 
consequence of a fraudulent behaviour.182 

132	Seventh, the public policy exception can be adopted 
for refusing to recognize or enforce a foreign judg-
ment rendered on the basis of a procedure contrary 
to the right to a fair trial posed by Article 6 ECHR, as 
the ECtHR maintained on several occasions183 and 
the ECJ confirmed by interpreting the public pol-
icy exception of Article 34(1) of the Brussels I Reg-
ulation in light of the ECtHR jurisprudence on Arti-
cle 6 ECHR.184 

133	Eighth, the public policy exception can be adopted 
where a foreign court ruled on an invention that em-
ployed extremely advanced technology without the 
aid of specialists with sufficient knowledge to under-
stand the content of the invention.185 

134	Ninth, the public policy exception can be adopted 
to refuse recognition and enforcement of a foreign 
judgment in light of the fact that the judgment was 
concluded on matters “not to be decided in courts 
proceedings under the law of the granting coun-
try,” because in certain systems, such as Japan, the 
compulsory licence of patent rights and copyrights 
(award systems) are decided by administrative au-
thorities, and thus their adjudication by judicial-
bodies allowed under other systems, such as France, 
cannot recognised in the former systems due to the 
recourse to public policy.186

135	Tenth, “contrariety to public policy may come into 
question when the validity or scope of a IP right on 
which a foreign judgment is granted is discrepant 
with that in the granting country.”187 Yet, this re-
sult should be tempered: “there are discussions on 
whether or not circumstances after the delivery of 
a foreign judgment can be taken into account un-
der public policy where the system of automatic 
recognition is adopted.  Even if such circumstances 
can be taken into consideration, non-recognition 
of the foreign judgment should not always be ex-
pected despite the fact that the status of IP rights 

in the granting country is now different due to the 
changes which arose after the termination of the 
foreign proceedings. For example, when allegations 
on the invalidation or correction of a Japanese pat-
ent right had not been produced in a timely manner 
in foreign proceedings, or when the actual content 
of a request for correction to be made by the Japan 
Patent Office was discrepant from that asserted in 
foreign proceedings, there might be room to recog-
nize the foreign judgment in Japan. This conclusion 
might be justified, since, according to Article 104-3 of 
the Japanese Patent Act which allows parties to pro-
duce allegations for the invalidation of a patent in 
infringement proceedings, overdue allegations must 
be dismissed.”188 This conclusion finds support in the 
Transparency Proposal itself. First, the Proposal im-
plicitly rejects the safeguarding of exclusive juris-
diction rules as a grounding basis for a public pol-
icy exception, as it is not included in the list of cases 
provided for by the comments to the same Proposal, 
where the public policy exception can be adopted to 
refuse to recognize or enforce a foreign judgment. 
Second, while this proposal acknowledges the pos-
sibility of adopting the public policy exception for 
non-enforcement of a judgment that was based on 
the (in)validity or the scope of an IPR that is discrep-
ant with that in the granting country, it grounds this 
possibility not on the need to safeguard exclusive ju-
risdiction rules but rather on the fact that the for-
eign judgment at stake is based on a mistaken factual 
premise related to the validity of the IPR involved.189 
The same conclusion finds support in the compara-
tive perspective, particularly in light of the under-
standing of the Brussels system in relation with the 
inconsistency of judgments (see infra). 

136	Eleventh, according to the Transparency Proposal 
the public policy exception prevents recognition and 
enforcement of foreign judgments in cases where 
the judgment at stake does not apply certain provi-
sions of the granting State. In fact, the recourse to 
public policy can be grounded on the granting State’s 
nature of the rules that have not been applied regu-
lating “matters such as the filing of application, reg-
istration, or cancellation of registration” of IPRs;190 
“initial ownership for a right to obtain a patent;” 
“the existence, validity and initial ownership of a 
non-registered right, and matters such as the pro-
tection period, effect (scope of protection, etc.) and 
transferability of both registered rights and non-reg-
istered rights.”191 In fact, “it seems to be unargua-
ble that, for instance, grounds for the invalidation 
of patents should be governed only by the law of the 
registered country. In other words, these provisions 
are a sort of internationally mandatory rules, the ap-
plication of which is always to be ensured,” and “ap-
plication of such rules […] come into question under 
the Transparency Proposal because it does not pro-
vide for exclusive jurisdiction for the actions con-
cerning the validity of registered IPRs (see Article 
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103 and the Comments) and, as a result, even a for-
eign judgment determining the validity of patents 
of Japan or of a third country may be recognised and 
enforced in Japan. It cannot be accepted that those 
matters may not be governed by the law other than 
that of the registered country, even if the effect of 
a foreign judgment pertaining to the invalidity of a 
registered right is limited to having an inter partes 
effect as set forth in Articles 103(3) and 404(2).”192 
This approach is then in line with the opinion that 
to overcome  exclusive jurisdiction rules, it requires 
the requested State to verify the law applied by the 
court that rendered the judgment to be recognised 
and enforced.193 In any case, recourse to the pub-
lic policy exception to refuse to recognize and en-
force a foreign judgment with the aim of safeguard-
ing the granting State’s internationally mandatory 
rules shall be excluded in the following cases. First, 
when the foreign court did not apply the granting 
State’s rules on remedies for infringement of IPRs 
or IPRs contracts, since those provisions cannot be 
characterised as internationally mandatory rules. 
Second, when the foreign court failed to apply the 
granting State’s rules in case of IPRs ubiquitous in-
fringements, since “it cannot be supposed that the 
law of the granting country should always be applied 
in such a case.”194 Finally, under the principle of no 
review on the merits of foreign judgments in the 
recognition and enforcement stage, which is gen-
erally accepted around the world, the appropriate-
ness of the interpretation and the application of the 
granting State’s relevant rules by the foreign court 
cannot be questioned in principle. Consequently 
the requested court cannot refuse to recognize and 
enforce a foreign judgment in cases of misappro-
priation and misapplication of the granting State’s 
provisions. Similarly, from a judicial economy per-
spective the requested court cannot refuse to recog-
nize and enforce a foreign judgment when the ap-
plication of the relevant provision of a State other 
than the granting State, instead of this latter State’s 
mandatory rules “does not affect the conclusion of 
the judgment.”195 

137	Twelfth, the ALI Principles establish “some connec-
tion between the rules on applicable law and the 
rules on enforcement. If the original court did not 
apply the ALI Principles on applicable law, it need 
not recognize or enforce the foreign judgment.”196 In 
fact, the ALI Principles allow for the adoption of the 
public policy exception to deny recognition and en-
forcement of foreign judgments when the rendered 
court applied national laws or laws other than the 
ones established as applicable by the ALI Principles, 
i.e. without respecting the territoriality principle 
or awarding damages “deleteriously impact[ing] lo-
cal interests.”197 The reason for so doing is well ex-
pressed by the ALI Principles’ Comments, according 
to which “the Principles recognize that much of the 

controversy concerning adjudication of multiterri-
torial intellectual property claims derives from ap-
prehensions that the court will apply laws inappro-
priate to the multinational character of the case, in 
particular, that the court will apply its own State’s 
law to the full range of alleged infringements occur-
ring outside the forum. […] For this reason, Part III 
offers provisions on applicable law. The general rule 
of territoriality strongly informs these provisions 
[…] Judgments applying laws designated in a man-
ner consistent with territoriality will not be enforced 
and recognised.”198 “By contrast, both the CLIP Prin-
ciples and the Transparency Proposal seem to sepa-
rate these aspects completely.”199 In fact, the Trans-
parency Proposal explicitly declines this possible 
adoption of the public policy exception in relation 
to the recognition and enforcement of foreign judg-
ments issues, in light of the fact that “such a strict 
meaning of the principle of territoriality”200 should 
not be taken, accepting derogations to this princi-
ple on some occasions. The absence of control (save 
for the respect of the territorial nature of IPRs with 
regard to injunctions, see the relevant paragraphs 
related to the effects of judgments (E.)) is explained 
by the literature commenting on the CLIP Princi-
ples, emphasising that those principles are in line 
with the international trend to focus on the verifi-
cation of jurisdiction rather than on the verification 
of the law applied. In fact, “making enforcement of 
a foreign judgment conditional on the application 
of the right law inevitably leads to a very in-depth 
review of the case. In the end, this comes down to a 
review of the merits and this is exactly what recog-
nition and enforcement proceedings are supposed 
to avoid.”201 Yet, the literature commenting on the 
Transparency Proposal highlights that in patent law, 
procedural and substantive aspects are often inex-
tricably interwoven. In such cases, should a foreign 
judgment that applied a law different from the one 
designated by the applicable law rules of the enforce-
ment court be recognized and enforced? Wouldn’t 
that result in the rules of the enforcement court be-
ing bypassed and couldn’t this be problematic in 
situations where procedural and substantive issues 
are interwoven? In this respect, one could wonder 
whether the ALI Principles aren’t more appropriate, 
because they do establish a connection between the 
applicable law rules and the rules on recognition and 
enforcement.”202

138	Apart from the aforementioned exceptional situa-
tions, public policy is a last resort mechanism. There-
fore, even when the public policy exception can, in 
principle, be adopted to deny recognition and en-
forcement of foreign judgments, it should be limited 
in the following two ways. First, “the enforcement 
court should consider only the outcome of litigation, 
not the substance or procedure by which the out-
come was achieved. Second, the court should con-
sider how the outcome affects interests in the fo-
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rum State and whether any clash with local interests 
can be softened through the remedial procedures,” 
an approach that “allow[s] the enforcement court 
to tailor the remedy to local concerns”203 rather 
than to deny recognition and enforcement of the 
foreign judgment in question. “In fact, the reme-
dial approach is particularly appropriate in an in-
ternational setting, where cultural differences and 
levels of technological development are so widely 
disparate.”204 

139	In any case, a civil judgment based on a jury verdict, 
in principal, should not be regarded as contrary to 
public policy in countries that do not use civil ju-
ries.205 Also, differences with respect to the availa-
bility of discovery devices between the country of 
origin and the requested country should not be an 
obstacle to the enforcement of the judgment.206 Also, 
the CLIP Principles and the ALI Principles both pro-
vide that the public policy exception shall not be 
adopted with regard to punitive damages, since a 
part of those damages might be acceptable under 
the severability of the foreign judgment approach 
(see above). The Transparency Proposal also pro-
vides that sometimes the public policy exception 
will not be invoked in relation to punitive damages, 
and that “a part of punitive damages award might 
be acceptable in Japan.”207 The Comments to the ALI 
Principles provide that the public policy exception 
“should not provide an opportunity for relitigation 
of the case.” This requirement is also explicitly men-
tioned in the Transparency Comments. 

140	So, the different sets of Principles and their related 
commentaries and literature contain many differ-
ent public policy grounded specifications for the re-
fusal of recognition and enforcement. However, as 
discussed at paragraph M.IV. below, this does not 
necessarily mean the different sets of Principles will 
reach different results where the specifications men-
tioned differ between them.

II.	  Rationale 

141	Professor de Miguel Asensio explains the rationale 
for explicitly including both substantive and pro-
cedural public policy within the public policy ex-
ception: “Article 4:401 CLIP Principles refers to sub-
stantive and procedural public policy in separate 
provisions. Although in some conventions substan-
tive and procedural public policy are mixed in the 
same provision and some international, regional, 
and national instruments do not include a spe-
cific reference to procedural public policy, it has 
been considered appropriate to deal with substan-
tive and procedural public policy in different pro-
visions. This approach is also a feature of many na-
tional systems.”208 

142	The reasoning behind the rejection of the approach 
that provides for the specification of the public pol-
icy exception directly in the relevant rule, rather 
than in the corresponding commentary, is well ex-
pressed by the commentaries to the Transparency 
Proposal Comments:  first, “there were difficulties 
in creating an exhaustive list of stipulations due 
to the wide variety of circumstances peculiar to IP 
disputes” and second, “there were concerns raised 
that a public policy clause with a long list of consid-
erations would lead to the misconception that the 
Transparency Proposal was very reluctant to rec-
ognise foreign judgments regarding IP disputes.”209 

143	The intent of all of the sets of Principles is to describe 
a narrow category of cases, as explained in detail in 
paragraph M.I. Furthermore, while the different sets 
of Principles and their accompanying commentaries 
and literature may set out different specifications for 
where public policy can ground refusal of recogni-
tion and enforcement, the Principles may all reach 
the same result in the end, as is discussed below in 
paragraph M.IV.

III.	 International Context

144	The common view is that the public policy excep-
tion should be adopted in a restrictive way in IPRs 
transnational litigation.210 The same view highlights 
that the public policy exception to the recognition 
and enforcement of foreign judgments includes 
both substantive and procedural public policy.211 Al-
though public policy is typically a national defense 
based on the basic values and fundamental princi-
ples of a national legal system, in the case of public 
policy as a ground for non-recognition the doctrine 
is to be understood within the stricter sense of in-
ternational public policy in both categories of sub-
stantive and procedural public policy. It should be 
applied in a restrictive and exceptional way, lim-
ited to situations in which requested court can easily 
ascertain the violation of public policy; and the in-
compatibility with the requested State’s public pol-
icy must be manifest.212 Usually, the rules on public 
policy are general rules that do not specify the cases 
where this exception can be adopted to deny recog-
nition and enforcement of foreign judgments. Yet, 
the literature and case that comments and applies 
those rules renders this specification.

145	With respect to IP law, the literature and case law 
highlight that the important approximations of na-
tional substantive and procedural laws regarding the 
means of enforcing IPRs reduce the level of dispari-
ties between national legislations, particularly with 
respect to basic principles.213 Furthermore, owing to 
the economic component of IP law civilization, con-
flicts are lacking in this field.214 Therefore, the forum 
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State court cannot adopt the public policy exception 
of a substantive nature to avoid the recognition and 
enforcement of a foreign judgment based on what-
ever differences there are in substantive laws, but 
rather in very limited cases where the differences 
reflect diverging options followed by the countries 
involved as to where to strike the balance between 
IPRs and other conflicting values, interests and even 
fundamental rights, such as the freedom of expres-
sion and information, the right of education and the 
protection of health care.215 

146	Recent case law originating in various countries of 
the world also confirm the exceptional nature of 
public policy with regard to the recognition and 
enforcement of foreign judgments. In the U.S., in 
the Sarl Louis Feraud International v. Viewfinder, Inc. 
Judgment,216 the U.S. Court of Appeals for the Sec-
ond Circuit had to determine the enforceability of 
a French judgment that found copyright infringe-
ment in France under French law on a subject mat-
ter that was not copyrightable in the U.S. The ques-
tion before the court was whether the fact that the 
object of the infringement was not copyrightable in 
the U.S. made the foreign judgment contrary to U.S. 
public policy. In answer to this question, the U.S. 
Court of Appeals for the Federal Circuit supported 
the view of the district court that copyright is not a 
matter of “strong moral principle”217 but rather rep-
resents “economic legislation based on policy deci-
sions that assign rights based on assessments of what 
legal rules will produce the greatest economic good 
for society as a whole,”218 concluding that “the fact 
that the foreign judgment found copyright infringe-
ment under foreign law on a subject matter that is 
not copyrightable in the US does not make the for-
eign judgment contrary to public policy.”219 

147	In the EU, in the Renault v. Maxicar case,220 Renault 
sought to enforce a French judgment in Italy, in 
which the defendant was found guilty of forgery 
for having manufactured and marketed body parts 
for Renault vehicles. The Italian First Instance Court 
dismissed the application on the ground that the 
French judgment could not be declared enforcea-
ble in Italy because it was contrary to public policy 
in economic matters. The Court of Appeal of Torino 
then decided to stay proceedings and refer the fol-
lowing question to the ECJ for a preliminary ruling: 
“is a judgment handed down by a court of a Mem-
ber State to be considered contrary to public pol-
icy within the meaning of Article 27 of the Brussels 
Convention if it recognises industrial or intellectual 
property rights over such component parts which 
together make up the bodywork of a car, and affords 
protection to the holder of such purported exclusive 
rights by preventing third parties trading in another 
Member State from manufacturing, selling, trans-
porting, importing or exporting in that Member 

State such component parts which together make 
up the bodywork of a car already on the market, or, 
in any event, by sanctioning such conduct?”221 The 
ECJ answered in the following terms. First the ECJ 
highlighted that “recourse to the clause on public 
policy in Article 27, point 1, of the Convention can be 
envisaged only where recognition or enforcement of 
the judgment delivered in another Contracting State 
would be at variance to an unacceptable degree with 
the legal order of the State in which enforcement is 
sought inasmuch as it infringes a fundamental prin-
ciple.”222 Second, the ECJ recalled that “the court 
of the State in which enforcement was sought is in 
doubt as to the compatibility with the principles of 
free movement of goods and freedom of competi-
tion of recognition by the court of the State of ori-
gin of the existence of an intellectual property right 
in body parts for cars enabling the holder to prohibit 
traders in another Contracting State from manufac-
turing, selling, transporting, importing or exporting 
such body parts in that Contracting State.”223 Third, 
the ECJ emphasised that “the court of the State in 
which enforcement is sought cannot, without un-
dermining the aim of the Convention, refuse recog-
nition of a decision emanating from another Con-
tracting State solely on the ground that it considers 
that national or Community law was misapplied in 
that decision.”224 Finally, the ECJ concluded that “Ar-
ticle 27, point 1, of the [Brussels] Convention, [now 
34 point 1 of the Brussels I Regulation] […] must be 
interpreted as meaning that a judgment of a court or 
tribunal of a Contracting State recognising the exist-
ence of an intellectual property right in body parts 
for cars, and conferring on the holder of that right 
protection by enabling him to prevent third parties 
trading in another Contracting State from manufac-
turing, selling, transporting, importing or exporting 
in that Contracting State such body parts, cannot be 
considered to be contrary to public policy.”225 

148	In the Brussels system the European Commission 
Proposal to recast the Brussels I Regulation suggests 
that the notion of public policy as a ground for re-
fusal of recognition should be removed.226 The same 
Proposal was presented by the Commission in the 
framework of the Lugano Convention. However this 
was rejected by the ad hoc working party, who, al-
though acknowledged that the exception was rarely 
used in real life, felt that the public policy rule was 
still necessary as a safeguard for nation States’ fun-
damental interests. However, the requirement that 
the judgment be “manifestly” contrary to public pol-
icy was added. The Pocar Report on the Lugano Con-
vention mentions that the two concepts of substan-
tive public policy and procedural public policy were 
discussed by the ad hoc working party in trying to de-
termine whether the concept of public policy in the 
Convention covered both of them.227
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IV.	 Discussion

149	The distinction between substantive public policy 
and procedural public policy, as well as the specific 
reference to procedural public policy made by cer-
tain sets of principles like the CLIP Principles and 
the Joint Korean and Japanese Proposal, which is in 
line with the approach of many international con-
ventions as well as domestic legislation, is to be wel-
comed. The approach followed by only the ALI Prin-
ciples, which specifies the cases where the public 
policy exception can be adopted to deny recogni-
tion and enforcement of foreign judgments in the 
rule related to the recognition and enforcement of 
foreign judgments, seems to be questionable for the 
reasons referred to by the Transparency Proposal. 
Thus, this Proposal avoids listing the cases where the 
public policy exception could lead to the non-recog-
nition and enforcement of the foreign judgment at 
stake, and rather includes some examples in the Pro-
posal’s comments, following the CLIP Principles’ ap-
proach. In any case, it seems sufficient to refuse the 
recourse to the rule on procedural public policy, in 
line with the approach adopted by the CLIP Princi-
ples and the Transparency Proposal, in the case of 
fraud unlike the corresponding rules of the Hague 
Draft Convention, as well as the ALI Principles, which 
contain a ground for non-recognition and enforce-
ment related to fraud in connection with procedure. 
In fact, according to Art. 28.1(c) of the 2001 Hague 
Draft Convention on “grounds for refusal of recogni-
tion or enforcement,” “recognition or enforcement 
of a judgment may be refused [only] if – […]  [c) the 
[judgment results from] proceedings [in the State of 
origin were] incompatible with fundamental princi-
ples of procedure of the State addressed, [including 
the right of each party to be heard by an impartial 
and independent court];].” Furthermore, accord-
ing to Art. 28.1(f), “recognition or enforcement of 
a judgment may be refused [only] if – […] recogni-
tion or enforcement would be manifestly incompat-
ible with the public policy of the State addressed.” 
Thus, the Hague Draft Convention distinguishes be-
tween procedural public policy (Art.28.1.c) and sub-
stantive public policy (Art.28.1.f), following the re-
cent tendency to include specific reference to both 
kinds of public policy. 

150	The intent of all sets of principles to describe a nar-
row category of cases, as well as the expression of 
this intent in the wording of the ALI Principles and 
Comments, the CLIP Principles, and the Transpar-
ency Proposal is to be welcomed. In contrast, the 
wording of the Joint Korean and Japanese Proposal 
and its related Comments does not seem to suffi-
ciently express this intent. 

151	With respect to the different specifications of the 
public policy grounds mentioned by the commen-
taries to the relevant principles and by the literature 

related to them, it is to be noted that even though 
differences exist between them, this does not mean 
that the sets of principles involved necessarily lead 
to different results. In fact, each commentary to the 
sets of principles under examination makes it clear 
that the specifications provided are only examples 
and do not mean to be exhaustive. Therefore, even 
if a ground of non-recognition is not found in the 
specifications with regard to one set of principles 
that is present in another set, the same ground could 
still be adopted by the former set of principles and 
therefore reach the same result. Under this prem-
ise, it seems important at this point to just refer to 
paragraph (M.I.) where an analysis is made of what 
appears to lead to different results and the reasons 
for that. With respect to the adoption of the public 
policy exception in relation to validity see also the 
validity relevant paragraphs (I.).  

N.	Non-compensatory damages

I.	  Differences

152	The ALI principles, the CLIP Principles and the Joint 
Korean and Japanese Proposal introduce a specific 
ground for non-recognition of money judgments on 
non-compensatory damages. In contrast, the Trans-
parency Proposal does not provide for such a rule. 
However, the result is the same because the Trans-
parency Proposal invokes the possibility of adopting 
the public policy exception in relation to punitive 
damages. Yet, as mentioned above, the Transparency 
Proposal does not foresee that punitive damages will 
always be contrary to public policy.228 Instead, it ad-
vocates resolving the issue on a flexible basis, scru-
tinizing the foreign judgment according to a case-
by-case approach, by stating that “whether foreign 
damages awards are punitive and shall not be recog-
nized or enforced depends upon the particular facts 
of the cases concerned, and is to be determined by 
the requested court.”229 In addition, Section 411 of 
the ALI Principles and the literature commenting on 
the CLIP Principles require a comparison of both the 
function and the amount of the sums awarded, mak-
ing significant to that comparison amounts aimed 
at covering costs and expenses relating to the pro-
ceedings, attorneys fees and liquidated damages.230 
Finally, the commentaries to the ALI Principles ex-
plicitly acknowledge the need to recognize and en-
force reasonable royalties.231

II.	  Rationale 

153	The rules on non-compensatory damages of the sets 
of principles at stake are all based on the same ra-
tionale of facilitating the (partial) recognition and 
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enforcement of foreign judgments awarding puni-
tive damages despite the differences related to the 
“principles on the purposes and functions of the lia-
bility system.”232 In fact, “this approach reflects the 
trend to assume that refusal to recognize judgments 
imposing punitive damages is mainly a reaction 
against the excessive amount of money awarded.”233 
Those rules are “modelled”234 on Art. 33 of the Hague 
Draft, which, however, includes certain specifica-
tions on the debtor’s role before the court, as well 
as on the impossibility of the requested court reduc-
ing the damages awarded beyond the sum that would 
have been imposed by it in the same circumstances 
of the case. Article 33 of this Draft Convention is out-
lined in more detail in paragraph N.IV. below. 

III.	 International Context

154	In the international context, a tendency to favor 
the (partial) recognition and enforcement of for-
eign judgments awarding non-compensatory dam-
ages is expressed by Art. 11 of the Hague Convention 
of Choice of Forum, which is modelled on Art. 33 of 
the Hague Draft Convention.  

155	In the EU the same tendency is established by the 
Rome II Regulation (Regulation (EC) No 864/2007 
of the European Parliament and of the Council of 
11 July 2007 on the law applicable to non-contrac-
tual obligations (Rome II)). In fact, under Art. 15(c) 
the applicable law to the IPR infringement deter-
mines also “(c) the existence, the nature and the as-
sessment of damage or the remedy claimed.” Yet, 
Recital 32 of the Rome II Regulation establishes that 
“Considerations of public interest justify giving the 
courts of the Member States the possibility, in excep-
tional circumstances, of applying exceptions based 
on public policy and overriding mandatory provi-
sions. In particular, the application of a provision of 
the law designated by this Regulation which would 
have the effect of causing non-compensatory exem-
plary or punitive damages of an excessive nature to 
be awarded may, depending on the circumstances 
of the case and the legal order of the Member State 
of the court seised, be regarded as being contrary to 
the public policy (ordre public) of the forum.” Thus, 
the requested court can exercise discretional eval-
uation just to reduce the amount of the damages 
awarded.235

156	At the national level, courts in several states that 
do not impose punitive damages have found recog-
nition and enforcement of such decisions to be con-
trary to public policy, refusing to recognise entirely 
the judgment at stake. This approach was followed 
for instance in Italy by the Supreme Court in 2007.236 
However, this approach is criticised by the view that 
invokes a less restrictive approach with regard to 

public policy and aims to restrict the non-recogni-
tion of the judgment imposing punitive damages to 
the amount of compensatory damages.237 A trend 
can be identified in this respect to (partially) recog-
nise and enforce foreign judgments imposing puni-
tive damages,238 as is demonstrated by the relevant 
Supreme Court decision in Japan.239 In other civil 
law systems even more favourable results have been 
reached. For example, in Spain, the Supreme Court 
declared a U.S. judgment enforceable that awarded 
punitive damages in a dispute involving the infringe-
ment of IP rights.240 

IV.	 Discussion

157	The rules of the ALI principles, the CLIP Principles 
and the Joint Korean and Japanese Proposal that 
introducea specific ground for non-recognition of 
monetary judgments on non-compensatory dam-
ages, with the aim of facilitating the partial recog-
nition of those judgments, are to be welcomed. The 
Transparency Proposal’s understanding of punitive 
damages as being eventually included in the public 
policy exception leads to the same result. Thus, those 
rules are in line with the international tendency to 
favou the (partial) recognition and enforcement 
of foreign judgments imposing punitive damages 
that is well-expressed by the Hague Convention on 
Choice of Court Agreement and by the Hague Draft 
Convention. The Hague Draft Convention states in 
Article 33: “1. A judgment which awards non-com-
pensatory damages, including exemplary or punitive 
damages, shall be recognised and enforced to the ex-
tent that a court in the State addressed could have 
awarded similar or comparable damages. Nothing 
in this paragraph shall preclude the court addressed 
from recognising and enforcing the judgment under 
its law for an amount up to the full amount of the 
damages awarded by the court of origin. 2. a) Where 
the debtor, after proceedings in which the creditor 
has the opportunity to be heard, satisfies the court 
addressed that in the circumstances, including those 
existing in the State of origin, grossly excessive dam-
ages have been awarded, recognition and enforce-
ment may be limited to a lesser amount. b) In no 
event shall the court addressed recognise or enforce 
the judgment in an amount less than that which 
could have been awarded in the State addressed 
in the same circumstances, including those exist-
ing in the State of origin. 3. In applying paragraph 
1 or 2, the court addressed shall take into account 
whether and to what extent the damages awarded 
by the court of origin serve to cover costs and ex-
penses relating to the proceedings.” This rule favors 
the (partial) recognition and enforcement of foreign 
judgments awarding punitive damages, which is in 
line with the current international trend.241 The Re-
port to the Hague Convention makes it clear that Ar-
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ticle 33(1) was intended to exclude reliance by States 
on any public policy objection they may have raised 
to enforce punitive damages.242 The same report ex-
plains how the effect of paragraph 2(a) is to be lim-
ited, using the example of a “woman who receives 
several millions of dollars for being scalded by hot 
coffee” to show what is meant by “grossly excessive 
damages.”243 Furthermore, the report states that as-
sessing what is “grossly excessive” is to be done by 
comparing the award given to the norm in similar 
cases in the State of origin – comparing the award 
to the norm in the State addressed is not enough on 
its own.244 The rule of the Hague Draft Convention at 
stake goes even further in that paragraph two speci-
fies the role of the debtor in proving to the court the 
excessive nature of the damages awarded as well as 
clarifying that the requested court shall not recog-
nize or enforce the judgment in an amount less than 
that which could have been awarded in the State ad-
dressed in the same circumstances.245 

158	Unlike the Hague Draft Convention, all sets of Prin-
ciples do not refer either to the role of the debtor in 
proving before the court the excessive nature of the 
damages awarded, or to the fact that the requested 
court shall not recognize or enforce the judgment 
in an amount less than that which could have been 
awarded in the requested State in the same circum-
stances. The high standard of clarity provided by 
the literature commenting on the CLIP Principles 
and the ALI Principles’ commentaries in relation to 
how to compare the amount of damages awarded 
by the rendering court to the ones that would have 
been imposed by the requested court is to be wel-
comed. The same results could also be reached un-
der the Transparency Proposal and the Joint Korean 
and Japanese Proposal, recalling the need to scruti-
nize the foreign judgment according to a case-by-
case approach. 

O.	Other grounds for non-recognition 
of foreign judgments

I.	 Differences

159	Each set of principles enumerates exhaustively the 
other grounds for non-recognition so that no other 
checks may be used to control recognition of for-
eign judgments.246 

160	The CLIP Principles, the ALI Principles, the Trans-
parency Proposal, and the Joint Korean and Japanese 
Proposal all raise the failure to provide timely and 
lawful service/notice as a basis for non-recognition 
of judgments. Yet, the adoption of the words “ser-
vice” or “notice” could be avoided as they are in the 
Hague Draft Convention, which uses the word “no-

tify.”247 Certain differences among the sets of Prin-
ciples concern whether this ground for non-recogni-
tion applies when the defendant is improperly served 
but still appears in court. Under the CLIP Principles, 
improper service cannot serve as a basis for non-rec-
ognition in “situations in which the defendant en-
tered an appearance and presented his case without 
contesting notification in the court of origin, pro-
vided that the law of the state of origin permitted 
notification to be contested.”248  Under the Trans-
parency Proposal, a judgment shall be recognized 
even if the defendant did not receive proper service 
if, inter alia, the defendant “appeared in the action 
without receiving such service” (Article 402(ii)). Un-
like the CLIP Principles, there is no mention of such 
a requirement. As for the Joint Korean and Japanese 
Proposal, while the Comments note that “the Article 
clarifies that the defendant’s appearance does not le-
gitimate the non-compliance with the formality,”249 
the text of the Article provides that improper service 
as a ground for non-recognition shall not apply “if 
the defendant has appeared without receiving such 
timely service” (Article 401(1)(ii)).  Furthermore, the 
Joint Korean and Japanese Proposal clarifies that 
service by publication or any other service similar 
thereto is excluded (Article 401(ii)). By contrast, the 
ALI Principles seem to provide an even broader basis 
for non-recognition than the corresponding rules of 
the CLIP Principles and the Transparency Proposal 
with respect to the ground for non-recognition re-
lated to “notice,” because the ALI Principles appear 
to allow for non-recognition when there was im-
proper service even when the defendant appeared 
and did not contest service.250 The ALI Principles’ 
approach is not in line with the solution adopted by 
the Hague Draft Convention.251 

161	Another difference concerns service that is sufficient 
to ensure protection of the defendant’s rights, but 
is not in compliance with international conventions 
binding upon the states involved. The CLIP Principles 
and the ALI Principles reflect one approach, requir-
ing only that the defendant receive notice in time 
sufficient to respond to the suit, but do not explicitly 
require that the service be made in compliance with 
binding conventions252 and even state that, “pro-
cess serving not undertaken in accordance with a 
treaty on judicial cooperation to which the coun-
try of origin and the enforcing country are parties 
does not necessarily make recognition contrary to 
Article 4:501(1).”253 By contrast, the Transparency 
Proposal provides, consistent with the Hague Draft 
Convention as will be discussed in paragraph O.IV., 
that if there is a treaty between the country of judg-
ment and Japan that provides that the service of the 
document required for the commencement of litiga-
tion must be effected in a certain manner, service 
must comply with the requirements of the treaty or 
it will not be regarded as timely and lawfully made. 
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Yet the results of both approaches seem to be the 
same since the commentary to the Transparency 
Proposal recognizes that service that was not com-
pliant with international conventions or was insuffi-
cient to protect the defendant’s rights cannot serve 
as a basis for non-recognition if the defendant ap-
peared in the foreign proceedings.254 Furthermore, 
the literature commenting on the CLIP Principles 
states that “at any rate, from the practical perspec-
tive, it seems reasonable to advise any party who 
may be interested in the future enforcement of the 
judgment abroad to ensure that service is through 
a method admitted in the future requested state, 
to avoid possible risks of non-recognition given the 
current state of the law in many countries.”

162	Finally, none of the sets of Principles examined in-
clude a provision like Article 9(c)(ii) of Hague Con-
vention on Choice of Court, which refers to an addi-
tional ground for non-recognition as the situation in 
which notification to the defendant in the requested 
State was made “in a manner that is incompatible 
with fundamental principles of the requested State 
concerning service of documents.” Hence, those situ-
ations are covered by the procedural-specific rules of 
the ALI principles as well as by the procedural pub-
lic policy provisions of the other sets of Principles.255 

163	All sets of Principles establish as a ground for 
non-recognition the pending of proceedings as well 
as the inconsistency between judgments in terms 
closely related to their specific coordination of ju-
risdiction principles. With respect to those grounds 
for non-recognition in relation to the validity issue 
see the validity relevant paragraphs (I.). 

164	Therefore, a first ground for non-recognition in this 
respect is related to the pending of proceedings. In 
fact, the CLIP Principles provide a chronological cri-
terion, like the Hague Draft Convention (see para-
graph O.IV.), and establish that  a foreign judgment 
shall not be recognized if proceedings between the 
same parties that have the same cause of action are 
pending before a court of the requested state, pro-
vided that those proceedings were the first to be in-
stituted, even if the proceeding did not come to a 
judgment by the time the foreign judgment was re-
quired to be recognized an enforced (otherwise the 
rules on the irreconcilability of judgments hereaf-
ter mentioned should prevail).256 The Joint Korean 
and Japanese Proposal’s relevant rule is modelled on 
the CLIP Principles’ corresponding provision.257 The 
ALI Principles adopt the same chronological crite-
rion but do not limit it to the forum state proceed-
ing. Instead, they  extend it to whatever previously 
pending proceeding is in the non-rendering states, 
when the previously seized court has jurisdiction 
according to the relevant jurisdiction rules or when 
this court coordinates or cooperates in the adjudi-
cation or in the consolidation court. By contrast, the 

Transparency Proposal provides that the Japanese 
proceeding always prevails over the foreign judge-
ment in terms of recognition in Japan, thus allowing 
for non-recognition even if the proceeding in the re-
quested State (e.g., the Japanese proceeding) starts 
after the proceeding that led to the judgment to be 
recognised, even if the Japanese proceeding did not 
come to a judgment by the time the foreign judg-
ment was required to be recognised and enforced. 
The Transparency Proposal does not pose the re-
quirement of same parties and same subject matter 
but just adopts the notion of “parallel litigation,” 
leaving its characterisation in relation to the con-
crete case to the court requested in light of the rel-
evant jurisdiction rules. 

165	A second ground for non-recognition in this respect 
is based on the “irreconcilability” of judgments. The 
CLIP Principles establish that a foreign judgment 
cannot be recognised if it is irreconcilable with an-
other judgment given by the requested State’s court 
of between the same parties, or given between the 
same parties and having the same cause of action 
by a third State’s court earlier or already recognised 
by the requested court. Thus, with respect to the in-
consistency of the judgment to be recognised with 
another judgment rendered in a third State’s court, 
the CLIP Principles pose either a priority criterion or 
a requirement related to the same cause of actions 
of both judgments involved, whereas those two re-
quirements are absent with regard to the irreconcil-
ability of the rendered judgment with the one given 
in the requested State. The Joint Korean and Japa-
nese Proposal’s relevant rule is modelled on the CLIP 
Principle’s corresponding provision.258  The ALI Prin-
ciples do not pose a priority requirement but rather 
impose the same cause of action for any case related 
to the irreconcilability of judgments, allowing rec-
ognition to be refused when the foreign judgment 
at stake is irreconcilable with a judgment rendered 
by the forum state’s courts, or even by third states 
that had jurisdiction according to the relevant rules 
or were had coordinated or cooperated in the adju-
dication or in the consolidation court. In any case, 
the CLIP Principles specify the strict understanding 
of the same parties requirement, as well asthe irrec-
oncilability of judgments requirement. and the fact 
that the CLIP Principles leave to the requested court 
the decision as to whether the judgment given in the 
rendered State has to have become res judicata or if 
it is sufficient for the judgment to be final and con-
clusive at that stage of procedure.259 Once again the 
Joint Korean and Japanese Proposal’s relevant rule is 
modelled on the CLIP Principle’s corresponding pro-
vision.260  In contrast,  Article 402(v) of the Trans-
parency Proposal regulates “a situation where, if the 
recognition and enforcement of a foreign judgment 
is sought, there already exists a Japanese judgment 
incompatible with that foreign judgment which did 
not result from international parallel litigation. In 



2012 

 Benedetta Ubertazzi

336 3

this situation, the Japanese judgment should have 
priority over the foreign judgment if the former 
had become final and binding earlier than the latter 
had.” Thus, the Transparency Proposal does not pose 
any requirement related to the same subject-matter 
and the same parties, but refers only to the notion 
of “incompatibility,” leaving its characterisation in 
relation to the concrete case to the court requested 
in light of the relevant jurisdiction rules. Further-
more, the Proposal does not refer to the inconsist-
ency of the judgment to be recognised with another 
judgment given in a third country eventually rec-
ognised in the requested State. Also, the Transpar-
ency Proposal requires explicitly that the Japanese 
judgment  become final and binding to allow for the 
non-recognition of the foreign judgment at stake. 
Yet, even though this rule seems to be stricter than 
the corresponding ones of the other sets of Princi-
ples, which do not require the finality of the judg-
ments of the forum State or third States, the result 
in this respect could still be the same because the 
rendered judgment to be recognised cannot be rec-
ognised whenever a Japanese proceeding is pending 
in Japan, irrespective of any chronological criterion. 
Thus, even if the pending Japanese proceeding is still 
in the first instance phase, the requested judgment 
cannot be recognised. 

II.	  Rationale 

166	The ground for non-recognition related to the timely 
and lawful service is posed by all sets of Principles 
to ensure the protection of the defendant during 
the proceeding. This ground for non-recognition is 
therefore “based on an understanding of the impor-
tance of procedural fairness that finds expression in 
the requirement for notice of the commencement of 
the suit to the defendant as a core of the system of 
the recognition and enforcement of foreign judg-
ments.”261 Furthermore, the Transparency Proposal 
commentary clarifies that the rule related to service 
incorporates the Supreme Court of Japan’s interpre-
tation of the corresponding rule of the Japanese Code 
of Civil Procedure.262 As for the differences between 
the sets of principles with respect to methods of ser-
vice, as already noted they do not lead to different 
results since each of the principles involved, save 
for the ALI Principles which is not so clear on the 
point, focuses on the verification that the defend-
ant was notified and received knowledge of the pro-
ceedings in a way that did not hinder his right of de-
fense, and therefore had the opportunity to defend 
himself.263 Yet, the commentaries to the Transpar-
ency Proposal clarify that “the functions of giving 
notice and creating defense possibilities, which the 
service must fulfil under this provision, could be re-
quired through interpretation of the term ‘service.’ 
However interpretation does not always lead to the 
requirement of complying with the applicable con-

ventions. Thus, the Transparency Proposal, from the 
viewpoint of stressing the significance of interna-
tional judicial assistance conventions and ensuring 
the stability of the procedure, provides for the re-
quirement for the compliance with such conventions 
in Article 402(ii).”264

167	All sets of principles establish the pending of pro-
ceedings as well as the inconsistency between judg-
ments in terms closely related to their specific coor-
dination principles as a ground for non-recognition. 
The reasoning for those grounds is well-explained by 
the Comments to the ALI Principles: “in order to pro-
mote efficient adjudication, it is important not only 
to facilitate parties’ applications to coordinate, but 
also to discourage continued proceedings in other 
fora once an action has been coordinated. An effec-
tive way to discourage those proceedings is to deny 
enforcement to any resulting judgment.”265 

168	The approach adopted by the CLIP Principles, the 
Joint Korean and Japanese Proposal and ALI Princi-
ples in relation to the pending of proceedings un-
der which a chronological criterion is established 
is grounded on its being in line with the view follo-
wed by many international conventions and instru-
ments.266 Yet, the absence of any chronological cri-
terion in the Transparency Proposal, which always 
grants prevalence to the proceedings in Japan, is ex-
plained in this way: “giving priority to the Japanese 
proceedings and the Japanese judgment in the future 
is logically consistent, because, in this case, Japa-
nese courts would justify the exercise of jurisdiction 
as the place of performance of the primary obliga-
tion or the place of occurrence of the primary facts 
adopted by Article 201 (1)(2), i.e. the ‘the proper fo-
rum approach.’ Thus the foreign judgment is not to 
be recognized or enforced, even if it has been ren-
dered or has become final and binding earlier than 
the existing or future Japanese judgment has. Article 
402(iv) clarifies that purpose.”267

169	The approach adopted by the CLIP Principles, the 
Joint Korean and Japanese Proposal and ALI Princip-
les with regard to the irreconcilability of judgments 
(though maintaining some differences) is grounded 
on the fact that it “reflects criteria that have achie-
ved significant acceptance from a comparative per-
spective.268 The commentaries to the Transparency 
Proposal make it clear that their approach aims at 
“protecting the domestic legal order.”269

170	Finally, with respect to those grounds for non-reco-
gnition in relation to the validity issue, see the vali-
dity relevant paras.
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III.	 International Context

171	At the international level an exhaustive list of 
grounds of refusal “is common in the drafting of in-
ternational conventions concerning the recognition 
and enforcement of judgments, as illustrated by the 
approach followed in the” Hague Draft Convention. 

172	With respect to the ground for non-recognition re-
lated to services, at the international level, rules im-
posing the control of the defendant’s rights of de-
fense by proper service in adequate time before the 
court of origin are posed e.g., by Article 9(c)(i) Hague 
Convention on Choice of Court Agreements of 2005, 
Section 4(c)(1) Uniform Foreign-Country Money 
Judgments Recognition Act (2005) and Art.28(1)(d) 
of the Hague Draft Convention on Jurisdiction, which 
will be discussed in paragraph O.IV.270 At the EU/
EFTA level, rules imposing the control of the rights of 
defense of the (defaulting) defendant by proper ser-
vice in adequate time before the court of origin are 
posed by Art. 34.2 of the Brussels I Regulation and of 
the Lugano Convention. In light of the relevant ECJ 
jurisprudence, the Pocar Report to the Lugano Con-
vention discusses how the ad hoc working party saw 
the need to balance the protection of the defendant 
(through the requirements of the document being 
“duly” served, and the defendant having “sufficient 
time to enable him to arrange for his defence,” pres-
ent in the 1988 Convention), against the possibility of 
the defendant abusing the provision and relying on 
“insignificant irregularities of service” to frustrate 
the recognition and enforcement procedure.271 This 
led to Article 34(2) dropping the requirement of ser-
vice being in due form. Instead, this issue was con-
sidered in combination with the issue of giving the 
defendant “sufficient time to enable him to arrange 
for his defence.”272 Furthermore, even if the service 
did not give the defendant sufficient time to prepare 
his defense, the judgment is still to be enforced if the 
defendant did not challenge the service in the State 
of origin when it was possible for him to do so.273 At 
the national level, rules controlling the rights of the 
defendant before the court of origin (namely requir-
ing proper summons and giving sufficient time) are 
established by many legal systems such as 64.b) Ital-
ian Act of Private International Law of 1995.

173	With respect to the ground for non-recognition re-
lated to parallel litigation “many international con-
ventions on recognition and enforcement as well as 
national legislations follow [the] approach”274 taken 
by the CLIP Principles and the Joint Korean and Jap-
anese Proposal particularly. Yet, in Japan Article 
118 of the Code of Civil Procedure and Article 24 of 
the Civil Execution Act contain no provision to deal 
with international parallel litigation. The relevant 
jurisprudence adopted the public policy exception 
in certain occasions to deal with those issues. The 

literature is divided on the point.275  In contrast, at 
the EU/EFTA level, a pending proceedings rule that 
says that at the recognition and enforcement stage, 
the proceeding of the court first seized shall prevail 
against judgments given by courts at later stages 
(save when the requested court’s proceedings that 
were however later seized had come to a judgment 
at the time when recognition was sought) is lacking 
in the Brussels system. This is so because the lis pen-
dens rule provided for by Article 27 Brussels I Regu-
lation should prevent such proceedings from devel-
oping in parallel. 

174	With respect to the ground for non-recognition re-
lated to irreconcilability of judgments many interna-
tional conventions on recognition and enforcement 
as well as national legislations follow the view of the 
CLIP Principles and the Joint Korean and Japanese 
Proposal particularly, which is also adopted by Art. 
34(3) and (4) of the Brussels system.276 Particularly, 
the Pocar Report to the Lugano Convention clari-
fies that the ground for non-recognition of irrecon-
cilability between judgments will apply only rarely. 
However, it does have a broad scope, and thus  two 
judgments can be held as irreconcilable where they 
only have the same parties to the action, not the 
same subject matter.277 

175	At the national level, different approaches can be 
found in national systems regarding the status of the 
judgment given by the Court of origin, and whether 
it has to be res judicata or if it can simply be “final 
and conclusive” regarding that stage of the proce-
dure. In Italy for instance, the Italian judgment that 
can preclude the recognition and enforcement of 
the foreign judgment at stake has to have become 
res judicata. In Japan, Article 118 of the Code of Civil 
Procedure and Article 24 of the Civil Execution Act 
contain no provision to deal with the existence of an 
incompatible Japanese judgment. The relevant juris-
prudence adopted the public policy exception in cer-
tain occasions to deal with those issues. The litera-
ture is divided on the point.278  

176	With respect to those grounds for non-recognition 
in relation to the validity issue, see the validity par-
agraph (I).

IV.	 Discussion

177	Each sets of Principles enumerates exhaustively the 
other grounds for non-recognition so that no other 
checks may be used to control recognition of foreign 
judgments.279 This approach is in line with the Hague 
Draft Convention, which in Art. 28 on the “grounds 
for refusal of recognition and enforcement” adopts 
the wording “only.”  The Hague Draft Convention 
adopts an exhaustive list of grounds of refusal as Art. 
28 on “Grounds for refusal of recognition or enforce-
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ment” establishes that “recognition or enforcement 
of a judgment may be refused [only] if.” Therefore, as 
the Report to the Hague Draft Convention highlights, 
while the list is exhaustive, courts have discretion as 
to whether they actually refuse recognition or en-
forcement when a grounds of refusal exists.280

178	With respect to the ground for non-recognition re-
lated to services, the ALI Principles’ approach  is to 
be understood as too broad in that it does not re-
strict the operating of this ground to default judg-
ments or to judgments when the defendant appears 
in order to contest service, but it also covers cases 
where the defendant appears and does not contest 
service. Yet the approach adopted by all other sets 
of Principles is more in line with Art. 28(1)(d) of the 
Hague Draft Convention, which highlights that the 
non-recognition ground at stake applies “unless the 
defendant entered an appearance and presented his 
case without contesting the matter of notification 
in the court of origin.” In any case this Article re-
quires that the two requirements of notification to 
the defendant of the document instituting proceed-
ings  and the allowance  of sufficient time to arrange 
for a defense must be fulfilled; otherwise the judg-
ment may be denied recognition and enforcement. 
Finally, on a terminology note the adoption of the 
words “service” or “notice” is contrary to the re-
sult of the Hague Draft Convention, which uses the 
word “notified” instead, as “notify” has no techni-
cal meaning in English legal terms in order to avoid 
references to national law.281

179	With respect to the pending of proceedings and the 
inconsistency of judgments requirements, the ab-
sence of references to the inconsistencies with third 
countries’ judgments in the Transparency Proposal, 
as well as the too broad prevalence conferred by the 
Transparency Proposal to Japanese proceedings ac-
cording to which the foreign judgment is not to be 
recognized or enforced, even if it has been rendered 
or has become final and binding earlier than the ex-
isting or future Japanese judgment has, is subject 
to criticism. In both aspects the Transparency Pro-
posal is not in line with the Hague Draft Convention, 
which adopts an approach similar to the CLIP Princi-
ples and Joint Korean and Japanese Proposal, listing 
among the other grounds for refusal of recognition 
and enforcement of foreign judgments the follow-
ing: “a) proceedings between the same parties and 
having the same subject matter are pending before 
a court of the State addressed, if first seised in ac-
cordance with Article 21; b) the judgment is incon-
sistent with a judgment rendered, either in the State 
addressed or in another State, provided that in the 
latter case the judgment is capable of being recog-
nised or enforced in the State addressed.” Further-
more, the Transparency Proposal approach may lead 
to dangerous results. Thus, similarly to what hap-
pened for instance in Italy in the frame of the previ-

ous PIL system, this rule can gave rise to many abuses 
and sharp practices given that parties in a foreign 
proceeding in the finalizing or finalized stage can 
start proceedings in Japan as soon as they are aware 
of the fact that their counterparties are in the pro-
cess of asking for the recognition and enforcement 
of the foreign judgment in a Japanese court. In this 
way the recently instituted Japanese proceeding can 
prevent the recognition and enforcement of the for-
eign judgment at stake. It is to be welcomed the lit-
erature commenting on the fact that the CLIP Prin-
ciples leave to the requested court the decision as to 
whether the judgment given in the State addressed 
needs to have become res judicata or if it is sufficient 
for the judgment to have become final and conclu-
sive at that stage of the procedure. 

180	Finally, with respect to the inconsistencies of the 
judgment to be recognized with another judgment 
rendered in the requested State, the CLIP Principles’ 
absence of clarification as to why they do not pose 
either a priority criterion or a requirement related 
to the same cause of actions of both judgments in-
volved is subject to criticism, whereas for instance 
in the Joint Korean and Japanese Proposal the “same 
cause of action” is posed as an additional require-
ment to deny recognition of the foreign judgment. 
Yet, it seems that an explanation for the CLIP Princi-
ples approach can be inferred from the Hague Draft 
Convention Report according to which, “the quality 
of being inconsistent should not be confused with 
lis alibi pendens. A lis pendens situation can lead to 
compatible results: the main problem there is the 
duplication of time, effort and money. Inconsistent 
judgments, on the other hand, can result from causes 
of action in respect of subject matters which are dif-
ferent and may even arise when the parties are dif-
ferent as when one judgment condemns a guaran-
tor to pay for a debt that as between the creditor and 
principal debtor has been annulled in another judg-
ment. Nor is preference necessarily given to the in-
consistent judgment which is prior in time or which 
results from proceedings which are instituted prior 
in time.”282 This is in line with the Brussels system 
understanding mentioned at the corresponding par-
agraph O.III. Therefore, the CLIP approach in this 
respect should be favored and even extended to in-
consistent judgments of third states. On the irrecon-
cilability of judgments with regard to the validity is-
sue, this was already referred to in the paragraphs 
related to validity (I.) and to public policy (M.). 

181	Finally, on a terminology note the Hague Draft Con-
vention on Jurisdiction adopts the notion of “in-
consistency” in line with the ALI Principles and the 
Joint Korean and Japanese Proposal, rather than “in-
compatibility” (Transparency Proposal) or “irrec-
oncilability” (CLIP Principles). In fact, “in the Eng-
lish version the word ‘inconsistent’ was preferred 
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to ‘irreconcilable’  as a counterpart to the French 
‘inconciliable.’”283  

P.	 Exclusion of substantive review

I.	  Differences

182	The CLIP Principles and the Joint Korean and Japa-
nese Proposal explicitly prohibit substantive review 
of the merits of a case when determining whether 
to enforce a foreign judgment. Therefore, “consid-
eration of the merits of foreign judgments is lim-
ited to the verification of the grounds for non-rec-
ognition, especially to ensure it does not infringe 
public policy.”284 The commentary to the Transpar-
ency Proposal clarifies that “the Transparency Pro-
posal still maintains and is based on some funda-
mental principles prerequisite for Article 118 of the 
Code of Civil Procedure and Article 24 of the Civil 
Execution Act. They are as follows: (i) no review of 
the merits of the foreign judgments or the prohibi-
tion of review of their merits for recognition (the 
prevailing interpretation) and enforcement (Art. 
24(2) of the Civil Execution Act) […]. Although [the 
Transparency Proposal] includes no provisions set-
ting forth these principles, it presupposes them as 
a matter of course.” 285 This approach is in line with 
the approach taken by the 2001 Hague Draft Con-
vention, in Article 28(2), which is outlined below in 
paragraph P.IV. The ALI Principles is silent on the 
point,286 whereas their Section 403(4) impedes the 
requested court from reviewing “the facts found by 
the rendering State and the governing law.” On the 
finding of facts issue see, however, above at para-
graph J.I.

II.	  Rationale 

183	The CLIP Principles prohibit substantive review of 
a foreign judgment in Article 4:601, which is a “cri-
terion [that] is common to almost all international, 
regional, and national systems of recognition and 
enforcement, since it results from the separation 
of judicial systems and the essence of recognition 
and enforcement.”287 The same rationale is adopted 
by the Joint Korean and Japanese Proposal (in Ar-
ticle 401(2)) in support of its corresponding provi-
sions.288 The commentary to the Transparency Pro-
posal recalls the relevant Japanese internal rule in 
this respect. 

III.	 International Context

184	“This criterion is common to almost all interna-
tional, regional, and national systems of recognition 
and enforcement, since it results from the separa-
tion of judicial systems and the essence of recogni-
tion and enforcement.”289 At the EU level the ex-
clusion of substantive review is established by Arts. 
36 and 45.2 of the Brussels I Regulation and 2007 of 
the Lugano Convention. The same exclusion is pro-
vided for by the Hague Draft Convention, as will be 
discussed in paragraph P.IV.

IV.	 Discussion

185	The approach taken by the CLIP Principles, Trans-
parency Proposal and Joint Korean and Japanese Pro-
posal is to be welcomed because i.e. it is in line with 
the scope of the recognition and enforcement of for-
eign judgments as well as with the international ten-
dency in this field. In contrast, the ALI Principles’ 
silence on the point is regrettable. In fact, despite 
the fact that those Principles provide for the rule on 
the finding of facts, they do not seem to reach with 
this rule the same results as the provisions here ad-
dressed. The absence of a clear rule in this respect 
in the Transparency Proposal could be an issue for 
those who might not be aware of its relevant com-
mentary recalling the exclusion at stake as a general 
grounding principle of the Proposal.290 

186	Additionally, the reference by the literature com-
menting on CLIP Principles to certain substantive 
review that can be rendered under the public pol-
icy exception is to be welcomed. Yet, even in the 
absence of such referral the other sets of Principles 
lead to the same result. The Hague Draft Conven-
tion’s relevant rule, Art. 28(2), states that “without 
prejudice to such review as is necessary for the pur-
pose of application of the provisions of this Chapter, 
there shall be no review of the merits of the judg-
ment rendered by the court of origin.” The Report 
to this Draft Convention clarifies that a substantive 
review is necessary to verify the jurisdiction of the 
rendering court; that the judgment was not obtained 
by fraud and that it does not conflict with the public 
policy exception; and to reconsider the damages in 
cases of punitive damages.291 As mentioned it seems 
that all sets of Principles lead to the same results by 
way of interpretation.  
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Q.	General principles related 
to the procedure

I.	 Differences

187	The ALI Principles and the Transparency Proposal 
lack rules on the general principles related to the 
procedures unlike the CLIP Principles (at Article 
4:701) and the Joint Korean and Japanese Proposal 
(at Article 409(2)). Yet, as the Joint Korean and Japa-
nese Proposal’s commentary clarifies “because these 
expectations are self-evident, an independent provi-
sion in the [principles] is not be a must. That’s why 
it does not appear in the Transparency Proposal. How-
ever, because it is universally accepted as a model 
rule in conflict of laws, we’ve written it into these 
Principles to reconfirm it with certainty.”292 In other 
words, even in the absence of specific rules on the 
point it is clear that recognition and enforcement 
procedures shall not be unnecessarily complicated 
or costly, or entail unreasonable time limits or un-
warranted delays. This result derives i.e. from “the 
general obligations imposed by Article 41(2) TRIPS 
Agreement.”293

II.	  Rationale 

188	The relevant CLIP Principles and the Joint Korean 
and Japanese Proposal rules are in line with the 
“general obligation” imposed on member States by 
Article 41(2) TRIPS Agreement.294 Furthermore, the 
Joint Korean and Japanese Proposal provides a ra-
tionale for the absence of such a provision in the 
Transparency Proposal, stating that the result to 
which this proposal leads to are self-evident by way 
of interpretation.295 

III.	 International Context

189	At the international level Article 41(2) TRIPS Agree-
ment obliges States to act in an expeditious way 
when dealing with domestic IPRs enforcement is-
sues. At the recognition and enforcement level, cer-
tain provisions of international conventions impose 
on contracting states an obligation to use in the field 
of the convention concerned the most rapid proce-
dure established in the requested State and, if nec-
essary, to speed up existing procedures. A similar 
provision may be found in Art. 30 of the Hague Draft 
Convention, which will be referred to in paragraph 
Q.IV. In the EU/EFTA system the Pocar Report on the 
Lugano Convention rule related to the enforcement 
of foreign judgments (Art. 43) states that although 
the review of whether there are any grounds to re-
ject the application for enforceability may take some 

time, the “free movement of judgments should not 
be hindered by obstacles such as delays in proceed-
ings for enforcement.”296

IV.	 Discussion

190	Even in the absence of a specific provision on the 
point, all Principles lead to the same result of mak-
ing the requested court act expeditiously, as explic-
itly established by the CLIP Principles, and in a sim-
pler way, by the Joint Korean and Japanese Proposal. 
Furthermore, the 2001 Hague Draft Convention sup-
ports the approach taken by the Joint Korean and 
Japanese Proposal and the CLIP Principles by saying 
in Art. 30 that “the court addressed shall act [in ac-
cordance with the most rapid procedure available 
under local law] [expeditiously].” The Report to this 
Convention also states that where it is appropriate, 
Article 30 may require courts to speed up existing 
procedures, obliging member States “to use, for the 
purposes of recognition, declarations of enforceabil-
ity and enforcement the most rapid procedure they 
possess in their national law and, where appropri-
ate to speed up existing procedures.”297 

R.	Recognition and 
enforcement procedures

I.	  Differences

191	The CLIP Principles (at Articles 4:702 and 4:703) and 
the Joint Korean and Japanese Proposal (at Article 
409(1)) refer to the law of the requested State to rule 
the recognition and enforcement procedures. How-
ever, the rules of the CLIP Principles are much more 
specific on the point. In fact, the CLIP Principles ren-
der it clear that the recognition of foreign judgments 
shall be rendered without any special procedure, 
e.g. automatic recognition. Yet, the literature com-
menting on the CLIP Principles acknowledges that 
in specific cases a party may want to obtain a formal 
declaration of recognition or non-recognition and 
that “litigation in one country of activities carried 
out through ubiquitous media makes this possibility 
more significant than ever before.”298 As an example 
this literature refers to the case where a party de-
feated in a foreign country is interested in obtaining 
a decision declaring that the foreign judgment can-
not be recognized or enforced in the forum state, as 
happened in the Yahoo! Inc. and La Ligue contre le rac-
isme et l’antisémitisme cases, although the case was 
not concerned with the exploitation of IP rights.299 
As far as the enforcement of foreign judgments is 
concerned the CLIP Principles and their commenting 
literature clarify that “the possibility of enforcing a 
foreign judgment follows from the declaration of en-
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forceability (recognition) of the relevant judgment. 
The basic criterion is that once the foreign judgment 
becomes enforceable in the requested state it has to 
be treated as a judgment of the requested state and 
hence the law of the enforcing country applies to the 
execution process.”300 Yet, certain problems might 
arise in relation to the enforcement of non-mone-
tary judgments or injunctions, which shall be en-
forced on the basis of the law of the requested State 
under the CLIP Principles. In summary, the literature 
commenting on those principles makes it clear that 
“under Article 4:703(3) CLIP Principles, all these is-
sues are left to the legislation of the enforcing coun-
try and no specific provisions have been adopted. 
Therefore, the procedural law of the enforcing coun-
try determines issues such as the following: organs 
of enforcement, including the judicial or administra-
tive nature of enforcement; modes of enforcement 
of money and non-money judgments; methods of co-
ercion (such as a levy on assets or garnishment); the 
possibility of the cumulative employment of several 
types of monetary enforcement; the relevant time 
for the conversion of the foreign currency in which 
the judgment was expressed into the domestic cur-
rency; sanctions against non-compliance with en-
forceability; the consequences of irregular enforce-
ment; and the level of intervention by the courts as 
an ultimate guarantee of legality.”301 The ALI Prin-
ciples and the Transparency Proposal lack rules on 
the point. Yet, the Transparency Proposal reaches 
the same result as the CLIP Principles and the Joint 
Korean and Japanese Proposal. In fact, the commen-
tary to the Transparency Proposal clarifies that this 
Proposal is “based on some fundamental principles 
prerequisite for Article 118 of the Code of Civil Pro-
cedure and Article 24 of the Civil Execution Act. 
They are as follows: […] (ii) the recognition of for-
eign judgments without any special procedure, i.e. 
automatic recognition (see Art. 118 of the Code of 
Civil Procedure); and (iii) an action seeking an exe-
cution judgment for foreign judgments (Art. 24 (1) 
of the Civil Execution Act). Although [the Transpar-
ency Proposal] […] includes no provisions setting 
forth these principles, it presupposes them as a mat-
ter of course.”302 

192	Also the 2001 Hague Draft Convention provides that 
the law of the State addressed governs in this regard, 
and the Report to this Draft Convention refers to the 
automatic recognition cases, as is highlighted below 
in paragraph R.IV.

193	With respect to the recognition and enforcement of 
injunctions see also the paragraphs related to the ef-
fects of judgments (E.), to public policy (M.), and to 
severability (G.).    

II.	 Rationale 

194	The procedures for recognizing and enforcing a for-
eign judgment may differ, given the differences be-
tween the two judicial concepts. Professor Pedro de 
Miguel Asensio provides an explanation of their dif-
ferences in his analysis of the CLIP Principles: while 
the conditions for denying recognition or enforce-
ment of a judgment are the same, “the only addi-
tional requirement is that in order to be enforcea-
ble, a judgment must be enforceable in the state of 
origin. Although a judgment cannot be enforced un-
less it is previously recognized, recognition has sig-
nificance outside the enforcement context because 
a foreign judgment also must be recognized in or-
der to be given preclusive effect or to produce in the 
requested state its so-called dispositive effects re-
garding the creation, modification, or termination 
of a legal relationship or situation.”303 By contrast, 
“enforcement means that the courts of the destina-
tion country will take the necessary steps to give 
one party the relief granted to it by the foreign judg-
ment, having recourse to public coercive force when 
needed.”304 Finally, another distinction is to be made 
between enforcement and declaration of enforcea-
bility. In fact, “the possibility to enforce a foreign 
judgment normally requires a previous declaration 
of enforceability by the courts of the enforcing coun-
try. In particular, the grant of enforceability is typ-
ically subject in the different systems to a specific 
procedure, usually referred to as exequatur in some 
European and Latin American countries and regis-
tration in some common law countries.”305

195	According to Professor de Miguel, the differences 
with respect to the recognition and enforcement 
procedure under the CLIP Principles are in line with 
the prevailing international approach.306 As such, 
the CLIP Principles provide for “automatic recogni-
tion,” meaning that foreign judgments may be rec-
ognized without any special procedure, or more pre-
cisely, “foreign judgments may take effect ipso iure 
whenever recognition is invoked as an incidental 
question or as a main question before a competent 
authority of the recognizing country.”307  By con-
trast, the enforcement of a foreign judgment may 
be subject to special procedures.308 Article 4:703 pro-
vides that the law of the requested state determines 
the methods by which a foreign judgment can be de-
clared enforceable. The principle that the declara-
tion of enforceability and enforcement shall be regu-
lated by the law of the requested country posed is in 
line with the international, EU and national tenden-
cies related to enforcement of foreign judgments.309 
The Joint Korean and Japanese Proposal also adopts 
this approach even though the related rules and 
comments are much simpler than the ones of the 
CLIP Principles. The Transparency Proposal does not 
encompass rules on the point, but addresses the is-
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sue also in a simple way in the Commentaries, refer-
ring to the Japanese internal system. Yet, all sets of 
Principles seem to lead to the same results. 

III.	 International Context

196	At the international level, the approach that the law 
of the requested court applies with respect to the 
procedures for declaration of enforceability and the 
enforcement of foreign judgments is adopted by var-
ious Conventions, as it is also emphasised by the Re-
port to Art.30 of the Hague Draft Convention, which 
adopts the same approach as will be examined in 
paragraph R.IV. At the European level, the distinc-
tion between recognition, declaration of enforcea-
bility, and enforcement of a judgment is posed by 
Art. 33 of the Brussels I Regulation and of the Lugano 
Convention. The Brussels system is based on the mu-
tual trust between member States and therefore on 
the automatic recognition of judgments rendered 
by the courts of the EU/EFTA member States. The 
characteristics of this system are well highlighted 
by the Explanatory Report to the Lugano Convention 
by Professor Pocar, who states that the rules for rec-
ognition and enforcement are intended to limit the 
intervention of the State, so that the “declaration of 
enforceability of a judgment can be reduced to little 
more than a formality.”310 Furthermore, the Explan-
atory Report establishes that member states should 
always declare a judgment from another member 
state as prima facie enforceable, without any inquiry. 
Only if a party to the proceedings challenges the dec-
laration of enforceability will the Court of the re-
quested State examine the judgment more closely, 
and the burden is on the objecting party.311 Finally, 
the Pocar Report states that, if the proper formalities 
have been complied with, Article 41 requires the re-
quested Court to declare the judgment enforceable 
“immediately.”312 In relation to the Brussels system, 
it is also notable that with regard to non-monetary 
judgments, although not specifically in the IP field, 
the ECJ in the Realchemie case clarified that the recog-
nition and enforcement rules of the Brussels system 
apply to the non-monetary judgments, and other rel-
evant decisions reached the same result with respect 
to non-monetary injunctions related to EU IPRs.313 
In the EU the recasting process of the Brussels Reg-
ulation will address the recognition and enforce-
ment procedures given by non EU/EFTA member 
States and will abolish the exequatur proceeding. 
This is said to be “one of the great achievements of 
the new text.” In connection with IP the impact of 
the exequatur’s abolishment is “especially remarka-
ble.” First “, a permanent injunction by any Member 
State Court (however unlikely in actual practice un-
der the circumstances indicated in § 3) is automati-
cally enforceable in all other Member States without 
need for a declaration of enforceability.”314 Second, 

under Art. 49 of the Brussels Regulation, the judg-
ment rendered in a Member State that orders the 
payment by way of penalty is enforceable in a differ-
ent Member State but only if and to the extent such a 
payment has been finally determined by the Court of 
the rendered Member State. This has been criticized 
in the following way: “if the permanent injunction 
issued by the Court of the Member State of origin is 
not respected in a different Member State, the right 
holder has to go back and forth between Courts sev-
eral times before he sees the money. If I get it right, 
non compliance with the permanent injunction in 
the Member State of enforcement must be proved to 
the satisfaction of the Court of the same; an applica-
tion for the ‘final determination’ has then to be sub-
mitted to the Court of the Member State of origin; 
finally the determination of this latter Court has to 
be brought back to the Court of the Member State 
of enforcement, to obtain the exequatur and finally 
to be enforced.”315 However, with the Draft Proposal 
“these four separate steps are folded into one just by 
combining Art. 38(2) and 67,” and this is defined as 
a true “achievement.” 316

197	At the national level the distinction between recogni-
tion, declaration of enforceability, and enforcement 
of a judgment is posed by Art. 118 of the Japanese 
Code of Civil Procedure (recognition) in connection 
with Art. 24 of the Japanese Civil Execution Act (dec-
laration of enforceability)317 and by other rules such 
as Arts. 64-67 of the Italian PIL Statute. 

IV.	 Discussion

198	The CLIP Principles, the Transparency Proposal (ac-
cording to their commentary) and the Joint Korean 
and Japanese Proposal lead to the same result of 
making the requested court apply its law to the rec-
ognition, enforcement, and declaration of enforce-
ability issues. Furthermore, the CLIP Principles and 
the Joint Korean and Japanese Proposal approach are 
in line with Art. 30 of the Hague Draft Convention. It 
is emphasised also by the Report to this Draft Con-
vention, according to which, “the renvoi to national 
law corresponds to the current practice of interna-
tional Conventions on enforcement of judgments, 
and was unhesitatingly adopted by the Special Com-
mission, which felt it would be difficult to devise a 
simplified uniform procedure for obtaining a decla-
ration of enforceability in a worldwide Convention. 
The only common indicator is the requirement for 
the court addressed to act expeditiously,”318 as was 
discussed at paragraph Q. 

199	Furthermore, the same Art. 30 of this Hague Draft 
Convention adopts the distinction among “recog-
nition, declaration of enforceability […] and the en-
forcement of the judgment,” and the Report to this 
rule acknowledges the possibility of establishing 
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a system of automatic recognition by stating that 
“where no procedure is required for the recognition 
of foreign judgments, it may take place automati-
cally without intervention by a judicial or other au-
thority.”319 However, the academic projects consid-
ered do not include a rule such as the one inserted in 
Art. 30 of the Hague Draft Convention according to 
which, “[The law of the State addressed must provide 
for the possibility to appeal against the declaration 
of enforceability or registration for enforcement].” 

200	Finally, it is regrettable that the ALI Principles do not 
provide for similar rules. The absence of a clear rule 
in this respect in the Transparency Proposal could 
be an issue for those who might not be aware of its 
relevant commentary recalling the Japanese internal 
rules on the recognition and enforcement at stake 
as a general grounding principle of the Proposal.320

S.	 Settlements

I.	 Differences 

201	The ALI Principles, the Transparency Proposal and 
the Joint Korean and Japanese Proposal lack rules on 
the point. In addition, the commentary to the Trans-
parency Proposal makes it clear that “the Transpar-
ency proposal does not […] allow for the recogni-
tion and enforcement of settlements.” In contrast, 
the CLIP Principles explicitly specify that the term 
“judgment” also encompasses settlements to which a 
court has given its authority. The approach taken by 
the CLIP Principles is supported by the 2001 Hague 
Draft Convention, as is outlined below in paragraph 
S.IV.

II.	  Rationale 

202	The rationale of allowing the recognition and en-
forcement of judicial settlements is the willingness 
to favor solving international disputes by agree-
ment. This provision is in line with the Hague Draft 
Convention and other similar rules at the interna-
tional and EU level. In contrast, the commentary 
to the Transparency Proposal adopts the view that 
such an approach is “quite liberal and may poten-
tially be abused.”321 Yet, the same commentary does 
not exclude that in the future, recognition and en-
forcement of settlements could be established un-
der the Transparency Proposal as well, even though 
it is necessary “to think about how such abuse can 
be avoided.”322

III.	 International Context

203	At the international level, Article 2 of The Hague 
Convention on the Recognition and Enforcement of 
Foreign Judgments in Civil and Commercial Matters 
of 1971 as well as Art. 12 of The Hague Convention 
on Choice of Court Agreements of 2005 can be men-
tioned among the provisions on the recognition and 
enforcement of judicial settlements.323 Also, Article 
36 of the Hague Draft Convention includes a defini-
tion of settlements,324 as will be referred to in par-
agraph S.IV. 

204	At the EU level, Art. 58 of the Brussels I Regulation325 
and of the Lugano Convention of 2007, and Art. 2.d 
of the Draft Proposal for a Recasting of the Brussels 
I Regulation can be mentioned among the provisions 
on the recognition and enforcement of judicial set-
tlements.. Particularly, the Pocar Report to the Lu-
gano Convention makes references to its “pream-
ble [which] states that the aim of the Convention 
is to strengthen in the territories of the contract-
ing parties the legal protection of persons therein 
established, and for this purpose to determine the 
international jurisdiction of the courts, to facilitate 
the recognition of judgments, authentic instruments 
and court settlements, and to introduce an expedi-
tious procedure for securing their enforcement.”326

IV.	 Discussion

205	Because the facilitation of cross-border enforcement 
of judicial settlements can favor their potentiality to 
solve international disputes by agreement also in the 
context of cross-border litigation on IPRs, it may be 
regrettable that the ALI Principles, the Transparency 
Proposal and the Joint Korean and Japanese Proposal 
lack rules on the recognition and enforcement of set-
tlements. In contrast, such a rule is present in the 
CLIP Principles and even though it is criticized by 
the commentary to the Transparency Proposal as 
being too liberal and therefore subject to potential 
abuses,327 the CLIP Principles’ relevant rule is in line 
with the recognition and enforcement of “in-court 
settlements”328 established by Art. 36 of the Hague 
Draft Convention and other similar norms at the in-
ternational and EU level. 

T.	 Conclusions

206		The comparison just exposed demonstrates that in 
practice, all four sets of Principles lead to similar re-
sults allowing for the recognition and enforcement 
of judgments defined in a broad and flexible way, 
inclusive of non-final judgments, as well as of pro-
visional measures. This similarity among the prin-
ciples at stake is grounded on the great need, par-
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ticularly in connection with IPRs, for the effective 
protection of a rights holder from an infringement, 
and is a natural consequence of the favor shown to-
wards the consolidation of claims provided for by all 
four sets of Principles. Thus, such need grounds, for 
instance, the understanding by all four sets of Prin-
ciples of the public policy exception as a last resort 
mechanism to deny recognition and enforcement 
of foreign judgments; the favor by the same princi-
ples for the (partial) recognition and enforcement of 
foreign judgments imposing punitive damages; and 
the approach adopted by all sets of Principles favor-
ing the recognition and enforcement of foreign de-
cisions in disputes in which not only the infringe-
ment of rights registered in countries other than 
the adjudicating country is addressed, or the first 
entitlement and ownership of the same right, but 
also when their validity or registration is raised in-
cidentally and sometimes even principally (ALI Prin-
ciples, Transparency Proposal). They do limit, how-
ever, the validity of the effects of the recognition 
and enforcement of the decisions to the parties of 
the proceeding. 

207		In light of these conclusions, the comparison ex-
plains that despite certain minor differences among 
the rules on recognition and enforcement of the four 
sets of academic Principles, in the majority of cases, 
further studies and the work of the ILA Commit-
tee could help in overcoming these differences and 
achieving common results which could eventually 
be codified in a future ILA Resolution.
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A.	 Introduction

1	 The concept of Internet intermediaries is broad, 
comprising providers of many different activities, 
facilities and services that enable others to take full 
advantage of the Internet and information society 
services. Intermediaries provide access to commu-
nication networks, services related to the trans-
mission of information in such networks, hosting 
services (including cloud-based services, social net-
working sites, auction sites, blogging sites and other 
platforms that enable users to post contents), hy-
perlinks and search engines, and more. To the ex-
tent that the activities, facilities and services provi-
ded by intermediaries may result in infringements 
of intellectual property (IP) and may especially sup-
port or facilitate infringements by others, the liabi-
lity of Internet intermediaries, the determination 

of under what circumstances they may be held li-
able in connection with the activities of the users 
of their services and the possibility to bring claims 
against the intermediaries themselves, has become 
a crucial issue for the protection of IP on the Inter-
net. In this context the relevant activities enabling 
IP infringements may also include the distribution 
of tools such as software that may be used to carry 
out allegedly infringing activities in particular with 
regard to peer-to-peer file sharing or the circumven-
tion of technical protection measures.

2	 Current developments regarding IP infringement 
disputes in the Internet illustrate the importance of 
claims against intermediaries.1 Even in situations in 
which intermediaries may not be held liable as di-
rect nor secondary infringers they may be required 
by a court or authority to terminate or prevent an 

Abstract: 	 The coordination between territo-
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potential global reach of Internet activities has been 
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infringement, and intermediaries may also play a de-
cisive role in implementing procedures for the re-
moval or disabling of access to infringing content.2 
In practice, IP rightholders may have a particular in-
terest in bringing claims against Internet interme-
diaries. Among the reasons for such an interest are 
that intermediaries are in a position to block access 
to the damaging content,3 remove it from their ser-
vices,4 and prevent the infringement in the future.5 
Additionally, intermediaries have information that 
can locate direct infringers, in particular when such 
infringers are users of their services. If damages are 
sought by the rightholder, the fact that intermedia-
ries usually have more financial means than indi-
vidual users becomes very relevant, and it is much 
more cost efficient to sue an intermediary than a 
multiplicity of alleged individual infringers who may 
be scattered around the world. 

3	 In sharp contrast with the evolution of Internet law 
in most major industrialized countries that have ad-
opted specific provisions regarding the (non) liabi-
lity of Internet intermediaries, the position of in-
termediaries has not been the subject of a similar 
attention from the perspective of private interna-
tional law.6 However, the activities and services of 
those intermediaries having a potentially global re-
ach or impact pose particular challenges from the 
perspective of private international law.7 Therefore, 
this area seems of special interest when discussing 
how private international law should evolve in or-
der to more efficiently adjudicate disputes arising 
out of situations involving the cross-border use of IP 
protected content. In this context the Committee of 
Intellectual Property and Private International Law 
of the International Law Association has singled out 
the particular interest of this topic. This paper focu-
ses on choice of law considerations regarding alle-
ged infringements carried out through the Internet 
and the position of intermediaries.

B.	 Comparative perspectives 

4	 From a substantive law perspective it is remarkable 
that significant differences exist concerning to what 
extent Internet intermediaries are to be held liable 
for the activities of third parties. Only some juris-
dictions recognize secondary liability for IP rights 
infringement and even among those jurisdictions 
different approaches prevail as to the conditions to 
impose with such liability. Indeed, substantive law 
standards differ in this regard from country to coun-
try and significant uncertainty remains over inter-
national standards for secondary liability and the 
delimitation between direct and indirect infringe-
ment.8 Moreover, through the expansion of the In-
ternet, many jurisdictions have witnessed the adop-
tion of specific provisions regarding the immunity 
or limited liability of Internet intermediaries. In the 

EU, Articles 12 to 15 of the Directive on electronic 
commerce  basically establish that certain situations 
cannot give rise to intermediaries’ liability since the 
main purpose of those provisions is to restrict the si-
tuations in which intermediaries may be held liable 
pursuant to the applicable national law.9 The two ba-
sic international models are the U.S. Digital Millen-
nium Copyright Act (DMCA)10 and the EU Directive. 
Both encompass important similarities since the Di-
rective used the DMCA as a reference on this issue. 

5	 It is noteworthy that these two basic regimes have 
influenced the adoption of similar provisions in a 
number of jurisdictions, and provisions on immu-
nities for Internet intermediaries have even been 
included in free trade agreements’ intellectual pro-
perty chapters concluded by the US and the EU. Ho-
wever, many countries lack specific provisions on 
the liability of intermediaries,11 and differences re-
main regarding the complex issue of secondary lia-
bility and safe harbor immunities even between ju-
risdictions that have rules that were partly based on 
common foundations.12 Both the EU E-Commerce Di-
rective and the U.S. DMCA are intended to exclude 
liability for intermediaries unless they have actual 
knowledge of facts or circumstances indicating il-
legal activity and failed to react. However, in the 
U.S., “safe harbor” provisions on intermediary lia-
bility do not have a horizontal nature,13 contrary to 
the situation in the EU where the rules cover both 
civil and criminal liability regardless of the subject 
matter concerned. Although the provisions of the 
DMCA and those of the E-Commerce Directive pre-
sent significant similarities, substantive differences 
remain, in particular, due to the DMCA’s more de-
tailed provisions, such as those regarding the sys-
tem of notice-and-takedown. 

6	 Additionally, this is an evolving subject in which a 
significant level of uncertainty remains in the in-
terpretation of substantive law. For instance, tech-
nological evolution and transformation of business 
models have influenced a shift in some jurisdictions, 
favoring a more active-preventive approach.14 The 
areas most affected by such uncertainties include the 
application of the liability exemptions to linking si-
tes and search engines, the level of knowledge to es-
tablish liability, whether certain services based on 
the distribution of user-generated content may re-
quire a certain level of prior monitoring or the in-
teraction between the immunities and the obliga-
tions imposed on intermediaries under the various 
models for graduated response.15 In particular wit-
hin the EU, further clarification seems to be requi-
red as to the activities and providers covered and 
the material conditions necessary to benefit from 
the exemptions set out in the E-Commerce Directi-
ve’s Articles 12 to 14; the implementation of notice 
and take down procedures; and implications of Ar-
ticle 15 that prevents Member States from imposing 
a monitoring obligation of a general nature.16 This is 
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also an area in which the scope of enforcement of IP 
rights must especially be balanced against the pro-
tection of other fundamental rights, and hence basic 
values and policies that are part of national (or Euro-
pean) public policy may become determinative. The 
case law of the ECJ17 illustrates to what extent injun-
ctions imposed on intermediaries – such as those re-
sulting in preventive monitoring, content filtering 
or website blocking and those implementing models 
for graduated response that may restrict users ac-
cess to the Internet18 - may infringe the fundamen-
tal freedom to conduct a business enjoyed by inter-
mediaries and may also violate some fundamental 
rights of the users, namely their right to protection 
of their personal data19 and their freedom to receive 
or convey information. 

7	 In order to achieve a high level of simplification fa-
cilitating intermediaries to operate in a global mar-
ketplace and all other stakeholders to better protect 
their rights or avoid liabilities, a substantial legal 
approach based on an international consensus at the 
substantive level seems to guarantee the required le-
vel of simplification better than an approach that es-
tablishes common private international law rules.20 
A harmonized and predictable international legal 
framework would favor the development of global 
markets for the use of digital content. The increa-
sing reliance by governments on intermediaries to 
ensure law enforcement online is an additional fac-
tor when advocating further international coordina-
tion to overcome the difficulties posed to interme-
diaries under multiple conflicting laws.21 Therefore 
the issue arises as to what extent the preferable op-
tion should be to draft model substantive law pro-
visions, covering the elements of indirect Internet 
intermediary liability and the exceptions to such li-
ability. The development of balanced, model subs-
tantive provisions could have a significant harmo-
nizing effect at the international level in light of the 
absence of specific regulations in many countries 
and the need for further clarification in others (such 
as in connection with the E-Commerce Directive). 
In fact, efforts to develop international substantive 
standards by private organizations involving stake-
holders started long ago.22 

8	 However the interest and potential benefits of de-
veloping common substantive standards for se-
condary liability contrast sharply with the almost 
complete lack of progress in this field by the inter-
national organizations active in creating uniform 
provisions regarding intellectual property (such as 
WIPO and WTO) or electronic commerce (UNCIT-
RAL).23 Substantive harmonization concerning the 
liability of Internet intermediaries have been the 
focus of particular attention in the recent negotia-
tions leading to the conclusion of the Anti-Counter-
feiting Trade Agreement (ACTA).24 The draft of the 
Agreement made public in April 201025 contained in 
Article 2.18 paragraph 3 two alternative texts on li-

ability limitations benefiting online service provi-
ders that were inspired by the basic features of the 
DMCA and the E-Commerce Directive, although not 
without some changes.26 Nevertheless, the final text 
of the Agreement, even if remaining very much focu-
sed on fighting infringement in the digital environ-
ment, does not include liability exemption provisi-
ons  for Internet intermediaries. 

9	 Given the particular difficulties posed by the cre-
ation of differing substantive international stan-
dards on secondary liability and the absence of in-
ternational consensus as far as regulatory details are 
concerned, conflict of laws provisions should be of 
paramount importance when trying to improve pre-
dictability and legal certainty. Moreover, given the 
complexity of this subject, international harmoniz-
ation of basic principles would not mean full unifi-
cation of legal systems so applicable law issues will 
continue to play a significant role. Although interna-
tional jurisdiction falls outside the scope of this pa-
per, the increasing trend to allow the consolidation 
of multistate infringement claims before a single 
court27 reinforces the practical importance of ap-
plicable law issues regarding Internet intermedia-
ries. The extraterritorial effect of measures against 
intermediaries and the enforcement of such measu-
res abroad are also of particular interest here. The 
use of ubiquitous media creates uncertainties as to 
the scope of actions against IP infringements, for 
example, concerning damages or the scope of in-
junctions ordering a party to desist. Coexistence in 
the Internet between different national IP rights can 
only be achieved if injunctions are limited within the 
scope of the jurisdiction of the rendering court and 
to what is necessary to exclude significant negative 
commercial effects on the territories covered by the 
infringed IP rights.

C.	 Applicable law to the liability 
of Internet intermediaries: 
general rule on indirect 
or secondary liability

10	 From a comparative perspective, it has become gen-
erally accepted that the law applicable to indirect 
or secondary liability is the law that governs the 
main infringement. Potential liability of intermedi-
aries linked to the activities of the users of their ser-
vices, for instance with respect to the information 
stored in their servers and services, can be consid-
ered an issue concerning the determination of per-
sons who may be held liable for acts performed by 
another person. In the EU, under the Rome II Regu-
lation28, the law applicable to a non-contractual ob-
ligation arising from an infringement of an IP right 
in accordance with Article 8(1) also governs the de-
termination of persons who may be held liable for 
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acts performed by them - Article 15(a) - and liability 
for the acts of another person - Article 15(d).29 Arti-
cle 15 reflects a trend to favor the application of the 
same law to all issues related to a non-contractual 
obligation to promote legal certainty and uniform-
ity, which are basic goals of EU instruments in the 
field of private international law. Therefore, with re-
gard to a non-contractual obligation arising from an 
infringement of an IP right the law of the country 
for which protection is claimed is determinative to 
establish both direct and indirect or secondary lia-
bility under the Rome II regime.30 In the absence of 
specific provisions, the law of the country for which 
protection is claimed applies to determine the liabil-
ity of Internet service providers arising from an in-
fringement of an intellectual property right includ-
ing the limitations or exemptions from liability for 
Internet intermediaries.31 Furthermore, according to 
Article 15(d) Rome II Regulation the law applicable 
to the infringement governs “the measures which 
a court may take to prevent or terminate injury or 
damage” although “within the limits of powers con-
ferred on the court by its procedural law.” Delimita-
tion between the scope of application of the law ap-
plicable to the infringement and the procedural law 
of the lex fori32 may raise particular difficulties with 
regard to the measures that can be adopted against 
intermediaries.

11	 In the U.S., a similar trend may be identified with re-
gard to the law applicable to secondary liability as 
illustrated by the ALI Principles’ approach. Under § 
301, the law that governs the determination of in-
fringement not only establishes direct infringement 
but also determines to what extent activities facili-
tating infringement may be regarded as infringe-
ment.33 Therefore, a court should apply the laws of 
each jurisdiction in which infringements are alleged 
– in conjunction with § 321, which applies to ubiqui-
tous infringements - regardless of the fact that in 
some countries the relevant activities may be con-
sidered direct infringement, while in others they are 
considered secondary infringement.34

12	 Recourse to the lex loci protectionis to determine what 
law applies to the liability of Internet intermediaries 
may pose special difficulties particularly in those 
situations in which intermediaries offer their on-
line services globally. The coordination between the 
system of territorially limited intellectual property 
rights and the ubiquitous reach of the Internet de-
mands a reassessment of principles that may lead to 
the application of a multiplicity of national laws to 
Internet activities.35 The lex loci protectionis rule leads 
usually to the distributive application of a plurality 
of laws with respect to activities performed through 
the Internet even if applied in light of the so-called 
principle of proportionality36 to achieve a reason-
able balance between the territoriality of IP rights 
and the Internet’s global reach. The law of each pro-
tecting country applies inasmuch as the activity al-

legedly infringes IP rights in its territory.37 As a re-
sult of the Internet’s global reach, to the extent that 
from the design and functioning of a web site do 
not result that its addressees are limited to certain 
markets, the finding may prevail in many situations 
that the site produces substantial effects in a signi-
ficant number of countries. Due to the contrast bet-
ween the territorial fragmentation resulting from 
the lex loci protectionis approach and the global of-
fering by many intermediaries of services provided 
to users in numerous countries around the world, a 
special risk has been identified that intermediaries 
may have to bear excessive legal uncertainties re-
garding their liability.38 

13	 With a view to control legal risks, intermediaries 
may be forced to adapt their business models to re-
duce the exposure to liability in the light of the mul-
tiple applicable laws, for instance when assessing 
to what extent they have a duty to act to prevent 
or stop illegal activities, and whether they are re-
quired to implement prior filtering with respect to 
certain illegal contents in addition to notice and ta-
kedown procedures. Therefore, subjecting the liabi-
lity of intermediaries to the laws of each country of 
protection has been criticized as a potential source 
of unfair and unpredictable results.39 In this context 
the idea has been advocated of establishing a special 
choice of law rule providing an exception to the lex 
loci protectionis with regard to the provision of ser-
vices that enable service recipients to carry out in-
fringing activities but are clearly detached from the 
service provider, in particular, in cases in which a 
third party uses the services of Internet interme-
diaries to infringe IP. 

D.	The search for a single law: 
Article 3:604 CLIP Principles 

14	 Article 3:604 CLIP Principles introduces an innova-
tive and detailed provision aimed at enabling the 
application of a single law in those situations. This 
approach is linked to the view that the traditional 
mosaic requiring intermediaries to adapt their glo-
bal services to many different national laws may 
result in excessive territorialisation of the Inter-
net and cause excessive costs to such intermedia-
ries whose activities benefit from specific exemp-
tions from liability at the substantive law level in 
many jurisdictions.40 Furthermore, a so-called au-
tonomous tort approach to determine the law ap-
plicable to secondary liability has been proposed as 
a means to better reflect the specific policies invol-
ved in the regulation of contributory infringement 
claims, such as the development of new business mo-
dels and technological innovation.41 User privacy, 
access to information, and freedom of expression 
seem also of particular significance in this regard. 
The rationale for derogating the application of the 
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law of the protecting country in these situations is 
connected to the idea that since intermediaries may 
not be aware of the acts committed and the contents 
disseminated by the users of their global services, it 
may be inappropriate to subject their liability to the 
law of each protecting country in circumstances in 
which it could become excessively burdensome or 
even impossible for them to identify the require-
ments of all the laws that might apply.42 Application 
of one single law would provide a secure and stable 
legal framework to intermediaries offering neutral 
services at global scale. Article 3:604 CLIP Principles 
can be deemed as favoring, in principle, the position 
and interests of Internet intermediaries since it faci-
litates the efficient operation of their services to the 
extent that their activities would not be governed by 
a large number of different laws depending on the 
location of the main infringements. Nevertheless, 
the single applicable law by virtue of that provision 
may be the law of a State which is not particularly 
favorable to the interests of the intermediary invol-
ved. The search for legal certainty in this context 
is also intended to benefit persons seeking redress 
from intermediaries, since it favors the determina-
tion of the legal system that governs the intermedi-
ary’s liability if proceedings are brought against the 
intermediary.43 

15	 Although Article 3:604(1) CLIP Principles reaffirms 
the basic rule by establishing that “the law applica-
ble to liability based upon acts or conduct that in-
duce, contribute to or further an infringement is the 
same as the law applicable to that infringement”, un-
der Article 3:604(2)  one single law may be applied 
to certain types of secondary infringements in the 
case of providers of facilities or services “that are ca-
pable of being used for infringing and non-infringing 
purposes by a multitude of users without interven-
tion of the person offering or rendering the facilities 
or services in relation to the individual acts resul-
ting in infringement.” Only neutral and fully auto-
mated processes or services in which the provider 
exercises no control over the alleged direct infrin-
ger’s specific activities are covered by this excepti-
onal provision. Additionally, Article 3:604(3) estab-
lishes a unique minimum substantive standard. The 
single law determined in accordance with paragraph 
2 is only applicable if it provides, at least, liability for 
failure to react in case of actual knowledge of a pri-
mary infringement or, in the case of a manifest in-
fringement and liability, for active inducement. The 
exceptional provision of paragraph 2 leading to the 
application of a single law does not cover claims re-
lating to information on the identity and the acti-
vities of primary infringers, since the inclusion of a 
specific rule on the law applicable to the interme-
diary liability should not undermine the possibility 
of proceeding against the direct infringer under the 
respective lex loci protectionis.44

E.	 Concerns raised by a special 
single law approach with 
regard to intermediaries	

16	 Article 3:604 (1) CLIP Principles represents an in-
novation both with regard to current Private In-
ternational Law within the EU and with respect to 
other proposals since the ALI Principles, the Trans-
parency Project and the Joint Korean Japanese Prin-
ciples have not created specific choice of law provi-
sions for indirect or secondary liability or to address 
the law applicable to exclusions and limitations of 
intermediary liability. Given the truly innovative na-
ture of Article 3:604(1) and the evolving nature of its 
subject matter, a number of issues seem to deserve 
special attention when discussing how to proceed 
with the creation of international standards on in-
termediary liability that deviate from the traditio-
nal lex loci protectionis principle.

17	 The distinction between secondary or indirect li-
ability and direct infringement may be uncertain 
in many situations since characterization of certain 
conducts – such as preparatory acts - as direct or 
contributory infringements may vary significantly 
among States.45 Furthermore, under substantive law, 
secondary liability is in many jurisdictions inextri-
cably linked to direct infringement. In these circum-
stances recourse to a specific conflict of laws provi-
sion restricted to the liability of intermediaries may 
result in the introduction of additional uncertainty 
and complexity when compared to the general cri-
terion leading to the application of the lex loci pro-
tectionis both to direct and secondary liability. Such 
risk becomes particularly clear with regard to situa-
tions in which a defendant is sued both under direct 
and secondary liability. Moreover, a deviation from 
the general rule that the law applicable to the liabi-
lity covers also the issue of determining who may be 
held liable and the extent of their liability may raise 
additional doubts if limited to IP infringements from 
the perspective of those jurisdictions having hori-
zontal provisions – not limited to IP infringements 
- on the intermediary liability (such as Arts. 12 to 14 
of the E-Commerce Directive). 

18	 A specific conflict of laws rule for intermediaries 
could also pose very complex characterization issues 
with regard to the determination of its beneficiaries. 
In particular, applicability of the specific rule estab-
lished in Article 3:604(2) CLIP Principles is limited to 
situations in which intermediaries provide facilities 
or services that users use to infringe “without inter-
vention of the person offering or rendering the faci-
lities or services in relation to the individual acts re-
sulting in infringement.” Classification of a situation 
as falling or not within that category may be particu-
larly difficult and hence add complexity to how the 
choice of law rules function. The evolution of the In-
ternet has led to a situation in which identifying cer-
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tain providers as merely passive or neutral interme-
diaries – such as those covered by the mere conduit 
provision or the traditional ISPs acting as hosting 
providers - has become more complex particularly 
in the light of the boom of user-generated content 
sites and other innovative services.46 From the sub-
stantive law perspective, it is noteworthy the diffi-
culties found in practice to determine the extent that 
information society providers qualify as hosting pro-
viders covered by the liability limitation established 
in E-Commerce Directive’s Article 1447 and the nati-
onal laws implementing that provision.48 The need 
to carry out a similar delimitation task as a prere-
quisite to apply a special conflict of laws rule on in-
termediary liability seems to be a factor of comple-
xity and uncertainty.

19	 Additional difficulties may arise when establishing 
and applying connecting factors intended to deter-
mine a single applicable law to multistate infrin-
gements.49 The connecting factor used in Article 
3:604(2) CLIP Principles is intended to lead typically 
to the law having the closest connection with the in-
fringement-enabling activities. It refers to the law 
of the State where the centre of gravity of the acti-
vities of the provider relating to those facilities or 
services is located. In order to determine where the 
“centre of gravity” of the service provider pleading 
for the application of one single law is located, Ar-
ticle 3:604(2) does not establish a closed list of factors 
but favors an approach that allows courts to consi-
der all circumstances of the case. Such an approach 
seems respectful with the principle of proximity but 
may pose difficulties from the perspective of legal 
certainty and uniform application of the provision.

20	 Although some intermediaries provide their services 
and facilities on a global scale it is not rare that even 
in those situations the possible liability of the inter-
mediary or the possibility to require the interme-
diary to terminate or prevent an infringement ap-
pear closely connected to conducts of their users 
that only have an impact on a geographically limited 
area. For instance, users tend to make use of global 
hosting services – such as social networks - to post 
and make available contents that in practice may 
have substantial repercussion in a limited number 
of jurisdictions (not rarely, in only one) and in those 
circumstances non-application of the lex loci protecti-
onis with regard to intermediary liability, even if the 
service used is provided at a global level, may raise 
special concerns. To assess possible risks the follo-
wing situation may be considered. 

21	 In a user-generated content service site based in the 
U.S. a user uploads illegally some parts of a Danish 
film. A claim is brought before the Danish courts by 
the rightholder requiring the intermediary to re-
move the content. A significant number of users in 
Denmark have downloaded the film by using the ser-
vice since it is very popular in Denmark. Although 

the service is very popular also in sixty other coun-
tries no one in those other countries is interested 
in that film. A key issue to determine if the service 
provider may be held liable with respect to the in-
fringement of copyright in Denmark is the standard 
of diligence applicable to establish if the provider is 
aware of the infringement (or had knowledge of the 
activity or information in the terms of Article 14 of 
the E-Commerce Directive). Additionally, under Ar-
ticle 14, the limitation of liability does not prevent 
courts from ordering the intermediary to remove the 
infringing content. In this context the question may 
arise: Should the Danish court in such a case disre-
gard Danish law (lex loci protectionis) implementing 
Article 14 of the e-Commerce Directive and apply 
the law of the centre of gravity to determine the re-
levant standard of diligence applicable to that pro-
vider with respect to the copyright infringement in 
Denmark? It can be noted that the service is “very 
popular” in Denmark and the service provider be-
nefits from it (because in practice Denmark will be 
a relevant market for his advertising services) and 
it is not rare that users use the service to post cont-
ent addressed to Danish Internet users. In cases such 
as this, it can be argued that the appropriate appro-
ach would be to subject the liability of the interme-
diary and the possibility to adopt measures against 
him referred to Denmark not to the law of the coun-
try of the centre of gravity, but to Danish law (law of 
the country of protection) even if the service con-
cerned is provided at a global level from the place 
where such centre of gravity is located.

22	 The illustration shows that alleged IP infringements 
resulting from the use of intermediary services may 
produce significant effects only in a limited num-
ber of countries regardless of the global reach of 
the intermediary services used, such as the plat-
form where the file is uploaded and made available 
to third parties by the alleged infringer. In these si-
tuations, the idea of subjecting intermediary liabi-
lity, or in general secondary liability claims, to a law 
other than the law of the country of protection that 
governs the infringement seems hard to accept from 
the perspective of the affected country to the extent 
that it would exclude the liability of a person liable 
for the infringement under the law of protection, or 
it would exclude the possibility to order an interme-
diary to terminate or prevent an infringement even 
if he is subject to such orders under the law of pro-
tection in those situations where he is not directly 
liable under such law.50    

F.	 Significance of the special rules 
on the law applicable to so-
called ubiquitous infringements 

23	 In the light of the content of both the ALI Princi-
ples and the CLIP Principles the interaction bet-
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ween the specific provisions on secondary infrin-
gements and the rules on ubiquitous infringements 
deserves special attention in this context. Article 
3:604(2) CLIP Principles have a similar structure to 
Article 3:603 CLIP Principles on ubiquitous infringe-
ment and both provisions share some goals although 
they may be influenced by different policy conside-
rations. Both provisions allow courts to derogate the 
general lex loci protectionis rule in order to replace the 
application of a multitude of laws by the law of clo-
sest connection However, they have different scopes 
since Article 3:604(2) also applies to conduct which 
is not ubiquitous in coherence with its intended aim 
of increasing legal certainty for service providers ac-
ting on an international (not necessarily ubiquitous) 
scale. Additionally, the specific provision on ubiqui-
tous infringement of Article 3:603 has a restrictive 
scope of application since it only covers transmissi-
ons that arguably lead to infringement in each State 
where the signals by which the content is communi-
cated can be received. In fact a common feature to 
all four projects formulating soft law principles on 
Intellectual Property and Private International Law 
in recent years is the proposal of a special conflict 
of laws rule for so-called ubiquitous infringements, 
but only the CLIP Principles envisage a specific con-
flicts of laws rules on secondary liability. In particu-
lar, exceptional provisions making the application 
of a single law to IP infringements possible in cer-
tain ubiquitous situations are advocated by the ALI 
(§ 321), the European Max Planck CLIP Group (Ar-
ticle 3:603)51 and also by the Japanese Transparency 
Project (Article 302) and the Joint Japanese Korean 
Principles (Art. 306). All four proposals for a special 
conflict of laws provision for ubiquitous infringe-
ment are based on the idea that although such in-
fringements are multinational, it is appropriate to 
single out one or several countries having the closest 
connection with the infringement in order to avoid 
the complexity resulting from the distributive ap-
plication of the law of each country for which pro-
tection is claimed.  

24	 Indeed, § 321 ALI Principles includes certain excep-
tions to the normal application of the basic conflict 
of laws rules on IP infringements. Those basic rules 
are established in § 301, which is founded on terri-
toriality and requires the competent court to apply 
the laws of each affected State to the part of the in-
fringement that take place within each State’s bor-
ders. As an exception, § 321 allows the competent 
court to apply in cases of ubiquitous infringements 
of IP rights only the law or laws of the State or States 
with close connections to the dispute. Additionally 
that provision lists several factors that may be rele-
vant to determine the close connection: residence of 
the parties; the place where the parties’ relationship 
is centered; the extent of the activities and the in-
vestment of the parties; and the principal markets 
toward which the parties directed their activities.52 
The inclusion in the CLIP Principles of a special pro-

vision on the law applicable to secondary liability, 
in contrast with the situation in the ALI Principles, 
seems influenced by the fact that under the CLIP 
Principles the exceptional provision on ubiquitous 
infringement that allows courts to derogate from 
the general lex loci protectionis rule has a much more 
restrictive scope of application than the similar ALI 
Principles provision. Also, Article 306 of the Joint Ja-
panese-Korean Principles that covers infringements 
that occur “in unspecific and multiple states” and 
Article 302(1) of the Transparency Proposal on ubi-
quitous infringements, have a broader scope of ap-
plication than Article 3:603 CLIP Principles. Article 
3:603 only applies if the alleged infringement itself 
is ubiquitous. For an infringement to qualify as ubi-
quitous it is required under Article 3:603 that the 
transmission of content through a ubiquitous me-
dium such as the Internet must arguably lead to in-
fringement in each State where the signals can be 
received. Such a strict understanding of the notion 
of ubiquitous infringement in the CLIP Principles 
reflects the option for a model more respectful to 
the territorial character of IP rights and the argu-
ments against a hasty abandonment of territoria-
lity.53 Such an approach restricts in practice the ap-
plication of Article 3:603 to copyright and related 
rights and only exceptionally to trademarks.54 Hence 
many situations of multistate infringements covered 
by§ 321(2) ALI Principles are left outside Article 3:603 
CLIP Principles. 

25	 The factors used to determine the single applicable 
law in § 321(2) seem to be more flexible, less predic-
table and more in favor of the rightholder than the 
CLIP Principles. As already noted, the relevant pro-
vision of the ALI Principles that establish the coun-
try or countries with close connections to the dis-
pute refers to the residence or business activities of 
both parties but also to the investment of the par-
ties and the principal markets. By contrast, under 
Article 3:603(2), the location of the alleged infrin-
ger receives special attention as a relevant factor.55 
In practice, the tendency of courts to apply forum 
law may facilitate a finding that the law with the clo-
sest connection is forum law. Article 306 of the Joint 
Japanese-Korean Principles uses similar factors than 
those referred to in Article 3:603 to determine “the 
state that has the closest connection” with regard to 
infringements that occur “in unspecific and multi-
ple states.” The Japanese Transparency Proposal ad-
opts a different approach to determine the single law 
applicable to ubiquitous infringement. According to 
Article 302(1), ubiquitous infringements “shall be the 
law of the place where the results of the exploitation 
of intellectual property are or are to be maximized,” 
that is to be determined by regarding to the quan-
tity of exploitation.56 

26	 Even without the inclusion of a special provision that 
deals with the law applicable to secondary infringe-
ment or the position of Internet intermediaries, the 



Internet Intermediaries and the Law Applicable to Intellectual Property Infringements 

2012 357 3

ALI Principles, as well as the Transparency Proposal 
and the Joint Japanese-Korean Principles may also 
lead to the application of a single law with regard to 
the secondary liability arising out of the multistate 
activities of Internet intermediaries. Application of 
a single law (or a small group of laws) to the acti-
vities of intermediaries may result from § 321 ALI 
Principles on ubiquitous infringement, which has a 
broader scope of application than the CLIP Princi-
ples’ provision on ubiquitous infringement.57 Not-
withstanding this, concerns have been raised about 
the need to supplement the list of connecting fac-
tors contained in § 321 to better accommodate se-
condary infringement claims.58 However this appro-
ach raises, in some aspects, similar concerns as those 
posed by Article 3:604(2) CLIP Principles, such as the 
possible uncertainties related to the interpretation 
of the connecting factor.59 Regardless, the reference 
to “the State or States with close connections to the 
dispute” as a connecting factor in § 321 ALI Princi-
ples provides the opportunity to establish that the 
laws of more than one State are applicable. Such an 
approach could be appropriate to deal with activi-
ties carried out through the Internet that produce 
significant effects in a number of countries, to the 
extent that it allows for the distributive application 
of all those laws.

27	 In sum, as far as the secondary or indirect liability 
of Internet intermediaries for IP infringements is 
concerned, the proposed model rules offer two dif-
ferent approaches. One is based on the adoption of 
a special conflict of laws rule with regard to the li-
ability resulting form certain activities of those in-
termediaries. Such a rule leads to the application of 
a single law and avoids intermediaries being subject 
to a multitude of laws. The other approach seems 
more aligned with the traditional view that the law 
applicable to the infringement also governs the de-
termination of the persons to be liable, both direc-
tly and indirectly, including secondary liability. Un-
der such a model no special rule for intermediaries is 
proposed. However, under this second approach In-
ternet intermediaries providing their services or fa-
cilities in many countries may also not be subject to 
the general lex loci protectionis principle and mosaic 
rule. Internet intermediaries are also subject to the 
provision on the law applicable to ubiquitous infrin-
gement that has a broad scope of application. This 
second approach is influenced by the broader dero-
gation of the basic lex loci protectionis rule resulting 
from the  ubiquitous infringements provision. The 
implementation of such a rule in future internatio-
nal or national legislative instruments may be con-
troversial given the close connection between the 
lex loci protectionis rule and the principle of territo-
riality of IP rights and its implications for legal so-
vereignty.60 On the other hand, the approach based 
on drafting a special choice-of-law provision with re-
gard to intermediaries may raise doubts in connec-
tion with the rationale and additional uncertainties 

linked with having recourse to different conflict of 
laws rules for primary and secondary liability. Ho-
wever, it could also generate concerns to the extent 
that it would amount to a broad derogation of the 
lex loci protectionis rule with respect to secondary li-
ability for IP infringements.

28	 The basic rationale underlying a special conflict of 
laws rule concerning secondary liability for Inter-
net IP infringements is simplification. Its goal is to 
avoid the difficulties arising out of the simultaneous 
application of a plurality of laws to globally-provi-
ded services. In this context an assessment of the 
interaction between the global scope of certain ser-
vices provided by intermediaries and the expansion 
of technologies that enable the adoption of relia-
ble territorial restrictions61 and the implementation 
of territorially restricted injunctions seems to be of 
great practical importance. Geo-location of users is 
also of great relevance for Internet intermediaries 
to earn advertising revenues. Advertising is typi-
cally adapted to the place from where the user ac-
cesses the service. To the extent that global inter-
mediaries may also adapt their services to  comply 
with the different legal standards of the different 
territories (as illustrated, for instance, by the poli-
cies implemented by global microblogging sites that 
allow them to remove or block content only for spe-
cific jurisdictions), the idea that in connection with 
IP infringements lex loci protectionis should be espe-
cially abandoned with respect to the provision of in-
termediary services should perhaps be revisited, in 
particular in light of the idea that such services are 
used frequently to post and make available contents 
that in practice may have substantial repercussion 
in a limited number of jurisdictions (not rarely, only 
one). It seems that in those circumstances the bur-
den of complying with local laws as a consequence 
of providing services offered to all those jurisdic-
tions should not be overemphasized with regard to 
intermediaries to the extent that they have the me-
ans to implement technologies that enable territo-
rial restrictions, and if needed they can design and 
provide a service to have substantial effects only in 
certain countries.

G.	 	Conclusion

29	 The liability of Internet intermediaries has been 
identified as an area that requires specific substan-
tive laws as illustrated, among others, by the safe 
harbor provisions of the DMCA in the U.S. and the 
limitations of the E- Commerce Directive in the EU. 
However, in this area significant divergences re-
main between legal systems, and applicable law is-
sues have become of great practical importance in 
particular when multistate infringement claims are 
consolidated before a single court. Given the multi-
national and even global scope of the activities of in-
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termediaries, concerns have been raised about the 
burden and unpredictability of subjecting the inter-
mediary liability to the law of each country of pro-
tection, which results from the general approach 
that the law applicable to indirect or secondary lia-
bility is the law that governs the main infringement. 
Article 3:604(1) CLIP Principles contains an innova-
tive provision derogating from such an approach in 
some cases to favor the application of a single law to 
the activities of Internet intermediaries. A number of 
issues concerning a provision like that could require 
further discussion on things such as the scope of the 
beneficiaries and the determination of the connec-
ting factor that makes possible the application of a 
single law. Under the ALI and other sets of Princip-
les, recourse to a single law with regard to Internet 
intermediaries can also be the result of the appli-
cation of the specific provisions on ubiquitous in-
fringement without abandoning the traditional view 
that the law applicable to the infringement also go-
verns secondary liability. The assessment of the in-
teraction between a specific provision on secondary 
infringements and the rules on ubiquitous infringe-
ments in the light of the applicability of the latter 
to the activities of intermediaries is necessary to de-
termine if a new proposal would be appropriate and 
what approach should be taken among the possible 
alternatives. Beyond conflict of laws, another option 
to improve legal certainty would be the creation of 
model substantive law provisions in this field that 
could contribute to international harmonization in 
an area where such a development seems especially 
necessary. Nevertheless, experience shows that uni-
formity at a substantive law level is harder to achieve 
than in the field of private international law and that 
international harmonization covering some basic 
principles in this area would not mean full unifica-
tion of legal systems, and hence the need to deter-
mine the applicable law would remain. 
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Abstract: 	 Open Source Communities and con-
tent-oriented projects (Creative Commons etc.) have 
reached a new level of economic and cultural sig-
nificance in some areas of the Internet ecosystem. 
These communities have developed their own set 
of legal rules covering licensing issues, intellectual 
property management, project governance rules etc. 
 
							     

Typical Open Source licenses and project rules are 
written without any reference to national law. This 
paper considers the question whether these license 
contracts and other legal rules are to be qualified as a 
lex mercatoria (or lex informatica) of these communi-
ties.

A.	 Free and Open Source, Creative 
Commons: An alternative model 
for innovation and creativity

1	 Free and open source communities (the terms 
are used synonymously in this paper) have their 
historical roots in the 1980s when software began 
to be marketed as an independent commercial good 
on the IT markets. Before that time, software was 
mostly given away for free to hardware customers 
as an add-on and accompanied by the source codes. 
The source codes enabled customers to debug and 
modify the software according to their needs. With 
the advent of mass-market personal computers in 
the 1980s, IT companies started to sell or license 
software as a product independent from the 
hardware and to provide their customers only with 
closed source versions of their programs. During 

this time, today’s leading software industry players, 
such as Microsoft, SAP, Oracle and Adobe, developed 
the business model of standardized closed source 
software products.1

2	 	For programmers interested in analysing and 
modifying software – ‘hackers’ as they were called 
at the time2 – this new era of closed software was felt 
as a threat to their way of working with software. 
Therefore, some first small projects, the most 
prominent being Richard Stallman’s GNU project 
founded in the US, started to create free software 
programs that would be available for everybody 
interested in object and source code form.3 The 
GNU project developed faster than anybody could 
have expected. The most important step in the 
development of the project was the contribution of 
an operating system kernel called ‘Linux’ provided 
by the Finnish student Linus Torvalds in 1991.4 
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Together with the already existing GNU modules, the 
GNU/Linux operating system has been stable since 
the early 1990s. Today Linux is used on a worldwide 
basis, especially in the markets for smart phones 
(‘Android’ is a Linux derivative), on servers and in 
the embedded sector, e.g. as a control systems for 
machines etc. 

3	 Linux undoubtedly is the most prominent 
free software. However, there are many more 
comparable projects. Some evolved (like GNU/
Linux) as bottom-up projects of hobby programmers 
or freelancers that started with a few lines of code. 
Samba is another example of this type of project.5 

Others projects are driven by commercial software 
companies that earn their money by services and 
customizing. The database program MySQL is an 
important project of this type.6 Still other projects 
use pre-existing commercial software, which was 
no longer competitive in the classical development 
model, as the basis of an open source project. 
The most prominent example is the web browser 
Mozilla Firefox.7 Another type of open source 
project is represented by the web server Apache, 
which was originally built on publicly funded code 
provided by the National Center for Supercomputing 
Applications at the University of Illinois. Since the 
1990s, the Apache project has completely replaced 
the NCSA code.8 

4	 Despite the differences in the origins and goals of 
these and other open source projects, all projects 
use free or open source licenses for the organization 
of their communities. According to these licenses – 
the most prominent of which is the GNU General 
Public License9 used for GNU/Linux and many 
other free software projects – users may acquire 
the right to use, copy, modify and distribute the 
licensed software. However, these rights are linked 
to licensee obligations. All open source licenses 
oblige the licensee to give a copy of the license text 
to the recipients of the program. Also, all notices in 
the source code that refer to the applicable open 
source license, all copyright notices, and disclaimers 
of warranty and liability most be duplicated when 
the programs are copied. These common features 
of open source licenses have been compiled in 
widely accepted definitions of ‘open source’ or ‘free 
software’ licenses that provide lists of more or less 
identical criteria.10 Community organizations like 
the Free Software Foundation and the Open Source 
Initiative ‘officially’ recognize licenses as being ‘free’ 
or ‘open source’. Therefore the delimitation of the 
license model is clearer than it may appear at first 
glance.  

5	 Simple open source licenses – for example, the so-
called BSD licenses11 – are liberal in the sense that 
they do not provide more extensive obligations for 
the licensees. Other licenses, like the GNU General 
Public License, provide the additional duty for 

licensees to distribute modified versions of the 
program only under the terms of the applicable open 
source license. These so-called ‘copyleft’ provisions 
limit the licensee’s freedom to commercialize 
derivate versions of pre-existing free software.12 

However, the concept of ‘copyleft’ guarantees that 
those who have profited from the free software 
community must pay back to a certain extent.

6	 The success of the open source development and 
distribution model has triggered the development 
of comparable communities in other sectors of 
media and culture. The most prominent initiative 
is Creative Commons, which was founded in 2001 
mainly by US law professors.13 Creative Commons 
provides standardized license contracts that may 
be used by authors of copyright-protected works to 
disseminate their contents under a liberal license 
regime which allows users to redistribute the 
contents. Some of the licenses allow for commercial 
use and modifications, while others are more 
restrictive.14 With an open source software license, 
the users are under the obligation to duplicate 
the license terms and disclaimers. Some creative 
commons licenses contain a ‘share-alike’ clause 
comparable to the ‘copyleft’ provisions of open 
source software licenses. A second well-known 
‘open content’ initiative is Wikipedia, an online 
encyclopaedia written by a worldwide community 
of authors who distribute and modify the articles of 
the encyclopaedia in accordance with the GNU Free 
Documentation License and a Creative Commons 
share-alike license.15

B.	 The specific issues of 
creative communities in 
private international law

7	 The interesting issue of open source and open 
content licenses for international lawyers is the 
international composition of the projects. Many 
of the communities are literally spread around 
the world with programmers (or authors) situated 
in the US, Europe, East Asia and other regions of 
the world.16 Typically, the exclusive rights in the 
works (or parts of the works) remain with the 
authors contributing to the project (or with the 
employer).17 As a consequence, each user of an open 
source program who is interested in redistributing 
the software (and therefore is in need of a license) 
must conclude a license contract, according to the 
terms of the applicable open source license, with a 
number of licensors situated in a number of different 
jurisdictions.18 In fact, having concluded ‘a’ license 
contract to use a free software program technically 
means that the licensee has concluded a multitude of 
license contracts. This raises the question of which 
law shall be applicable to these license contracts.
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8	 For a court situated in the European Union, Article 
4 Rome I Regulation19 would govern the question 
of which law shall apply to a license contract if the 
parties have not chosen the applicable law. Article 
4(1) provides specific rules for a variety of contracts 
but not for contracts concerning intellectual 
property rights. For contracts not covered by 
Article 4(1), Article 4(2) refers to the characteristic 
performance test, i.e. ‘the contract shall be governed 
by the law of the country where the party required to 
effect the characteristic performance of the contract 
has his habitual residence’. Courts may deviate from 
4(1) and 4(2) if the contract is ‘manifestly more 
closely connected’ with another country (see 4(3)). 
A court may also apply the closest connection test 
if the applicable law cannot be determined under 
4(1) and 4(2) (see 4(4)). The ECJ has not yet decided 
on the applicable law to license contracts. There is 
also no reported national case law of the EU Member 
States’ Supreme Courts, since the Regulation applies 
only to contracts concluded after 17 December 
2009. Following the ‘pre-Rome I’ rules of some EU 
jurisdictions and the current Swiss law, the law 
of the licensor would govern a license contract. 
This solution was applied in a patent case by the 
German Bundesgerichtshof in a decision of 2009 
(‘Sektionaltor’).20 It was also supported in a copyright 
case by the Austrian Oberster Gerichtshof of 2009 
(‘F.-Privatstiftung’)21 and in a trademark decision by 
the Swiss Bundesgericht of 1975 (Togal/Togal).22 The 
Swiss legislator adopted the same approach as a 
general rule in Article 122 Bundesgesetz über das 
internationale Privatrecht of 1987 (Federal Act on 
Private International Law). According to Article 122, 
all intellectual property contracts shall be governed 
by the law of the state of habitual residence of the 
right holder. However, Article 122 is not without 
exceptions. If the contract has a closer connection to 
another state, in particular to the state of residence 
of the transferee or licensee, the law of that state 
shall apply.23 The application of the law of the 
licensor is also suggested as a basic presumption 
or fall-back provision by the currently discussed 
international collections of soft law principles and 
reform proposals on the subject (see § 315 para. 2 ALI 
Principles,24 Art. 3:502 para. 3 CLIP Principles25 and 
Art. 306 para. 2 Transparency Proposal26). As a result 
of this solution, the laws of different jurisdictions 
would be applicable for a piece of software that 
appears for the licensee as one homogeneous 
product.27

Illustration:

A produces printing machines for large-scale printing in-
dustries. The machines are controlled by an embedded 
GNU/Linux operating system. A produces 100 of these ma-
chines with the embedded software per year. A wants to 
know whether the authors of the software may be held li-
able for bugs. Under the assumption that the law of the li-
censor is applicable for all contractual issues, A must apply 

for each portion of the code the law of the habitual resi-
dence of the respective author. 

9	 Another solution would be to apply the law of 
the licensee. The Austrian Bundesgesetz über das 
internationale Privatrecht of 1978 (Federal Act on 
Private International Law), before the enactment 
of the Rome I Regulation, pointed in Article 43 to 
the law of the habitual residence of the licensee for 
all multi-state license contracts irrespective of the 
rights and duties of the parties. A similar rule was 
provided for in section 25(c) of the former Hungarian 
Act on Private International Law of 1979. German 
and French courts also applied the law of the licensee 
to publishing contracts.28 The application of the law 
of the licensee has also been suggested as a basic 
presumption by Article 307 para. 2 of the recent joint 
Japanese-Korean proposal for law reform.29 Under 
this solution, the user of an open source program 
could rely on the applicability of one single law 
when using the program. However, this approach 
would shift the uncertainty to the side of the licensor 
because it would now be the licensor’s burden to 
apply a multitude of applicable laws if the user 
community is international.

10	 A third solution would be to apply the law of the 
protecting country as lex contractus. This solution 
was applied by the Oberlandesgericht Düsseldorf 
in 1961 in the case of an exclusive patent license 
granted by a French right holder to a German 
licensee as part of a cross-license agreement.30 

Applying the lex loci protections was also supported 
by Article 43 of the former Austrian Bundesgesetz 
über das internationale Privatrecht of 1978 (Federal 
Act on Private International Law) for single-state 
licenses. Article 306 of the Transparency Proposal 
follows the same approach. The law of the protecting 
country is used as the primary fall-back provision 
in Article 3:502(3) CLIP Principles for single-state 
licenses. It also has some support in scholarly 
writing.31 This approach would foster legal certainty 
for users because they could rely on their national 
law when making use of the software or contents. 
Also, this approach would prevent dépeçage 
between the contractual issues of the license 
contracts and the intellectual property aspects. 
But the approach has the disadvantage inherent to 
all ‘mosaic’ theories in private international law. 
Applying multiple territorial laws to ubiquitous legal 
relationships significantly raises the complexity for 
the right holder. Applying a territorial approach to 
internationally used licensed contracts may also have 
the effect of a race to the top with regard to the legal 
restrictions on freedom of contract: If, for example, 
a licensor wants to exclude the liability for mistakes 
in an open source program, the licensor will have the 
choice of either using the most restrictive contract 
law regime or taking the risk that the waiver will be 
unenforceable in certain jurisdictions.
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11	 Some open source licenses try to evade this problem 
by explicit choice-of-law clauses. An example of such 
a clause may be found in Section 11 Mozilla Public 
License Version 1.1 (‘This License shall be governed 
by California law provisions (except to the extent 
applicable law, if any, provides otherwise), excluding 
its conflict-of-law provisions.’).32 Such clauses are 
acceptable for an open source community if all 
or at least most contributors are residents of one 
jurisdiction. However, for a truly international 
community of programmers it will hardly be 
acceptable to regulate their legal relationships in 
accordance with the law of the habitual residence 
of one part of their community. Also, it may well be 
the case that both the licensor and the licensee are 
not residents of the state of the chosen law but are 
both residents of another state. Here, it may be that 
the conflict-of-law rules of their home jurisdictions 
will not accept their choice or, as is the case for 
Article 3(3) Rome I Regulation, apply the internally 
mandatory provisions of the jurisdiction of their 
common residence state. Against this background 
it is not surprising that open source licenses rarely 
contain classical choice-of-law clauses referring 
to the law of one country. The recently published 
revised Mozilla Public License Version 2.033 refers 
to the law of the state of the defendant’s principal 
place of business.

12	 Another strategy for the international usability of 
open source or open content licenses is the creation 
of national versions of the licenses that comply with 
the requirements of specific jurisdictions. The most 
advanced project following this policy is Creative 
Commons International.34 Creative Commons has 
created national license versions for more than 
50 jurisdictions. These ‘ported licenses’ are based 
on the international (‘unported’) license suite, 
but they differ in that they have been modified 
to reflect local legal requirements and to comply 
with the local language. Some of the ported license 
versions comprise a choice-of-law clause referring 
to the law of the given jurisdiction.35 Besides these 
national license versions, Creative Commons 
provides an ‘unported version’ which may be used 
for jurisdictions without a ‘ported’ version. The 
‘unported’ licenses are without a choice-of-law 
clause. Although it may look helpful at first sight to 
have locally adapted versions of the licenses, using 
these national license versions may even worsen the 
legal difficulties of creative communities (see the 
following illustration).36 Also, the legal costs of such 
a solution are extremely high and may hardly be 
borne by typical non-profit communities. 

Illustration:

A is a historian at the university of Bucharest. He has cre-
ated a database of Jewish cemeteries in Central and East 
Europe consisting of some hundred entries with maps, 
photographs and descriptions in different languages. A 

wants to share the database with other interested re-
searchers in Romania and abroad. After visiting www.cre-
ativecommons.org, he chooses the Creative Commons At-
tribution-ShareAlike Version 3 Romania. The license text 
is in the Romanian language. According to Section 8 lit. 
f) Romanian law is applicable. B from Berlin finds the da-
tabase on the Internet. He makes a number of important 
entries on cemeteries in Germany and wants to make this 
modified version available on his private website. Unfor-
tunately, B does not read Romanian. In this case, B would 
be worse off as compared to the use of the ‘unported’ li-
cense version because he would have to translate the li-
cense terms before reading them. It could even be that 
under German contract law, standard terms in languages 
which may not be expected to be understandable for con-
tracting parties may be unenforceable, especially in the 
case of consumers. 

13	 The most important open source licenses, especially 
the GNU General Public License Version 2.0 which 
is used for more than 40% of all free software in the 
market,37 do not contain choice-of-law clauses. The 
GPL and most other open source licenses follow a 
strategy of generic license terms. The idea behind 
this strategy is to use a terminology that is as close as 
possible to the international treaties in the field and, 
for subjects which are not covered by international 
treaties, as neutral as possible, i.e. to define the used 
terms and to avoid terminology that is clearly bound 
to a specific jurisdiction. This drafting technique 
aims to facilitate the worldwide acceptance of the 
licenses, irrespective of the applicable law in a given 
jurisdiction. The most advanced license following 
this strategy is the GNU General Public License 
Version 3, which was published in 2007.38 The GPLv3 
uses artificial terms and definitions instead of the 
commonly used terminology to avoid any hasty 
association with national categories; for example, it 
uses the term ‘convey’ instead of distribute or make 
available. A similar strategy has been chosen for the 
Creative Commons ‘unported’ licenses, which are not 
designed for one specific jurisdiction. Section 8 lit. 
f) of the Creative Commons Attribution-ShareAlike 
Unported 3.0 even explains the strategy explicitly: 
‘The rights granted under, and the subject matter 
referenced, in this License were drafted utilizing 
the terminology of the Berne Convention for the 
Protection of Literary and Artistic Works (as amended 
on September 28, 1979), the Rome Convention of 
1961, the WIPO Copyright Treaty of 1996, the WIPO 
Performances and Phonograms Treaty of 1996 and 
the Universal Copyright Convention (as revised on 
July 24, 1971).’

C.	 Applying community principles 
as a lex mercatoria

14	 Regular private international law principles are based 
on the idea that international legal relationships 
should be governed by the law of a state (or the law 
of several states) to which the parties involved and 
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the facts of the case have the closest connection. 
But this approach, as has been shown, leads to 
unsatisfactory results in the case of international 
open source or free content communities. A more 
tailor-made solution reflecting the specific needs 
of open source communities could be based on the 
theory of lex mercatoria. The traditional lex mercatoria 
theory is based on the idea that the international 
community of traders has developed over time a 
body of internationally customary rules independent 
from the law of specific states.39 According to 
the classical narrative, the old lex mercatoria was 
unwritten law developed and applied by the 
medieval courts of admiralty. Modern theories of 
lex mercatoria refer to the UNIDROIT Principles for 
International Commercial Contracts, to the body of 
rules developed in international arbitration awards 
and to international contractual practice as sources 
for a new unwritten non-state law of international 
commerce.40

15	 It is this last prong of lex mercatoria, the international 
contractual practice, which could serve as a 
theoretical link between open source communities 
and lex mercatoria. Developers working together in 
international programming communities are not 
just international by composition. They are also 
characterized by a high level of social homogeneity. 
Linux kernel programmers are freelancers or 
employed programmers interested in a high-
quality software available for everybody. Some 
of these programmers are driven by commercial 
intentions, especially if it is their business model 
to provide services for industry Linux users. 
Others may contribute to the project for altruistic 
reasons. But these differences in motivations and 
strategic goals have not destroyed the common 
understanding of how open source or free software 
should be developed and distributed. This common 
understanding is expressed in the already-mentioned 
definitions of free or open source software which 
describe the basic principles of the communities. An 
even more concrete expression of these community-
wide principles are the common features of the 
different open source licenses. Although there are 
more than 100 open source licenses currently used 
in the market,41 the basic features of these licenses 
follow the same pattern. Against this background, 
one could argue that open source communities have 
developed a body of independent rules of law that 
are accepted in the community. These rules are not 
just social norms. They are enforced in practice, from 
time to time in state courts but more often in out-
of-court settlements.42 

16	 What would be the practical consequence of 
detaching the legal rules of open source or free 
content communities from any state law? As a 
starting point, one should be very clear about the 
fact that any lex mercatoria approach may only be 
applicable in those areas of law where the parties 

are free to choose the applicable law. Therefore, the 
intellectual property issues of the license contracts – 
especially questions such as eligibility for copyright 
protection, scope of protection, limitations and 
exceptions under copyright law, and initial 
ownership – may not be subject to a lex mercatoria 
approach.43 Also, internationally mandatory 
provisions could not be bypassed. However, there 
would still be an important list of legal issues of a 
contractual nature that could be governed by the 
autonomous community standards of open source 
or content communities, including formation 
and validity of license contracts (or unilateral 
instruments); language requirements under contract 
law, especially for standard terms and conditions; 
interpretation; warranty and liability; and breach 
of contract and remedies.

17	 Allowing the choice of a specific lex mercatoria for 
open source or free content communities would 
raise the additional question of how explicit this 
choice must be or whether the community principles 
may also be applied in the absence of a choice of law. 
For arbitrators it may be a possible approach to apply 
community principles without an explicit or implicit 
choice made by the parties.44 For state courts such an 
approach will hardly be acceptable, at least if private 
international law provisions like Article 4 Rome I 
Regulation (‘the law of the state’) are applied. One 
possible solution could be to interpret the drafting 
approach behind the generic license terms as an 
implied choice of the community principles. Such an 
approach would reflect the intention of the parties 
to avoid the application of the law of any specific 
jurisdiction.    

18	 Under the approach described, the yardstick for 
the interpretation, gap-filling and – even more 
problematic – the review of specific clauses of the 
license contracts would be the body of common 
principles followed by all open source or free 
content licenses. The arbitration tribunal or court 
would have the task of checking several licenses in 
the field and applying their common features as the 
‘golden mean’ of the respective license model. One 
example for this approach could be the ‘termination 
clause’ which is used in the more comprehensive 
licenses. Under these provisions, the license grant 
to a specific licensee is automatically terminated 
in case of non-compliance with the license terms. 
Provisions of this type may be found in Section 8 
GPL Version 3,45 Section 8 Mozilla Public License 
Version 2.0,46 Section 7 Common Public License47 etc. 
The less elaborated and simpler licenses, such as the 
BSD licenses,48 do not provide explicit rules on the 
consequences of a breach of the license terms by a 
licensee. Here, it would be an appropriate solution 
to apply the common features of the termination 
clauses in other open source licenses as a gap-filling 
tool. 
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19	 As a matter of fact, open source license only regulate 
the core rights and duties of the parties involved and 
are inevitably incomplete bodies of contract rules. 
For general questions of contract law not addressed 
in open source licenses – such as authority of agents, 
third-party rights, calculation of damages etc. – the 
UNIDROIT Principles for International Commercial 
Contracts could be applied.49 The UNIDROIT 
Principles are currently available in version 3 of 
2010. Version 3 comprises 211 detailed articles on 
the main questions of contract law and the law of 
obligations. The Principles have been drafted under 
the auspices of the UNIDROIT Institute in Rome 
since the early 1980s by a group of academics from 
different jurisdictions.50 According to the preamble, 
the UNDROIT Principles may be applied ‘when the 
parties have agreed that their contract be governed 
by general principles of law, the lex mercatoria or 
the like’. If one agrees that the license contracts 
used by transnational creative communities should 
be governed by a specific type of lex mercatoria, the 
UNIDROIT Principles could serve as a subsidiary 
source of law for all questions not covered by the 
specific license in question and not covered by 
typical free software or content license. 

Illustration:

X is distributing tax calculation programs for business cus-
tomers. He uses the ‘Randomfunc’ system library for some 
of the basic functions of the programs. The library was 
written by programmers A, B and C who are residents of 
the US, Canada and Brazil. The library is licensed under 
the terms of the GNU GPL Version 2. Under Section 2 b) 
GPL 2, modified versions of licensed programs may only 
be distributed under the terms of the GPL. Under Section 
3 b), any person distributing a licensed program must ‘give 
any third party a complete machine-readable copy of the 
corresponding source code’. X modifies the library and 
adds some new functions, i.e. for the calculation of dif-
ferent currencies. He distributes the modified library as 
part of ‘his’ program without giving any notice of the use 
of GPL software to his customers. Also, the software is dis-
tributed on a binary-only basis without the source codes. 
Y, who is also in the business of tax calculation software, 
buys a copy of X’s software. After reverse engineering the 
program, he believes that X has used a modified version 
of the ‘Randomfunc’ system library. He gives notice to A, 
B and C about the license violation. Unfortunately, A, B 
and C are reluctant to enforce the license terms against 
X because they cannot reach an agreement about the po-
tential legal costs of such an attempt. Finally, Y contacts 
X directly and solicits the source codes of the modified li-
brary referring to Sections 2 b) and 3 b) GPL Version 2. X 
answers that the GPL Version 2 is not an enforceable con-
tract due to the lack of ‘consideration’. Also he rejects any 
third-party rights which Y may enforce directly against X 
with the argument that under the privity doctrine of his 
jurisdiction, third parties are excluded from any contrac-
tual claims. In this case, it would be a sensible approach to 
refer to Article 2.1.1, 3.1.2 UNIDROIT Principles, which re-
ject any consideration requirement for the formation of a 
valid contract. The UNIDROIT Principles could also be use-
ful to solve the question of third-party rights. Under Arti-

cle 5.2.1 UNIDROIT Principles, the ‘existence and content 
of the beneficiary’s right against the promisor are deter-
mined by the agreement of the parties and are subject to 
any conditions or other limitations under the agreement’. 
Hence, the parties to a contract may allow for direct claims 
of third parties against the promisor. This intention must 
not be expressed explicitly.51 However, it is a question of 
contract interpretation whether Section 3 b) may be con-
strued as creating a right for third parties to claim directly 
for the disclosure of the sources of a GPL program.52

D.	  Conclusion

20	 The question of whether a lex mercatoria approach 
is advisable for open source and other creative 
communities depends primarily on the evaluation of 
the practical difficulties caused by traditional private 
international law principles. It has been argued in 
this paper that the specific characteristics of open 
source communities require the elaboration of a 
novel and tailor-made regime of conflict rules. One 
possible solution could be to apply the free software 
community principles as governing contract law 
and to detach the formation, validity, warranty and 
liability, third-party rights and other contractual 
issues from any given state law. The theory of lex 
mercatoria could serve as a theoretical basis for such 
an approach. Interpretation, gap-filling and review 
of the contract could be effected by reference to the 
UNIDROIT Principles. 
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